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•♦  United  States  v.  Dickson,  15  Peters,  141 135 

»♦  United  States  v.  Kirby,  7  Wall.,  482 136 

»♦  United  States  v.  Miller,  223  U.  S.,  599 460 

d  United  States  v.  l,150i  pounds  of  Celluloid,  82  Fed,  Rep.,  627 135 

♦•  United  Slates  v.  Smith,  94  U.  S.,  214 453 

c  United  States  v.  Standard  Sanitary  Mfg.  Co.,  191  Fed.  Rep.,  172 136 

♦•  United  States  v.  Temple,  105  U.  S.,  97 459 

••  United  States  r.  Trans-Missouri  Freight  Association,  166  U.  S.,  290—  464 
United  States  Graphite  Co.,  The,  v.  Bombard,  0.  D.,  1907,  115 ;  027  O.  G., 

3215 128 

0  United  States  Tobacco  Co.  v.  McGreenery,  144  Ve6,  Rep.,  531 454 

♦  United  States  ex  rel.  Newcomb  Motor  Co.  v.  Moore,  30  App.  D.  C,  464..  189 
*♦  United  States  ex  rel.  Steinmetz  v.  Allen,  Commissioner  of  Patents,  192 

U.  S.,  543 126 

Upton.    Ex  parte,  C.  D.,  1884,  26 ;  27  O.  G.,  99 108 

V. 

h  Vandenburgh  v.  Electric  Welding  Co.,  259  Fed.  Rep.,  579 857 

d  Van  Epps  v.  United,  etc.,  Co.,  143  Fed.  Rep.,  869 308 

d  Victor,  etc.,  Co.  v.  American,  etc.,  Co.,  145  Fed.  Rep.,  350 391 

d  Von  Schmidt  v.  Bowers,  80  Fed.  Rep.,  121 435 

W. 

d  Wagner  t?.  Meccano  Limited,  246  Fed.  Rep.,  603 262, 349 

•♦  W^ashbum,  etc.,  Co.  v.  Norwood,  143  U.  S.,  275 319 

Weaver.    Ex  parte,  C.  D.,  1912,  80 ;  176  O.  G..  751 126 

♦*  Webster  Loom  Co.  v.  Hlggins,  105  U.  S.,  580 166, 355 

d  Weir  Frog  Co.  v.  Porter,  206  Fed.  Rep.,  670 262 

Welch.    Ex  parte,  C.  D.,  1900,  190;  93  O.  G.,  2104 97,98 

6  Werlc  et  al.  v,  Parker  Co.,  221  Fed.  Rep.,  644 456 

d  Werk  et  al.  t?.  Parker  et  al.,  231  Fed.  Rep.,  121 456 

•♦  Werk  et  al.  v,  F.  Thomas  Parker  et  al.,  242  U.  S.,  645 456 

••Werk  V.  Parker,  249  U.  S.,  130 r 442 

d  West  Coast  Roofing  &  Mfg.  Co.  et  al.  v.  Elaborated  Ready  Roofing  Co. 

and  Mathlas  B.  Becker,  249.  Fed.  Rep.,  221 374, 379, 380 

d  Western  Dredging  &  Improvement  Co.  v.  Heldmaier,  111  Fed.  Rep.,  123-  135 

d  Western  Electric  Co.  v.  Sperry,  58  Fed.  Rep.,  186 891 

d  Westinghouse  v.  Cooper,  245  Fed.  Rep.,  463 247, 280 

*  Westinghouse  i?.  Duncan,  2  App.  D.  C,  131 42 

d  Westinghouse  Machine  Co.  v.  General  Electric  Co.,  207  Fed.  Rep.,  75—  340 

d  Weston  v.  Empire,  etc.,  Co.,  136  Fed.  Rep.,  599 390 

♦•White  v.  Dunbar,  119  U.  S.,  47 467,474 

♦  Wickers  v,  McKee,  29  App.  D.  C,  4 42 
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Page. 
d  Willcox  &  Gibbs  Sewing  Machine  Ck).  v,  Merrow  Machine  Co.,  93  Ped. 

Rep.,    206 111 

Wlllson.    Ex  parte,  C.  D.,  18©2,  111 ;  59  O.  G..  1257 110 

♦•  Wilson  V.  Sandford,  10  How.,  99 466 

♦♦  Wlnans  v.  Denmead,  15  How.,  330 177 

*d  Windsor  v.  Mercier,  253  Fed.  Rep.,  448 442 

Wintroath  v.  Chapman  and  Chapman,  C.  D.,  1918,  9;  248  O.  G.,  1003 35 

•  Wintroath  v.  Chapman  and  Chapman,  47  App.  D.  C,  428 85, 42 

dWitasel  v,  Herman,  212  Fed.  Rep.,  734 - 322 

Woolson  Spice  Co.,  Tha    Ex  parte,  129  MS.  Dec.,  278 99 

d  Wright  V,  Tobacco  Co.,  252  Fed.  Rep.,  146 259 

•♦  Wright  V,  Yuengling,  155  U.  S.,  47 458 

•  Wurts  V.  Harrington,  10  App.  D.  C,  149 284 

Y. 

c  Yale  &  Greenleaf  Manufacturing  Co.  v.  North,  5  Blatch.,  455 287 

•  Yates  V.  Huson,  8  App.  D.  C,  93 42 

b  Young  V.  Grand  Rapids  Refrigerator  Co.,  July  11, 1918.    Not  reported..  227 
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[The  Opinion  of  the  Judge  Advocate  General  is  indicated  by  two  degree  marks,  (**)  ; 
decisions  of  the  Court  of  Appeals  of  the  District  of  Columbia  by  one  star,  (*>  ;  of  the 
United  States  Circuit  Court  of  Appeals  by  the  letter  d;  of  the  Supreme  Court  of  the 
United  States  by  two  sUrs,   (**).] 

A. 

Page. 

Abandonment  of  invention,  application  kept  alive  by  appropriate  action, 
neither  withdrawal  of  appeal  from  adverse  action  by  Examiner  on 
merits  nor  failure  to  prosecute  application  after  rejection  of  claims 

will  constitute  abandonment,  ♦Nlcoll  v.  Hoey 149 

Adaptation   of  old  devices   to  other   structures   equally   old   and   well 
known,  change  in  form,  improvement  in  degree,  selecting  and  putting 
together  of  parts  of  various  machines  making  new  machine,  not  Inven- 
tion, d  Huebner-Toledo  Breweries  Go.  v,  Mathews  Gravity  Carrier  Co_      251 
Amendment,    containing   claims    for    Invention    distinct    from    previous 

claims,  cancelation  should  be  required.    Ex  parte  McKillop 125 

Anticipation.  Case  before  the  courts  twenty-three  years,  unanimous  deci- 
sions of  the  Patent  Office  tribunals  holding  claims  anticipated,  decision 

of  the  Commissioner  affirmed.     ♦In  re  HiUard 199 

Claims,  two  cases  to  be  compared,  disclosure  portion  only  of  subject- 
matter  of  "copending"  patent,  one  takes  one  direction  in  field 
of  invention,  the  other  another,  question  of  priority  not  raised. 

Bx  parte  Allen 105 

Composition  compressed  into  blocks  does  not  anticipate  same  com- 
position applied  as  lining  for  tanks.    Ex  parte  Wiederhold 116 

Conception  of  invention,  making  sketches  and  drawing  plans  does 
not  constitute  invention  to  the  extent  of  anticipating  a  later  patent, 
il  Minneapolis,   St.  P.  &  S.   S.  M.   Ry.  Co.  et  al.   v,  Bamett  & 

Record  Co — 829 

Not  established  by  prior  patents  which  separately  disclose  one  or 

more  elements  of  a  later  patent,  but  none  disclose  all.    d  Id 829 

Structures  of  two  prior  patMits  combined  with  difficulty,  device  pro- 
duced falling  to  perform  function  efficiently,  not  anticipation  of 

claim  for  more  efficient  device.    Ex  parte  Elliott 88 

Tribunals  of  Patent  Office  unanimous  In  holding,  court  sustains  their 

ruling.    ♦In  re  Meyer 211 

Appeal  fk*om  Commissioners'  holding  case  abandoned,  appeal  dismissed. 

♦In  re  Seiss 202 

Appeah  to  the  Court  of  Appeals  of  the  District  of  Columbia,  notice  filed 
late,  delay  caused  by  mall,  no  objection  by  appellee,  considered  as  filed 

in  time.     ♦In  re  Truby — _ 288 

Applications,  abandonment  by  reason  of  lack  of  prosecution.    Ex  parte 

Daum 97 

Describing  invention,  article  made  of  specific  material,  prior  appli- 
cation, same  invention,  different  material,  no  intention  of  abandon- 
ment of  original  application,  subsequent  application  may  be  treated 
as  a  continuation  of  original,  d  General  Electric  Co.  v.  Continental 

Fibre  Co 386 
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Applications — Continued.  Pati. 

File- wrapper,  no  indorsement  to  be  made  upon  for  continuation  in 
part  of  prior  application ;  continuation  or  division  of  or  substitution 
for  prior  application  qply,   to  be  entered  on  file-wrapper.     Bx 

parte  Ellis ___A 64 

Peace  Treaty  not  ratified,  paragraphs  307  and  308  have  no  effect 

upon  pending  applications.    Ex  parte  Trafford 82 

Seized  by  alien-property  custodian  and  assigned,  extension  of  time 
for  rene\\;al  should  be  granted  assignee  as  to  original  applicant 

Ex  parte  Tschunke 88 

Attachment  to  machine  operated  idly,  no  attempt  to  apply  to  use  intended, 

not  reduction  to  practice,  ♦Derr  t?.  Gleason 213 

Claims,  certain  claims  of  patent  within  the  specification  and  drawings  of 
original  application  inserted  on  request  of  Examiner  to  show  inter- 
ference, no  additional  verification  necessary,  d  Taggart  Baking  Co. 

V,  Green  et  al 367 

Combination  new  and  performing  new  function,  must  show  novelty. 

Ex  parte  Eager 46 

Copied  from  patent,  rejected,  time  limit  for  reply  or  appeal  should  be 
set  by  Examiner  and  by  Examiners-in-Chief,  If  Examiner  is  sus- 
tained.   Ex  parte  Weber  and  Woodford -        66 

Failing  to  conform  to  disclosure  properly  refused.    Ex  parte  Cave —      118 
Not  to  be  allowed  to  losing  party  in  interference  where  distinguish- 
ing features  do  not  define  invention  over  portion  of  disclosure  of 

winning  party  pertinent  to  issue  of  priority.    Ex  parte  Allen i      105 

Patent  ex  parte,  public  not  bound  by  it,  patentee  is,  if  invention  is 
broader  than  claim,  held  that  patented  has  surrendered  surplus  to 
public,    **  Minerals    Separation,    Limited,    et    al.    v,    Butte   and 

Superior  Mining  Company 466 

Combination,  validity,  sufficient  if  there  be  Joint  operation  of  the  elements 
producing  result,  not  necessarily  new,  due  to  their  cooperative  action, 

d  Willard  et  al.  v.  Union  Tool  Co 281 

Commercial  success  may  be  evidence  of  invention,  d  Stanley  Works  v. 

Twisted  Wire  &  Steel  Co 316 

No  bearing  on  patentability,  device,  though  within  terms  of  broad 
claims,  not  in  accordance  with  disclosure,  but  with  disclosure  of 

reissue  patent  of  another.    Bx  parte  Care 118 

Concealment  of  invention,  allegations  of  concealment  or  abandonment 
of  invention,  burden  of  proof  on  party  making  allegations,  *  Hathaway 

V.  Field,  Lanning,  and  Colman,  et  al 177 

Concurrent  decisions  of  tribunals  of  the  Patent  Ofiice,  appeal  from,  court 
unable  to  declare  error  in  ruling,  decisions  will  be  affirmed,  *Bonine 
V,  Bliss 1 220 

*  Erickson  and  Erickson  v.  Dyson 217 

♦  Ruppel  V.  Bogart 284 

Though  entitled  to  much  consideration,  incorrect  conclusions  reached 

should  be  overruled  by  court,  ♦  Derr  v,  Gleason 213 

Construction  of  claims,  broad  or  restricted,  ♦•T.  H.  Symington  Com- 
pany V.  The  National  Malleable  Castings  Company  et  al 479 

Limiting  words  differentiating  from  prior  patent,  if  clear  and  definite, 
to  be  given  full  meaning,  but  If  ambiguous  only  such  as  neces- 
sary for  differentiation,  *  Jones  et  al  v.  General  Flreproofing  Co..      241 
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Constrnction  of  claims — Continued.  Page. 
Term  susceptible  of  two  meanings  to  be  given  that  shown  Intended 
by  specification,  d  Petroleum  Rectifying  Go.  of  California  v.  Re- 
ward Oil  Co 429 

Unpatentable  by  reason  of  the  state  of  the  art.    Ex  parte  Hammond—        7S 

Parker  v.  Craft  and  Reynolds 72 

Construction  of  contracts,  grants,  etc. :  Contracts  and  grants,  particularly 
grants  of  patents,  are  subject  to  that  rule  of  interpretation  giving 
preference,  in  case  of  doubt,  to  that  which  sustains  and  vitalizes  rather 
than  to  that  which  strikes  down  and  paralyzes,  d  Minneapolis,  St.  P.  & 

S.  S.  M.  Ry.  Co.  et  al.  v.  Barnett  &  Record  Co 32& 

CJonstruction  of  specifications  and  patents,  d  Alvey-Ferguson  Co.  v.  Peter 

Schoenhofen  Brewing  Co 382 

Combination  of  desirable  elements  from  different  devices  in  same  art 

void  for  lack  of  invention,  d  Edwards  v.  Dayton  Mfg.  Co 351 

Invention  in  art  well  developed,  improvement^ slight,  patent  to  be  con- 
strued strictly  but  fairly  to  both  patentee  and  public,  ♦♦Minerals 
Separation,  Limited,  et  al.  v.  Butte  and  Superior  Mining  Company.      466 
Liberal  construction  to  be  given  pioneer  process  patent  extensively 

used,  d  Petroleum  Rectifying  Co.  of  California  v.  Reward  Oil  Co—      429 
Novel  Invention  entitled  to  broad  equivalence,  d  General  Electric  Co. 

V.  Continental  Fibre  Co 386 

Ck>nstructlon.  of  reissue  claims,  shown  broader  than  original,  facts  do  not 
bring  within  exceptions  of  rule  that  application  for  reissue  mu.st  be 
filed  within  two  years  after  issue  of  original  patent,    ♦  In  re  Otto,  Jr-      222 

Congtructlon  of  Rule  46.    Ex  parte  Helnze 67 

CJonstruction  of  statutes,  act  of  March  3,  1883,  disclaimers  to  follow 
language  of  statute  in  patents  filed  without  fee  under  this  act.    Ex 

parte  McNary 27 

Act  of  March  3,  1883.    **  Opinion  of  the  Judge  Advocate  General 133 

Act  June  25,  1910,  bill  filed  In  Court  of  Claims  to  recover  for  use  of 
Invention  perfected  while  patentee  was  employed  by  Government, 
to  give  effect  to  allegation  that  work  was  done  during  time  when 
not  on  duty,  not  construction,  but  amendment  of  statute,  ♦♦  Moore  v. 

The  United  States 458 

Section  4886,  Revised  Statutes,  d  Tiffany  r.  Paper  Products  Co 287 

Section  4894.     ♦  In  re  Seiss 202 

Section  4904,  Revised  Statutes,  d  Bird  v.  Elaborated  Roofing  Co.  of 

Buffalo,  Inc.,  et  al— __• 372 

Sections  4917  and  4922,  d  Liquid  Carbonic  Co.  et  al.  v.  Gilchrist  Co 275 

Sherman  Antitrust  Act,  July  2,  1890,  ♦♦  United  States  of  America 

V,  Colgate  &  Company ."^ 460 

Construction — 

Of  terms  "  fit "  and  "  secured  to,"  d  Liquid  Carbonic  Co.  et  al.  r.  Gil- 
christ Co 275 

Continuing  application,  filed  under  act  of  March  3,  1883,  abandoned  and 
substitute  filed  with  fee,  applicant  entitled  to  benefit  of  earlier  applica- 
tion to  determine  burden  of  proof,   Snelllng  v.  Rlttman  v.  Brooks, 

Bacon,  and  Clark 40 

CJontract  between  the  Government  and  manufacturing  company  as  to 
secrecy  relative  to  use  of  device,  design  supplied  by  Government, 
•♦  E.  W.  Bliss  Company  v.  The  United  States 443 
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Dedication  to  the  public,  application  filed  under  act  of  1883,  no  fee,  aban- 
doned, subsequent  application  filed  with  fee,  question  of  standing  of 
latter  application  reviewable  by  the  Court  of  Appeals  of  the  District  of 
Columbia  on  appeal  on  priority,  Snelling  v.  Rittman  v.  Brooks,  Bacon, 

and  Clark 40 

Construction  of  act  of  March  3,  1883.  **  °  Opinion  of  the  Judge  Advo- 
cate General 133 

Letters  Patent  granted  under  act  of  March  3,  1883,  patents  without 
fee,  not  *o  carry  the  words  "  Dedicated  to  the  public,"  but  merely 
the  words  "  Filed  under  the  act  of  March  3,  1883,  22  Stat.  L.  625." 

Ex  parte  McNary 27 

Not  complete  unless  application  filed  under  act  of  March  3,  1883, 
without  fee,  becomes  a  patent,   Snelling  v.  Rittman  v.  Brooks, 

Bacon,  and  Clark 40 

Delay  in  filing  application,  reduction  to  practice  three  years  prior  to 
filing,  rights  not  forfeited  by  delay,  *Sarah  C.  Hackley,  adminis- 
tratrix, V.  Henemier 182 

Time  required  for  transmittal  of  papers  by  mall  and  five  weeks  addi- 
tional after  execution  of  oath,  not  unreasonable.    Ex  parte  Heinze.        07 
Design,  description  sometimes  permissible  under  discretion  of  examiner 

if  it  adds  to  clearness  and  better  understanding.    Ex  parte  Spiegel 112 

Devices  old  and  well  known  fitted  to  structures  equally  old  and  well 
known,  mechanical  skill  not  invention,  d  Huebner-Toledo  Brewerfes  Co. 

V.  Mathews  Gravity  Carrier  Co 251 

Diligence,  evidence  show^ing  activity  caused  by  entry  of  rival  in  the  field, 

•Derr  v,  Gleason *213 

Invention  reduced  to  practice,  delay  in  applying  for  patent  not  to  be 

excused  on  ground  of  work  for  Government.    'Id 213 

Disclaimers  filed  under  act  of  March  3,  1883,  not  to  be  construed  by  the 

Patent  Office.    Ex  parte  McNary 27 

Generic  invention,  right  of  claimant  not  lost  by  refusal  to  claim 
form  subsequently  devised  by  another,  d  Standard  Scale  &  Supply 

Co.  17.  Cropp  Concrete  Machinery  Co.  et  al 394 

Owner  of  patent  living  in  foreign  country,  war-time  conditions  exist- 
ing, expiration  of  nearly  four  months  from  decision  of  court  before 
filing,  not  unreasonable  neglect  or  delay,  **  Minerals  Separation, 

Limited,  et  al.  v.  Butte  and  Superior  Mining  Company 408 

Suit  for  infringement,  claims  too  broad,  nq  relief  by  disclaimer, 

d  Kellogg  Switchboard  &  Supply  Co.  v.  Dean  Electric  Co 308 

Disclosure,  in  process  patent  must  be  sufficient  to  enable  those  skilled  in 
the  art  to  produce  desired  results,  d  Featheredge  Rubber  Co.  v.  Miller 

Rubber  Co.  et  al 400 

Divisional  application,  requirement  for  division,  sheet  of  drawings  and 
matter  descriptive  thereof  canceled,  drawing  may  be  used  in  divisional 
application  If  photographic  print  be  placed  in  file  of  original  applica- 
tion.   Ex  parte  Scheiner__i 8 

Double  patenting,  application  for  article  and  mold  for  making,  division 
required,  claims  for  mold  patented,  later  application  for  article,  doubt 
as  to  independence  of  invention  to  be  resolved  in  favor  of  applicant 

Ex  parte  McBean 35 

Drawings,  uncertain  and  Inconsistent  cannot  be  made  controlling.  Ex 
parte  Lindgren 83 
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Estoppel,  applicant  having  done  all  required  by  statute  and  rules,  malclng 
claims  readable  on  disclosure,  not  estopped  l)ecause  of  delay  in  prosecu- 
tion of  application,  especially  if  party  alleging  estoppel  was  not  in- 
jured by  the  delay,  •  Nicoll  v.  Hoey 149 

Copying  claims  from  patent,  broad  subject-matter  in  claims  always 

in  case.    Ex  parte  Hanson 33 

Evidence,  applicant  having  sworn  as  inventor  in  his  application  presump- 
tion remains  with  him  until  overcome  by  proof,  failure  to  call  witness 
to  testify  that  he  was  inventor  immaterial,  *  Swinglehurst  v.  Ballard—      228 
Judicial  notice  of  standard  and  easily  accessible  books  of  reference 

permissible,  *♦  Werk  et  al.  v.  Parker  et  al 455 

Examination  of  applications,  allowability  of  claims  over  "copending'' 

patent  disclosing  portion  only  of  subject-matter.    Ex  parte  Allen 105 

Improvement  in  degree,  change  in  form,  not  in  means  or  result,  not  inven- 
tion, d  Huebner-Toledo  Breweries  Co,  v.  Mathews  Gravity  Carrier  Co 251 

Injunction,  decree  restraining  exhibition  or  communication  of  construc- 
tion and  operation  of  the  Blisa-Leavitt  torpedo,  modified  and  affirmed, 

•♦  E.  W.  Bliss  Company  v.  The  United  States 443 

Infringement,  claim  rejected  for  anticipation,  limiting  feature  added  by 
amendment  becoming  an  essential  element,  not  infringed  by  structure 
not  containing  this  element,  d  Schulte  et  aL  v.  Colorado  Tire  &  Leather 

Co.  et  al 402 

Issue  between  two  products,  similar  functions,  different  character- 
istics, identity  or  difference,  d  J.  E.  Baker  Co.  v.  Kennedy  Refrac- 
tories Co.  et  al : 204 

**  Magdolite,"  double-burned  dolomite,  with  certain  specified  charac- 
teristics, used  in  metallurgical  furnaces,  not  infringed  by  **  kendy- 
mag,"   with  different  characteristics,   though   accomplishing   the 

same  results,  rfid 264 

No  defense  that  one  element  of  combination  may  be  found  in  a  prior 
patent,  others  in  another,  and  more  in  a  third,  d  Independent  Coal 

Tar  Co.  v.  Creasy  Contracting  Co 419 

Not  avoided  by  slight  changes  in  construction  nor  by  addition  of  non- 
essential elements  to  combination,   *  Hutchinson   Vapor  Heating 

Corporation  and  Zellers  v.  Mouat / 173 

-    Not  determined  by  terms  of  claims  alone,  considerations  of  utility 
and  identity  are  also  involved,  d  Silver  &  Co.,  Inc.,  v.  S.  Stemau 

&  Co.,  Inc 363 

Not  excused  because  defendant's  apparatus  is  superior  to  that  of 
plaintiff,  d  Petroleum  Rectifying  Co.  of  California  r.  Reward  Oil  Co.      429 

Interference,  abandoned  experiment,  Hughes  i;.  Humason 16 

♦Main  r.  St.  Clair  et  al 157 

Appeal  does  not  lie  to  the  Court- of  Appeals  of  the  District  of  Co- 
lumbia from  decision  of  the  Commissioner  to  dissolve  interference, 

*  Parker  v.  Craft  and  Reynolds 224 

Claims  copied  from  patent,  some  allowable,  others  not,  declaration 
should  be  prompt  without  regard  to  determination  of  applicant's 

right  to  rejected  claims.    Ex  parte  Weber  and  Woodford 65 

Declared  with  existing  patent,  priority  adjudged  to  adveree  party 
and  patent  issued  to  him  under  provisions  of  section  4904,  d  Bird 

V.  Elabonated  Roofing  Co.  of  Buffalo,  Inc.,  et  al 372 

Effect  of  proceedings  to  settle  question  of  priority,  but  not  to  deter- 
mine patentability  of  invention,    did . 372 
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Evidence,  machine  introduced  during  rebuttal,  already  explained  In 
prima  facie  testimony,  no  person  called  to  Identify  Immaterial, 
Coppus  V.  Fieux  and  Wheeler 43 

Final  decision  on  priority,  abandonment  by  winning  party,  invention 
made  public,  Judgment  bar  to  losing  party  making  claims  of  issae, 
Fanslow  v,  Whitney 93 

Joint  inventors,  *  Yemiker  v,  Nesbitt  and  Lauritzen 159 

No  informality  in  declaration  between  patent  and  application  where 
claims  of  application  are  slightly  broader  but  not  patentably  dif- 
ferent, Parker  v.  Craft  and  Reynolds 72 

Second  party  assigns  to  common  assignee  without  request  to  issue, 
later  assigns  to  another  party  with  request  to  issue,  common  as- 
signee flies  power  of  attorney  In  case  of  second  party,  no  protest 
made  against  revocation  of  former  attorney,  jQret  party  believed  to 
be-  first  Inventor,  second  party  not  to  be  found,  interference  should 
be  dissolved  and  amendment  canceling  claims  entered  in  applica- 
tion of  second  party,  Schrelber  v.  Bauer 4 

Sufficiency  of  testimony,  ♦Yakeley  r.  Smith 143 

Testimony,  credibility  of  witness  not  to  be  questioned  because 
brother    of    one    of    the    Interfering    parties,    ♦  Greenawalt    v. 

Dwight,  et  al 234 

Invention,  adapting  article  to  new  use  by  enlargement  only,  not  invention, 
d  Liquid  Carbonic  Co.  et  al  v.  Gilchrist  Co 275 

Adequate  reward  should  be  given  to  the  person  who  seeing  defects  finds 

means  of  overcoming  them,  •  In  re  Huff 152 

Best  mode  of  applying  principle  must  be  described,  but  description 
not  measure  of  Invention,  ({Independent  Coal  Tar  Co.  v.  Cressy 
Contracting  Co 419 

Commercial  success  safe  criterion  only  when  validity  of  patent  is  in 
doubt,  d  Huebner-Toledo  Breweries  Co.  v.  Mathews  Gravity  Carrier 
Co 251 

Conception  of  general  result  desired  obvious,  discovery  of  way  of  ob- 
taining calling  for  exercise  of  Invention,  yet  when  the  conception 
that  a  result  new  and  useful  would  follow  combining  two  or  more 
old  machines  Is^  understood  mechanical  skill  only  Is  required, 
d  Rosemary  Mfg.  Co.  v.  Halifax  Cotton  Mills,  Inc 327 

Constructive  reduction  to  practice,  prior  application  falling  to  disclose 
Issue,  Bogart  v.  Ruppel 80 

•Ruppel  V,  Bogart 234 

Discovery  standing  alone  not  Invention,  neither  means  employed  to 
put  to  use  the  discovery,  but  the  two  together  may  constitute  In- 
vention, d  Cunningham  Piano  Co.  v,  iEolian  Co 312 

Elements  of  prior  art  having  bearing  -on  question,  not  necessarily  all 
found  In  one  embodiment,  d  Edwards  v.  Dayton  Mfg.  Co 351 

Great  commercial  success  in  old  art  may  be  evidence  of,  d  Stanley 
Works  V,  Twisted  Wire  &  Steel  Co 316 

Making  two  separate  parts  Integral  not  patentable,  d  Tiffany  r.  Paper 
Products  Co ^ 287 

May  exist  In  combination  of  old  elements  producing  new  result  or 
old  result  In  new  and  better  way,  d  Edwards  t?.  Dayton  Mfg.  Co_-      351 

Mechanical  adaptation  of  familiar  materials  and  methods  not  inven- 
tion, ♦*  Werk  et  al,  v.  Parker  et  al 455 
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New  machine,  best  parts  of  different  machines,  operation  and  result 
same,  not  invention,  d  Huebner-Toledo  Breweries  Co.  i;.  Mathews 

Gravity  Carrier  Co 2S1 

Not  extended  by  broad  claim,  disclosure  of  means  and  statement 
that  Inventor  is  not  confined  thereto,  claim  covering  all  means  not 
justified   thereby,   dBird  v.   Elaborated   Roofing  Co.   of  Buffalo, 

IncT,  et  al 872 

Not  involved  in  conception  of  Joint  use  of  old  elements,  d  Alvey-Fer- 

guson  Co.  V.  Peter  Schoenhofen  Brewing  Co 882 

Shown  In  flattening  and  roughening  a  dental  point,  though  it  is  old  to 

flatten  and  roughen  screw  heads.    Ex  parte  Hurtt 122 

To  negative,  a  device  must  be  found  in  the  prior  art  which  may  be 
modified  to  make  this  construction,  a  suggestion  that  It  ought  to 

be  made,  and  how  to  make  it.    Ex  parte  Gee 49 

Jarisdiction  of  the  Court  of  Appeals  of  the  District  of  Columbia,  appeal 
will  lie  only  from  Judgment  on  priority,  order  dissolving  interference 

merely  interlocutory,  *  Parker  v.  Craft  and  Reynolds 224 

Jurisdiction  Court  of  Claims,  suit  against  the  United  States  under  act 
June  25, 1910,  to  recover  compensation  for  use  without  license  of  inven- 
tion completed  while  patentee  was  employed  by  Government,  court  with- 
out Jurisdiction,  ♦•Moore  v.  The  United  States 458 

Mandamus,  interlocutory  proceedings  for  accounting  in  district  court, 
not  forbidden  on  ground  that  other  proceedings  in  another  court  may 

render  accounting  nugatory,  *♦  Ex  parte  Wagner  et  al 481 

Not  to  be  issued  against  Circuit  Court  of  Appeals  and  its  Judges  in 

cases  remanded  to  district  court.     **Id 481 

Will  not  He  to  control  Judicial  action.    •  •  Id 481 

New  matter,  specification  indicating  certain  arrangement  of  parts  of 
mechanism,  two  figures  of  drawings  Inconsistent,  claims  based  on  one 
figure  for  an  arrangement  different  from  specification  Involves  new 

matter.    Ex  parte  Lindgren 83 

Novelty,  article  of  manufacture,  near  existing  arUcles,  not  a  substi- 
tute but  new  in  sense  of  patent  lav,  only  field  open  limited  td  method  of 
making  or  specifically-stated  chemical  tests,  d  Procter  &  Gamble  Co.  t7. 

Berlin   Mills  Co ^ 303 

Oath  executed  thirty-five  days  prior  to  filing  application  not  such  unrea- 
sonable delay  as  to  require  an  additional  oath.    Ex  parte  Heinze 67. 

Old  elements,  new  combination  rising  above  mere  mechanical  skill,  reach- 
ing old  results  with  greater  ease,  economy,  and  efficiency,  securely  pro- 
tected by  a  patent,  d  Minneapolis,  St.  P.  &  S.  S.  M.  Ry.  Co.  et  al.  v, 

Bamett  &  Record  Co 329 

Particular  patents,  Armstrong,  No.  1,195,946,  tagging  oysters,  void  for 
lack  of  invention,  d  Armstrong  Seatag  Corporation  v.  Smith's  Island 

Oyster  Co 296 

Baker,  No.  1,063,102,  material  for  use  In  metallurgical  furnaces, 
known  as  "  magdolite,"  d  J.  E.  Baker  Co.  v.  Kennedy  Refractories 

Co.  et  al 264 

Becker,  No.  1,024,550,  and  Bird,  No.  1,181,827,  prepared  roofing, 
identical  invention,  d  Bird  v.  Elaborated  Roofing  Co.  of  Buffalo, 

Inc.,  et  al 372 

Berman,  No.  962,300,  straw-dispensing  apparatus,  valid  and  Infringed 
as  to  clakn  2  and  void  as  to  claim  1,  d  Liquid  Carbonic  Co.  et  al.  v, 
Gilchrist  Co ^ 276 
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Bird,  No.  1,036,427,  prepared  roofing,  valid  and  not  Infringed,  d  Bird 

V.  Elaborated  Roofing  Co.  of  Buffalo,  Inc.,  et  al 372 

Same,  No.  1,181.827,  prepared  roofing,  valid  and  infringed,    did 372 

Brothers,  No.  551,  614,  cable-crane  with  gravity-anchor,  not  in- 
fringed, ■♦♦Brothers  17.  The  United  States 450 

Burchenal,  No.  1,135,351,  incompletely-hydrogenized  oil-lard,  valid 
patent,  new  product  in  the  sense  of  patent  law,  d  Procter  &,  Gamble 
Co.  V.  Berlin  Mills  Co 303 

Caldwell,  No.  682^16,  studding  and  roetaMath  combination,  void 
by  reason  of  state  of  the  art,  d  Berger  Mfg.  Co.  v.  Trussed  Concrete 
Steel  Co 843 

Cottrell  and  Speed,  No.  987,115,  process  of  separating  and  collecting 
particles  of  one  liquid  suspended  In  another,  and  No.  987,116,  appa- 
ratus therefor,  valid  and  infringed,  d  Petroleum  Rectifying  Co.  of 
CaUfornia  v.  Reward  Oil  Co ■. 429 

Cropp,  No.  947,196,  concrete-mixer,  certain  claims  valid  and  infringed, 
cited  patents  not  pertinent,  d  Standard  Scale  &  Supply  Co.  t\  Cropp 
Concrete  Machinery  Co.  et  al . 394 

Curtis,  No.  670,606,  machine  for  expanding  sheet  metal,  invalid  for 
want  of  invention,  ♦Jones  et  al.  v.  General  Fireproofing  Co 241 

Same,  No.  796,402,  machine  for  expanding  sheet  metal,  certain  of  the 
claims  valid  and  infringed,  certain  other  claims  void  because  too 
broad.    ♦Id - 241 

Dean,  No.  77^,533,  harmonic  calling  mean's  in  telephone  systems,  not 
infringed,  d  Kellogg  Switchboard  &  Supply  Co.  v.  Dean  Electric  Co.       368 

Edmands  and  Hoyt,  No.  775,105,  electrical  surgical  baker,  not  antici- 
pated, discloses  invention,  and  is  Infringed,  d  Edmands  v.  Perlman-      299 

Edwards,  No.  890,626,  window  holding  and  fastening  device,  combina- 
tion of  old  elements,  void  for  lack  of  Invention,  d  Edwards  t?.  Day- 
ton Mfg.  Co ^T- 351 

Ferdon,  No.  1,199^257,  collapsible  stove,  as  construed,  not  infringed, 
d  Silver  &  Co.,  Inc.,  t?.  S.  Sternau  &  Co.,  Inc 363 

Same,  No.  1,229,492,  collapsible  stove,  void,  no  invention,  and  not  in- 
fringed, d  Silver  &  Co.,  Inc.,  v.  S.  Sternau  &  Co.,  Inc 363 

Fllgel,  No.  1.099,031,  waterproof  garment,  shows  invention,  not  in- 
fringed,* d  Fllgel  et  al.  v.  Sears,  Roebuck  &  Co- 320 

Ges»,  No.  986,379,  cone-tube  for  knitting-machines,  void  for  lack  of 
Invention  and  anticipated,  d  Tiffany  v.  Paper  Products  Co — > 287 

Green,  No.  1,180,030,  biscuit-cutter,  certain  claims  valid  and  infringed, 
d  Taggart  Baking  Co.  v.  Green  et  al 857 

Hehle,  No.  1,154,989,  brewing  process,  void  for  want  of  novelty  and 
lack  of  disclosure  as  to  how  to  practise  after  patent  expires, 
d  Hudepohl  Brewing  Co.  et  al.  f>.  Hehle_J 398 

Howe,  No.  13,765,  (reissue)  box-strapping,  valid  and  Infringed,  d  Stan- 
ley Works  V.  Twisted  Wire  &  Steel  Co 316 

Latta  and  Thompson,  No.  1,058,989,  car-roof,  not  anticipated,  valid, 
and  infringed,  d  Hutchins  Car  Roofing  Co.  v.  Standard  Ry.  Equip- 
ment Co.  et  al 412 

Luten,  Nos.  852,970,  853,202,  979,776,  and  989,272,  reinforced  concrete 
construction,  certain  claims  of  each  invalid  for  lack  of  Invention, 
mechanical  skill  alone  required,  d  Luten  v,  Washburn  et  al 292 

Mathews  and  Lister,  No.' 890,917,  and  Mathews,  No.  978,466.  gravity- 
carrier,  void  for  lack  of  invention,  ({ Huebner-Toledo  Breweries 
Co.  V,  Mathews  Gravity  Carrier  Co 251 
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McQueen,  No.  896,233,  grain-elevator,  valid  and  infringed,  not  antici- 
pated, d  Minneapolis,  St.  P.  &  S.  S.  M.  Ry.  Co.  et  al.  v.  Barnett  & 
Record  Co I 829 

Miller,  No.  1,061,770.  compressed-fiber  gears,  infringed,  d  General 
Electric  Co.  v.  Continental  Fibre  Co 386 

Mouat,  No.  937,686,  pressure-regulating  apparatus,  valid  and  in- 
fringed, ♦Hutchinson  Vapor  Heating  Corporation  and  Zellers,  v. 
Mouat 1 173 

Munson,  No.  1,025,420,  revolving  clod-fender,  claims  1  and  4  not 
anticipated,  valid,  and  infringed,  d  Munson  Mfg.  Co.  v.  Deere 
&  Co 344 

Murphy,  No.  946,823,  car-roof,  not  infringed,  d  Hutchins  Car  Roofing 
Co.  V.  Standard  Ry.  Equipment  Co.  et  al 412 

Nelson,  No.  836,526,  tank-heater,  void  because  anticipated,  d  Nelson  v. 
Lloyd  Mfg.  Co.  et  al 348 

Patterson,  No.  12,159,  (reissue,)  power-loom,  void  as  claiming  broadly 
a  combination  of  old  machines,  (2  Rosemary  Mfg.  Co.  v.  Halifax 
Cotton  Mills,  Inc 327 

PiUsbury,  No.  1,062,029,  apparatus  for  spraying  oil  or  other  surfacing 
material  on  roads,  new  combination  of  old  elements,  producing  new 
results,  valid  and  infringed,  d  Independent  Coal  Tar  Co.  v.  Cressy 
Contracting  Co 419 

Recht,  No.  796,356,  bottle-cap,  void,  lack  of  patentable  novelty,  d  Bal- 
lardvale  Springs  Co.  v.  United  Metal  Seal  Co 271 

Bonder,  No.  763,438,  car-roof,  not  infringed,  <{  Hutchins  Car  Roofing 
Co.  V.  Standard  Ry.  Equipment  Co.  et  al 412 

Sturges,  No.  965,250,  sectional  leather  belting,  void,  lack  of  utility, 
d  Schulte  et  al.  v.  Colorado  Tire  &  Leather  Co.  et  al 402 

Sulman,  Picard,  and  Ballot,  No.  835,120,  ore-concentration  process, 
certain  claims  void,  certain  other  claims  valid  and  not  Infringed  by 
specified  process,  ♦*  Minerals  Separation,  Limited,  et  al.  v.  Butte 
and  Superior  Mining  Company 466 

Vandenburgh,  No.  14,182,  (reissue,)  concrete-reinforcing  bar,  claims 
1  and  2  void,  claims  3  and  5  valid  and  infringed,  d  Vandenburgh  v. 
Concrete  Steel  Co 356 

Van  Dorn,  No.  827,482,  mall-box,  void,  no  invention,  d  Van  Dorn  Iron 
Works  Co.  V.  Mathis  Bros.  Go.  et  al 435 

Werk,  Nos.  758,574  and  758,575,  oil-press  mat,  certain  clatms  invalid, 
♦*  Werk  et  al.  t?.  Parker  et  al 455 

Willard  and  Wilcox,  No.  1,064,270,  "  rotary  drilling  apparatus,"  mere 
aggregation,  one  element  detached  instrument,  d  Willard  et  al.  v. 
Union  Tool  Co — . 281 

Willis  and  Felix,  No.  1,045,234,  process  of  making  rubber  sponges, 
invalid,  disclosure  insufficient  to  enable  expert  to  manufacture 
with  commercial  success,  d  Featheredge  Rubber  Co.  v.  Miller  Rub- 
ber Co.  et  al 406 

Toung,  No.  692,968,  controller  for  mechanical  musical  Instruments, 

valid  and  infringed,  d  Cunningham  Piano  CJo.  v.  JEolian  O) 312 

Patent,  assigned,  agreement  to  pay  certain  royalties,  prayer  for  dis- 
covery, accounting,  and  payment  of  royalties,  not  a  case  arising 
under  patent  laws,  but  a  suit  for  royalties  based  on  contract,  ♦♦  Odell 
V.  F.  C.  Fanisworth  Ompany  et  al 464 
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Keward  of  substantial  discovery,  but  not  protection  for  every  trifling 
'device  or  shadow  of  an  idea  merely  requiring  mechanical  skill, 
d  Tiffany  v.  Paper  Products  Co 287 

Subject-matter,   machine,   composition   of  matter,   or   manufacture, 

d  Armstrong  Seatag  Corporation  v.  Smith's  Island  Oyster  Co 296 

Patent  Oflice  practice  not  affected  by  paragraphs  307  and  308  of  peace 

treaty  until  treaty  is  ratified.    Ex  parte  Trafford 82 

Patentability.    ♦  In  re  Carey  and  Todd * 170 

Article  may  be  patentable  over  prior  art  upon  showing  of  superiority 

and  commercial  success.    ♦In  re  Rowell 164 

Changes  and  additions  perfectly  obvious,  not  invention.     Ex  parte 

Onderdonk 24 

Claim  construed,  found  unpatentable  In  view  of  state  of  the  art.    ♦In 

re  Birkigt 171 

Claims  patentable  if  re&rults  claimed  are  achieved,  affidavits  of  experts 

should  be  sufficient  evidence.    Ex  parte  Armat 113 

Combination  of  new  element  with  old  device,  new  and  useful  result 

obtained,  patentable,  d  Liquid  Carbonic  Co.  et  al.  v,  Gilchrist  Co 275 

Combination  of  old  elements  resulting  in  a  device  of  greater  flexibility 

may  be  patentable.    Ex  parte  Bernheim 28 

Commercial  success  has  no  bearing  where  device  is  made  in  accord 
with  disclosure  of  another  though  within  the  broad  claims  of  appli- 
cation.   Ex  parte  Cave » 118 

Common  expedient  not  invention.    Ex  parte  Elliott 86 

Difference  of  location  or  function.    Ex  parte  Eager 46 

Doubts  to  be  resolved  in  favor  of  applicant.    *In  re  Wilson 231 

Provision  of  handles    common    expedient,    Involves    no    invention. 

Ex  parte  McKInney 21 

Simultaneous  coaction  of  parts  not  necessary,    d  Independent  Coal 

Tar  Co.  v,  Cressy  Contracting  Co 419 

Substitution  of  equivalents.    Ex  parte  Llndgren 83 

No  new  result  nqt  invention.    Ex  parte  Dutcher 38 

Substitution  of  materials,  no  new  results,  not  invention.    •W,  S.  Tyler 

Co.  V.  Ludlow-Saylor  Wire  Co 238 

To  do  by  automatic  machinery  what  has  usually  been  done  by  hand 
does  not  require  invention.    ♦Jones  et  al.  v.  General  Flreproofing 

Co 241 

Patentee  not  understanding  all  phenomena  leading  to  result  not  proof  of 

non-invention,  d  Procter  &  Gamble  Co.  v,  Berlin  Mills  Co 303 

Prior  public  use,  experiments  to  convince  an  Interested  party  of  utility 
not  such  use  as  will  defeat  right  to  patent.     ({General  Electric  Co, 

1?.  Continental  Fibre  Co 386 

Priority  of  invention — 
Award 

Bonine  v.  Bliss 75 

♦Bonine  v.  Bliss 220 

Coppus  V.  Fleux  and  Wh«eler 43 

Erlckson  and  Erickson  v,  Dyson 68 

•  Erickson  and  Erickson  v.  Dyson 217 

*  Field  V.  Rugh _>^ 201 

*  Fieux  and  Wheeler  v.  Coppus * 186 

•  Hadley  v.  Ellis 225 
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Award                    ,  P.g^ 

♦  Hart  and  Barber  v,  Wiig,  Braden,  and  Prather 218 

♦Hathaway  v.  Field,  Lanning,  and  Colman,  et  al 177 

♦  Hughes  17.  Humason 156 

♦  Kelly  V.  Reed 167 

Knudsen  v.  Fitzgerald 10 

♦Knudsen  v.  Fitzgerald 151 

♦  Lake  v,  Qunn 184 

♦  Leonard  and  Leonard  v.  Young 227 

♦  Luellen  v.  House 138 

♦  Main  v.  St  Clair,  et  al 157 

♦  NIcoU  V.  Hoey 149 

♦  Ruppel  17.  Bogart 234  - 

Sargent  and  Koch  v,  Vetter 54 

•Sargent  and  Koch  v.  Vetter  etal 204 

♦  Swinglehurst  v.  Ballard 228 

♦  Yakeley  v.   Smith 143 

♦  Yemiker  v,  Nesbitt  and  Laurltzen 150 

To  appellee  by  Commissioner  of  Patents  and  Examiner  of  In- 
terferences, to  appellant  by  Bxamlners-in-Chief,  Court  sus- 
tains Examiners-in-Chief  and  awards  to  the  appellant, 

♦  Russell  t?.  Robertson 211 

Copending  applications,  independent  inventors,  reduction  to  prac- 
tice, burden  of  proof  on  second  applicant,  d  WiUard  et  al.  v.  Union 

Tool  Co—- 281 

Date  of  application,  invention  sufficiently  described,  evidence  of  in- 
vention prior  to  that  date,    d  Id 281 

Gist  of  invention,  not  immaterial  details,  to  be  considered,  *  Sarah 

C.  Hackley,  administratrix  v,  Henemier 182 

Oral  testimony  of  rival  inventor  and  two  witnesses  fifteen  years  after 
date  of  alleged  invention  insufficient  to  overcome  prima  facie  evi- 
dence arising  from  grant  of  prior  patent,  •♦  T.  H.  Symington  Com- 
pany et  al.  V.  National  Malleable  Castings  Company  et  al 479 

Same  invention,  independent  inventors,  dates  considered,  date  of 
patent,  date  of  application,  date  of  actual  reduction  to  practice, 

d  Willard  et  al.  v.  Union  Tool  Co 281 

Process,  defect  in,  not  to  be  predicated  upon  defect  in  apparatus  to  be 
used,  nor  subsequent  apparatus  denied  protection  because  of  defect  in 
prior  apparatus,  d  Petroleum  Rectifying  Co.  of  California  v.  Reward 

Oil  Co 429 

Process  patent,  patentee  need  not  set  forth  nor  necessarily  understand 

the  scientific  principle  upon  which  the  process  operates,    d  Id 429 

Product  patent,  infringed  by  similar  product  no  matter  by  what  process 

manufactured,  d  Procter  &  Gamble  Co.  v,  Berlin  Mills  Co 303 

Publication,  too  vague  to  enable  expert  to  put  device  into  practical  use, 
subsequent  patent  not  anticipated  nor  invalidated  thereby,  ({General 

Electric  Co.  v.  Continental  Fibre  Co 386 

Reduction  to  practice  by  agent,  invention  made,  disclosed  to  another, 
generic  idea  embodied  in  machine,  test  successful,  Inures  to  benefit  of 
inventors,  *Hathaway  v.  Field,  Lanning,  and  Colman  et  al 177 

lasses'"— 1 
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Reduction  to  practice  — Continued.  r«8«. 

Copending  applications,  burden  of  proof  on  second  applicant  sliowlng 
fair  preponderance  of  evidence  only,  not   conclusive  or  beyond 

reasonable  doubt,  d  Willard  ei  al.  v.  Union  Tool  Co 281 

Filing  of  an  allowable  application  constructive  reduction  to  practice, 

♦Bonlne  v.  Bliss 220 

First  to  conceive  and  last  to  reduce  to  practice,  lack  of  diligence 
gives  priority  to  first  to  reduce  to  practice,  Sargent  and  Koch  v. 

Vetter 54 

♦  Lake  v.  Gunn 184 

Idle  operation  of  attachment  to  machine  cannot  take  the  place  of  ac- 
tual test,  though  It  may  be  supplemental  proof,  ♦Derr  v.  Gleason 213 

In  simple  device  may  be  by  merely   making  without  any  test  of 

utility,   ♦Hadley  v.  Ellis 225 

Not  accomplished  by  device  which,  while  useful,  falls  to  overcome 
the  difficulties  for  which  It  was  designed,  Erlckson  and  Erlckson  i;. 

Dyson 68 

♦Swinglehurst  v.  Ballard 228 

Prior  application  not  suggesting  Invention  in  issue  but  disclosing 
that  upon  which  it  is  an  Improvement,  not .  reduction  to  practice, 

Bogart  V.  Ruppel 80 

Sufficiency  of  test,  •Luellen  v.  House 138 

Reissues,  application  made  more  than  two  years  after  issue  of  original, 
merely   to  broaden  claims,  will   not  ordinarily  be  allowed.     •In   re 

Otto,  Jr 222 

Diligence  and  prompt  action  after  discovery  of  error  must  be  shown 
In  application  made  more  than  two  years  after  issue  of  original 

merely  to  broaden  claims.    ♦Id 222 

Enlarging  scope  of  application  after  filing  or  of  patent  once  granted 
should  be  discouraged,  especially  If  resulting  in  approp^'lation  of 
intervening  inventions,  *Barbara  Hauss,  administratrix,  v,  Merrell-      196 
Some  claims  void  because  too  broad,  will  not  make  patent  invalid  as 

to  other  claims,  d  Vandenburgh  v.  Concrete  Steel  Co 856 

Rejection  of  claims,  ground  of  anticipation,  uniform  decisions  of  tribunals 

of  Patent  Office,  decision  of  Commissioner  affirmed.     ♦In  re  Hurt 202 

Subject-matter  of  claims  partially  disclosed   in  copending   patent 

Ex  parte  Allen 105 

Uniform  decisions  of  the  tribunals  of  the  Patent  Office,  decision 

affirmed.     ♦In  re  Eckroad 203 

Renewal  of  forfeited  application,  assignee  receiving  title  from  alien-prop- 
erty custodian  entitled  to  extension  of  time  granted  alien  enemy.    Ex 

parte   Tschunke 88 

Claims  to  a  species  not  originally  elected  may  be  prosecuted  If  such 
species  were  fully  described  in  the  original  application.    Ex  parte 

Prouty 62 

Restraint  of  trade,  manufacturer  ships  products  In  interstate  trade,  speci- 
fies resale  price,  refuses  to  deal  with  one  who  will  not  maintain  same, 
not   subject   to   criminal   prosecution   under   Sherman   Antitrust   Act, 

♦♦United  States  of  America  v,  Colgate  &  Company 460 

Right  to  make  claims,  applicant  cannot  claim  In  interference  that  which 
Is  not  even  hinted  at  in  specification  nor  shown  in  the  drawings.  Par- 
ker V,  Craft  and  Reynolds ,„        72 
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Rights  of  Inventors,  different  combinations  formed  by  several  Inventors, 
reaching  same  result  with  greater  or  less  success,  each  inventor  is  en- 
titled to  his  combination  if  It  differs  from  all  the  others  d  Minneapolis, 
St  P.  &  S.  S.  M.  Ry.  Co.  et  al.  v,  Barnett  &  Record  Co 329 

Scope  of  patent.  Improvement  clearly  described  and  claimed,  the  right  to 
every  use  and  every  way  in  w^hlch  It  may  be  used,  whether  when  he  se- 
cured his  patent  he  was  aware  of  them  or  not,  belongs  to  the  patentee. 
d  Minneapolis,  St  P.  &  S.  S.  M.  Ry.  Co.  et  al.  v.  Barnett  &  Record  Co_»      329 

Specific  device,  first  improvement,  claims  asserted  against  third  person. 
Query :  Could  these  claims  be  asserted  against  Inventor  and  patentee  of 
specific  device,    d  Ballard  vale  Springs  Co.  v.  United  Metal  Seal  Co 271 

Suits  for  infringement,  defendant  not  estopped  from  denying  validity  of 
patent,  because  the  supposedly  valid  license  under  which  the  Infringing 
articles  were  made  was,  In  fact,  void,  d  Schulte  et  al.  v,  Colorado  Tire 
&  Leather  Co.  et  al 402 

Defense  patentee  not  Inventor  to  be  sustained  by  preponderance  of 

evidence,  d  Procter  &  Gamble  Co.  v.  Berlin  Mills  Co 303 

Excessive  claims,  costs  not  to  be  recovered  unless  disclaimer  be  filed 

prior  to  bringing  suit,  d  Liquid  Carbonic  Co.  et  al.  v.  Gilchrist  Co__      275 
Patentee  claims  that  which  he  did  not  invent,  no  disclaimer  filed  prior 
to  suit,  no  recovery  for  valid  portion  Infringed  unless  disclaimer  be 

filed  within  Reasonable  time,     did 275 

Suits  properly  under  patent  law  should  show  that  some  right  or  privilege 
will  be  defeated  by  one  construction  or  sustained  by  an  opposite  con- 
struction of  these  laws,  ♦*  Odell  v,  F.  C.  Famsworth  Company  et  al 464 

Terminology,  comparison  of  claims  In  copending  cases,  "  patentable  dis- 
tinction "  and  "  material  and  substantial  distinction  "  interchangeable 

terms.    Ex  parte  Allen 105 

''Material  and  substantial"  distinction  between  subject-matter  dis- 
closed pertinent  to  issue  of  priority  in  copending  patent  and  claim 
with  which  it  is  to  be  compared  is  to  be  found  in  the  difference  be- 
tween the  latter  and  the  known  art     Id 105 

The  words  "  Descriptive  "  and  "  Suggestive  '*  distinguished.  Ex  parte 
Marshall  Field  Company 130 

Testimony  excluded  as  improper  rebuttal  because  part  of  the  case-ln-chlef, 

♦  Swlnglehurst  v.  Ballard 228 

Trade-marlES,  abandonment,  use  of  mark  for  certain  grade  of  goods,  fol- 
lowed by  the  use  of  another  mark  for  a  higher  grade  of  same  goods, 
does  not  constitute  abandonment,  *Ball  and  Gunning  Milling  Company 

V.  Mammoth  Spring  Milling  Company 145 

Action  for  unfair  competition,  it  is  presumed  that  the  hands  of  the 
suitor  are  clean,  d  L.  P.  Larson,  Jr.,  Co.,  et  al.  v,  Lamont,  Corliss 

&  Co.  et  al 323 

Cancelation,  letters,  figures,  or  symbols  used  as  grade-marks,  indicat- 
ing quality  merely,  not  origin,  not  capable  of  exclusive  appropria- 
tion.   •The  Dennlson  Manufacturing  Company  v.  The  Denney  Tag 

Company 137 

Registrant  not  to  raise  question  of  use  of  mark  by  third  parties 
prior  to  use  by  either  party  to  proceeding.  ♦Hood  Rubber  Com- 
pany V.  Needham  Tire  Company., 139 

Showing  of  any  rightful  use,  either  as  Indicative  of  style,  grade,  or 
quality,  Is  sufficient  to  sustain  petition.  The  Denney  Tag  Com- 
pany V,  Denniflon  Manufacturing  Company 1 
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Circle  laclosing  Western  Hemisphere,  upon  which  appear  the  letters 

**N"  and  "E,"  with  arrow  between,  refused  registration  for  certain 
electric  goods  on  an  arrow  extending  in  a  parallel  drection  through 
the  letter  **E."    ♦Arrow  Electric  Company  v.  Northeast  Electric 

Company 163 

Class  of  goods.     ♦Id 163 

Color  scheme  not  registrable,  mere  ornamentation.    Ex  parte  Henry 

Tetlow  Co 99 

Crescent,  star,  and  letters  "R  J  D,"  for  construction  material,  refused 
registration  on  crescent  and  star  for  same  description  of  goods. " 

BiX  parte  R.  J.  Darnell,  Inc j. 127 

Descriptive  words  may  not  be  monopolized,  even  though  not  particu- 
larly applicable  to  the  goods  to  which  they  are  to  be  applied,  If 
descriptive  of  other  forms  of  such   goods.    Ex  parte  American 

Chain  Company,  Incorporated 20 

Goods  of  same  descriptive  properties,  test,  can  goods  be  put  to  the 
same  use.    ♦Wadsworth,  Howland  &  Co.,  Inc.,  v.  Trussed  Concrete 

Steel   Co 207 

Infringement,  labels  deceptively  similar,  sufficiency  of  resemblance. 
♦♦Joseph  Schlitz  Brewing  Co.  v.  Houston  Ice  &  Brewing  Company 

et  al 454 

Injury,  allegation  of  prior  use  of  mark  on  goods  of  same  general 
nature  sufficient  showing  of  injury.  ♦The  Gutta  PerAia  &  Rubber 
Manufacturing  Company  v.  Ajax  Manufacturing  Company,  Incor- 
porated        146 

Interference,  foreign  applicant,  no  place  of  business  in  this  country, 
no  registration  in  his  own  country,  assignment  of  mark  only>  with- 
out the  business,  interference  should  be  dissolved,  may  be  rede- 
clared  should  a  showing  complying  with  the  statute  be  made.    The 

Permutit  Company  v.  Menzles 9 

Notice  of  opposition  to  registration,  allegations  sufficient  if  goods  are 
of  same  essential  qualities,  subsequent  user  no  right  to  impede  first 
user  in  natural  expansion  of  business.  ♦The  Gutta  Percha  & 
Rubber  Manufacturing  Company  v.  Ajax  Manufacturing  Company, 

Incoriwrated 146 

Opposition  proceedings,  "StaBrlte,"  for  varnish  and  paint  preserver, 
goods   of   same   descriptive   properties.    Commissioner    sustained. 

♦Fischer  v.  Chas.  R.  Long,  Jr.,  Co 203 

Opposition  to  registration,  ground  of  deceptive  similarity,  showing 
of  actual  confusion  of  the  public  not  necessary.     ♦Patton  Paint 

Company  v.  Orr's  Zinc  White,  Limited 141 

.-'  Notice,  if  capable  of  more  than  one  construction,  to  be  construed 
favorably  to  Its  author.  ♦  The  Gutta  Percha  &  Rubber  Manu- 
facturing Company  v,  Ajax  Manufacturing  Company,  Incor- 
porated       146 

Opposer  need  not  establish  trade-mark  use  prior  to  applicant's 
adoption  and  use  of  mark  if  he  had  acquired  right  to  use, 
even  If  not  exclusive.    ♦  The  Atlas  Underwear  Company  v, 

B.  V.  D.  Company 190 

Picture  of  young  man  in  union-suit  being  measured  with  tape-line, 
for  underwear,  refused  registration  on  a  picture  of  man 
dressed  In  underwear  only,  Inclosed  in  a  circle.    ♦  Id 190 
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Registered  with  disclaimer  of  certain  word,  statutes  contain  no  pro- 
vision for  reinstating  such  word  in  subsequent  registration,    d  L.  P. 

Larson,  Jr.,  Co.  et  al.  v.  Lament,  Corliss  &  Co.  et  al 323 

Registration  refused  for  roofing  deerign  stamped  over  entire  surface, 
applicant  appeals,  decision  of  the  Commissioner  affirmed.  *In  re 
The  Barrett  Company,  formerly  Barrett  Manufacturing  Com- 
pany         200 

Representation  of  piano  and  woman  polishing  it,  for  furniture-polish, 
not  descriptive  and  registrable.  Ex  parte  Thompson  Piano  Manu- 
facturing Co 52 

Swimming  duck  refused  registration  on  two  marks,  one  of  a 
swimmlBg  duck  and  the  other  a  standing  duck  with  a  banner 

showing  the  word  "  Tassco  *'  upon  it    Ex  parte  Oden 39 

The  under  side  of  a  foot  supported  by  a  mechanical  arch  held  by 
a  hand,  for  instep-arch  supports,  refused  registration  ds  de- 
scriptive.   Ex  parte  Scholl  Manufacturing  Company,  Inc .  23 

Seascape  with  representation  of  rising  sun,  for  paints,  enamels,  and 
related  materials,  refused  registration  on  representation  of  the  sun 
and  the  compound  word  "  Sun-Proof "  and  another  representation 
of  the  sun  with  streamers  running  therefrom,  for  the  same  class  of 

goods,  ♦  Patton  Paint  Company  v.  Orr*s  Zinc  White,  Limited 141 

Sufficiency  of  showing  of  use,  *  The  Gutta  Percha  &  Rubber  Manu- 
facturing Company  r.  Ajax  Manufacturing  Company,  Incorporated-      146 
The    compound    w^ord    "  Kenosha-Klosed-Krotch,"    for    woven    and 
knitted   underwear,  refused   registration  as  descriptive  and  geo- 
graphic term.    Ex  parte  Cooper  Underwear  Company 90 

"  Shur-On  "  registrable,  suggestive  but  not  descriptive.    Ex  parte 

Friedman  Bros.  &  Son  Neckwear  Company,  Inc 6 

••  U-Put-On,"  for  rubber  heels,  refused  registration  as  a  descripti^ 

term.    Ex  parte  Robert  E.  Milter,  Inc 31 

The  words  "  Beats  the  Dutch  "  above  the  figure  of  a  woman  dressed 
in  Dutch  garb  spanking  a  child,  for  cleaning-powder,  refused  regis- 
tration on  the  words  "  Old  Dutch  Cleanser  "  and  the  representation 
of  a  woman  in  Dutch  garb  chasing  dirt  with  a  stick.  The  Cudahy 

Packing  Co.  v.  The  Morrison  Co 101 

"Billy  Blue"  and  figure  of  a  boy,  surrounded  by  a  circle,  for 
clothing,  etc.,  refused  registration  on  prior  use  of  the  words 

•'  Little  Boy  Blue,"  Rice-Stix  Dry  Goods  Company  v.  Potter 131 

•*  Craig  Tractor,"  for  farm-tractors,  distinctively  displayed,  regis- 
trable.   Ex  parte  The  Craig  Tractor  Company 57 

**  Easyset,"  for  window-sash,  refused  registration  because  descrip- 
tive, applicant  appeals.  Commissioner  sustained.     •  In  re  Kaw- 

neer  Manufacturing  Company ^ 200 

"  Good  Enuf,"  and  bust  of  negro  with  piece  of  watermelon  under 
chin,  for  self-rising  flour,  refused  registration  on  bust  of  negro 
woman  with  red  bandana  and  words  "Aunt  Jemima."    •Aunt 

Jemima  Mills  Company  v.  Kirkland  Distributing  Company 162 

•*  Hairforever,"  for  hair-tonic,  registrable,  not  descriptive  term. 

Ex  parte  Mangan  &  Co '. 59 

••Just  Right,"  for  roofing,  refused  registration  as  descriptive 
term.    Ex  parte  New  England  Felt  Roofing  Works 45 
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"  Keop  Kold/*  for  packing-boxes  supplemented  by  heat-Insulat- 
ing material,  refused  registration  as  descriptive  term.  Ex 
parte  The  Hunt-Crawford  Company 104 

"  Lock  Link,"  for  chains,  refused  registration,  though  only 
vaguely  descriptive.  Ex  parte  American  Chain  CJompany,  In- 
corporated   1 20 

••Marengo"  not  merely  a  geographical  word,  registrable.  Ex 
parte  National  Milk  Sugar  Company 7 

'*  Minute,"  for  spark-plug  cleaner,  refused  registration  as  a 
descriptive  term.    Ex  parte  Champion  Spark  Plug  Company.-  7 

"  National  Bank  3rd  of  St  Louis,"  for  letter-heads,  etc.,  refused 
registration,  use  on  stationery  not  trade-mark  use.  Ex  parte 
The  Third  National  Bank  of  St.  I^uis,  Missouri 26 

"  Needham,"  with  the  representation  of  the  barb  and  feather  of 
an  arrow  projecting  beyond  each  end  of  the  word,  conflicts  with 
the  representation  of  an  arrow,  ♦  Hood  Rubber  Company  v. 
Needham  Tire  Company 139 

•*  New  Jersey  "  and  "  Zinc,"  inclosed  In  a  large  "  C,"  with  a  small 
"  o,"  for  pigments,  registrable  provided  use  alone  or  in  any 
other  arrangement  be  disclaimed.  Ex  parte  The  New  Jersey 
Zinc  Company 124 

"  Old  Virginia,"  for  paints,  etc.,  refused  registration  as  a  geo- 
graphical  term.    Ex  parte  Samuel  Cabot,  Inc 58 

•*  Our  Flag,"  for  canned  salmon,  registrable,  although  flags 
with  an  indicating  letter  were  used  by  several  minor  companies 
afterward  merged  and  use  continued  on  difl!erent  brands  of 
same  goods,  •Alaska  Packers  Association  v.  Getz  Bros.  &  Co_-      212 

"  Peptomint,"  generally  understood  to  be  a  corruption  of  the 
•  word  "  peppermint,"  disclaimed  in  registration,  attempt  to  as- 
sert common-law  right  to  word  as  independent  trade-mark  can- 
not be  upheld  by  claim  that  such  word  was  arbitrarily  coined 
from  the  word  "peptone,"  efL.  P.  Larson,  Jr.,  Co.  et  al.  v, 
Lamont,  Corliss  &  Co.  et  al 323 

•*  Premium,"  for  canned  salmon,  refused  registration  on  the  word 
"  Premier,"  for  the  same  goods.  *  Getz  Bros.  &  Co.  v.  Alaska 
Packers   Association . 213 

"  Service,"  refused  registration  for  rubber  and  fabric  belts  as 
descriptive.     ♦  In  re  Link-Belt  Company 233 

•*  Simplex,"  for  brake-rigging,  refused  registration  as  merely  the 
name  of  a  corporation.    Ex  parte  American  Steel  Foundries 60 

♦  In  re  American  Steel  Foundries 210 

•*  Slo  Flo,"  for  lubrlca ting-grease,  refused  registration  as  a 
descriptive  term.     •  In  re  Swan  &  Finch  Company 237 

*•  Square  Turn,"  for  tractors,  not  descriptive  and  registrable. 
Ex  parte  Albaugh-Dover  Co 15 

"Textul,"  for  an  oil  to  clean  textiles,  refused  registration  as  a 
descriptive  term  and  a  mere  misspelling  of  the  word  "  textile." 

♦  In  re  Swan  &  Finch  Company 237 

>  •*  Tub  Test,"  for  men's  overalls  and  work-coats,  refused  regis- 
tration as  a  descriptive  term.  Ex  parte  The  Hllker-Wiechers 
Manufacturing  Co 92 
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"  Veribest,"  distinctively  written,  for  canned  meats,  refused  regis- 
tration as  descriptive  term.    Ex  parte  Armour  &  Company 129 

"  Vogue,"  for  dyes,  refused  registration  as  a  descriptive  term. 

Ex  parte  Swett 103 

"  Wearwell,"  for  sheets,  etc.,  refused  registration  as  descriptive 

term.    Ex  parte  Marshal  Field  Company 130 

Unfair  competition,  similarity  of  advertising  literature  Insufficient  to 

establish,  d  Shulte  et  al.  t?.  Colorado  Tire  &  Leather  Co.  et  al 402 

Evidence  not  showing  deception  of  public  Insufficient,  d  Stanley 

Works  i\  Twisted  Wire  &  Steel  Co 316 

Use  of  arrow  as  trade-mark  not  to  abridge  right  of  public  to  Its  use 
as  functional  sign,  *  Hood  Rubber  Company  v,  Needham  Tire  Com- 
pany  ^ 139 

Use  of  same  mark  by  two  parties  In  adjoining  States,  unknown  to 
each  other,  right  to  registration  belongs  to  jQrst  to  adopt  and  use. 
*  Ball  and  Gunning  Milling  Company  i;.  Mammoth  Spring  Milling 

Company 145 

Vertical  black  and  white  stripes  on  side  walls  of  box,  for  face  and 
toilet  powder,  refused  registration  as  mere  ornamentation.     Ex 

parte  Henry  Tetlow  Co 99 

Validity  of  patent,  presumption  of  extends  to  identity  of  Inventor  swear- 
ing to  Invention  in  statutory  form,  d  Procter  &  Gamble  Co.  v,  Berlin 

Mills  Co 303 

Suit  for  infringement,  patent  granted,  sustained  by  court,  decisions 

of  Patent  Office  and  court  presumed  right,  not  to  be  reversed  on 

appeal  unless  some  serious  mistake  or  error  of  law  Is  proved, 

(2  Minneapolis,  St.  P.  &  S.  S.  M.  Ry.  Co.  et  al.  t?.  Barnett  & 

Record  Co 329 

Use  by  others  of  invention '  not  exceeding  two  years  prior  to  appli- 
cation, patent  not  Invalidated,  d  Tiffany  v.  Paper  Products  Co 287 
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1.  Tbade-Marks — Cancelation — What  Showing  of  Inteuest  Necessabt. 

It  is  not  necessary  In  order  to  sustain  a  petition  for  cancelation  that  the 
petitioner  show  that  he  has  used  the  mark  as  a  trade-mark.  It  is  suffi- 
cient that  he  had  any  rightful  use  inconsistent  with  the  registration. 
Rightful  use  as  a  term  descriptive  of  style,  grade,  or  quality  Is  sufficient 

2.  Same — Grade-Marks. 

Where  the  evidence  showed  that  certain  letters  were  used  hy  the  regis- 
trant not  as  an  indication  of  origin,  hut  to  indicate  grade  or  quality,  Held 
that  a  petition  for  cancelation  by  one  who  had  used  the  letters  for  a 
similar  purpose  was  properly  sustained. 

Appeal  from  Examiner  of  Interferences. 

trade-mark  for  tags. 

Messrs.  Foster^  Freeman^  Watson  <&  Coit  for  The  Denney  Tag 
Company. 

Messrs,  Roberts^  Roberts  c&  Cushman  for  the  Dennison  Manu- 
facturing Company. 

Clat,  Assistant  Commissioner: 

The  Dennison  Manufacturing  Company  appeals  from  a  ruling 
for  cancelation  of  its  registration  (No.  94,610)  of  the  letter  D  as  a 
trade-mark  for  shipping-tags,  at  the  application  of  The  Denney 
Tag  Company,  which  has  used  the  letter  D  as  a  grade  or  quality 
mark  for  the  same  goods. 

The  Dennison  Company  registered  on  December  23,  1913,  alleging 
use  since  1905.    The  Denney  Company  applied  for  registry  of  the 
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same  mark  on  iToj^Vnber  2,  1914,  and,  alleging  use  prior  to  the  Den- 
nison  Compai^^'i^^lu^^Gd  an  interference  with  it.  The  Dennison 
Company,.hpwAver,  before  the  declaration  of  the  interference,  filed 
an  opposHibn'to  the  proposed  registration  by  The  Denney  Company. 
TheF^up6n*  The  Denny  Company  applied  for  cancelation  of  The 
Deijnispn  Company's  said  registration.  This  meant,  if  successful,  the 
aftaridonment  on  the  part  of  The  Denney  Company  of  its  attempt  to 
'xe^ster  or  to  prove  priority  of  use  as  a  trade-mark,  and  since  The 
V'^-Dennison  Company's  opposition  to  registration  by  The  Denney  Com- 
pany was  based  upon  its  own  alleged  prior  use  the  determination  of 
the  cancelation  question  will  dispose  of  that  opposition  also. 

The  question  for  decision,  therefore,  is  whether  The  Dennison  Com- 
pany at  the  time  of  its  application  for  its  registration  ^o.  94,610 — 
that  is,  on  September  18,  1913 — was  entitled  to  the  exclusive  use 
of  the  letter  D  as  a  mark  for  tags.  At  the  threshold  the  registrant, 
The  Dennison  Company,  challenges  the  right  of  The  Denny  Company 
to  raise  this  question,  contending  that  The  Denney  Company  shows 
no  interest  in  the  mark  and  cannot  show  itself  injured  by  the  registra- 
tion. For,  says  the  registrant,  The  Denney  Company  has  now 
specifically  denied  that  the  letter  D  is  a  trade-mark  or  has  been  so 
used  by  anybody.  It  appears,  however,  that  as  the  witness  Roller 
says  (p.  44,  Denney's  record)  the  letter  D  was  used  by  The  Denney 
Company,  and  in  much  the  same  way  as  the  registrant  uses  it — ^that 
is,  as  a  grade-mark,  putting  the  mark  on  packages  of  the  tags  and 
using  it  in  correspondence  referring  to  the  grade  or  quality  of  the 
tags. 

It  was  not  at  all  necessary  to  show  that  The  Denney  Company  used 
the  mark  as  a  trade-mark.  It  was  sufficient  that  it  had  any  right- 
ful use  inconsistent  with  its  rival's  registration.  {Tirndk  Co.  v.  Clueftj 
Peahody  (&  Co.,  C.  D.,  1914, 183;  203  O.  G.,  306;  42  App.  D.  C,  212.) 
Rightful  use  as  a  term  descriptive  of  style,  grade,  or  quality  is  a 
sufficient  basis  for  a  motion  to  cancel.  Moreover,  it  is  not  here  mate- 
rial how  the  attacking  party  has  used  the  mark,  since  it  is  attacking 
in  self-defense,  having  been  charged  by  The  Dennison  Company,  the 
registrant,  with  so  using  this  mark  as  to  infringe  its  own  apparent 
rights  under  the  registration  in  question,  and  threatened  with  suit 
therefore.  (Denney  Exhibit  No.  28.)  The  registration  is  itself  a 
standing  threat,  interfering  with  the  exercise  by  The  Denney  Com- 
pany of  its  right  to  use  the  mark  in  some  way,  and  this  is  an  injury. 

The  Denney  Company  having  shown  an  interest,  establishing  the 
jurisdictional  basis  for  its  petition,  it  may  urge  cancelation  on  any 
competent  ground  whatever.  It  has  shown  it  to  be  an  established 
custom  to  use  the  letters  of  the  alphabet  as  grade-marks  for  these 
tags. 


THE  DENNEY  TAG  00.  V.  DENNISON   MFG.   CO.  8 

On  the  crucial  question  of  exclusive  right  to  use,  the  contention 
of  The  Dennison  Company  is  that  by  long  usage  of  the  letter  D  it 
has  given  that  letter  a  secondary  meaning  as  a  mark  of  origin — in 
addition- to  its  character  as  a  grade-mark.  That  the  letter  D  was 
and  is  a  grade-mark  the  registrant  of  course  could  not  depy,  for  its 
catalogues  plainly  show  that  the  letter  on  the  goods  associated  with 
the  name  Dennison  i^  "a  letter  designating  the  grade  of -the  tag." 
(Page  5,  Denney  Exhibit  No.  5.)  There  is  indeed  much  testimony 
that  the  letter  in  question  has  now  some  trade-mark  significance;  but, 
notwithstanding  this,  I  think  it  is  plain  that  this  trade-mark  signi- 
ficance is  not  the  primary  significance  of  the  letter.  The  use  of  the 
several  letters  is  not  even  arbitrary;  as,  for  example,  the  letter  T 
stands  for  tough  quality,  and  C  indicates  that  the  tag  is  colored. 
Each  of  the  letters  is  used  with  a  word  of  quality,  and  combinations 
of  letters  indicate  combinations  of  qualities,  as  P — C  means  standard 
colored.  A  series  of  letters  on  a  series  of  like  articles  differing  in 
grade  would  be  almost  inevitably  supposed  by  the  public  to  indicate 
grades  or  to  identify  qualities.  I  doubt  whether  the  letters  could 
under  the  conditions  of  this  trade  be  monopolized  as  trade-marks. 
Such  a  combination  as  "8 — D,"  for  example,  while  it  might  be 
a  proper  trade-mark  for  biscuits,  could  hardly  be  a  trade-mark 
for  shoes,  because  it  is  generally  understood  to  indicate  a  size  of 
shoe. 

In  the  case  of  "  830  "  as  a  trade-mark  for  hose  (Shaw  Stocking  Co. 
V.  Mack^  12  Fed.  Rep.,  707)  the  mark  was  good  because  it  was  arbi- 
trary, but  if  the  number  had  been  9,  10,  or  11,  it  migj^t  have  been  a 
different  matter,  because  the  general  understanding  is  that  these  num- 
bers indicate  the  sizes  of  hose. 

It  is  true  that  the  same  trade-mark  may  be  used  on  several  grades 
of  goods,  and  it  is  true  that  several  trade-marks  may  be  used  on 
one  grade  of  goods,  and  again  it  is  true  that  a  mark  may  be  at  the 
same  time  a  trade-mark  and  a  grade-mark.  In  Case  Bros.  v.  Murphey 
dc'  Co.,  (C.  D.,  1908,  479;  136  O.  G.,  228;  31  App.  D.-C,  245,)  while 
the  word  "Eureka"  was  one  of  several  marks  indicating  different 
qualities  of  press-board,  the  word  was  a  proper  trade-mark,  because 
the  primary  signification  was  as  a  mark  of  origin.  On  the  other 
hand,  in  Albany  Co,  v.  John  Hoberg  Co.  (102  Fed.  Rep.,  157)  the 
court  held  a  large  list  of  fanciful  names  attached  to  different  grades 
of  the  same  kind  of  paper  to  be  grade-marks  and  not  trade-marks. 

Probably  a  grade-mark  may  be  so  used  that  in  time  it  becomes  a 
trade-mark,  indicating  origin  rather  than  quality.  In  such  cases, 
however,  as  Capewell  Horse  Nail  Co.  v.  Mooney  (167  Fed.  Rep.,  575) 
the  mark  does  not  on  its  face  suggest  grade  or  quality.  The  mark 
looks  like  a  trade-mark,  and  not  like  something  else.     It  has  an 
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obvious  significance  other  than  as  a  mark  of  quality,  and  the  indica- 
tion of  origin  is  the  primary  meaning  and  not  the  secondary  meaning. 

The  contention  of  The  Dennison  Company  that  the  mark  D  is  a 
proper  trade-mark  because  it  is  not  merely  a  mark  of  quality  is 
erroneous.  There  is  no  such  intimate  association  between  the  goods 
and  the  maker,  and  the  mark  has  to  distinguish  the  goods  of  this 
maker  from  like  goods  of  other  makers.  The  very  fact  of  the  use  of 
several  letters  destroys  the  distinctiveness  of  any  one  of  them.  Every- 
where and  always,  on  The  Dennison  Company's  goods,  there  appears 
the  name  "  Dennison 's  "  to  indicate  origin.  Wherever  the  letter  D 
occurs  it  is  in  addition  to  this  name  of  the  maker  and  in  close  asso- 
ciation with  it.  Why,  then,  another  mark  of  origin — especially  one 
which  is  not  clearly  different  from  marks  used  by  others  to  indicate 
quality. 

I  think  one  examining  this  entire  record  would  be  unable  to  escape 
the  conviction  that  the  public  on  seeing  the  applicant's  goods  marked 
"  Dennison's  D  Quality  "  would  inevitably  take  the  name  as  the  sign 
of  origin  and  the  letter  as  a  sign  of  quality.  Under  such  circum- 
stances the  letter  D  cannot  be  monopolized.  The  law  is  settled,  as 
stated,  for  example,  in  Lawrence  Mfg,  Co.  v.  Tennessee  Co.^  (31 
Fed.  Rep.,  776.) 

'*  The  reasoning  and  the  conclusion  of  the  Examiner  of  Interferences 
are  approved^  and  it  is  ordered  that  The  Dennison  Manufactwring 
Company^s  Certificate  No.  9i^610^  of  December  23^  1913^  he  canceled. 


SCHREIBER  V.   BaUER. 

Decided  January  28,  1919, 

258  O.  G.,  813. 

Intebference — Ck)MifON  Assignee — Practice. 

Where  it  appears  that  B.  had  made  an  assignment  to  the  assignee  of 
the  S.  application,  but  without  request  to  Issue,  and  subsequently  had  made 
an  assignment  to  another  party,  with  request  to  issue,  that  a  power  of 
attorney  from  the  common  assignee  had  been  filed  in  the  B.  application  and 
no  protest  against  the  revocation  of  the  former  power  had  been  made,  and 
the  common  assignee  stated  that  it  was  believed  that  S.  was  the  lirst  in- 
ventor of  the  invention  common  to  the  two  and  that  B.  could  not  be  found, 
so  that  a  concession  of  priority  could  be  obtained  from  him,  Held  that  the 
probabilities  of  the  assignment  to  the  common  assignee  being  invalid  and  B. 
being  the  first  inventor  were  so  remote  that  the  interference  should  be  dis- 
solved and  the  proposed  amendment  canceling  the  claims  in  issue  entered 
in  the  B.  application. 

On  Petttion. 

Appeal  from  Examiner  of  Interferences. 
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BOILEB-BKIMMEB. 

Mr.  A.  Miller  Bel  field  for  assignee  of  Schreiber  and  Bauer. 
Newton,  Commissioner: 

This  is  an  appeal  and  a  petition  by  The  American  Steam  Boiler 
Cleaner  Company,  the  assignee  of  both  Schreiber's  and  Bauer's  appli- 
cations, from  the  refusal  to  dissolve  this  interference. 

The  assignee  sets  forth  that  it  owns  both  the  involved  applications, 
that  it  believes  Schreiber  to  be  the  first  inventor,  and  that  it  has 
presented  an  amendment  canceling  claims  1  to  4  and  7  to  18,  inclusive, 
of  the  Bauer  application  involved  in  the  interference. 

Rule  125  specifies: 

125.  After  an  Interference  is  finally  declared  it  will  not,  except  as  herein 
otherwise  provided,  be  determined  without  judgment  of  priority  founded  either 
upon  the  evidence,  or  upon  a  written  concession  of  priority,  or  upon  a  written 
disclainier  of  the  invention,  or  upon  a  written  declaration  of  abandonment  of 
the  invention,  signed  by  the  inventor  himself  (and  by  the  assignee,  if  any). 

When  Bauer  assigned  to  this  assignee,  there  was  no  request  to  issue 
the  patent  to  it.  Subsequently  Bauer  assigned  to  another  assignee, 
with  a  request  to  issue  patent  to  him,  which  was  duly  recorded,  and, 
following  the  practice  of  the  Office,  the  last-mentioned  assigimient 
was  noted  on  the  Bauer  file  for  the  guidance  of  the  printer  in  making 
up  the  heading  of  the  patent. 

The  American  Steam  Boiler  Cleaner  Company's  assignment,  not 
containing  any  request,  was  not  noted  on  the  file,  and  the  Examiner 
in  declaring  the  interference  probably  overlooked  the  assignment 
to  the  American  Steam  Boiler  Cleaner  Co.,  which  was  the  older  as- 
signment, and  even  though  there  was  no  request  to  issue  the  patent 
to  it,  it  had  the  right  to  prosecute  this  application.  (See  ex  parte 
Hill  and  Hill,  C.  D.,  1914,  86;  206  O.  G.,  1437.) 

This  fact  was  brought  to  the  attention  of  the  Office  when  a  power 
of  attorney  was  filed  by  the  American  Steam  Boiler  Cleaner  Com- 
pany in  the  Bauer  application  October  15, 1918,  appointing  the  pres- 
ent attorney  to  prosecute  the  Bauer  case  under  the  decision  in  ex 
parte  Hill  and  Hill,  supra. 

There  has  been  no  protest  by  Bauer  or  his  -former  attorney 
against  the  revocation  of  this  later  power.  The  second  paragraph 
of  Kule  94  is  as  follows : 

Parties  owning  applications  or  patents  which  contain  conflicting  claims  will 
be  required  before  an  interference  is  declared  to  show  cause  why  these  claims 
shall  not  be  eliminated  from  all  but  one  of  the  applications  or  patents  of 
common  ownership. 

Rules  125  and  94  seemingly  conflict  in  the  present  instance. 
Bauer's  first  assignee  has  filed  an  affidavit  that  the  whereabouts  of 
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Bauer  are  unknown,  and  the  concession  called  for  in  Bule  125 
csmnot  be  obtained. 

The  Office  should  not  enter  judgment  in  this  case  without  Bauer's 
consent,  or,  if  unobtainable,  without  testimony  taken,  after  legal 
notice  to  all  parties,  and  the  proper  proceeding,  therefore,  would 
seem  to  be  to  dissolve  the  interference  or  proceed  to  take  testimony 
in  the  usual  way;  but  the  contingencies  of  Bauer's  ability  to  show, 
first,  that  he  was  the  first  inventor,  and,  second,  that  his  assignment 
to  the  American  Steam  Boiler  Cleaner  Co.  was  invalid  are  so  remote 
that  it  is  believed  that  equitable  practice  warrants  a  dissolution  of 
the  interference  and  entering  the  proposed  amendment  in  the  Bauer 
case.  Of  course  if  the  other  assignee  of  the  invention  is  injured 
the  injury  may  be  corrected  by  proper  proceedings. 

The  petition  to  dissolve  is  accordingly  granted. 


Ex  PARi'E  Friedman  Bros.  &  Son  Neckwear  Company,  Inc. 

Decided  November  1,  1918. 
258  O.  G.,  813. 

Tbade-Mabks — "  Shub-On  "  fob  Neckties — Nor  Descriptive. 

Held  that  the  term  "  Shur-On  "  as  appUed  to  neckties,  while  suggestive, 
is  not  merely  descriptive  and  is  registrable. 

On  Appeal. 

TBADE-MARK    FOR    TIES,    CRAVATS,    FOUR-IN-HAND    TIES,    AND    BOW-TIES. 

Mr.  Samuel  E,  Darby  for  the  applicant. 

Clay,  Assistant  Commissioner: 

The  applicant  appeals  from  a  refusal  to  register  the  term  "Shur- 
On,"  written  in  script  on  an  inclined  line,  as  a  trade-mark  for  neck- 
ties, etc.,  on  the  ground  that  it  is  descriptive.  Although  it  is  true 
that  made-up  ties  are  often  provided  with  means  for  fastening  them 
in  place  on  the  collar,  I  do  not  think  that  in  any  ordinary  or  ex- 
pected use  of  the  language  these  would  be  described  as  sure-on 
neckties.  With  respect  to  made-up  bows,  which  are  fastened  at  the 
front  of  the  collar,  the  term  may  very  clearly  suggest  that  they  are 
to  have  such  fastenings  as  will  make  them  stay  on  the  collar  or 
on  the  neck ;  but  this  is  to  advise  one  with  respect  to  these  neckties 
what  must  necessarily  be  assumed  with  respect  to  all  neckties,  and, 
like  the  term  "Cumfy-Cut,"  for  knit  undershirts,  etc.,  {ex  parte 
Boyce,  Wheeler  &  Boyce,  C.  D.,  1914,  25;  199  O.  G.,  617,)  it  is  not 
an  expected  way  of  describing  the  goods,  even  if  it  would  be  appro- 
priate to  describe  it.  I  think  the  mark  is  fanciful,  like  "  Shur- 
Enuf,"  for  shirts,  No.  105,566,  August  3,  1915. 


EX  PARTE  NATIONAL  MILK  SUGAR  CO.  7 

In  the  applicant's  drawing  he  has  included  the  words  "  The  "  and 
**  Bow-Tie,"  which  are  no  part  of  the  trade-mark  and  must  be  re- 
moved.    With  this  condition  the  Examiner* s  ruling  is  reversed* 


Ex  PARTE  National  Milk  Sugar  Compant. 
Decided  August  21,  1918. 

259  O.  G.,  183. 

Trade-Marks — "  Marengo  " — Nor  Geographical. 

The  word  "Marengo/*  while  It  appears  to  be  the  name  of  smaU  places 
In  several  of  the  States,  Is  probably  best  known  as  the  name  of  a  celebrated 
battle  between  the  Austrians  and  French,  and  would  so  be  understood  by 
the  ordinary  purchaser  of  the  goods,  and  hence  is  not  merely  geographical. 

On  Appeal. 

TRADE-MARK  FOR   MILK-SUGAR. 

Messrs.  Calver  <&  Ccdver  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  final  rejection  by  the  Examiner  of 
Trade-Marks  of  the  word  "Marengo"  as  a  trade-mark  for  milk- 
sugar  on  the  ground  that  it  is  geographical. 

"  Marengo  "  appears  to  be  the  name  of  small  places  in  the  States 
of  Alabama,  Illinois,  and  Iowa;  but  to  the  general  public  it  is  prob- 
ably best  known  as  the  name  of  a  celebrated  battle  wherein  the  troops 
under  Napoleon  defeated  the  Ai^^trians. 

Applicant  contends  that  it  is  a  fanciful  name  composed  of  "  mere  " 
or  "mare,"  meaning  the  sea,  and  the  word  "go,"  combined- with  the 
letter  "  n,"  the  idea  being  that  applicant's  "  Marengo  "  brand  of  milk- 
sugar  goes  to  sea,  or,  in  other  words,  is  used  in  foreign  trade. 

The  ordinary  purchaser  would  hardly  see  in  this  word  the  fanciful 
meaning  contended  for  by  applicant.  On  the  other  hand,  it  would 
not  ordinarily  convey  the  idea  that  the  goods  were  made  in  the  little 
towns  in  Alabama,  Illinois,  or  Iowa.  I  think  that  the  ordinary  pur- 
chaser would  be  more  likely  to  connect  this  name  with  the  battle  of 
"  Marengo  "  than  to  give  it  any  geographical  significance,  and  under 
these  circumstances  it  is  held  that  the  word  may  be  registered. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Ex  PARTE  Champion  Spark  Plug  Compant. 

Decided  January  25,  1919, 

259  O.  G.,  183. 

Trade-Marks — "Minute"  for  a  Spark-Pluo  Ctjianer— Descrtptive. 

The  term  "Minute"  as  applied  to  spark-plug  cleaners  Held  merely  de- 
scriptive, and  therefore  not  registrable. 

Ok  Appeal. 
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TBADE-ICABK  FOB  BPABK-PLUO  CLEANEB8,  EXa 

Messrs.  Owen^  Owen  <&  Crampton  for  the  applicant. 

Clay,  Assistant  Commdssioner: 

The  applicant  appeals  from  a  ref ufal  to  register  the  word  "  Min- 
ute "  as  a  trade-mark  for  a  spark-plug  cleaner  on  the  ground  that  it 
describes  a  quality  of  the  goods. 

The  applicant  makes  much  of  the  fact  that  there  have  been  pre- 
vious registrations  somewhat  similar  to  this,  and  among  others 
"Lightning,"  for  carbon-remover,  knd  "Minute,"  for  automobile- 
wheels.  In  both  these  cases  some  exercise  of  fancy  is  necessary  to  get 
at  the  meaning;  but  I  think  that  can  hardly  be  said  in  the  present 
case.  The  suggestion  that  there  has  been  a  change  of  policy  in  the 
Patent  OflSce  in  its  ruling  respecting  descriptive  marks  need  not  be 
answered  otherwise  than  to  say  that  the  law  and  the  reason  for  the 
law  against  registering  descriptive  terms  are  clear  and  in  this  case 
are  clearly  applicable,  for  any  trader  who  chooses  to  do  so  obviously 
has  the  right  to  say  that  his  cleaner  is  a  "  minute "  cleaner,  which 
is  to  say  it  cleans  in  a  minute.  Neither  exercise  of  the  fancy  nor  any 
unusual  use  of  words  is  involved  in  thus  plainly  describing  a  quality 
of  the  cleaner.  This  is  not  such  a  case  as  that  of  "  Supereasy,"  for 
chairs,  (123  MS.  Dec,  201)  since  it  is  the  ordinary  and  expected  use 
of  the  language  describing  rapid  action  of  the  cleaner  by  saying  it 
is  a  minute  cleaner.  The  case  is  more  like  that  of  the  "  Instanta- 
neous" measuring- tape  in  ex  parte  The  Lufkin  Rule  Go.y  (C.  D., 
1911,16;  162  O.  G.,  784.) 

The  action  of  the  Examiner  of  Trade-Marks  mv^st  he  affirmed. 


Ex  PARTE  SCHEINER. 

Decided  November  7,  1918. 

250  O.  G.,  383. 

Application — Canceled  Sheets  of  Drawing — May  be  Used  in   Divisional 

Application. 
Where  In  response  to  a  requirement  for  division  a  sheet  of  drawing  and 
the  descriptive  matter  of  the  figures  appearing  thereon  were  canceled,  Held 
that  if  a  proper  photographic  print  is  placed  in  the  application-file  the 
canceled  sheet  may  be  withdrawn  and  used  as  the  drawing  of  a  divisional 
application. 

Ok  Bequest, 
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BEAB  DRIVE  FOB  AUTOMOBILEB. 

Mr.  Oscar  Geier  for  the  applicant* 

Newton,  Commissioner: 

My  attention  has  been  called  to  the  request  made  by  the  attorney  in 
this  case  that  permission  be  given  to  transfer  Sheet  2  to  a  divisional 
application. 

The  record  shows  that  division  was  required  between  claims  di- 
rected to  the  structure  shown  on  Sheet  1  of  the  drawings  and  claims 
directed  to  the  structure  shown  on  Sheet  2  thereof,  and  that  in  re- 
sponse to  this  action  the  cancelation  of  Sheet  2  of  the  drawings  was 
directed  and  the  cancelation  of  the  claims  and  descriptive  matter 
relating  thereto. 

Rule  173  provides  that  when  a  new  application  is  filed  in  place  of 
an  abandoned  or  rejected  application  the  old  drawing  may  be  used 
upon  the  filing  of  suitable  permanent  photographic  prints  thereof. 
No  reason  is  seen  why  the  same  action  should  not  be  taken  with  ref- 
erence to  canceled  sheets  of  drawing  where  a  divisional  application 
is  to  be  filed.  These  drawings  will  not  appear  in  the  patent,  nor  will 
there  be  any  specific  reference  thereto  in  the  specification.  The  pho- 
tographic prints  will  preserve  the  original  records,  and  the  applicant 
will  be  saved  the  expense  of  making  a  new  drawing. 

As  there  is  already  on  file  a  photographic  print  of  the  second  sheet 
of  drawing  J  applicant's  request  is  granted^  and  it  is  directed  th/it  the 
second  sheet  of  drawing  be  used  with  the  divisional  application. 


The  Pbrmutit  Compant  v.  Men  zees. 

V 

Decided  October  24,  1918.  , 

259  O.  G.,  383. 

TbADE-MABKS — iNTEBfTaiENCE—FOBEION     APPLICANT — RiOHT    TO    PbOSECTJTB. 

Where  it  appears  that  a  foreign  applicant  Involved  in  interference  has 
no  place  of  business  in  this  country,  has  not  engaged  in  interstate  or  inter- 
national commerce,  and  has  no  registration  in  his  own  country,  but  merely 
a  bald  assignment  from  the  registrant  in  that  country,  without  any  assign- 
ment of  the  business.  Held  that  the  interference  should  be  dissolved, 
though  it  may  afterward  be  redeclareil  if  the  foreign  applicant  can  make 
a  showing  complying  with  the  statute. 

Appeal  from  Examiner  of  Trade-Marks. 

tbade-mabk  fob  wateb  puBnrriNQ  and  tbeating  matebial^ 

Mr.  K.  P.  McElroy  for  The  Permutit  Company. 

Mr.  William  E.  Evane  and  Mr,  F.  S,  Appleman  for  Menzies. 

138565*— 20 4 
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Newton,  Comrmssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  dissolving  this  interference  on  the  ground  that  the  party 
Menzies  has  no  place  of  business  in  this  country  and  has  not  obtained 
registration  of  the  mark  as  from  the  country  in  which  he  is  domi- 
ciled. 

Our  trade-mark  statute  provides  for  registration  when,  first,  there 
has  been  use  of  the  mark  in  interstate  or  international  commerce  in 
this  country;  second,  when  the  mark  has  been  registered  abroad, 
even  though  in  the  latter  case  the  applicant  does  not — 

state  that  the  mark  has  been  used  In  commerce  with  the  United  States  or 
among  the  States  thereof.     (Sec.  2.) 

Menzies  does  not  allege  any  use  of  the  trade-mark  in  interstate  or 
international  commerce  in  this  country.  Hence  he  is  not  registering 
under  the  first  provisions  of  the  statute.  Nor  has  he  complied  with 
the  second  provision  of  the  statute — namely,  registered  in  his  own 
country.  Menzies,  it  is  true,  has  filed  an  alleged  assignment  from 
the  Water  Softeners  Limited,  which  registered  the  mark  in  Great 
Britain ;  but  it  is  a  bald  assignment  of  the  trade-mark,  without  any 
assignment  of  business  that  goes  with  it.  Our  courts  do  not  recog- 
nize the  validity  of  such  assignment.  (See  Paul  on  Trade-Marks, 
par.  97,  p.  162 ;  Carroll  v.  Duluth^  etc.,  232  Fed.  Rep.,  675,  and  cases 
therein  cited.)  Hence  Menzies  has  shown  no  prima  facie  evidence 
of  right  to  registration,  and  the  dissolution  of  the  interference  neces- 
sarily follows. 

If  Menzies  can  comply  with  the  statute  and  make  a  prima  facie 
showing  either  of  use  interstate  or  international  with  this  country 
or  prior  registration  by  himself  or  valid  assignment  from  the  owner 
abroad  before  the  mark  of  the  Permutit  Company  is  registered,  this 
interference  may  be  redeclared. 

The  decision  of  the  Examiner  dissolving  the  interference  is  af- 
firmed.   : 

Knudsen  v.  Fitzgerald. 

'  Decided  October  27,  1917. 

259  O.  G.,  384. 

I NTEBFERENCE — PRIOBITY. 

Evidence  Held  to  establish  tliat  if  certain  experiments  made  by  K.  prior 
to  F.*8  date  of  conception  were  within  the  issue  they  amounted  to  nothing 
more  than  abandoned  experiments,  and  priority  Held  properly  awarded 
to  F. 

AwEAt  from  Examiners-in-Chief, 
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METHOD    OF    TBEATING    MEATS. 

Messrs,  CrowweU^  Greist  <&  Warden  for  Knudsen. 
Messrs.  Rector^  Hibhen^  Davis  cfe  Mo/cauley  for  Fitzgerald. 

Wkhehead,  First  Assistant  Comnvissioner: 

This  is  an  appeal  by  Knudsen  from  the  decision  of  the  Examiners- 
in-Chief  aflSrming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  to  Fitzgerald. 

The  issue  of  the  interference  reads  as  follows : 

1.  A  method  of  curing  joint  meat  which  consists  in  first  inclosing  the  same 
In  a  close  fitting  jacket  of  porous  elastic  material  and  then  subjecting  it  to  the 
action  of  heat  and  smoke. 

2.  The  process  for  curing  joint  meat  consisting  in  inclosing  the  joint  in  an 
elastic  porous  jacket  of  stockinet  and  then  heating  and  smoking  the  same, 
whereby  the  jacket  exerts  a  constant  pressure  upon  the  meat  during  shrinkage 
and  prevents  cracking  of  the  butt. 

Some  question  has  arisen  as  to  the  meaning  of  the  issue — that  is, 
whether  it  is  limited  to  smoking  the  meat  with  the  hock  end  up  and 
supported  independently  of  the  jacket  or  whether  it  is  broad  enough 
to  include  smoking  the  meat  with  the  hock  end  down  and  supported 
by  the  jacket. 

In  Fitzgerald's  application,  after  setting  forth  certain  disadvan- 
tages in  smoking  the  meat  uncovered  owing  to  the  necessity  of  there- 
after trimming  it  on  account  of  the  cracks  caused  durijig  the  smok- 
ing, it  is  stated  that  the  object  of  the  invention  is — 

to  save  this  loss  by  protecting  and  gently  compressing  the  ham  or  shoulder 
during  smoking  from  the  extreme  heat  while  permitting  the  proper  access  of 
smoke  and  heat  thereto, 

and  that  by  inclosing  the  ham  or  shoulder  in  a  tight-fitting  jacket  of 
porous  elastic  material  pressure  is  exerted  at  all  times — 

tending  to  keep  the  parts  of  the  joint  together  and  in  compact  form, 

and  that  the  fabric  receives  the  juices  of  the  meat,  which  keep  it 
moist.    In  describing  the  operation  it  is  stated  that  the  stockinet- 
holds  the  juices  in  close  contact  with  the  joint,  the  surface  of  which  is  con- 
tinually moistened  thereby, 

and  that — 

the  jacket  compresses  the  projecting  portions  of  the  joint  and  as  the  latter 
shrinks  the  jacket  follows,  at  all  times  maintaining  the  compact  shape  of  the 
ham. 

It  is  also  stated  that  the  operation  of  smoking  "  may  be  carried 
ou|;  precisely  as  formerly." 

In  Knudsen's  application,  after  stating  that  the  stockinet  is  to  be 
drawn  tightly  over  the  meat,  so  as  to  envelop  it,  it  is  said : 
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The  yielding  nature  of  the  fabric  permits  the  bag  to  be  stretched  over  the 
meat  and  causes  It  then  to  exert  inward  pressure  thereon. 

Knudsen  testifies  that  there  were  disadvantages  in  smoking  a  ham 
hock  end  down,  when  inclosed  in  a  bag,  in  that  it  stretched  the  bag 
and  did  not  hold  the  ham,  allowing  it  to  crack  on  account  of  the 
weight  of  the  ham  stretching  the  stockinet,  (X-Qs.  137  to  139,  R.  D. 
Q.  221.) 

It  is  obvious,  as  is  borne  out  by  the  exhibits,  that  if  the  bag  is 
suspended  with  the  hock  end  of  the  ham  down  the  bag  will  not 
compress  the  butt  end  of  the  ham  nor  exercise  any  pressure  thereon, 
due  to  its  elasticity  tending  to  hold  the  lean  and  fat  together 
as  the  ham  dries,  which  was  the  primary  object  of  the  invention. 

It  must  be  held,  therefore,  that  the  issue  is  not  broad  enough  to 
include  smoking  a  ham  in  a  jacket  hock  down  when  suspended  by 
the  jacket  alone.  It  is  doubtful  whether  it  is  broad  enough  to 
include  suspending  the  meat  by  the  jacket  with  the  butt  end  down, 
since  in  that  case  the  elastic  jacket  would  not  act  as  a  compress. 
Smoking  meat  in  a  non-elastic  jacket,  such  as  a  muslin  bag,  whether 
it  be  suspended  hock  up  or  hock  dowr^  and  by  the  bag  or  by  the 
joint,  is  not  within  the  issue,  which  is  limited  to  the  use  of  an 
elastic  jacket. 

Both  the  Examiner  of  Interferences  and  the  Examiners-in-Chief 
found  that  Fitzgerald  had  established  a  reduction  to  practice  of  the 
invention  in  July,  1913.  They  further  found  that  if,  prior  to  that 
time,  Knudsen  had  smoked  meats  iii  bags  of  elastic  material  made 
from  undershirts  he  did  not  appreciate  that  he  accomplished  any- 
thing more  thereby  than  to  prevent  shrinkage  of  the  meat  during 
smoking.  The  Examiners-in-Chief  stated  that  whatever  he  might 
have  done  prior  to  Fitzgerald's  reduction  to  practice  amounted  to 
nothing  more  than  abandoned  experiments.  Both  tribunals  further 
found  that  Knudsen  had  not  established  a  disclosure  of  the  inven- 
tion to  Fitzgerald,  as  claimed  by  him. 

At  the  time  the  invention  is  said  to  have  been  made  both  parties 
were  in  the  employ  of  Armour  &  Company,  Fitzgerald  being  super- 
intendent of  the  smoked-meat  department  in  Chicago  and  Knudsen 
being  branch-house  superintendent,  with  headquarters  in  Richmond, 
Va.  It  is  not  denied  on  behalf  of  Knudsen  that  Fitzgerald  some- 
time in  1913  smoked  two  lots  of  hams  in  tightly-fitting  stockinet 
bags,  the  hams  being  suspended  hock  up,  in  the  customary  way. 
It  is  contended,  however,  that  this  did  not  take  place  until  the  fall 
of  1913,  which  was  subsequent  to  the  date  of  experiments  said  to 
have  been  made  by  Knudsen  in  the  spring  of  1913  in  Richmond 
at  the  branch  house  of  Armour  &  Company  and  subsequent  to  an 
alleged  disclosure  by  Knudsen  to  Fitzgerald  in  August^  1913. 
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The  testimony  shows  that  attempts  were  made  by  the  officials  of 
Armour  &  Company  to  have  Fitzgerald  assign  his  invention  to  that 
company,  and  it  was  not  until  after  his  refusal  to  do  so  that  the 
application  of  Knudsen  was  filed. 

Fitzgerald's  application  is  assigned  to  Eugene  M.  Keeley  and 
Harry  C.  Wil^,  and  according  to  Wild's  testimony  Fitzgerald  was 
not  interested  in  the  application  and  was  receiving  no  benefit  from 
the  sale  of  stockinet  bags  for  use  in  smoking  hams  therein.  The  ap- 
plication of  Knudsen  is  assigned  to  Armour  &  Company. 

The  testimony  as  to  Fitzgerald's  early  work  is  fully  discussed  by 
the  Examiner  of  Interferences,  and  it  is  believed  his  conclusion  with 
respect  thereto  is  correct — ^namely,  that  Fitzgerald  had  reduced  the 
invention  to  practice  as  early  as  July,  1913.  His  witnesses  fix  the 
date  of  certain  experiments  carri6d  on  by  Fitzgerald  at  his  home 
as  June,  1913,  and  the  date  when  the  first  hams  were  smoked  is 
fixed  with  reference  to  a  wedding  which  Fitzgerald  attended,  the 
date  of  which  was  July  15,  1913,  Fitzgerald  testifies  that  when  he 
returned  from  this  wedding  he  found  that  those  hams  which  he  had 
had  smoked  in  stockinet  had  been  put  back  in  stock,  and  thereby 
"lost." 

The  testimony  of  Maher,  a  witness  on  behalf  of  Knudsen,  prac- 
tically corroborates  Fitzgerald  as  to  the  time  when  the  hams  were 
smoked.  He  states  that  during  Fitzgerald's  absence  he  put  the  first 
lot  of  hams  back  in  stock  and  that  Fitzgerald  on  his  return  spoke  of 
having  been  to  the  Brennan  wedding.  (Maher,  X-Qs.  40-41,  48,  53.) 
It  is  true  that  Maher  states  that  the  hams  were  smoked  in  the  fall 
of  1913;  but  it  appears  that  he  was  under  the  impression  that  the 
Brennan  wedding  was  in  September  of  that  year.     (X-Q.  49.) 

A  number  of  witnesses  were  called  on  behalf  of  Knudsen,  who  state 
that  in  their  opinion  the  hams  were  not  smoked  until  the  fall  of 
1913;  but  these  witnesses  have  no  certain  way  of  fixing  the  date  and 
merely  seem  to  have  agreed  among  therilselves  that  it  was  the  fall  of 
1913. 

This  testimony  is  not  sufficient  to  overcome  the  testimony  above 
referred  to  and  also  the  testimony  of  Hughes,  who  was  an  inspector 
for  the  Army  and  who  states  that  he  saw  these  hams  shortly  after 
he  was  sent  to  Chicago,  which  was  the  first  day  of  July,  1913. 

Knudsen  claims  to  have  smoked  hams  in  cloth  on  his  farm  as  early 
as  1909  and  to  have  smoked  others  at  the  Richmond  plant  of  Armour 
&  Company  in  1912,  some  of  thetn  with  the  butt  end  up,  and  others 
"  in  the  usual  way,"  with  the  hock  up.  He  testifies  that  in  March, 
1913,  he  smoked  hams  both  in  muslin  cloth  and  in  cloth  made  from 
undershirt- wear  and  that  in  July  or  August,  1913,  three  or  four  lots 
of  hams  were  smoked  under  his  direction  at  the  Wilmington,  N.  C, 
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plant  of  Armour  &  Company,  some  in  muslin  bags  and  some  in  cloth 
made  from  underwear,  some  supported  hock  up  and  some  hock  down. 

As  noted  above,  neither  smoking  hams  in  muslin  bags  nor  smoking 
them  in  stockinet  material  with  the  hock  down,  the  hams  being  sup- 
ported by  the  bag,  is  within  the  issue. 

None  of  the  witnesses  gives  any  very  definite  reaso/i  for  fixing  the 
time  when  the  hams  were  said  to  have  been  smoked  in  stockinet  in 
1913.  Knudsen  says  it  was  in  March,  Powell  says  it  was  in  May, 
Mrs.  Bloxton,  who  was  Knudsen's  stenographer,  fixes  it  as  prior  to 
June,  1913.  It  clearly  appears  that  later  in  the  summer  of  1913 
experiments  were  made  at  the  Wilmington,  N.  C,  plant,  and  it  is  not 
important  whether  the  Richmond  experiments  took  place  in  March 
or  May  of  that  year,  since  either  date  is  prior  to  Fitzgerald's  alleged 
date  of  conception.  • 

It  is  contended  that  the  testimony  shows  that  reports  were  made 
from  the  Richmond  branch  house  to  the  Chicago  office  as  to  these 
experiments,  and  it  is  argued  that  in  the  usual  course  of  business 
these  reports  would  have  gone  through  Fitzgerald's  hands.  The  re- 
ports are  not  introduced  in  evidence,  the  failure  to  do  so  being  said 
to  be  due  to  the  fact  that  it  is  customary  in  the  Armour  plant  to 
destroy  all  routine  correspondence  at  the  end  of  three  months.  Fitz- 
gerald denies  ever  having  seen  any  such  report,  and  even  if  a  report 
of  some  sort  was  sent  it  is  not  clear  that  it  disclosed  the  invention  here 
in  issue  or  disclosed  anything  more  than  the  smoking  of  meats  in 
cloth.  This  was  not  new,  as  stated  by  both  Knudsen  and  Fitzgerald. 
Knudsen  himself  merely  says  (Q.  64)  that  he  had  written  Mr. 
Everett  Wilson  (who  was  his  superior  officer)  that  he  thought  that 
he  had  caught  on  to  a  good  idea  in  the  way  of  smoking  meats  in 
cloth  covering. 

Knudsen  did  nothing  further  with  the  invention  after  the  experi- 
ments in  Wilmington,  N.  C.  In  the  summer  or  late  fall  of  1914, 
after  Fitzgerald  had  refused  to  assign  his  application  to  Armour  & 
Company,  he  was  called  to  Chicago  and  his  application  for  patent 
was  prepared.  It  appears  that  during  this  period  he  had  been  told 
by  Hathaway,  another  employee  of  Armour  &  Company,  that  Fitz- 
gerald was  smoking  meats  in  stockinet  bags  and  was  claiming  the 
invention  as  his  own,  and  in  the  spring  of  1914  hams  which  were 
smoked  in  stockinet  were  sent  to  the  different  branch  houses  and  re- 
ports were  asked  from  the  superintendents  as  to  the  appearance  of 
the  meat  and  w^hether  a  better  price  could  be  obtained  therefor  than 
for  meats  smoked  in  the.  usual  way.  Yet  Knudsen  made  no  protest 
against  this  claim  of  Fitzgerald  nor  took  any  steps  to  have  himself 
recognized  as  the  inventor. 
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It  is  argued  that  after  Knudsen  had  disclosed  the  invention  to 
certain  officials  of  Armour  &  Company  there  was  nothing  more  for 
him  to  do  and  that  when  the  hams  were  sent  to  branch  houses  in  the 
spring  of  1914  he  naturally  assumed  that  his  idea  had  been  adopted. 

This  contention  would  have  some  force  were  it  not  for  the  fact 
that  Knudsen  states  that  Hathaway  told  him  that  Fitzgerald  was 
claiming  the  invention  as  his  own  and  for  the  further  fact  that  the 
stockinet  bags  in  which  the  hams  were  shipped  bore  on  them  a  label 
to  the  effect  that  they  were  covered  by  a  certain  patent  and  that  other 
patents  were  pending.  Knudsen  knew  very  well  that  he  had  filed 
no  application  for  patent  and  had  taken  no  steps  to  have  such  an 
application  filed. 

Knudsen  appears  to  have  been  simply  experimenting  to  see  if  he 
could  prevent  the  shrinkage  of  the  meat — loss  of  weight  during 
smoking — by  inclosing  it  in  bags  of  different  materials  and  to  have 
had  no  appreciation  of  any  particular  advantage  to  be  gained  by  the 
use  of  an  elastic  material  for  preventing  the  splitting  or  cracking 
of  the  butt  end  of  the  ham.  This  is  shown  not  only  by  the  fact  that 
he  used  materials  of  different  character,  both  elastic  and  non-elastic, 
but  by  the  fact  that  as  late  as  the  time  of  the  Wilmington  experi- 
ments he  was  hanging  the  meat  both  hock  up  and  hock  down. 

If  Knudsen's  work  was  such  as  to  fall  within  the  issue,  it  cannot 
be  regarded  as  anything  more  than  an  abandoned  experiment.  Ap- 
parently nothing  would  ever  have  been  heard  of  Knudsen  as  an 
inventor  of  this  process  if  Fitzgerald  had  not  refused  to  make  an 
assignment  to  Armour  &  Company. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex   PARTE   AlBAUGH-DoVER    Co. 

DmHded  February  10,  1919. 
259  O.  G.,  575. 

Tbai>e-Mabk8 — "  Square  Turn,"  for  Tractors — Not  Descrtptivb. 

The  words  "  Square  Turn,"  as  applied  to  tractors,  Held  not  descriptive, 
and  therefore  registrable  as  a  trade-mark. 

On  Appeal. 

trade-mark  for  tractors  and  truces. 

Miss  Florence  King  for  the  applicant. 

Newton,  Com/missioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  as  a  trade-mark  for  tractors  and  trucks  the  words 
"Square  Turn,"  the  top  of  the  **T"  extending  over  the  letters 
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"  re "  and  "  ur  "  on  either  side  of  it,  with  a  black  heavy  line  ex- 
tending under  both  of  the  words,  on  the  ground  that  "  Square  Turn  " 
is  descriptive  of  a  quality  or  characteristic  which  it  is  desired  that 
the  goods  might  have — that  is,  the  ability  to  make  a  square  turn — 
and  the  Examiner  refers  to  the  Scientific  American  of  January  5, 
1918,  illustrating  the  advantages  possessed  by  a  tractor  capable  of 
making  a  short  or  square  turn  and  cites  numerous  decision?  refus- 
ing to  register  words  descriptive  in  much  the  same  sense  as  "  Square 
Turn." 

Applicant  points  out  that  the  turn  made  by  the  tractor  of  the 
illustration  is  not  what  is  ordinarily  known  as  a  "  squai'e  turn  "  and 
cites  a  long  list  of  words  similar  to  "  Square  Turn  "  that  have  been 
registered  or  upheld,  such  as  "  Waukeasy^"  as  applied  to  a  corn  cure, 
"  Waukwell,"  as  applied  to  shoes,  etc. 

In  ex  parte  Boyce^  Wheeler  <&  Boyce  (C.  D.,  1914,  25;  199  O.  G., 
617)  I  announced  the  rule  that  had  been  most  practical  to  myself 
in  passing  on  large  numbers  of  trade-mark  applications  of  this  char- 
ax^ter  to  be  that — 

if  the  exclusive  use  of  these  words  leaves  open  to  everybody  else  all  words 
useful  in  describing  any  quality  or  property  appertaining  to  tliis  .particular 
class  of  goods  the  words  in  question  should  be  registered. 

Any  three-wheeled  tractor  and  most  four-wheeled  tractors  should 
be  able  to  make  a  "  square  turn,"  assuming  that  the  turn  is  like  the 
angle  of  a  square,  and  a  turn  even  less  than  a  square  turn  if  a  '^  square 
turn  "  means  a  turn  of  ninety  degrees.  Indeed,  it  is  uncertain  what 
"  square  turn "  means.  Furthermore,  if  it  has  an  objectionable 
meaning  it  must  be  one  that  makes  "  square  turn  "  an  adjective ;  but 
it  is  not  in  the  usual  adjective  form;  hence  the  probability  of  any- 
body wishing  to  denominate  their  tractor  as  a  "  square  turn "  trac- 
tor is  so  remote  that  it  is  held  that  the  words  may  be  registered,  espe- 
cially in  view  of  what  applicant  stated  at  the  hearing — ^that  the 
mark  had  been  in  extensive  use  for  three  or  four  years. 

The  decision  of  the  Examiner  of  Trade-Marks  is  accordingly  over* 
ruled. 


Hughes  v.  Humason. 

Decided  Vovemhet  6,  1917. 

259  O.  G..  575. 

Interference — Priority — ^Abandoned  Experiment. 

Where  Hughes  testified  that  certain  tests  of  a  drlll-blt  embodying  the 
invention  were  made  for  the  purpose  of  trying  to  arrive  at  a  bit  that 
would  be  most  serviceable  in  a  certain  oil-field  and  thereafter  no  otlier  bit 
of  that  type  was  made  nor  any  attempt  made  to  put  it  on  the  market  until 
it  was  learned  that  the  other  party  had  put  his  bit  in  use  and  during 
that  period  Hughes  filed  no  application  for  patent  on  the  bit  which  had 
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been  tested,  but  filed  a  number  of  applications  on  bits  of  forms  which  are 
not  within  the  issue,  Held  that  the  work  done  amounted  to  nothing  more 
than  an  abandoned  experiment. 

Appeal  from  Examiners-in-Chief. 

DBILL-BIT. 

Messrs.  Hughes  &  McCoid  for  Hughes. 
Mr.  Clarence  E.  Doyle  tor  Humason. 

Whitehead,  Fi7'8t  Assistant  CoTwrnissioner: 

This  is  an  appeal  by  Hughes  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Primary  Examiner  awarding 
priority  to  Humason. 

The  subject-matter  of  the  invention  is  an  improvement  in  drill- 
bits  for  use  in  drilling  wells.  The  issue  is  set  forth  in  three  counts, 
which  read  as  follows: 

1.  A  drill  bit  including  a  head,  a  cutter  supporting  bearing,  revoluble  cutters 
on  said  bearing  extending  diametrically  across  the  center  of  one  end  of  the 
head,  and  side  cutters  revoluble  in  planes  converging  into  the  head,  all  but  the 
active  portions  of  all  the  cutters  being  housed  In  the  he£^. 

2.  A  drill  bit  including  a  head,  a  cutter  supporting  bearing,  revoluble  cutters 
thereon  extending  continuously  across  the  center  of  one  end  of  the  head,  and 
side  cutters  revoluble  in  planes  converging  into  the  head,  all  but  the  active 
portions  of  all  the  cutters  being  housed  in  the  head. 

3.  A  drill  bit  Including  a  head,  side  cutters  revoluble  in  planes  converging 
into  the  head,  and  a  series  of  closely  lying  revoluble  cutters  extending  con- 
tinuoiTsly  across  the  center  of  one  end  of  the  head  and  into  the  path  of  the 
side  cutters,  all  but  the  active  portions  of  all  the  cutters  being  housed  in 
the  head. 

Humason's  application  was  filed  February  10,  1913.  Hughes's 
application  was  filed  April  10,  1913. 

Neither  the  Examiner  of  Interferences  nor  the  Examiners-in-Chief 
found  it  necessary  to  consider  the  testimony  offered  on  behalf  of 
Humason,  since  they  held  that  Hughes  had  not  established  a  reduc- 
tion to  practice  prior  to  Humason's  filing  date  and  had  not  shown 
diligence  at  that  time  and  subsequently  thereto. 

According  to  the  testimony  Hughes  built  in  1908  a  bit  embodying 
the  invention  in  issue,  which  was  tested  in  a  well  known  as  the 
"  Minnie  Gaillord  well,"  on  Goose  Creek.  It  is  also  testified  that  in 
1910  a  drill  was  built  which  was  tested  on  ^  drill-press;  but  no 
attempt  was  made  to  drill  a  well  therewith. 

It  is  contended  on  behalf  of  Hughes  that  the  making  of  the  device 
was  sufficient  to  show  reduction  to  practice  of  the  invention  and  that 
a  test  was  not  necessary,  reference  in  support  of  this  contention  being 
made  to  the  decision  in  Croskey  v.  Atterhury^  (C.  D.,  1896,  437;  76 
O.  G.,  163;  9  App.  D.  C,  207.)     It  is  further  contended  that  if  a  test 
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were  necessary  then  the  test  at  the  Goose  Creek  well  and  the  test  on 
the  drill-press  in  1910  showed  that  the  bit  operated  satisfactorily. 

It  is  well  settled  that  except  in  cases  of  very  simple  inventions  a 
test  is  necessary  in  order  to  establish  a  reduction  to  practice.  (See 
Sydeman  and  Meade  v.  Thoma,  C.  D.,  1909,  340;  141  O.  G.,  866;  32 
App.  D.  C,  362,  and  the  cases  therein  cited.) 

In  that  case  the  court  of  appeals  divided  the  decisions  involving 
the  question  of  reduction  to  practice  into  three  classes,  the  first  re- 
lating to  simple  devices,  where  the  mere  making  of  the  device  was 
held  suflBcient,  the  second  relating  to  machines  which  embodied  every 
essential  element  of  the  invention,  but  which  were  not  commercially 
perfect,  and  the  third  relating  to  machines  of  such  a  character  that 
the  particular  use  for  which  the  machine  was  intended  must  be  given 
special  consideration.  The  court  pointed  out  that  in  the  second  and 
third  classes  of  cases  long  delay  in  putting  the  machine  into  actual 
use  had  always  been  regarded  as  a  potent  circumstance  in  determin- 
ing whether  the  test  was  successful  or  only  an  abandoned  experiment. 
This  case  clearly  does  not  belong  to  the  first  class.  In  fact,  the  testi- 
mony shows  that  Hughes  himself  thought  a  test  was  necessary. 

According  to  the  testimony  for  Hughes  the  bit  was  used  at  the 
Goose  Creek  well  and  after  drilling  about  forty  feet  became  dull  and 
the  cutters  were  removed.  Later,  new  cutters  having  been  provided, 
the  bit  was  tried  again  and  after  drilling  a  few  feet  the  stem  twisted 
off  and  the  bit  was  never  recovered  and  the  well  was  abandoned. 

Neither  the  Examiner  of  Interference  nor  the  Examiners-in-Chief 
based  their  conclusion  on  the  mere  fact  that  the  cutters  became  dull 
in  use  and  that  in  this  second  test  the  stem  broke  and  the  bit  could 
not  be  gotten  out  of  the  well.  In  answer  to  question  49  (Hughes's 
record,  p.  12)  he  states  that  all  of  the  early  tests  were  merely  experi- 
mental, since  he  was  trying  to  arrive  at  a  bit  that  would  be  most 
serviceable  to  the  formation  of  the  Goose  Creek  oil-field,  which  con- 
tained caving  formation  and  some  very  unusual  hard  rock.  And 
he  states  the  results  of  the  tests  as  follows : 

Q.  50.  What  was  the  net  result  of  these  tests  that  you  made  with  these  bits? 
Or,  in  other  words,  did  your  tests  show  that  this  type  of  bit  was  a  practicable 
bit,  that  could  be  put  on  the  market,  in  use  for  all  kinds  of  formation? 

A.  The  result  of  the  tests  showed  that  the  bit,  being  cylindrical  in  shape, 
filled  up  the  hole  so  closeTVi  and  the  cutters  lost  their  clearance  so  rapidly,  that 
It  was  unsulted  to  the  fommtlon  that  had  a  tendency  to  cave,  and  therefore 
did  not  promise  to  be  a  bit  that  would  meet  the  general  demand  for  a  bit  for 
general  utility  work,  and  while  this  modified  type  of  the  Wynn  bit,  with  the 
bar  across  the  center  of  the  head,  and  cutters  converging  In  planes  toward  the 
center  of  the  head,  was  very  useful  in  some  formations,  which  were  free  from 
caves,  and  not  exceeding  a  thousand  feet  In  depth,  and  could  be  made  in  large 
sizes  successfully  only,  for  the  reason,  as  stated,  that  the  bit  almost  completely 
fiUed  the  hole,  and  had  a  tendency  to  choke  off  the  circulating  water,  which 
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removes  the  cuttings ;  and  for  a  further  reason  that  it  contains  too  many  parts, 
each  of  these  parts  or  cutters  requiring,  when  a  boulder  or  pyrites  of  iron 
would  be  encountered  in  drilling,  to  support  the  entire  weight  of  the  drill  stem, 
which  often  would  weigh  15,000  to  20,000  pounds,  traveling  ut  the  rate  of  one 
hundred  revolutions  per  minute.  Therefore,  by  these  tests  in  the  experimental 
stage  of  the  development  of  a  successful  rock  drill  for  general  utiUty  work,  to 
be  handled  often  by  unskilled  labor,  it  was  necessary  to  have  a  bit  of  fewer 
parts  and  more  massive  construction,  and,  if  possible,  to  find  a  means  of  ade- 
quate lubrication,  and  as  the  requirements  of  the  drilling  trade  for  the  modified 
type  of  Wynn  bit  were  not  active  at  that  time,  I  deemed  It  best  to  confine  my 
attention  to  developments  of  a  bit  for  general  use. 

After  the  case  had  been  reopened  by  the  Examiner  of  Interferences 
he  testified  as  follows  as  to  the  defects  in  the  bit.  (Hughes's  record 
on  rehearing,  P-  4:) 

Q.  15.  Its  defects  then,  if  any,  were  what? 

A.  Principally  clearance  and  multiplicity  of  parts. 

Q.  16.  Why  a  defect  in  multiplicity  of  parts? 

A.  Any  bit  rotating  rapidly  striking  a  hard  substance  Is  apt  to  destroy  the 
cutters  if  they  are  small. 

Q.  17.  Do  you  mean  that  it  did  not  have  strength  because  of  its  multiplicity 
of  parts? 

A.  Absolutely,  It  did  not  have  sufficient  strength. 

Q.  18.  Then,  do  you  mean  that  the  defects,  if  any,  were  lack  of  strength  and 
lack  of  clearance? 

A.  Lack  of  strength  and  lack  of  clearance,  exactly. 

Q.  19.  And  the  lack  of  strength  was  due  to  its  multiplicity  of  parts? 

A.  Yes,  sir. 

Q.  20.  Its  lack  of  clearance  was  due  Jo  what,  if  you  know? 

A.  Also  due  to  the  multiplicity  of  parts,  because  the  rollers  could  not  be  In- 
clined sufficiently  to  enlarge  Ihe  clehrance. 

Q.  21.  Because  they  were  too  small? 

A.  Too  small. 

Q.  22.  You  may  state  whether  or  not  because  they  were  so  small  on  the  side 
they  could  not  be  inclined  enough  and  successfully  attached  to  the  head. 

A.  That  is  correct.  They  were  so  small  in  length  that  they  could  not  project 
beyond  the  diameter  of  the  head  sufficiently  to  give  a  lasting  clearance. 

Moreover,  his  conduct  with  respect  to  the  bit  is  better  evidence  of 
what  he  thought  of  it  than  any  statement,  after  the  controversy,  that 
he  regarded  it  2Cs  satisfactory. 

It  appears  that  following  this  test  at  Goose  Creek  Hughes  did  not 
at  that  time  build  any  other  bit  of  that  type  nor  make  any  attempt 
to  put  the  bit  on  the  market  and  that  after  the  test  on  the  drill-press 
in  1910  nothing  more  was  done  with  it  until  he  had  learned  that  the 
Huma&on  bit  had  been  put  in  use.  Furthermore,  he  did  not  during 
this  period  file  an  application  for  patent  on  the  bit  of  the  issue, 
although  during  this  same  period  he  filed  a  number  of  applications 
on  drill -bits  of  forms  which  are  not  within  the  issue.  The  testimony 
shows  that  he  devoted  his  attention  to  developing  another  form  of 
bit 
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In  view  of  these  facts  it  must  be  held  that  the  work  done  in  the 
Goose  Creek  field  amounted'  to  nothing  more  than  an  abandoned  ex- 
periment and  that  for  the  reasons  fully  pointed  out  by  both  of  the 
lower  tribunals  the  test  of  the  bit  on  the  drill-pi*ess  is  not  such  a  test 
as  would  demonstrate  the  practicability  of  the  bit  in  drilling  a  well. 

The  decision  of  the  Examinera-in-GMef  is  affi/rmed. 


Ex  PARTE  American  Chain  Company,  Incorporated. 

Decided  February  10,  1919.  -- 

259  O.  G.,  777. 

1.  Tbade-Mabks — Descriptiveness — Words   Descriptive  of   Other  Forms  of 

Same.  Goods  Not  Kegisiiiable. 
An  appUcant  cannot  monopolize  a  word  which,  although  possibly  not  very 
aptly  descriptive  of  his  own  goods,  is  descriptive  of  other  forms  of  such 
goods. 

2.  Same — Same — "  Look  Link,"  for  Chains. 

The  words  "  Lock  Link,'*  as  applied  to  chains,  Held  not  registrable,  even 
though  only  vaguely  descriptive  of  applicant's  chains,  since  they  are  de- 
scriptive of  other  forms  of  chains. 

On  Appeal. 

trade-mark  for  chains  and  halter-chains,  dog-chains,  eto. 

r 

Mr.  Ha'nry  L.  Dimcan  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  "  Lock  Link  "  as  a  trade-mark  for  chains — such 
as  dog-chains,  hammock-chains,  etc. — on  the  ground  that  the  mark  is 
descriptive  as  applied  to  chains. 

As  showing  the  descriptive  nature  of  "  Lock  Link  "  as  applied  to 
chains  the  Examiner  has  cited  several  patents  showing  chain-links 
locked  in  some  way,  and  the  Examiner  points  out  that  such  a  chain 
would  be  known  as  a  "  lock  link  "  chain.  For  example,  in  patent  to 
Rittenhouse,  No.  1,114,289,  it  is  stated,  "My  invention  relates  to  a 
locking  link,"  and  claim  1  is  for  "A  lock  link  comprising  a  rod,"  etc. 

It  is  true  applicant's  chains  shown  in  the  catalogue  and  the  chains 
filed  as  exhibits  have  no  locking  means  in  the  links  corresponding  to 
the  locking  means  shown  by  the  patents  cited.  Applicant's  links 
might  possibly  be  called  "  lock  links,"  as  distinguished  from  the  ordi- 
nary links,  which  have  their  ends  welded  together,  while  applicant's 
links  have  their  ends  twisted  or,  in  a  sense,  "  locked ; "  but  it  is  held 
that  applicant  cannot  monopolize  a  word  which,  though  possibly  not 
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very  aptly  descriptive  of  his  own  chain,  is  descriptive  of  other  forms 
of  chains.  Applicant  could  with  equal  propriety  be  allowed  to 
denominate  his  chains  "  sheet  metal "  chains  on  the  ground  that  his 
chains  were  not  sheet  metal.  Words  in  common  use  in  describing  the 
properties  or  qualities  of  goods  cannot  be  monopolized,  and  on  this 
ground  it  is  held  that  the  words  "  Lock  Link,"  while  descriptive  of 
applicant's  chains  only  vaguely,  are  descriptive  of  other  forms  of 
chains  and  should  be  left  open  to  the  use  of  any  chain  dealer  who 
wishes  to  use  them  in  describing  his  chain. 

The  decision  of  the  Exavftiner  of  Trade-Marks  refusing  registrar 
tion  must  be  affirmed. 


Ex     PARTE     McKlNNBY. 

Decided  January  SI,  1918. 

260  O.  X},,  393. 

Patentabilitt — Invention — Handles  on  Parts  or  a  Bubial-Oasket. 

The  provision  of  liandles  wherever  they  are  needed  is  so  common  that 
the  provision  of  handles  on  the  parts  of  a  separable  burial-casket  involves 
no  invention. 

Appeal  from  Examiners-in-Chief. 

BUBIAL-CASE. 

Messrs.  Alexander  dk  Dowell  for  the  applicant. 

Newton,  Com^mlssioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
of  claims  12, 14,  and  16,  which  are  as  follows : 

12.  A  burial  casket  comprising  a  base;  a  casing  closed  at  top  and  sides  but 
open  at  bottom  and  adapted  to  be  seated  upon  the  base  to  protect  and  cover  a 
body  laid  upon  the  ba>-e ;  handles  attached  to  the  sides  of  the  casing  whereby  it 
may  be  moved  Independently  of  the  base ;  and  handles  attached  to  the  sides  of 
the  base  whereby  It  may  be  moved  either  Independently  of  the  casing  or  to- 
gether with  the  casing  when  the  latter  is  placed  thereon. 

14.  A  burial  casket  comprising  a  base  provided  with  a  channel  adjacent  its 
edge;  a  casing  closed  at  top  and  sides  but  open  at  bottom  and  adapted  to  l)e 
placed  upon  the  bare  member  and  have  its  lower  edge  sealed  within  the 
channel  in  said  base;  longitudinally  disposed  handles  attacheti  to  the  sides  of 
said  casing  whereby  it  may  be  moved  independently  of  the  base;  and  longi- 
tudinally disposed  handles  connected  with  the  base  for  carrying  same  inde- 
pendently of  the  casing  or  together  with  the  ca-sing  when  the  latter  is  placed 
thereon,  substantially  as  described. 
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16.  A  burial  casket  comprising  a  base  provided  with  a  channel;  a  casing 
closed  at  top  and  sides  but  open  at  bottom  and  adapted  to  be  placed  upon  the 
base  member  and  have  its  lower  edge  sealed  within  the  channel  in  said  base 
member;  a  removable  pneumatic  tuYye  adapted  to  be  positioned  within  said 
channel  beneath  the  edges  of  said  casing  to  cushion  shocks  and  prevent  rup- 
ture of  said  casket  during  shipment  or  transportation  prior  to  Fealing  of  the 
casing  of  the  base;  handle  bars  attached  to  the  casing;  and  handle  bars  at- 
tached to  the  base,  substantially  as  described. 

The  references  cited  are:  McLean,  253,545,  February  14,  1882; 
Leech,  809,573,  January  9,  1906;  Blake,  813,942,  February  27,  1906; 
Montross,  878,985,  February  11, 1908;  Waldie  et  al.,  900,968,  October 

13,  1908;  Miller,  1,189,156,  June  27,  1916. 

The  appealed  claims  cover  a  burial-casket  having  a  base  separable 
from  the  main  body  of  the  casket,  so  that  the  corpse  may  be  laid 
upon  the  base  and  the  main  body  of  the  casket  conveniently  placed 
thereover.  Both  the  base  and  the  main  body  have  handles.  One  of 
the  appealed  claims  specifies  the  feature  of  the  pneumatic  tube  6, 
which  may  be  temporarily  placed  between  the  body  of  the  coffin  and 
the  base  to  f oim  a  pneumatic  seal  -during,  say,  transportation  of  the 
corpse  from  one  place  to  another,  and  afterward,  when  the  coffiai  is 
finally  placed  in  the  grave,  the  tube  may  be  conveniently  reinoved 
and  the  joint  between  the  body  portion  and  the  base  conveniently 
sealed. 

The  main  reference  relied  upon  by  the  Examiners-in-Chief  was 
the  patent  to  Miller;  but  applicant  has  called  attention  to  the  fact 
that  his  application  was  filed  incomplete  in  the  Office  before  the  filing 
of  the  application  on  which  the  Miller  patent  issued,  (see  paper  ac- 
companying paper  No.  6,)  and  applicant  stated  at  the  hearing  that 
he  could  furnish  an  affidavit  under  Rule  75  satisfactorily  overcoming 
the  Miller  patent,  if  I  thought  the  claims  patentable  over  the  other 
references. 

I  think  the  Miller  patent  meets  the  appealed  claims  12  and  14,  and 
the  Miller  and  Montross  patents  meet  claim  16  in  the  way  pointed 
out  by  the  Examiners-in-Chief. 

I  further  hold  that  the  other  references  also  meet  claims  12  and 

14.  Leech,  for  example,  shows  a  casket  comprising  a  base,  with  a 
main  body  portion  6,  closed  at  the  top  and  open  at  the  bottom  and 
adapted  to  seat  on  a  base.  It  is  true  Leech  has  no  handles  on  his 
body  portion ;  but  it  is  so  coftimon  to  put  handles  wherever  they  are 
needed  that  I  do  not  believe  this  change  is  sufficient  to  sustain  a 
claim.    Nor  is  it  believed  that  the  limitation  in  claim  14 — 

longitudinally  disposed  handles  attached  to  the  sides  of  said  casing — 

is  sufficient  to  carry  this  claim  over  what  is  shown  in  Miller,  espe- 
cially since  the  longitudinally-disposed  handles  on  burial-caskets  are 
quite  common* 
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Claim  16  is  fairly  met  in  Leech  and  Montross,  there  being  no  in- 
vention in  using  the  tube  18  of  Montross  temporarily  in  Leech's 
groove  or  channel  7,  if  so  desired. 

Applicant's  allowed  claims  in  this  case  seem  to  amply  protect  his 
invention. 

The. decision  of  the  Examiners-in-Cfdef  is  afflrmed. 


Ex    PARTE    SCHOLX.    MANUFACTURING    COMPANY,    InC. 

Decided  March  7,  1919. 

260  O.  G.,  393. 

Trade-Masks — Descripttveness — Pictorial   Representation    of    Goods. 

A  mark  consisting  of  the  perspective  view  of  the  under  side  of  a  foot 
supported  on  a  mechanical  arch  held  by  a  hand  Held  not  registrable  as  a 
trade-marlc  for  Instep-arch  supports,  as  it  is  descriptive  of  the  goods  with 
which  it  is  used. 

On  Appeau 

TRADE-MABK    FOR    INSTEP-ARCH    SUPPORTS. 

Messrs,  Foree^  Bain  c&  May  for  the  applicant. 

Clat,  Assistant  Commissioner: 

The  applicant  appeals  from  a  refusal  to  register,  as  a  trade-mark 
for  instep-arch  supports,  a  device  which  consists  in  a  perspective 
view  of  the  under  side  of  a  foot  supported  on  a  mechanical  arch, 
held  in  its  turn  by  a  hand.  The  ground  is  that  this  device  is  de- 
scriptive of  the  goods. 

The  applicant  has  "disclaimed"  the  representation  of  the  me- 
chanical-arch support;  but  this  disclaimer  is  of  no  effect,  since  the 
picture  of  the  arch-support  is  still  there  and  the  whole  device  is  a 
perfectly  clear  description  of  an  arch-support  for  the  instep.  If  the 
picture  of  the  arch  were  removed,  the  device  would  either  be  mean- 
ingless or  else  it  would  still  inform  the  beholder  that  the  goods  so 
marked  were  supports  for  the  instep.  There  is  not  suggested  any 
conceivable  reason  for  using  this  device  as  a  mere  mark  of  origin. 
It  does  not  look  like  a  trade-mark,  and  it  is  quite  obvious  that  it  is 
a  picture  of  the  goods — i.  e.,  the  most  natural  way  to  describe  the 
goods.  Others  would  have  an  equal  right  with  the  applicant  to  so 
describe,  and  the  applicant  therefore  may  not  monopolize  the  use 
of  this  device.  The  affidavits  filed  to  show  extensive  use,  etc.,  do  not 
tend  to  negative  the  evidence  of  descriptiveness ;  nor  does  it  make 
anv  diflFerence  that  several  traders  have  not  heard  of  the  device 
being  used  by  others.    Others  must  nevertheless  be  left  free  to  de- 
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scribe  such  goods  by  illustrating  them  or  illustrating  their  function 
and  character. 

■ 

The  ruling  of  the  Examiner  is  affirmed. 


Ex  PARTE  OnDERDONK. 
Decided  ApHl  9,  1918. 

260  O.  G.,  561. 

Patents — In^'ention — Inclosing  Parts  Within  a  Casino  Having  a  Tban»- 
PAKENT  Window. 
Claims  for  a  stamp-affixing  machine  presenting  as  tlie  the  only  novelty 
an  "  Inclosing  frame,"  "  a  face  plate  interposed  between  the  cutter  and  the 
feeding  device,"  and  a  "  transparent  plate  "  Held  not  patentable,  as  these 
features  involve  no  invention,  it  being  obvious  to  inclose  a  mechanism  t<» 
protect  it  from  dust  or  from  being  tampered  with  and  to  provido  a  glass 
window  to  permit  observation  of  the  mechanism  within  the  inclosure. 

Appeal  from  Examiners-in-Chief. 

STAMP- affixing    MACHINE. 

Mr.  Charles  McG.  Chapinan  for  the  applicant. 

Newton,  Oomm^issioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  l\is  final  rejection 
of  claims  21,  30,  36,  37,  38,  and  40,  of  which  claims  21,  30,  36,  and  40 
are  examples: 

21.  A  stamp  affixing  machine  having,  in  combination,  an  inclosing  frame, 
a  reciprocating  cutter;  a  feeding  device;  a  face  plate  interposed  between  the 
cutter  and  the  feeding  device;  a  ledger-blade  carried  by  the  face  plate  for  co- 
Operating  with  said  cutter;  said  face  plate  having  a  slot  through'  which  the 
stamps  may  be  fed  by  the  feeding-device  into  position  to  be  cut  by  the  cutting 
device,  means  by  which  the  stamp  may  be  affixed,  all  said  parts  being  Inclosed 
by  said  frame,  and  a  transparent  plate  set  In  the  front  of  said  frame  through 
which  the  stamps  and  cutter  may  be  seen. 

80.  The  combination  of  a  receptacle  for  gummed  stamps,  fee<llng  and  affixing 
means  for  said  stumps,  a  liquid  reservoir,  intermittently  operating  feeding  and 
lodging  means  for  advancing  and  locking  the  stamp- feeding  means  against 
further  advancing  or  feed  movement,  and  suitable  connections  whereby  said 
feeding  and  locking  means  may  receive  its  action  from  the  operation  of  the 
stamp  affixing  meana 

36.  In  a  stamp  affixer,  the  combination  with  a  frame,  a  movable  affixing 
member  guided  therein  and  provided  with  a  cutting  device,  a  cooperating  cut- 
ter on  the  frame  and  a  holder  detachably  supporte^l  on  the  frame,  and  adapte«l 
to  hold  a  rolled  strip  of  stamps,  of  a  guideway  leading  downwardly  from  the 
holder  and  having  its  open  end  terminating  at  the  cutter  on  the  frame,  and 
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means  for  advancing  the  strip  step  by  Btep  to  project  its  extremity  into  the 
part  of  the  afOxUig  member. 

40.  In  a  stamp  affixer,  the  combination  with  a  stamp  guideway  having  a 
discharge  end;  an  affixing  member  adjacent,  said  end,  a  feeding  member  co- 
operating with  a  strip  of  stamps  to  move  it  longitudinally  of  the  guideway; 
and  means  including  pins  on  the  periphery  of  the  feeding  member  cooperating 
with  the  stamp  strip  to  arrest  it  when  said  strip  is  drawn  forwardly  in  the 
guideway. 

The  references  are :  Hadida,  No.  868,169,  August  13, 1907 ;  Hadida, 
No.  953,661,  March  29,  1910. 

The  rejected  claims  cover  a  stamp-affixing  device  including  a  casing 
inclosing  the  stamps,  means  for  advancing  the  roll  of  stamps,  lock- 
ing the  roll,  cutting  the  stamps  off,  and  for  moistening  them,  the 
stamp-affixer  being  visible  through  a  glass  plate. 

Claim  21  reads  on  either  Hadida  patent  except  for  the  "inclosing 
frame,"  "  the  face  plate  interposed  between  the  cutter  and  the  feed- 
ing device,"  and  the  "  transparent  plate ;"  but  these  are  features  that 
may  be  left  out  of  or  put  on  Hadida  without  any  invention  and, 
indeed,  without  any  materially  different  results.  They  do  not  change 
the  mode  of  operation  and  involve  no  invention.  Take,  for  example, 
the  "  inclosing  frame."  Everybody  knows  that  if  a  mechanism  gets 
dusty  when  exposed  to  dust  or  if  one  does  not  want  people  to  tamper 
with  it  the  ordinary  thing  tQ  do  is  to  inclose  it  in  a  frame,  and  if 
one  wishes  to  see  what  is  going  on  inside  the  casing  the  natural  thing 
to  do  is  to  supply  a  glass  window,  and  no  invention  is  involved  in 
either  the  idea  or  the  mechanism. 

Claim  30  depends  for  its  novelty  on  the  "  feeding  and  locking 
means;"  but  as  broadly  as  expressed  in  this  claim  Hadida  shows 
feeding  and  locking  means  in  the  parts  t*  u'  in  No.  863,169.  It  is 
true,  as  pointed  out  by  applicant,  that  his  locking  means  are  probably 
more  efficient  than  Hadida's  and  operate  differently;  but  the  dif- 
ference is  not  brought  out  in  this  claim. 

Claims  36  to  38,  inclusive,  include  the  guideway  100  through  the 
casing  down  to  the  cutter.  Hadida  shows  no  such  guideway,  because 
he  has  no  inclosing  frame ;  but  if  the  stamps  are  inclosed  in  a  casing 
and  it  is  necessary  to  project  them  out  and  cut  them  off  they  would 
naturally  go  down  through  a  passageway  in  the  casing  to  the  place 
to  which  they  are  cut  off.  In  other  words,  these  claims  differ  from 
the  Hadida  references  by  the  inclusion  of  non-patentable  features. 

Claim  40  involves  pins  on  the  feeding-roll  and  the  guideway.  These 
also  seem  to  be  incidental  features  quite  common  in  other  construc- 
tions, and  I  am  unwilling  to  allow  this  or  any  of  the  appealed  claims, 
the  applicant  having  been  already  allowed  claims  commensurate 
TOth  his  invention. 

The  decision  of  the  Exarmnera-in-Chief  is  accordingly  affirmed. 

138555*— 20 5 
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Ex  PARTE  The  Third  National  Bank  of  St.  Louis,  Missottri. 

Decided  March  10,  1919. 

260  O.  Gm  562. 

Tbabe-Mabks — Use  in  Trade  Pbebequisite  to  Registration. 

The  words  "National  Bank  Srd  of  St  Louis,"  written  between  two 
concentric  ellipses,  Held  not  registrable  to  the  applicant  as  a  trade-mark 
for  letter-heads,  writing  paper,  etc.,  for  the  reason  that  applicant,  who 
uses  this  mark  on  his  stationery,  has  made  no  trade-mark  use  thereof. 

On  Appeal. 

TRADE-MARK  FOR  ENVELOPS,  UTTTER-HEADS,   WRITING-PAPER,  POSTAL  CARDS,   ETa 

Mr.  Frederick  R,  Cornwall  for  the  applicant. 

Clay,  Assistant  Cormaissioner: 

The  applicant  appeals  from  a  refusal  to  register  an  alleged  trade- 
mark consisting  of  the  applicant's  name  or  description — ^^  National 
Bank  8rd  of  St.  Louis  " — written  within  and  between  two  concentric 
ellipses.  The  refusal  was  because  the  applicant  has  no  goods  in 
trade. 

In  the  brief  it  is  said  that  the 


applicant  sells  and  distributes  service  by  means  of  its  trade-marked  articles, 
and  receives  remuneration  for  said  service. 

Plainly,  then,  the  thing  sold  is  not  the  paper,  envelops,  bank- 
books, etc.,  on  which  the  alleged  trade-mark  appears.  The  commerce 
with  which  trade-marks  have  to  do  is  commerce  in  the  literal  sense 
of  buying  and  selling  physical  wares.  However  valuable  or  salable 
"  service "  may  be,  it  is  not  goods  or  capable  of  being  tagged  and 
marked  by  a  sign  of  origin.  The  articles  actually  marked  are  not 
sold  at  all  for  purposes  of  trade  and  profit. 

It  is  difficult  to  understand  what  supposed  rationale  there  could 
be  for  any  trade-mark  on  a  bank's  stationery,  since  there  could  be 
no  "  other  goods  of  the  same  class  ^'  from  which  this  stationery  is  to 
be  distinguished. 

This  particular  mark  is  itself  aU  about  the  paper  that  is  peculiar 
to  the  applicant,  and  the  peculiarity  about  the  paper  is  that  it  bears 
the  mark  of  the  user  and  not  of  the  maker.  The  very  reason  why 
it  cannot  be  sold  is  that  nobody  else  could  properly  use  it. 

TJie  applicant  has  no  trade-mark  at  all.  The  Examiner^s  ruling 
is  sustained. 
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Ex   PARTE  McNaRY. 

Decided  Decefnber  20,  1V!8. 
260  O.  G.,  731. 

1.  Applications — Act  of  Masch  3,  1883 — Disclaimeb. 

Where  an  application  Is  filed  without  fees  under  the  provisions  of  the 
act  of  March  3,  1883,  the  disclaimer  must  follow  the  language  of  the  statute. 

2.  Samis — Same — Same — Should  Not  be  Construed  by  the  Patent  Office. 

The  Patent  Office  should  not  undertake  to  construe  the  scope  of  the  dis- 
claimer specified  by  the  act  of  March  3,  1883,  and  the  copies  of  the  patent 
issued  on  an  application  filed  under  that  act  should  not  contain  the  state- 
ment "  Dedicated  to  the  public,"  but  merely  the  words  "  Filed  under  the 
act  of  March  3,  1883,  22  Stat.  L.,  625." 

,    On  Petition. 

pack-carrieb  for  shells  and  projectors. 

Newton,  Commissioner: 

This  application  purports  to  have  been  filed  under  the  act  of 
March  3, 1883,  (22  Stats,  at  L.,  p.  625  J  which  provides  for  the  grant 
of  a  patent  under  certain  conditions  without  the  payment  of  fees. 

The  disclaimer  which  is  put  into  the  specification  does  not  follow 

the  language  of  the  statute,  but  reads  as  follows : 

The  invention  described  herein  may  be  used  by  the  Government  or  any  of  its 
officers  or  employees  in  prosecution  of  work  for  the  Government,  or  by  any  other 
person  In  the  United  States  for  the  benefit  of  the  Government  without  payment 
of  any  royalty  thereon. 

The  petition  states  that  it  has  been  understood  that  the  Commis- 
sioner requires  applicant  to  either  cancel  the  words  "  for  the  benefit 
of  the  Government  "  in  the  matter  above  quoted  or  to  pay  the  fee. 

The  disclaimer  placed  in  this  specification  limits  the  use  of  the 
invention  without  royalty  clearly  to  any  person  who  is  working  for 
the  benefit  of  the  Government.  It  is  contended  that  this  is  the  real 
meaning  of  the  present  statute  and  that  there  is  no  authority  for  con- 
struing the  disclaimer  set  out  therein  to  be  a  complete  dedication  to 
the  public. 

Prior  to  June  14,  1907,  when  an  application  was  filed  under  the 
act  in  question  a  notation  was  placed  on  the  file- wrapper  that  the  fee 
was  waived  in  accordance  with  that  act,  and  the  only  reference  to 
the  act  in  the  patent  was  the  quotation  of  the  proviso  in  the  specifi- 
cation and  the  limitation  of  the  grant  in  accordance  with  the  proviso 
above  mentioned.  On  that  date  it  was  directed  by  the  Commissioner 
that  the  file-wrapper  be  indorsed  "  Dedicated  to  the  public,"  and  the 
Public  Printer  was  instructed  to  print  these  words  on  the  printed 
copies  of  the  patent  just  under  the  line  containing  the  filing  date  of 
the  application* 
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Why  this  was  done  I  have  not  |2.een  able  to  ascertain.  I  see  no  rea- 
son why  this  Office  should  undertake  to  construe  the  rights  of  a  pat- 
entee under  a  patent  granted  under  the  act  of  1883.  That  act  author- 
izes  the  Commissioner  to  waive  the  fee  if  "  the  invention  is  used  or  is 
to  be  used  in  the  public  service  "  and  if  the  specified  proviso  is  placed 
in  the  specification. 

It  would  seem,  therefore,  that  all  that  this  Office  should  do  is  to 
make  it  appear  in  the  patent  that  the  fee  was  waived  because  the 
invention  came  within  the  class  mentioned  in  the  act  and  to  see  that 
the  proviso  has  J^een  properly  stated  in  the  specification.  The  ques- 
tion of  any  one's  rights  under  such  a  patent  is  one  to  be  determined  by 
the  courts,  as  are  the  rights  under  any  other  patent.  Of  course  if 
there  should  be  filed  a  dedication  going  beyond  the  dedication  re* 
quired  by  the  act  of  1883  and  specifically  stating  that  any  one  in  the 
United  States  may  use  the  invention  under  any  circumstances  without 
the  payment  of  royalty  then  it  would  be  proper  to  note  on  the  patent 
that  it  was  actually  dedicated  to  the  public,  although  it  may  be 
seriously  questioned  whether  a  patent  can  be  granted  when  in  the 
grant  it  is  stated  that  any  one^n  the  United  States  has  a  right  to  .use 
the  invention. 

WkUe  the  petition  rrmat  he  denied  in  its  present  fomu^  it  is  directed 
that  hereafter  the  fZe^wT^per  of  an  application  fUed  vmder  the  act 
of  March  5, 1883^  he  not  indorsed  "  Dedicated  to  the  public  ^  tmless 
stick  a  dedication  is  specifically  made  in  the  application  in  addition 
to  the  disclaimer  required  hy  the  a/ct  aand  thai  unless  such  a  further 
dedication  is  of  record  that  there  he  printed  under  the  filing  date  in 
the  copies  of  the  patent  only  the  words  ^^  {Filed  vmder  the  act  of 
Maxch  5, 188S,  m  Stat.  Z.,  626.)'' 


Ex    PARTE  BeRNHEIM, 

Decided  February  i,  191S. 

260  O.  G.,  731. 

Patentability — ^Invention — Combination  of  Old  Feattjbes. 

Although  a  conveyer  made  up  of  sections  disposed  at  varying  angles,  an 
elevator  having  a  horizontal  and  an  inclined  portion,  and  an  elevator 
adapted  to  be  swung  so  as  to  deliver  at  a  desired  point  were  separately 
old,  the  combination  of  such  a  conveyer  with  a  swinging  elevator  having  a 
horizontal  and  an  inclined  portion,  the  horizontal  portion  being  placed  to 
receive  packages  from  the  conveyer,  provlde<l  a  device  of  greater  flexibility 
and  is  patentable. 

Appeal  from  Examiners-in-Chief. 


KX   FABTE  BERNHEIM. 


CONVEY  IN  a     UECBAKIBM. 


The  subject-matter^claimed,  as  illustrated  in  Fig.  1  of  the  draw- 
ings, is  here  shown : 


The  structure  of  the  Alvey  patent,  No,  790,811,  is  as  follows: 


Mr.  Charhg  J,  Stockman  for  the  applicant 
Whitehead,  First  Assistant  Com/missioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners- in-Chief  affirm- 
ing the  decision  of  the  Primary  Examiner  finally  rejecting  claims  1 
t»  8,  inclusive,  and  14  to  22,  inclusive,  ©f  these,  claims  1  and  14  are 
illustrative. 

1.  A  conveying  apparatus  comprising  a  plurality  of  related  conveyer  sections 
and  an  elevator,  the  receiving  end  of  said  elevator  beinR  disposed  to  receive 
packages  Irom  the  iine  of  conveyer  sections  and  tlie  discharging  end  of  the 
elevator  being  mounte<i  to  swing,  while  leaving  Its  receiving  end  disposed  in  co- 
operative relation  to  said  conveyer  sections. 

14.  The  combination  with  a  substantially  horizontal  conveyer  section  Including 
H  plurality  of  endless  traveling  beds,  of  a  second  conveyer  section  also  inclndlng 
an  endlfss  traveling  bed,  said  second  section  having  a  lower  sul>stantiiilly  hori- 
MQtal  end  portion  arranged  in  the  same  horizontal  plane  with  the  first  men- 
tioned conveyer  section,  an  inclined  section  merging  into  the  lower  horizontal  sec- 
tion, and  an  upper  substantially  bortzonlal  section,  the  construction  being  such 
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that  packages  may  be  uninterruptedly  delivered  from  one  of  the  conveyer  sec- 
tions to  the  other,  and  means  for  driving  the  conveyer  sections. 

The  references  cited  are:  Ful wider,  436,348,  September  16,  1890; 
Harrison,  448,857,  March  24,  1891;  Rowe,  606,740,  July  5,  1898; 
Brown,  655,676,  August  7,  1900;  Record,  667,335,  February  5,  1901; 
Claypool,  732,519,  June  30,  1903;  Lamborn,  771,648,  October  4,  1904; 
Brouk,  785,471,  March  21, 1905;  Alvey,  790,811,  May  23, 1905;  Brown 
et  al.,  846,725,  March  12,  1907 ;  Paul,  882,795,  March  24,  1908 ;  Mo- 
renus,  923,064,  May  25,  1909 ;  Torseth,  966,489,  August  9,  1910 ;  Gib- 
bons, (British,)  2,523,  January  31,  1907. 

Since  the  hearing  the  Examiner  has  called  attention  to  the  patent 
to  Greenwood,  No.  745,821.  December  1,  1903. 

The  application  discloses  a  conveying  apparatus  consisting  of  sev- 
eral sections  cooperatively  associated  and  adapted  to  be  disposed  at 
varying  angles  with  relation  to  each  other  and  an  elevator  mounted 
for  arcuate  movement,  while  its  receiving  end  remains  in  position 
to  receive  packages  from  the  conveyer-sections. 

A  conveyer  made  up  of  sections  adapted  to  be  disposed  at  vary- 
ing angles  to  each  other  is  not  new,  being  old,  for  example,  in  the 
British  patent  of  record  and  also  in  the  patent  to  Claypool;  nor  is 
it  broadly  new  to  arrange  such  sections  with  a  driving-shaft  having 
universal  joints,  so  that  the  movement  may  be  conveyed  from  one 
section  of  the  shaft  to  another.  An  elevator  adapted  to  be  swung 
about,  so  as  to  deliver  at  a  desired  point,  is  old  in  the  patent  to 
Brown  et  al.,  and  an  elevator  having  a  horizontal  portion  and  an  in- 
clined portion  is  old  in  the  patent  to  Alvey.  Applicant,  however,  by 
combining  the  conveyer  with  an  elevator  of  the  character  described 
has  formed  a  conveying  apparatus  which  has  a  greater  amount  of 
flexibility  than  any  of  those  shown  in  the  references,  whereby  pack- 
ages can  be  transferred  from  wagons  or  cars  and  piled  in  the  desired 
place  in  the  warehouse  or  other  place  of  storage.  By  making  the 
elevator  with  the  horizontal  section  lying  in  the  plane  of  the  con- 
veyer-section it  is  particularly  adapted  to  receive  packages  from 
such  a  section. 

There  would  be  no  invention,  broadly,  in  combining  a  movable  ele- 
vator, such  as  shown  in  Brown  or  such  as  would  be  obtained  by 
mounting  the  Alvey  elevator  on  casters,  as  in  the  Brown  patent,  with 
a  conveyer  made  up  in  sections. 

The  Examiners-in-Chief  allowea  certain  claims  which  bring  out 
certain  details  of  construction  f  the  conveyer  and  of  the  elevator. 
A  conveyer,  defined  in  those  claims,  cooperates  with  the  elevator  no 
differently  than  would  a  conveyer  such  as  shown  in  the  British 
patent. 
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In  view  of  the  art  as  above  set  out  it  is  thought  that  the  appealed 
claims  were  properly  refused,  since  they  do  not  bring  out  clearly  the 
idea  of  the  flexible  conveying  apparatus  as  a  whole. 

Applicant  has  presented  an  amendment  including  a  number  of 
claims,  of  which  claims  3  and  8  are  deemed  allowable  as  defining 
this  flexible  apparatus.  The  other  claims  are  deemed  to  be  not 
patentable  over  the  art  or  to  set  out  mere  aggregations  of  the  details 
of  construction  of  one  part  of  the  apparatus  with  the  other. 

Claims  such  as  claim  20  are  not  regarded  as  patentable  over  Alvey 
or  Rowe. 

The  decision  of  the  Examdners-in-Chief  is  therefore  affirmed;  but 
if  the  appliccmt  within  twenty  days  from  the  date  hereof  presents 
an  amendment  containing  proposed  claims  3  and  8  the  Examiner 
irill  enter  the  amendment  and  allow  the  claims  in  the  absence  of 

« 

better  references. 


Ex  PARTE  Robert  E.  Miller,  Inc. 

Decided  March  H,  1919. 
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Trade-Marks — "  U-Put-On,"  for  Rubber  Heei« — Descbiftivb. 

The  term  "  U-Put-On  "  as  a  trade-mark  for  rubber  heels  with  an  open 
casing  attached,  so  that  thej  may  be  applied  by  slipping  the  casing  over 
the  flared  heel  of  a  woman's  shoe,^  Held  not  registrable  as  a  trade-mark 
since  it  is  descriptive  of  the  goods  with  which  it  is  used. 

On  Appeal, 

TRADE-HARK   FOR  RUBBER   HEELS. 

Messrs,  Toulmin^  Toulmin  <&  GI^ss  for  the  applicant. 

Clay,  Assistant  Commissioner: 

The  applicant  appeals  from  the  Examiner's  refusal  to  register  the 
phrase  "  U-Put-On  "  as  a  trade-mark  for  rubber  heels  for  shoes,  on 
the  ground  that  the  mark  is  descriptive  of  the  character  of  the  goods, 
and  therefore  its  registration  is  inhibited  by  section  5  of  the  statute. 

The  applicant  exhibits  the  goods  themselves,  and  the  labels  on  file 
show  a  perspective  picture  of  them.  They  are  rubber  heels  with  an 
open  casing  attached,  so  that  they  may  be  applied  by  slipping  the 
casing  over  the  flared  heels  of  women's  shoes.  On  the  packages  the 
direction  is:  "Turn  inside  out;  then  snap  on  heel."  The  alleged 
trade-mark  is  written  as  three  words,  apparently  to  avoid  wrong 
pronunciation  or  misunderstanding,  and  to  my  mind  they  plainly 
tell  the  purchaser  to  put  the  heels  on  her  shoes  herself  or  that  they 
are  heels  which  she  puts  on. 
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The  case  is  not  without  some  difficulty,  for  the  alleged  mark  is 
catchy  and  is  somewhat  out  of  the  ordinary  usage  of  language.  The 
English  courts  have  refused  registration  even  to  a  mark  like 
"Uneeda,"  for  biscuits,  (18  R.  P.  C,  p.  170,)  as  descriptive.  This 
case,  however,  is  not  a  good  guide,  because  the  British  law  is  radi- 
cally different  from  our  own  in  that  it  is  a  permissive  law  specify- 
ing what  may  be  registered  rather  than  a  restrictive  law  directing 
the  Commissioner  what  he  shall  not  register.  The  term  "  Uneeda  " 
could  only  come  under  section  64  (d)  of  the  British  laws  as  a  distinc- 
tive or  "  inventive  word,"  or  else  under  section  64  (e)  as  a  "  word 
having  no  reference  to  the  character  or  quality  of  the  goods,"  whereas 
neither  definition  would  admit  "  Uneeda."  I  think  under  our  law 
"  Uneeda  "  is  good ;  but  it  should  be  observed  that  it  does  not  describe 
any  character  or  quality  of  the  biscuit,  but  rather  suggests  the  neces- 
sity of  any  and  all'  biscuits.  The  term  "  U-Put-On  "  rubber  heels, 
on  the  contrary,  does  directly  state  the  character  of  the  heels — 
namely,  that  they  are  of  such  construction  that  the  purchaser  herself 
applies  them  or  may  apply  them. 

This  case  is  not,  as  contended  in  the  brief,  similar  to  the  case  of 
"The  American  Girl,"  for  shoes,  (Hamilton  v.  Wolf,  C.  D.,  1916, 
281 ;  225  O.  G.,  1441 ;  240  U.  S.,  251,)  for  in  that  case  there  was  no 
direct  statement  or  even  intimation  of  the  character  of  the  shoes.  At 
most  it  was  suggestive  that  the  shoes  were  popular  with  the  girls  of 
a  particular  country.  The  applicant  quotes  from  that  decision  the 
statement  of  the  Court : 

It  does  not  signify  that  the  shoes  are  manufactured  in  America,  or  intended 
to  be  sold  or  used  in  America,  nor  does  it  indicate  the  quality  or  characteristics 
of  the  shoes.  Indeed,  it  does  not,  in  its  primary  signification,  indicate  shoes 
at  all. 

The  last  sentence  is  emphasized  particnilarly,  and  it  is  contended 
by  the  applicant  that  there  is  no  more  connection  between  his  mark 
"  U-Put-On  "  and  rubber  heels  than  there  is  between  "  The  American 
Girl "  and  shoes.    Elsewhere  the  applicant's  brief  says : 

A  person  seeing/the  mark  "U-Put-On"  cannot  tell  that  it  refers  to  rubber 
heels.  It  could  be  applied  to  various  articles.  There  is  nothing  in  the  mark 
to  indicate  rubber  Jieels, 

This  is  quite  beside  the  question.  Notwithstanding  the  remark 
of  the  Supreme  Court  above  quoted  from  Hamilton  v.  Wolf  it  is 
manifestly  quite  immaterial  whether  there  is  anything  in  the  mark 
to  indicate  rubber  heels,  for  the  same  thing  would  be  true  if  the  mark 
were  "  Good,"  or  "  Removable,"  or  "  Durable,"  or  any  other  descrip- 
tive word.  The  fallacy  arises  from  conceiving  of  a  trade-mark  as 
something  standing  alone  and  apart  from  the  goods.  It  is  not  to 
be  ever  so  considered  any  more  than  a  handle  is  considered  apart 
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from  the  thing  of  which  it  is  the  handle.  The  descriptiveness  here 
arises  from  applying  the  mark  to  the  goods,  as  it  must  always  be 
applied.  To  call  a  given  article  "  U-Put-On "  rubber  heels  is  to 
state  a  capability  of  those  particular  rubber  heels.  Moreover,  the 
trade-mark  would  be  descriptive  of  a  great  many  .articles  to  be 
attached  by  the  purchaser  himself.  On  the  principle  applied  in 
ex  parte  Branson  Company  (C.  D.,  1899,  115;  87  O.  G.,  1782)  and 
Procter  dk  Gamble  Co.  v.  Glohe  Ref.  Co.  (92  Fed.  Rep.,  357)  I  think 
registration  was  properly  refused. 
The  Examiner^s  ruling  is  affirmed. 


Ex  PARTE  Hanson. 

Decided  July  25,  1918. 
261  O.  G.,  201. 

BsTOPPEL — Copying  Claims  from  a  Patent. 

An  applicant  is  not  estopped  from  copying  the  claims  of  a  patent  under  the 
doctrine  of  Wintroath  v.  Chapman  (C.  D.,  1918,  154;  248  O.  G.,  1004;  47 
App.  D.  C,  428)  where  claixns  to  the  same  subject-matter  were  always  in 
the  case. 

Appeal  from  Examiners-in-Chief. 

COMBINED  TYPE-WRITING  AND  COMPUTING  MACHINE, 

Mr.  B.  C.  Stickney  for  the  applicant. 

NiRWTON,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief  ' 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
of  claims  8,  4,  and  110,  of  which  claims  3  and  110  are  examples: 

8.  In  a  computing  machine,  the  combination  with  computing  mechanism, 
numeral  keys,  indexing  devices  controlled  by  said  Iceys,  and  actuating  mecha- 
nism for  moving  said  computing  mechanism  in  one  direction  under  the  con- 
trol of  said  indexing  devices;  of  subtraction  mechanism  settable  to  control 
said  computing  mechaAism  and  said  indexing  devices  so  as  to  enable  sub- 
traction to  be  performed  on  the  operation  of  the  keys  corresponding  to  the 
number  to  be  subtracted  and  the  operation  of  said  actuating  mechanism. 

110.  In  a  combined  typewriting  and  computing  machine,  the  combination 
of  an  actuator,  a  register,  a  traveling  carriage,  a  device  adjustable  to  set 
the  mechanism  for  addition  and  subtraction,  a  spring  for  normally  holding 
said  device  at  addition,  a  latch  for  holding  said  device  at  subtraction,  and 
means  operated  by  the  travel  of  said  carriage  for  tripping  said  latch. 

The  reference  cited  is  Kichmond,  503,986,  August  29,  1893. 
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The  invention  relates  to  an  adding-machine  wherein  subtraction 
is  performed  by  adding  a  complementary  number,  and  as  far  as 
the  mechanisms  covei'ed  by  claims  3  and  4  are  concerned  applicant's 
invention,  but  not  these  claims,  is  distinguishable  functionally  from 
the  device  of  Richmond  in  that  when  applicant's  subtraction-key  is 
operated  it  so  sets  the  mechanism  that  by  the  operation  of  the 
numeral-keys  dl(yne  a  complementary  number  up  to  the  capacity 
of  the  machine  will  be  added,  resulting  in  the  subtraction  of  the 
desired  number,  and  the  correct  difference  will  be  shown. 

The  Richmond  device  will  not  always  show  a  correct  result  by 
simply  pressing  the  numeral-keys  representing  the  subtrahend,  for 
after  pressing  the  keys  representing  the  number  to  be  subtracted,  if 
there  are  any  digital  wheels  on  the  machine  to  the  left  of  the 
number-wheels  operated,  the  zero-key  must  be  depressed  once  for 
each  of  the  digital  wheels  to  the  left  of  the  last  digital  number 
in  order  to  show  thecorrect  result  on  the  machine.  To  repeat,  in 
applicant's  machine  it  is  not  necessary  to  press  the  zero-key  to  the 
left  of  the  last  digital  number  to  show  the  correct  difference.  The 
mere  depression  of  his  subtraction -key  so  arranges  and  locates  his 
mechanism  that  the  correct  result  is  obtained  without  necessity  of 
the  operator  pressing  the  keys  to  the  left  of  the  last  digital  number. 
This  is  quite  a  desirable  result.  It  saves  both  time  and  care  of  the 
operator. 

Present  claim  3,  however,  reads  on  Richmond  in  a  way,  as  follows : 

Computing  mechanism  T,  numeral-Tteys ;  (apparent)  indexing  de- 
vices (cylinder  E',  etc.;)  actuating  mechanisms  K  for  moving  the 
computing  mechanism  in  one  direction;  subtraction  mechanism,  (key 
S,  bell-crank  N,  etc.,)  so  as  to  enable  subtraction  to  be  performed 
on  the  operation  of  the  keys. 

At  the  hearing,  therefore,  applicant  agreed  that  to  distinguish 
from  Richmond  this  claim  should  be  amended  to  read  as  follows: 

3.  In  a  computing  machine,  the  combination  with  computing  mechanism 
having  denominational  orders,  numeral  keys,  indexing  devices  controlled 
by  said  keys,  and  actuating  mechanism  for  moving  said  computing  mecha- 
nism in  one  direction  under  the  control  of  said  indexing  devices ;  of  subtraction 
setting  mechanism  to  control  said  computing  mechanism  and  said  Indexing 
devices  so  as  to  enable  the  subtraction  of  any  number,  up  to  the  denomina- 
tional capacity  of  the  computing  mechanism  solely  by  the  operation  of  the 
keys  corresponding  to  the  number  to  be  subtracted  and  the  operation  of  said 
operating  mechanism. 

It  will  be  noted  that  this  claim  now  specifies  that  by  the  setting 
of  the  subtraction  mechanism  the  operator  is  enabled  to  subtract — 

any  number  up  to  ttie  denominational  capacity  of  the  computing  mechanism 
solely  by  the  operation  o^  the  keys  corresponding  to  the  number  and  operation 
of  the  operating  mechanism. 
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which  IS  not  true  of  the  Richmond  device  for  reasons  above  pointed 
out. 

Claim  4  has  been  similarly  amended,  and  it,  with  proposed  claim  3, 
may  be  allowed  unless  better  references  are  found. 

Claim  110  has  been  rejected  on  the  doctrine  announced  in  Win- 
iroath  V.  Chapman  and  CJiapman^  (C.  D.,  1918,  9;  248  O.  G.,  1003; 
C.  D.,  1918,  154;  248  O.  G.,  1004;  47  App.  D.  C,  428,)  it  having 
been  copied  from  the  Taylor  patent,  with  which  this  application  was 
once  in  interference  and  priority  awarded  applicant  after  said  inter- 
ference had  terminated. 

Applicant  points  out  that  his  present  claim  101,  which  formed 
the  issue  of  the  Hanson  v.  Taylor  interference,  was  very  much  the 
same  as  Hanson's  appealed  claim  110  and  his  original  claims  Tl 
and  72,  the  last  two  having  been  in  the  Hanson  case  July  9,  1912, 
when  the  Taylor  patent  issued.  That  on  January  26,  1916,  about  a 
year  after  the  termination  of  the  Hanson  v.  Taylor  interference,  he 
made  his  present  claims  141,  142,  145,  148,  151,  153,  154,  157,  177, 
178,  and  182,  which  were  also  very  similar  to  present  claim  110, 
and  contends  that  the  broad  subject-matter  of  prtfsont  claim  110 
being  always  in  this  case  the  Wintroath  v.  Chajrman  and  Chapman 
decision^  supra^  should  not  apply. 

I  am  convinced  that  applicant's  contention  is.  correct  and  that  he 
is  not  estopped  from^  making  appealed  claim  110,  because  the  broad 
subject-matter  of  that  claim  has  always  been  in  applicant's  case. 
It  would  be  absurd  to  allow  Hanson  the  above-mentioned  claims 
and  hold  him  estopped  from  making  claim  110. 

The  decision  of  the  Exam/iners-in  Chief  is  affirmed  as  to  clowns 
S  and  4j  subject  to  th£  allowance  of  these  claims^  as  amended^  vnless 
better  references  are  founds  and  their  decision  as  to  claim  110  is 
reversed. 
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Decided  October  2S,  1918. 

261  O.  G..  202. 

Double  Patenting — Doubts  Resolved  in  Favor  of  Applicant. 

Where  the  Primary  Examiner  required  division  between  claims  for  an 
article  and  a  mold  for  producing  the  same  and  the  applicant  canceled  the 
claims  for  the  article  and  took  out  a  patent  for  the  mold  and  shortly  after 
such  patent  was  granted  filed  an'  application  for  the  article,  any  doubt 
upon  the  question  of  the  independence  of  the  inventions  should  be  resolved 
In  favor  of  the  applicant. 

Appeal  from  Examiners-in-Chief. 
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BOOFING-TILE. 

Messrs.  Strong  (&  Townsend  and  Mr.  Royce  A.  Rtcess  for  the 
applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
of  claims  1  to  7,  of  which  claims  1  and  5  are  examples: 

1.  The  method  of  manufacturing  roofing  tiles  from  plastic  material,  which 
consists  in  forcing  the  plastic  material  through  a  mold  or  die  so  as  to  produce 
simultaneously  in  cylindrical  form  a  number  of  mutually  supporting  tiles 
which  are  joined  along  laterally  wealsened  lines  of  juncture,  severing  the 
molded  plastic  material  into  units  of  tile  length,  the  tile  sections  of  a  unit 
having  their  inside  and  outside  surfaces  lying  in  arcs  of  the  same  radius,  but 
the  inside  and  outside  surfaces  of  each  tile  being  described  from  dilTerent  axes, 
and  baking  the  tile  sections. 

5.  As  an  article  of  manufacture,  a  structure  composed  of  a  plurality  of 
crescent  shaped  tiles,  the  outer' and  inner  peripheries  of  which  are  formed  to 
fit  and  nest  with  each  other. 

The  referenaes  are:  Freund,  No.  604,035,  May  17,  1898;  Daniel, 
No.  726,144,  April  21, 1903;  McBean,  No.  1,184,254,  May  23, 1916. 

The  invention  covered  by  claim  1  is  a  method  of  making  roof-tiles 
by  forcing  the  plastic  material  of  the  tiles  through  a  mold  or  die 
A  B,  these  parts  having  projections  2,  Figure  4,  to  make  weakened 
lines  3  3,  Fig.  6,  in  the  tile  cylinder.  The  tile  comes  from  the  die  in 
approximately  a  cylindrical  form,  the  interior  and  exterior  sides  of 
the  die  being  of  the  same  radius,  so  that  when  the  cylinder  is  slit 
along  the  weakened  part  the  completed  tiles  will  nest  into  each  other 
perfectly,  the  radii  of  the  interior  and  exterior  surfaces  of  the  tiles 
being  the  same. 

The  invention  of  claim  5  is  the  crescent-shaped  tile  having  inner 
and  outer  peripheries  of  the  same  radii.  Since  tiles  must  be  trans- 
ported, it  is  of  importance  to  have  them  nest  perfectly.  This  saves 
room  and  tends  to  prevent  breakage. 

The  Examiners-in-Chief  have  based  their  rejection  mainly  on  the 
McBean  patent,  which  covers  the  apparatus,  claim  2  of  which  is  as 
follows : 

2.  In  the  art  of  tile  manufacture,  means  for  forming  a  hollow  integral  cylin- 
drical tile,  means  for  shaping  the  inner  face  of  said  tile  to  form  same  with  a 
series  of  segments  having  the  same  radius  as  that  of  the  tile  periphery  and 
with  their  centers  of  curvature  eccentric  to  the,  tile  periphery,  and  means  for 
forming  lines  of  weakening,  at  the  respective  segment  ends  to  allow  the  tile  to 
be  separated  into  sections  which  i)erfectly  nest. 

When  the  patented  application  was  filed,  it  contained  claims  for 
the  apparatus  and  also  for  the  tile.     The  Primary  Examiner  re- 


EX  PARTE   McBEAN.  37 

quired  division  between  the  apparatus  and  the  article  claims  on  the 
ground  that  it  was  — 

perfectly  obvious  that  the  article  defiDed  can  be  made  by  other  means  than  the 
apparatus, 

whereupon  applicant  eliminated  from  the  patented  case  all  claims 
except  for  the  apparatus. 

The  Primary  Examiner  rejected  the  claim  for  the  apparatus  on 
the  ground  that  the  invention  resided  solely  in  the  shape  of  the 
article;  but  the  Examiners-in-Chief  overruled  this  rejection,  hold- 
ing that — 

where  an  article  is  given  a  new  shape  in  order  to  facilitate  the  production  of 
the  same  by  a  mold,  it  is  difficult  to  find  any  ground  for  the  conclusion  that  the 
invention  of  this  shape  pertained  rather  to  the  article  produced  than  to  the 
mold.  In  such  cases  it  would  seem  that  the  applicant  should  be  allowed  to 
choose  the  form  of  his  claim,  or  to  have  both  mold  and  product  claims,  provid- 
ing that  both  are  taken  in  the  same  patent. 

Applicant's  patent  on  the  apparatus  or  mold  issued  May  23,  1916, 
and  the  present  application  was  filed  January  8,  1917. 

From  the  foregoing  facts  it  appears  that  one  tribunal  of  the  Office 
has  required  division  between  the  invention  claimed  in  applicant's 
patent  and  the  invention  claimed  in  the  instant  application  because 
they  could  not  be  included  in  the  same  case,  and  while  the  other 
tribunal  did  not  have  to  pass  specifically  on  this  pqjnt  it  did  state 
that  applicant  might  have  both  apparatus  and  article  claims  **  pro- 
viding that  both  are  taken  in  the  same  patent." 

If  there  is  a  doubt  as  to  whether  the  instant  claims  are  for  the  same 
invention  as  the  apparatus  claims,  the  doubt  should  be  resolved  in 
favor  of  applicant  under  the  foregoing  circumstances. 

It  will  be  noted  that  applicant's  article  can  be  made  by  entirely 
different  apparatus  from  that  shown  in  his  patent.  Indeed,  it  can  be 
made  by  hand,  since  claim  5  only  calls  for  the  crescent  shape,  with 
the  inner  and  outer  peripheries  having  the  same  radii. 

The  process  claims  are  still  farther  away  from  applicant's  appa- 
ratus case.  Hence  it  is  held  that  the  inventions  of  the  instant  claims 
are  for  different  inventions  from  those  of  the  patented  claims  and 
must  fall  under  either  class  2  or  3  of  the  decision  in  ex  parte  Mullen 
and  MuUeny  (C.  D.,  1890,  9;  50  O.  G.,  837;)  and  where  one  tribunal 
of  the  Office  has  required  division  on  the  lines  above  discussed  it  is 
held  that  the  Office  should  place  the  claims  in  the  third  cla^  of 
ex  parte  Mullen  and  Mullen  where  there  is  doubt  on  the  subject. 

Since  applicant  has  filed  his  present  application  without  unreason- 
able delay  the  claims  should  he  allowed^  and  the  decision  of  the 
ExaminerS'in-Chief  is  reversed. 
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Ex  PARTE  DXTTCHER. 

Decided  July  10,  1918» 
261  O.  G..  411. 

Patentability — Substitution  of  Equivalents. 

In  a  counterbalanced-wlndow-sash  construction  the  substitution  of  the 
flexible  connection  shown  in  one  patent  for  the  lever  connection  of  another, 
without  producing  any  material  difference  in  operation  or  obtaining  any 
materially  different  result,  involves  no  invention. 

Appeal  from  Examiners-in-Chief. 

WINDOW  CONSTRUCTION. 

Mr.  Watson  E,  Coleman  for  the  applicant. 

Newton,  Commissioner. 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection  of 
the  following  claims : 

1.  The  combination  with  a  window  frame,  of  hingedly  connected  sashes  slid- 
ably  mounted  at  one  of  their  ends  in  said  frame  for  vertical  movement,  and  a 
flexible  counterbalancing  connection  between  the  latter  ends  of  the  sashes  to 
sustain  the  same^n  various  angularly  adjusted  positions  with  respect  to  each 
other. 

2.  The  combination  with  a  window  frame,  of  a  pair  of  sashes  hingedly  con- 
nected together  at  one  of  their  ends,  means  for  sUdably  mounting  the  sashes 
at  their  other  ends  in  the  window  frame  for  relative  vertical  movement,  and 
flexible  counterbalancing  connections  between  the  latter  ends  of  the  sashes  to 
sustain  the  same  in  various  angularly  adjusted  positions  with  respect  to  the 
window  frame. 

The  references  are:  Dettra,  No.  386,003,  July  10,  1888;  Erwood, 
No.  788,761,  May  2, 1905;  Knox,  No.  821,510,  May  22,  1906;  Poulson, 
No.  910,857,  January  26,  1909;  Lunken  et  al.^  No.  957,693,  May  10, 
1910;  Kahn,  No.  1,079,497,  November  25,  1913. 

The  rejected  claims  cover  balancing  means  for  a  window-sash, 
avoiding  the  necessity  of  weights. 

The  ground  of  rejection  has  been  that  Dettra  meets  the  claims  ex- 
cept for  the — 

flexible  counterbalancing  connections  between  the  tatter  ends  of  the  sashes, 

and  that  Lunken  et  al.  show  this  feature. 

The  Dettra  patent  differs  from  applicant's  construction  in  that  the 
two  sashes  may  not  only  be  placed  at  any  angle  to  each  other,  but 
they  can  be  moved  bodily  up  and  down,  thus  making  the  opening  at 
the  bottom  larger  than  the  opening  at  the  top,  etc.  In  applicant's 
device  the  top  sash,  Fig.  4,  must  necessarily  come  down  just  as  much 
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as  the  bottom  sash  goes  up,  and  vice  versa,  Sometimes  this  is  un- 
desirable. There  are  no  such  capabilities  of  operation  as  are  in  the 
Dettra  construction ;  but  Dettra  requires  two  weights  instead  of  caus- 
ing the  sashes  to  balance  each  other,  and  apffticant  has  simplified  the 
Dettra  construction  by  adopting  the  well-known  expedient  of  causing 
one  sash  to  balance  the  other,  which  is  shown  in  Lunken  et  al,^  and 
there  is  no  diflBculty  whatever  in  substituting  the  Lunken  et  ah  flex- 
ible^ connection  13  for  the  weights  of  Dettra.  The  net  result  of  what 
applicant  has  really  done  therefore  is  to  simplify  construction  at  the 
expense  of  convenience. 

The  Kahn  balance-sashes  are  also  quite  similar  in  operation  to  ap- 
plicant's, possibly  more  so  than  the  Dettra  device.  Applicant  has 
only  substituted  the  flexible  connection  of  Lunken  et  ah  for  the  lever 
connection  of  Kahn  without  producing  any  material  difference  in 
operation  or  obtaining  any  materially  different  result.  Nor  would 
there  be  any  diflSculty  in  supplying  the  chain  13  of  Lunken  et  al,  for 
the  levers  5  and  7  of  Kahn. 

It  must  he  lield^  therefore^  that  the  decision  of  the  lower  tribunals 
was  correct^  and  it  is  affirmed. 
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Decided  March  12, 1919. 

261  O.  G.,  411. 

Trade-Makks — Similarity. 

A  mark  consisting  of  tiie  representation  of  a  swimming  dnek  Held  not 
registerable  in  view  of  the  prior  registrations  for  tlie  same  class  of  goods 
of  two  marks,  one  consisting  of  tlie  representation  of  a  swimming  duck  and 
the  other  showing  a  standing  duck  holding  in  its  beak  a  banner  with  the 
word  "  Tassco  "  thereon,  since  the  differences  between  applicant's  mark  and 
the  registered  marks  are  not  such  as  would  probably  be  noted  by  purchasers. 

On  AppeaE, 

TRADE- MARK    FOB   PAINTS, 

Mr,  Francis  M.  Wright  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  representation  of  a  swimming  duck  for  ready- 
mixed  paints,  the  ground  of  rejection  being  the  prior  registrations 
of  The  Water  Paint  Company  of  America,  No.  42,554,  May  3,  1904, 
and  Albert  E.  Kirk,  No.  67,888,  February  25,  1908,  the  latter  show- 
ing a  swimming  duck,  used  on  "  paint,"  the  former  showing  a  stand- 
ing duck  holding  in  its  beak  a  banner  with  the  word  ^'  Tassco,"  used 
on  ^^  water-paints  in  paste  form." 
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Applicant  has  pointed  out  the  difference  between  the  appearance 
of  his  mark  and  that  of  the  registrants;  but  purchasers  would 
scarcely  note  these  differences.  The  paints  would  probably  be  known 
as  "duck"  paints,  if  id€1itified  at  all  by  their  respective  marks  (See 
6Te(U  Bear  Spring  Co.  and  Fulton  Water  Works  Co.  v.  Bear  Litkia 
Springs  Company  et  aZ.,  C.  D.,  1916,  217;  229  O.  G.,  613;  46  App. 
Ifc  C.,  305,  to  the  effect  that  where  the  prominent  feature  of  two 
marks  was  a  bear  -there  was  interference  notwithstanding  one  mark 
showed  a  polar  bear,  while  the  other  showed  a  black  bear,  there  being 
other  minor  differences.  (See  also  The  Kaut-Reith  Shoe  Company  v. 
International  Shoe  Company,  C.  D.,  1917,  162 ;  239  O.  G.,  939 ;  46 
App.  D.  C,  545.) 

Applicant  also  contends  that  his  paint — ^"  The  Waterproof  Paint " — 
is  a  different  class  of  goods  from  the  paint  of  the  registrants;  but  in 
view  of  Phoenix  Paint  cfe  Varnish  Co.  v.  John  T.  Lewis  cfe  Bros.  Co. 
(C.  D.,  1909, 303;  139  O.  G.,  990;  32  App,  D.  C,  286)  applicant's  and 
registrants'  goods  must  be  held  to  belong  to  the  same  class. 

The  decision  of  the  Examiner  of  Trade-Marks  is  clearly  rights  and 
it  is  affirmed. 

Snelling  v.  RriTMAN  V,  Brooks,  Bacon,  and  Clark. 

Decided  April  2,  1919. 
261  O.  G.,  412. 

1.  Interference — Continxjino    Application — Prior    Application    Under    Act 

OF  1883. 

Where  R.  filed  an  application  under  the  provisions  of  the  act  of  March 

3,  1883,  without  a  fee  and  subsequently  filed  a  duplicate  application  with 

a  fee  and  abandoned  the  first,  Held  that  for  the  purpose  of  determining 

the  burden  of  proof  he  is  entitled  to  the  benefit  of  his  earlier  application. 

2.  Same — Same — Same — ^Abandonment  of  Application. 

A  dedication  by  filing  an  application  without  fee  under  the  provisions 
of  the  act  of  1883  is  not  completed  unless  the  patent  issues. 

3.  Same — Same — Same — Question  of  Dedication  Reviewable  by  the  Court 

op  Appeals  of  the  District  of  Columbia. 

Where  in  an  interference  it  is  contended  that  the  filing  of  an  applica- 
tion without  fee  under  the  provisions  of  the  act  of  1883  is  a  dedication 
of  the  invention  to  the  public  and  that  a  subsequent  application  filed 
with  fee  has  no  standing,  Held  that  this  is  a  matter  which  presumably  the 
court  of  appeals  would  review  in  connection  with  an  appeal  upon  the  ques- 
tion of  priority. 

On  Petition. 

manufacture  of  low-boiling  hydrocarbons. 

Messrs.  Howson  c&  Howson  for  Snelling. 

Mr.  C.  B.  Button,  Mr.  Darwin  S.  Walcott,  and  Messrs.  Byrnes^ 
Townsend  <&  Brickenstein  for  Rittman. 
Mr.  Eugene  C.  Brown  for  Brooks,  Bacon,  and  Clark. 
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Newton,  Commissioner: 

This  is  a  petition  by  Brooks,  Bacon,  and  Clark  asking,  first,  the 
reversal  of  the  decision  of  the  Examiner  of  Interferences  of  Septem- 
ber 26,  1918,  sustaining  Bittman's  motion  to  shift  the  burden  ot 
proof,  Bittman  having  filed  a  prior  application  und^r  the  act  of 
March  8,  1883,  (c.  122;  22  Stat.  L.,  625,)  without  payment  of  fee, 
which  he  abandoned  after  filing  a  second  application  and  fee. 

In  its  last  paragraph  the  petition  states  that — 

Rlttman  has  no  standing  in. this  interference  and  his  application  should  be 
ellniinated  therefrom. 

These  are  different  matters  and  should  not  be  confused.  The  Ex- 
aminer of  Interferences  has  clearly  stated  why  Bittman  is  entitled 
to  the  filing  date  of  his  first  application  as  the  date  of  constructive 
reduction  to  pFa<;tice  and  why,  therefore,  the  order  of  the  parties 
should  be  reversed.    His  decision  as  to  this  point  is  held  correct. 

As  to  the  second  prayer  of  the  petition  that  the  Bittman  applica- 
tion has  no  standing  in  this  interference,  the  petitioners  contend, 
in  effect,  that  Bittman  dedicated  his  invention  to  the  public  by  his 
first  application  and  has  no  power  to  revoke  or  recall  that  dedica- 
tion.   In  filing  his  first  application  Bittman  stated : 

This  application  is  made  under  the  act  of  March  3,  1883,  (c.  122;  22  Stat. 
L.,  625,)  and  the  invention  described  therein  may  be  used  by  the  Government 
or  any  of  its  officers  or  employees  in  prosecution  of  work  for  the  Gk)vern- 
ment  or  by  any  other  person  in  the  United  States,  without  payment  of  any 
royalty  thereon.  * 

In  order  to  make  a  dedication  under  this  statute  to  the  public  the 
act  of  dedication  must  be  complete — ^that  is,  Bittman  must  offer  to 
dedicate  and  the  Government  must  accept  the  offer  by  granting  him 
a  patent;  but  the  Government  has  not  accepted  Bittman's  offer  of 
dedication;  indeed,  through  its  Patent  Office  it  denied  the  patenta- 
bility of  some  of  Bittman's  claims  in  his  first  application,  and  unless 
Bittman  had  continued  the  prosecution  of  his  case  it  would  have 
become  abandoned  and  neither  the  Government  nor  the  people  would 
have  received  any  dedication.  In  other  words,  the  act  of  dedica- 
tion— ^that  is,  the  proffer  on  the  part  of  Bittman  and  the  acceptance 
on  the  part  of  the  Government — ^had  never  been  completed.  Under 
these  circumstances  no  reason  is  seen  why  Bittman  could  not  with- 
draw his  offer  of  dedication  or  modify  its  terms.  He  did  modify  its 
terms  when  he  filed  his  second  application  by  paying  the  usual  first 
fee.  The  dedication  to  the  public  has  not  yet  been  completed  and 
will  not  be  until  accepted  by  grant  of  a  patent  to  Bittman. 

Petitioners  have  verbally  requested  that  this  case  be  referred  to 
the  Attomey-Greneral  for  an  opinion ;  but  I  see  no  reason  for  grant- 
ing this  request.  If  petitioners  are  dissatisfied  with  the  Office  deci- 
sion, they  may  get  the  matter  before  the  Court  of  Appeals  of  the 
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District  of  Columbia  in  the  regular  course  of  appeals  on  priority. 
This  view  is  expressed  after  a  careful  review  of  that  court's  decisions 
on  similar  points.  In  Wintroath  v.  Chapman  and  Chapman  (C.  D., 
1918,  154;  248  O.  G.,  1004;  47  App.  D.  C,,  428)  the  court  took  juris- 
diction of  the  question  of  laches,  and  in  determining  the  question  of 
priority  referred  to  the  cases  it  had  considered  in  deciding  priority 
contests  as  follows: 

In  determining  the  question  of  priority  we  have  considered  which  party  pro- 
cured from  the  other  the  idea  of  the  Invention,  {MiUon  v.  Kingsley,  C.  D.,  1896, 
420;  75  O.  G.,  2193;  7  App.  D.  C,  531)  whether  there  had  been  a  reduction  to 
practice,  {Stevens  v.  Seher,  C.  D.,  1897,  761;  81  O.  G.,  1932;  11  App.  D.  C, 
245)  laclt  of  reasonable  diUgence,  {Paul  v.  Johnson,  C.  D.,  1904,  610'';  109  O.  G., 
807 ;  23  App.  D.  O.,  187 ;  Wickers  v.  McKee,  C.  D.,  1907,  587 ;  129  O.  G.,  869 ;  29 
App.  D.  C,  4)  concealment,  {Matthes  v.  Burt,  C.  D.,  1905,  574;  114  O.  G.,  764; 
24  App.  D.  C,  265)  existence  of  reasonable  diligence,  {Yates  v.  Huson,  C.  D., 
1896,  278;  74  O.  G.,  1732;  8  App.  D.  O.,  93)  the  effect  of  constructive  reduction 
to  practice,  {Sherwood  v.  Drewsen,  C.  D.,  1907,  642;  130  O.  G.,  657;  29  App. 
D.  C,  161)  that  one  party  was  the  agent  of  another,  {Milton  v.  Kingsley,  C.  D., 
1896,  420;  75  O.  G.,  2193;  7  App.  D.  C,  531;  Huebel  v.  Bernard,  C.  D.,  1900, 
223;  90  O.  G.,  751;  15  App.  D.  C,  510)  and  the  right  of  a  party  to  make  the 
claims  of  the  Issue,  {Podlesak  v.  Mclnnemey,  O.  D.,  1906,  558;  120  O.  G.,  2127; 
26  App.  D.  C,  399 ;  Wickers  v.  McKee,  C.  D.,  1907,  587 ;  129  O.  G.,  869 ;  29  App. 
D,  C,  4.)  Priority  In  an  Interference  proceeding  Is  the  ultimate  question  for 
determination,  but  before  it  can  be  reached  it  may  be,  and  usually  is,  necessary 
to  decide  one  or  more  Incidental  or  ancillary  questions,  as  is  shown  by  the  deci- 
sions just  referred  to  and  others  which  might  be  cited. 

The  court  might  have  added  to  what  is  stated  above  that  prior  to 
the  decision  in  Podlesak  v.  Mclnnemey  (C.  D.,  1906,  558;  120  O.  G., 
2127;  26  App.  D.  C,  399)  it  had  refused  to  consider  any  questions 
except  the  straight  question  of  priority,  in  which,  however,  it  included 
not  only  the  mere  question  of  the  dates  when  the  inventions  were 
made  by  the  respective  parties,  but  the  question  of  originality  and 
its  allied  question  under  the  employer  and  employee  doctrine.  (See 
MiUon  V.  Kingsley,  C.  D.,  1896, 420 ;  76  O.  G.,  2193 ;  7  App.  D.  C,  531.) 
That  rule  was  early  laid  down  in  Westing  house  v.  Duncan^  (C.  D,, 
1894, 170;  66  O.  G.,  1009;  2  App.  D.  C,  131.) 

The  court  has  uniformly  refused  to  consider  the  question  of  the 
patentability  of  the  issue,  meaning  by  that  a  decision  holding  that 
the  issue  is  not  patentable  to  any  of  the  parties  or  to  allow  that 
question  to  be  raised  on  an  appeal  from  an  award  of  priority.  {John- 
son V.  Mueser,  C.  D.,  1909,  437;  145  O.  G.,  764;  29  App.  D.  C,  61.) 
It  has  considered  the  question  whether  the  device  of  one  of  the  par- 
ties was  operative.  (See  Carlin  v.  Crv/mpton^  C.  D.,  1916,  211;  228 
O.  G.,  1093 ;  45  App.  D.  C,  166.)  It  has  considered  the  question  of  the 
right  of  one  of  the  parties  to  make  the  claims,  although  it  had  specific- 
ally refused  to  consider  that  question  in  the  case  of  Schupphaus  v. 
Stevens^  (C.  D.,  1901,  865;  95  O.  G.,  1452;  17  App.  D.  C,  548.)    This 
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question  of  lack  of  disclosure  by  one  of  the  parties  has  been  considered 
.  by  it  in  a  number  of  cases;  for  example,  in  Mardy  v.  Williams^  (C.  D., 
1911,  397;  168  O.  G.,  1034;  37  App.  D.  C,  194.)  It  has  considered 
the  question  of  new  matter,  {McKnigkt  v.  Pohl,  C.  D.,  1907,  666;  130 
O.  G.,  2069;  30  App.  D.  C,  92,)  the  question  of  the  validity  of  the 
application,  taking  under  this  head  the  question  of  joint  inventors, 
{Letup  V.  Randall,  C.  D.,  1909, 455 ;  146  O.  G.,  255 ;  33  App.  D.  C,  430,) 
the  question  whether  the  application  had  been  altered  after  execution, 
{Lindstrom  v.  Ames,  C.  D.,  1911,  384;  168  O.  G.,  250;  37  App.  D.  C, 
365,)  the  question  of  the  invalidity  of  an  oath  where  the  original  oath 
was  executed  before  a  notary  who  was  the  attorney  in  the  case,  {Dalton 
and  Magnus  v.  Wilson,  C.  D.,  1916, 142 ;  224  O.  G.,  741 ;  44  App.  D.  C, 
249,)  and  the  question  of  abandonment  of  the  application  during 
prosecution,  (Kinsman  v.  Strohm,  C.  D.,  1908,  523;  136  O.  G.,  1769; 
31  App.  D.  C,  581.) 

From  the  general  trend  of  these  decisions  it  would  appear  that 
what  the  court  of  appeals  will  consider  as  being  ancillary  to  priority 
are  those  cases  wherein  the  point  raised,  if  decided  against  one  of  the 
applicants  only,  would  bar  him  from  getting  a  patent,  whence  it 
would  follow  as  a  matter  of  course  that  the  other  party  should  be 
awarded  priority,  but  if  the  bar,  as  want  Qf  patentability  of  the  issue, 
would  debar  both  parties  from  securing  a  patent  no  question  of 
priority  whatever  is  involved  and  the  court  will  not  consider  this 
last  class  of  cases  under  the  interference  statute,  or,  rather,  under 
the  statute  allowing  an  appeal  to  the  court  of  appeals  from  a  decision 
of  the  Office  under  the  interference  statute. 

The  petition  is  denied  as  to  both  points. 


CoPPUS  V.  FlEUX  AND  WhEELER. 

Decided  October  SI,  1917. 

261  O.  G.,  629. 

Interference — Prioritt — Reduction  to  Practice — Evidence. 

Where  C.  explained  In  his  prima  facie  testimony  how  he  came  to  make  • 
the  invention  and  specified  the  Instructions  he  gave  to  his  workman,  which 
testimony  gives  a  good  description  of  the  machine  which  he  built,  and  this 
testimony  Is  corroborated  by  the  workman,  Held  that  the  fact  that  when 
the  machine  was  Introduced  In  evidence  during  the  taking  of  rebuttal  testi- 
mony neither  the  applicant  nor  his  workman  was  called  to  Identify  It  Is 
Immaterial. 

Appeal  from  Examiners-in-Chief. 

FAN-BLOWER. 

Messrs.  Fowler  d*  Kennedy,  for  Coppus. 
Mr.  Axel  V.  Beeken  for  Fieux  and  Wheeler. 
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Newton,  CarmrdBsioneT: 

This  is  an  appeal  from  the  decision  of  the  Board  of  Examiners-in-. 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Coppus,  the  junior  party,  on  four  issues, 
of  which  counts  1  and  4  are  illustrative. 

1.  An  air  propeUing  devicei  comprising  a  fixed  casing  having  an  opening,  a 
rotatable  blower  having  vanes  fitting  closely  in  the  plane  of  the  opening  creating 
a  current  of  air  composed  of  several  components,  one  a  main  stream  and 
another  a  stray  stream  tending  to  exert  a  choking  effect  between  the  vanes 
and  the  walls  of  the  opening,  and  means  for  relieving  the  choking  effect  of  the 
stray  stream  and  for  directing  said  stray  stream  into  substantially  the  same 
path  as  the  main  stream,  the  casing  being  constructed  to  confine  the  main 
stream  and  deflected  stray  stream  in  a  single  path. 

4.  An  air  propeUing  device,  comprising  a  rotatable  blower  having  vanes  con- 
structed to  create  a  current  of  air  having  several  components,  one  of  said  com- 
ponents traveling  substantially  parallel  to  the  axis  of  rotation  of  the  vanes 
and  the  other  of  said  components  traveling  in  a  generally  radial  direction 
with  respect  to  said  axis  and  a  fixed  casing  of  generaHy  cyUndrical  contour 
surrounding  said  vanes  providing  an  inlet  opening  of  substantially  the  same 
diameter  as  that  of  the  vanes  and  providing  an  outlet  of  larger  diameter,  the 
said  vanes  extending  into  said  enlarged  outlet. 

The  invention  is  a  simple  one,  being  an  improvement  in  a  rotary 
air-pump  or  blower,  the  improvement  consisting  in  the  provision  of 
means  to  prevent  the  choking  effect  caused  by  centrifugal  and  longi- 
tudinal streams  of  air  issuing  from  the  edges  of  the  fan.  The  specific 
way  in  which  the  applicants  in  interference  have  overcome  this  is  by 
enlarging  the  pump-cylinder,  the  enlargement  beginning  on  the  cir- 
cumferential edge  of  the  fan-blades. 

Coppus  filed  September  15,  1914,  and  Fieux  and  Wheeler  Septem- 
ber 2, 1914.  Coppus  is  therefore  the  junior  party  and  can  only  pre- 
vail by  a  preponderance  of  evidence. 

Coppus  alleges  conception  and  disclosure  November  19,  1912,  and 
a  reduction  to  practice  in  December  of  the  same  year;  Fieux  and 
Wheeler  in  October,  1913. 

If  Coppus  has  established  his  dates,  it  will  be  needless*  to  discuss 
Fieux  and  Wheeler's  record. 

r  Coppus  (Q.  7)  explains  in  detail  how  he  came  to  make  the  inven- 
tion in  November,  1912,  for  the  Woburn  Degreasing  Company  and 
how  he  told  Lundgren,  his  pump-erector — 

*  *  *  to  take  a  sixteen  inch  fan  casing,  cut  it  off  short,  turn  the  flange 
of  the  sixteen  inch  fan  casing,  and  also  bore  out  a  twenty  inch  fan  casing  so 
that  the  flange  of  the  sixteen  inch  fan  casing  would  fit  snugly  into  the  twenty 
inch  fan  casing,  and  fasten  the  sixteen  inch  fan  casing  in  the  twenty  inch  fan 
casing  by  means  of  screw  bolts. 

This  is  a  fairly  good  description  of  Coppus's  Woburn  1912  blower, 
introduced  at  the  time  of  taking  his  rebuttal  testimony. 
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Fieux  and  Wheeler  objected  to  the  introduction  of  this  blower 
in  rebuttal;  but  the  Examiner  of  Interferences  overruled  the  objec- 
tion for  reasons  which  it  is  not  necessary  to  state,  since  Fieux  and 
Wheeler  have  withdrawn  their  objections  to  this  exhibit  in  the  brief 
before  me,  (p.  2;)  but  th&y  call  attention  to  two  unusual  circum- 
stances existing  in  this  case — first,  that  although  this  exhibit  (Wo- 
bum  1912  blower)  was  accessible  when  Coppus  took  his  prima  facie 
proofs  it  was  not  introduced,  and,  secondly,  having  finally  intro- 
duced the  machine  and  relied  upon  it  for  a  reduction  to  practice 
Coppus  or  Lundgren,  who  made  it  for  Coppus,  was  not  called  to 
identify  it,  the  idantification  being  left  to  O'Rourke;  but  in  view  of 
Coppus's  clear  description  of  this  machine  (Q.  7)  in  his  prima  facie 
proofs  and  of  Lundgren's  verbal  description  of  it  in  his  deposition 
(Q.  6)  there  was  really  no  further  use  of  its  identification  by  them. 
Lundgren,  for  example,  states: 

*  *  -*  He  (Coppus)  told  me  to  use  a  sixteen-lnch  fan  in  a  twenty-inch 
casing.  To  do  so  he  told  me  to  take  a  sixteen-inch  fan  casing  and  cut  it  off, 
turn  the  flange  to  Qt  into  the  twenty-inch  fan  casing,  making  the  length  not 
to  exceed  the  f^n. 

In  view  of  the  simple  nature  of  this  invention  this  description  is 
sufficient  to  identify  the  exhibit  and  in  view  of  this  description  there 
was  no  use  in  having  Lundgren  or  Coppus  further  identify  it. 

Lundgren  fixes  the  date  when  this  blower  was  finished  and  shipped 
December  12,  1912,  (memorandum  book.)  The  correctness  of  this 
date  was  corroborated  by  O'Kourke,  and  since  there  is  nothing  in  the 
testimony  to  cast  any  cloud  on  the  proofs  it  is  accepted  as  proving  a 
reduction  to  practice  by  Coppus  of  the  invention  in  issue  in  Decem- 
ber, 1912, 

There  are  other  minor  details  in  the  testimony  that  might  be  dis- 
cussed ;  but  it  is  accurately  analyzed  in  the  decision  of  the  Examiner 
of  Interferences  and  need  not  be  repeated  here. 

It  is  quite  clear  to  my  mind  that  the  decision  below  was  correct  in 
adjudging  priority  to  Coppus^  and  it  is  affirmed. 


Ex  PABTE  New  England  Felt  Roofing  Works, 

Decided  March  7,  1919. 

261  O.  a.  630. 

TaADB-MABKS — ^"JxJST  RiGHT,"  lOB  RooFiNO — ^Descbzptivs. — ^The  words  "Just 
Right "  refused  registration  as  a  trade-mark  for  roofing,  etc.,  on  the  ground 
that  these  words  are  descriptive  of  the  goods  with  which  they  are  used. 

On  Appeal. 
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TRADE-MABK  FOB  BOOriNOS,  ASPHALT  SHINGLES,  BEADY-BOOFING,  Bfi£ATHING-PAFEB, 

ETC. 

Mr,  EUis  Spear^  Jr.^  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  "Just  Right,"  in  script,  the  word  "Just"  being 
above  and  to  the  left  of  the  word  "  Right,"  on  the  ground  that  the 
words  are  descriptive  in  character,  the  identical  words  having  been 
passed  upon  in  ex  parte  F.  B.  Q.  Clothing  Company^  (C.  D.,  19Q5, 
544;  119  0.  G.,  2236.) 

Applicant  contends  that  the  words  "Just"  and  "Right"  are 
synonyms,  that  at  best  they  are  only  a  colloquial  extravagant  ex- 
pression and  really  have  no  meaning  when  strictly  construed,  espe- 
cially as  applied  to  applicant's  goods,  and  has  filed  a  statement  show- 
ing a  large  number  of  words  identical  or  similar  that  have  been 
recently  registered. 

I  have  carefully  considered  applicant's  argument  and  showing; 
but  the  words  "  Just  Right "  are  as  descriptive  to*  me  as  "  good  "  or 
"  bad."  They  are,  I  believe,  in  use  all  over  the  country,  and  their 
meaning  cannot  be  mistaken. 

It  must  he  held^  therefore^  tJuU  the  refusal  of  the  Exwminer  was 
correct  J  and  it  is  affirmed. 


Ex  PABTE  Eager. 

Decided  January  2S,  1918, 
261  O.  G..  799.       ' 

1.  Patentability — Claims  Must  Specify  the  Novelty. 

Where  appUcant*s  combination  is  new  as  a  whole  and  perforins  a 
new  and  useful  function,  but  a  claim  is  presented  which  covers  only 
a  part  thereof,  which  is  literally  met  in  the  prior  art,  it  is  not  patentable. 

2.  Same — Change  of  Location — ^New  Function  Peefobmed. 

A  claim  for  a  reaming-tool  having  an  air-inlet  in  a  specified  location, 
which  adapts  it  for  reaming  the  bung-hole  of  a  barrel,  while  permitting 
the  withdrawal  of  shavings  to  prevent  them  from  falling  into  the  barrel, 
is  patentable  over  a  reamer  of  the  prior  art  having  an  air-inlet  In  a 
different  location,  where  it  would  not  perform  the  same  function. 

[Note.— This  application  has  resulted  In  Patent  No.  1,262,470.] 
Appeal  from  Examiners-in-Chief. 

appabatus^fob  beaming  buno-hoi^s  of  babbels, 

Mr.  Charles  J.  Hedrick  for  the  applicant, 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
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of  claims  1  to  10,  inclusive,  and  13,  14,  and  15,  of  which  claims  1, 

4,  5,  and  13  are  examples : 

1.  A  reaming  tool  which  comprises  first  a  hollow  body  that  is  adapted  to 
be  held  by  one  end  and  has  both  a  longitudinally  disposed  slot  through  its 
peripheral  wall  and  also  an  appropriately  located  air  withdrawing  passage, 
and  second  a  longitudinally  disposed  knife  that  is  carried  by  said  body  and 
has  its  cutting  edge  adjacent  to  said  slot  beyond  said  body,  the  tool  as  a 
whole  being  designed  for  withdrawing  the  cuttings  in  their  entirety  from 
the  tool  body  In  suspension  in  the  air  current  and  for  confining  said  cuttings 
within  the  tool  body  until  so  withdrawn,  substantially  as  described. 

4.  A  reaming  tool  which  comprises  first  a  hollow  body  that  has  an  air 
withdrawing  passage  at  one  end,  an  air  inlet  of  smaller  diameter  at  its  opposite 
end,  and-  a  longitudinally  disposed  slot  through  the  Interme^ate  peripheral 
wall,  and  second  a  longitudinally  disposed  knife  that  is  carried  by  said  body 
and  has  its  cutting  edge  opposite  said  slot  beyond  said  body,  in  combination 
with  means  for  holding  said  tool  by  its  air  withdrawing  end  and  for  rotating 
said  tool,  and  also  with  air  exhausting  means  which  communicate  with  the 
hollow  interior  of  said  body  for  inducing  air  currents  inward  through  said  slot 
and  said  air  inlet  and  for  conveying  away  the  .cuttings  made  by  said  knife, 
substantially  as  described. 

5.  A  reaming  tool  which  comprises  first  a  hollow  body  that  is  adapted  to 
be  held  by  one  end,  that  has  both  a  longitudinally  disposed  slot  through  its 
peripheral  wall,  and  also  an  air  withdrawing  passage,  and  that,  in  addition 
to  said  slot  and  passage,  has  an  air  conveying  channel  for  delivering  air 
into  the  chamber  into  which  the  said  body  may  be  inserted,  and  second  a 
longitudinally  disposed  knife  that  is  carried  by  said  body  and  has  its  cutting 
edge  opposite  said  slot  beyond  said  body,  substantially  as  described. 

13.  A  reaming  tool  which  comprises  first  a  hollow  body  that  has  a  longi- 
tudinally disposed  slot  through  its  peripheral  wall,  that  is  screw  threaded  at 
one  end  beyond  said  slot  and  that  is  provided  at  such  end  with  a  removable 
knife  securing  appliance  in  a  portion  of  the  screw  threaded  space,  second  a 
longitudinally  disposed  knife  that  is  carried  by  said  body,  that  fits  at  one  end 
under  said  appliance  and  that  has  its  cutting  edge  opposite  said  slot  beyond 
said  body,  and  third  a  collar  that  incloses  said  body  and  said  knife  securing 
appliances  and  occupies  a  part  only  of  said  screw  threaded  space,  the  screw 
threaded  portion  of  said  body  thus  extending  beyond  said  collar  and  being 
applicable  to  the  attachment  of  said  tool  to  means  for  holding  said  tool  by 
the  end  and  for  rotating  said  tool,  substantially  as  described. 

The  references  are :  Kirby,  25,512,  September  20,  1859 ;  Critchley, 
51,563,  December  19,  1865;  Whitmore,  132,883,  November  5,  1872; 
Littlejohn,  141,511,  August  5,  1873;  Duffey  et  al.,  244,439,  July  19, 
1881;  Stoner,  489,340,  January  3,  1893;  Dodge,  (reissue,)  11,549, 
June  23,  1896;  Sutton,  771,186,  September  27,  1904;  Fruhling,  776,- 
049,  November  29,  1904;  Carlesimo,  909,543,  January  12,  1909; 
Askew,  934,031,  September  14,  1909 ;  Shaull,  754,350,  March  8,  1904 ; 
Lloyd,  952,916,  March  22,  1910;  Stevenson,  965,664,  July  26,  1910; 
Davis,  1,046,739,  December  10,  1912. 

The  appealed  claims  cover  a  reamer  for  barrel  bung-holes,  to  be 
used  after  the  preliminary  boring  in  order  to  enlarge  and  taper 
the  opening. 
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These  reamers  broadly  are  not  new,  as  shown,  for  example,  by 
the  Lloyd  device;  but  so  far  as  the  references  show  it  is  new  to  ream 
a  bung-hole  and  at  the  same  time  prevent  the  small  shavings  or 
particles  of  wood  cut  off  during  the  reaming  operation  from  falling 
into  the  barrel. 

Applicant  performs  this  function  by  attaching  his  reamer  to  a 
tube-holder  and  sucking  through  the  tube-holder  by  means  of  an 
air-pump  a  sufficient  volume  of  air  to  carry  up  the  fine  shavings,  and 
thus  prevent  their  falling  itito  the  barrel. 

Claims  1,  5,  and  7  have  been  rejected  as  improperly  distinguishing 
from  Lloyd  in  view  of  the  air-exhaust  of  ShauU. 

Neither  Lloyd's  nor  ShauU's  mechanism  would  perform  the  func- 
tion of  applicant's — that  is,  to  ream  a  previously-bored  bung-hole 
and  prevent  the  shavings  from  falling  inside  the  barrel ;  but  claim 
1,  for  example,  does  not  clearly  include  any  air-withdrawing  mecha- 
nism. It  only  specifies  "an  appropriately  located  air  withdrawing 
passage ;"  but  Lloyd  has  a  passage  in  the  top  of  his  reamer.  Figures 
3  and  4,  through  which  air  might  pass,  and  it  was  agreed  at  the 
hearing  that  this  claim  should  be  amended  to  more  clearly  distin- 
guish from  Lloyd,  and  applicant  has  submitted  an  amendment  to 
this  claim,  which  the  Examiner  is  authorized  to  admit  and  allow 
the  claim  unless  better  references  are  found. 

Claim  2  calls  for  a  legitimate  combination  between  the  reamer, 
the  means  for  holding  the  tool  by  one  end  and  for  rotating  it  and 
the  9.ir-exhausting  means  and  should  be  allowed,  since  this  combina- 
tion is  suggested  in  none  of  the  patents  cited  and  was  made  for  the 
specific  function  of  preventing  the  fine  shavings  from  dropping  into 
a  barrel,  being  very  hard  to  remove,  both  the  function  and  the  com- 
bination being  new. 

Claim  8  calls  for — 

an  air  withdrawing  passage  at  Its  holding  end  and  an  air  inlet  of  smaller 
diameter  at  its  opposite  end. 

together  with  a  longitudinal  slot.  None  of  the  references  show  these 
features  in  one  patent.  Lloyd's  reamer.  Figs.  3  and  4,  has  no  air- 
inlet  of  smaller  diameter  at  its  lower  end.  ShauU  has  air-inlets  on 
the  side  of  the  tube.  (See  Fig.  3.)  Applicant  sets  forth  that  this 
opening  at  the  lower  end  is  a  decided  improvement,  since  the  side 
slot  is  liable  to  become  clogged  in  places,  and  when  so  clogged  the 
final  shavings  would  fall  into  the  barrel  and  the  air  would  fail  to 
carry  them  out,  and  a  careful  study  of  the  operation  of  this  machine 
will  show  the  reasonableness  of  this  conclusion.  Applicant  there- 
fore in  solving  a  problem  that  was  not  contemplated  in  either  of 
the  references  is  not  met  in  both  of  the  references  combined,  and 
this  claim  should  be  allowed. 
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At  the  hearing  applicant  suggested  that  claims  7  and  8  were  on 
the  same  lines  as  claims  1  and  2  and  would  be  dropped  if  claims  1 
and  2  were  allowed. 

Claims  4  and  10  should  be  allowed  on  thQ  same  ground  as  claim  2. 

Claims  6  and  6  call  for — 
an  air  conveying  channel  (meaning  appUcant's  channel  1)  for  delivering  air 
into  the  chamber. 

This  feature  is  new  so  far  as  the  references  show,  and  no  good  rea- 
son is  seen  for  rejection  of.  this  claim.  . 

Claim  9  includes  the  upper  opening,  of  "  large  diameter,"  the  lower 
opening  in  the  reamer,  "  of  smaller  diameter,"  and  is  therefore  simi- 
lar in  scope  to  claim  3  and  should  be  allowed. 

Claim  18  calls  for — 

a  removable  knife  securing  appliance  in  a  portion  of  the  screw  threaded  space, 
m  •  •  2i  *  *  *  knife  ♦  ♦  ♦  that  fits  at  one  end  under  said  appli- 
ance and  that  has  its  cutting  edge  opposite  said  slot  beyond  said  body,  and 
"»  *  *  a  collar  that  incloses  said  body  and  said  knife  securing  appliances 
and  occupies  a  part  only  of  said  screw  threaded  space,  the  screw  threaded  por- 
tion of  said  body  thus  extending  beyond  said  coUar. 

Not  even  an  approximation  of  this  specific  construction  is  shown  in 
the  references,  and  this  claim  is  clearly  allowable,  as  is  claim  14 
drawn  on  the  same  lines. 

Claim  16  calls  for — 

a  tool  and  shaft  having  one  of  them  at  least  provided  with  inlets  for  admission 
of  air  to  its  interior  on  the  shaft  side  of  the  cutting  portion  of  said  tool. 

This  claim  has  been  rejected  on  the  air-passages  F  of  the  Stoner 
pi^tent;  but  this  claim  is  for  a  combination  for  reaming  and  at  the 
same  time  withdrawing  the  shavings  and  should  not  be  rejected  on 
a  device  in  pneumatic  grain-elevators,  which  shows  only  one  feature 
included  in  the  claims. 

The  decision  of  the  Examiners-in^Chief  is  affirmed  as  to  present 
claims  i,  7,  and  8  and  reversed  as  to  the  other  claims. 


Ex  PARTE  Gee. 

Decided  January  H,  1918. 

261 0.  G.,  800. 

PATKNTABttTTT — ^NOVKL  COMBINATION — INVENTION. 

In  order  to  negative  invention  in  a  novel  combination  'Mt  Is  necessary 
to  find  in  the  prior  art  not  merely  a  device  which  might  be  modified  to 
make  this  construction,  but  somewhere  a  suggestion,  net  only  that  the  modi- 
fication ought  to  be  made,  but  how  to  make  it.** 

[Note— This  appHcation  has  resulted  in  Patent  No.  1,276,642.] 

Appeal  from  Examiners-in-Chief. 
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FUEL-TRANSFEB  MECHANISM   FOB  BT0KEB8. 

Messrs.  Gillson  cfe  GUlson  and  Mr.  Louis  K.  GiJlson  for  the  ap- 
plicant. 

Clay,  Assistcurvt  Convmissioner: 

The  applicant  appeals  from  the  affirmance  by  the  Examiners-in- 
Chief  of  a  rejection  of  two  claims  to  a  locomotive-stoker  in  the  fol- 
lowing terms: 

1.  A  stoker  including  a  fuel  transfer  mechanism  comprising  a  main  conveyer 
chute,  an  elevating  chute  arranged  at  an  angle  thereto,  a  rectilinearly  recipro- 
cating conveyer  in  said  main  chute,  an  elevating  conveyer  connected  to  said 
first  mentioned  conveyer  and  reciprocating  in  said  angularly  disposed  elevat- 
ing chute,  and  fuel  advancing  blades  pivotally  carried  by  said  conveyers. 

2.  A  fuel  transfer  mechanism  for  stokers  including  a  main  conveyer  chute 
having  a  guideway,  an  upwardly  directed  elevating  chute  arranged  at  one 
end  of  the  main  chute,  and  having  a  guideway,  a  main  advancing  conveyer 
frame  slidably  mounted  in  the  guideway  in  said  main  chute,  fuel  advancing 
members  pivotally  carried  by  the  main  conveyer  frame  and  being  substantially 
co-extensive  with  the  interior  dimensions  of  the  main  chute,  an  elevating  con- 
veyer frame  slidably  mounted  in  the  guideway  of  the  elevating  chute,  and  a 
plurality  of  pivotally  mounted  fuel  advancing  members  progressively  decreas- 
ing in  vertical  height  as  they  approach  the  end  of  the  conveyer  frame. 

The  Examiner  cited  seven  references,  of  which  the  following  are 
suflSciently  illustrative:  Crawford,  1,035,162,  August  13,  1912; 
Young,  1,000,658,  April  15, 1911 ;  Rice,  521,817,  June  26,  1894. 

The  rejection  was  not  for  anticipation,  but  for  lack  of  invention, 
it  being  held  by  the  Examiners-in-Chief,  substantially,^  that  the 
applicant  describes  no  special  advantage  for  his  stoker  with  two 
articulated  conveyers  in  place  of  the  single  conveyer  of  the  prior 
art,  except  that  this  form  economizes  space  and  that  a  mere  mechanic 
could  assemble  the  prior  conveyers  in  two  connected  sections.  1 
cannot  escape  the  con\dction  that  the  applicant  did  more  than  thus 
suggested.  The  prior  stoking  devices  were  for  underfeeding — ^that 
is,  pushing  the  fuel  up  through  the  grate  of  the  fire-box — ^and  this 
could  be  done  without  raising  the  fuel  above  the  floor  connecting  the 
engine  and  tender.  The  applicant's  problem  was  to  provide  an  over- 
feed or  scatter  feed,  which  necessitates  raising  the' fuel  to  a  point 
higher  than  the  floor  of  the  engine.  If  the  stokers  of  the  prior  art 
were  capable  of  feeding  the  coal  on  top  of  the  floor  of  the  engine, 
the  case  would  be  different;  but  the  conditions  would  prohibit  the 
mere  lifting  of  the  elevator  of  the  Crawford  patent,  so  that  it  would 
feed  over  the  fire  instead  of  under  it.  This  would  require  it  to  pass 
through  the  floor  of  the  engine  or  the  platform  connecting  with  the 
tender. 

The  applicant's  defined  structure  is  new,  and  it  seems  to  me  that  in 
order  to  negative  invention  it  is  necessary  to  find  in  the  prior  art  not 
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merely  a  device  which  might  be  modified  to  make  this  construction, 
but  somewhere  a  suggestion  not  only  that  the  modification  ought  to 
be  made  but  how  to  make  it.  I  do  not  think  the  Rice  patent  is  any 
suggestion,  not  only  because  it  is  in  the  foreign  art  of  wool-washing, 
where  there  are  no  limitations  of  space  or  direction,  but  also  because 
the  Rice  structure  seems  to  require  a  lot  of  mechanism  above  the  con- 
veyor, which  would  be  impossible  in  a  locomotive-stoker.  So  far  as 
the  problem  of  lifting  to  a  greater  height  is  concenaed  the  Crawford 
reference  is  plainly  impossible,  aijid  the  Rice  reference  solves  no 
problem.  The  applicant  must  have  one  horizontal  conveyer  and  one 
inclined  conveyer,  and  these  two  are  defined  as  articulated  together 
and  reciprocating,  with  pivotal  blades.  The  Rice  device  is  not  a 
reciprocating  device  and  has  not  pivotal  blades,  and  the  Crawford 
device  does  not  inform  one  how  the  coal  could  be  lifted  above  the 
floor  of  the  engine  nor  how  two  relatively-inclined  sections  could  be 
reciprocated  together. 

The  prior  ail  not  suggesting  the  function  applicant  attains  nor 
how  that  function  could  be  attained,  I  can  see  no  ground  upon  which 
to  reject  his  appealed  claims. 

The  decision  of  the  Examinera-in-Chief  is  therefore  reversed. 


Ex  PARTE  FlETSCH,  JR 

Decided  April,  23,  1918. 

261  O.  G.,  955. 

Patertabilitt — Patkntably  New  Resttlt  Achieved  by  New  Gombination. 

Claims  for  a  moisture-proof  paper  box  having  foldable  end  flaps,  the  paper 
being  formed  of  layers,  one  of  the  layers  being  a  thin  pliant  layer  of  water- 
proof fused  cement.  Held  patentable  over  references  neither  of  which 
showed  a  carton  with  foldable  ends  made  of  stock  that  would  not  crack  at 
the  folds.    (Eig  parte  McCoUum,  C.  D.,  1914,  70;  204  O.  G.,  1346,  construed.) 

LNote.— This  applicati(hi  has  resulted  in  Patent  No.  1,269,918.] 
Appeal  from  Examiners-in-Chief. 

MOISTUBE-PBOOF  PAPEB  PACKAGES  OB  CARTONS. 

Messrs,  Peirce  <&  Fisher  and  Mr.  Percy  B,  Hill  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Board  of  Examiners-in- 
Chief  sustaining  an  action  of  the  Primary  Examiner  finally  rejecting 
claims  1  and  2,  of  which  claim  1  is  an  example : 

1.  A  collapsible,  moisture  proof  carton  comprising  side  walls  and  foldable  end 
flaps,  said  side  walls  being  connected  to  one  another  and  to  said  end  flaps  by 
conier  folds  and  said  walls  and  flaps  being  formed  of  layers  of  paper  stock,  and 
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an  Intermediate,  thin,  pliant  layer  of  a  waterproof  fused  cem^it  uniting  the 
layers  of  paper  stock  and  extending  without  Interruption  through  said  comer 
folds,  substantially  as  described. 

The  references  cited  are:  Fell,  925,672,  June  22,  1909;  Harbeck, 
1,062,002,  May  20,  1913. 

The  invention  covered  by  the  appealed  claims  is  a  moisture-proof 
paper  box  having  foldable  end  flaps,  the  paper  being  formed  of 
layers,  one  of  the  layers  being  a  "  thin,  pliant  layer  of  a  waterproof 
fused  cement,''  whereby  when  the  end  flaps  are  folded  the  pliant 
waterproof  cement  will  not  be  cracked.  This  is  a  new  result  in  this 
art.  No  one  has  heretofore  produced  a  paper  carton  with  foldable 
ends  that  was  crack-proof  at  the  folds. 

The  Examiners-in-Chief  have  held,  in  effect,  that  there  was  no  in- 
vention required  to  substitute  the  fused-cement  paper  of  Harbeck  for 
the  silicate-of-soda  (soft  glass)  coated  paper  of  Fell. 

I  would  concur  in  this  decision  were  it  not  for  applicant's  new 
result ;  but  Fell's  glass  layer  would  probably  crack  the  first  time  the 
end  of  his  carton  was  folded,  and  hence  the  carton  would  not  be 
moisture-proof.  When  applicant  bends  the  end  flaps  of  his  carton, 
there  is  no  breakage. 

Harbeck  shows  no  end  flaps  to  be  bent.  Neither  Harbeck  nor  Fell 
therefore  anticipates  the  result  of  the  crack-proof  fold.  (See  ex  parte 
McCpllum,  C.  D.,  1914,  70;  204  O.  G.,  1346,  holding  that  a  "claim 
should  not  be  rejected  by  combining  references  if  the  function  or 
result  is  new,"  meaning,  of  course,  patentably  new.) 

Applicant's  new  result  seems  to  be  quite  a  step  forward  in  this  art, 
and  I  regard  it  as  being  patentably  new.  (See  also  Railroad  Supply 
Co.  V.  Hart  Steel  Co.,  C.  D.,  1915,  226;  217  O.  G.,  699;  222  Fed.  Rep., 
261,  and  Pieper  v.  S.  S.  White  Dental  Mfg.  Co.,  C.  D.,  1915,  297 ;  220 
O.  G.,  849 ;  228  Fed.  Rep.,  30.) 

The  decision  of  the  Examiners-in-Chief  is  accordingly  reversed* 


Ex  PARTE  Thompson  Piano  Manupaotuking  Co. 

Decided  ApHl  10,  1919. 
261  O.  G..  955. 

TSADB-MaBKS^ — PiCTXJBK  OF  A  WOMAN   POUSHINO  A   PlANO — NOT  DESCRIPTIVE  OP 

FUBNITUBB-POLISH. 

The  representation  of  a  piano  and  a  woman  polishing  it  Held  not  descrip- 
tive when  used  as  a  trade-mark  for  furniture-polish,  since  it  is  not  a  picture 
of  the  goods  at  alL 

On  Appeal. 
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TBADE-MABX   WOB  FX7RNITUBE-P0LISH« 

Messrs.  Burton  <6  Burton  for  the  applica^. 
Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  furniture-polish  the 
representation  of  a  grand  piano  and  a  woman  standing  by  the  piano 
polishing  the  same  on  the  ground  that  the  picture  is  not  used  as  a 
trade-mark  indicative  of  origin,  but  only  as  a  decorative  feature  for 
the  labels,  and,  furthermore,  that  the  picture  is  descriptive  of  the 
quality  or  characteristic  of  the-  goods,  citing  ens  parte  Pratt  and 
Farmer  J  (C.  D.,  1876,  244;  10  O.  G.,  866,)  showing  the  picture  of  a 
fish,  which  was  refused  registration  as  a  trade-mark  for  iishing-lines, 
also  ex. parte  American  Paint  dk  Color  Co,^  (MS.  Dec,  Sept.  80, 
1913,)  refusing  the  picture  of  a  condenser  for  use  on  condensers. 
The  Examiner  has  also  called  attention  to  a  number  of  illustrations 
in  magazines  and  cartons  showing  different  goods  with  various  kinds 
and  forms  of  illustrations  as  to  the  manner  of  use  of  the  goods,  etc. 

Of  course  goods  may  be  described  by  picture  as  well  as  by  written 
description,  and  pictures  of  the  goods  per  se  should  not  be  registered 
as  trade-marks  for  the  goods.  (See  in  re  Motz  Tire  and  Rubber  Oo.^ 
C.  D.,  1913,  459 ;  193  O.  G.,  513 ;  40  App.  D.  C,  487,  wherein  the  rep- 
resentation*of  a  tire  was  held  unregistrable  for  tires;  Bristol  Co.  v. 
Graham^  199  Fed.  Rep.,  412,  wherein  the  picture  of  a  steel  belt-lacing 
was  held  an  invalid  mark  for  belt-lacings,  and  Scholl  Mfg.  Co.^  ante^ 
23;  260  O.  G.,  393,  wherein  the  representation  of  a  foot  supported 
on  an  arch  was  held  not  registrable.) 

But  applicant's  picture  is  not  a  picture  of  his  goods  at  all.  It  is  a 
conventional  picture  not  useful  to  any  one  else  in  describing  polish, 
and  to  grant  applicant  a  perpetual  monopoly  of  this  particular  pic- 
ture would  harm  no  one.  Any  manufacturer  of  polish  has  a  right 
to  display  on  his  goods  the  picture  of  the  goods,  but  not  applicant's 
conventional  showing  of  a  woman  polishing  a  grand  piano,  all  in- 
closed in  a  circle.  (See  E.  MorgoffCs  Sons  v.  Ward^  152  Fed.  Rep., 
690,  holding  a  bright  pan  reflecting  a  man's  face,  a  good  trade-mark 
for  pan-cleaning  compound,  and  Briber  Co.^  3  T.  M.  R.,  Ill,  holding 
a  pile  of  luggage,  a  globe,  etc.,  a  good  mark  for  traveling-bags.) 

Cases  of  this  character  should  be  allowed  or  refused,  depending  on 
whether  the  showing  was  only  a  showing  of  the  goods  on  which  the 
mark  was  to  be  used  or  whether  it  included  sufficient  conventional 
matter  belonging  to  no  one  and  adopted  by  the  applicant  to  indicate 
origin  or  ownership  by  him. 

It  is  held  in  the  present  case  that  there  is  sufficient  arbitrary  matter 
to  warrant  aUowaaioe  of  the  case^  amd  the  fi/nal  rejection  is  accordingly 
(y^erruied* 
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Sargent  and  Koch  v,  Vetter, 

Decided  January  21  j  1918, 

262  O.   G.,  645. 

1.  Interference — Priority. 

Evidence  reviewed  and  Held  to  establish  that  V.  reduced  to  practice  the 
inventions  of  counts  2  and  8  of  the  issue  prior  to  S.  and  K.'s  conception, 
and  priority  awarded  to  V.  as  to  these  counts. 

2.  Same — Same — Diuoence. 

Ei¥idence  reviewed  and  Held  that  V.  was  the  first  to  conceive  the  inven- 
tion of  count  1  of  the  issue  and  the  last  to  reduce  to  practice  and  that  there 
was  no  corroboration  of  his  testimony  as  to  what  he  was  doing  with  tiiie 
invention  at  the  time  S.  and  E.  entered  the  field  and  several  months  there- 
after, and  priority  awarded  to  S.  and  K.  as  to  this  count. 

Appeal  from  Examiners-in-Chief. 

SOCKET  OR  RECEPTACLE. 

Mr.  Albert  G.  Davis  for  Sargent  and  Koch. 

Mr.  Frederick  W.  Winter  for  Vetter. 

. 

Whitehead,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Sargent  and  Koch  from  a  decision  of  the 
Examiners-in-Chief  affirming  the  decision  of  the  Examiner  of  Inter- 
ferences awarding  priority  to  Vetter. 

The  invention  relates  to  sockets  for  incandescent  electric  lamps, 
in  which  the  lamp-receiving  sleeve  is  made  freely  rotatable  in  one 
direction,  so  that  the  lamp  cannot  ordinarily  be  unscrewed  there- 
from, and  means  are  provided  for  holding  the  socket  from  rotation 
when  desired,  so  that  the  lamp  may  be  removed. 

Vetter  shows  an  abutment  or  shoulder  on  the  side  of  the  socket, 
through  which  a  member  may  be  passed  for  holding  the.  disk  from 
rotation,  and  having  a  threaded  opening  at  right  angles  to  the  main 
opening,  whereby  when  a  threaded  plug  is  screwed  therein  the  main 
opening  is  closed.  The  plug  is  provided  with  a  specially-shaped 
head  to  be  rotated  by  a  key  having  a  similarly-shaped  socket. 

Sargent  and  Koch  show  a  cap  on  the  side  of  the  shell,  having  a 
keyway  therein  at  right  angles  to  a  keyway  in  the  shell,  so  that  when 
the  key  is  first  inserted  it  does  not  come  in  contact  with  the  rotary 
disk,  but  must  be  rotated  through  a  right  angle  and  then  passed 
through  the  keyhole  in  the  shell. 

Claim  1  specifies  means  for  holding  the  rotatable  part  against 
rotation  and  a  barrier  arranged  to  prevent  the  holding  means  from 
engaging  the  rotatable  part.  Claims  2  and  3  do  not  include  the 
barrier,  but  merely  specify  that  the  shell  is  provided  with  a  keyway 
and  a  key,  which  is  adapted  to  be  inserted  through  the  keyway  to 
engage  only  the  insulating-disk. 
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It  is  contended  by  Sargent  and  Koch  that  they  should  be  awarded 
priority  under  the  ruling  in  Bechrrum  v.  Wood  (C.  D.,  1899,  463; 
89  O.  G.,  2459;  15  App.  D.  C,  484,)  since  Vetter's  application  was 
originally  passed  to  issue  with-  one  narrow  claim,  was  allowed  to 
forfeit,  and  was  renewed  with  broader  claims  after  he  knew  of  the 
manufacture  of  Sargent  and  Koch's  device. 

In  the  case  of  McBerty  v.  Cook  (C.  D.,  1900,  248;  90  O.  G^  2295; 
16  App.  D.  C,  133)  the  court  held  that  the  ruling  in  Bechman  v. 
Wood  was  not  applicable  to  a  case  where  the  invention  in  issue  was 
clearly  shown  and  described  in  the  specification  of  the  original  ap- 
plication. ' 

As  pointed  out  by  the  Law  Examiner  in  his  decision  denying 
Sargent  and  Kooh's  motion  to  dissolve,  the  invention  in  issue  was 
fully  shown  in  Vetter's  application  as  originally  filed. 

The  lower  tribunals  found  that  Vetter  had  established  a  reduc- 
tion to  practice  of  the  invention,  as  set  out  in  counts  2  and  3,  prior 
to  Sargent  and  Koch's  date  of  conception  and  that  he  had  estab- 
lished a  conception  of  the  invention,  as  set  out  in  count  1,  prior  to 
that  date  and  diligence  thereafter.  Sargent  and  Koch  claim  to  have 
conceived  the  invention  in  October,  1912,  and  to  •  have  made  and 
tested  a  device  embodying  that  invention  in  November  or  December, 
1912. 

The  holding  as  to  Vetter's  reduction  to  practice  is  based  on  the 
testimony  as  to  the  building  of  a  device  like  that  which  is  in  evidence 
as  Exhibit  B,  in  which  the  shell  of  the  lamp  is  provided  merely 
with  an  opening,  through  which  a  device  of  some  sort  may  be 
passed  to  hold  the  disk  from  rotating.  The  holding  as  to  con- 
ception of  the  invention  of  count  1  is«based  on  the  testimony  as  to 
the  making  of  the  drawing  showing  a  device  substantially  like  that 
shown  in  Vetter's  patent  involved  herein. 

Vetter  testifies  that  in  the  summer  of  1912  he  had  built  and  tested 
a  device  which  was  substantially  the  same  as  the  device  which  is  in 
evidence  as  Exhibit  B  and  as  shown  in  his  Patent  No.  1,078,813,  which 
was  granted  on  an  application  filed  September  24,  1912,  that  he 
showed  the  device  to  Clarke  for  the  purpose  of  making  an  applica- 
tion for  patent,  and  that  at  the  same  time  he  disclosed  to  him  in 
detail  the  key-release  attachment  just  as  it  was  subsequenly  manu- 
factured. According  to  his  answer  to  Q.  22  by  "  key  release  attach- 
ment "  he  meant  the  construction  shown  in  his  application  involved 
herein. 

Vetter  is  corroborated  as  to  the  making  and  testing  of  a  device  like 
Exhibit  B  by  Kafka.  Clarke  testifies  that  at  the  time  Vetter  con- 
sulted him  he  showed  him  such  a  device  and  also  a  sketch  of  thft 
key-release  attachment  and  that  it  was  in  accordance  with  his  advice 
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that  the  latter  was  not  shown  in^  the  application  filed  September  24, 
1912.  Bradley  testifies  that  he  made  the  drawings  for  the  applica- 
tion from  a  model  and  sketch. 

It  is  contended  on  behalf  of  Sargent  and  Koch  that  Exhibit  B 
does  not  disclose  the  invention  of  counts  2  and  3,  first,  because,  since 
it  merely  has  a  hole  in  the  outbr  casing,  it  would  not  be  effective 
to  prevent  theft,  and,  secondly,  because  that  opening  is  not  a  keyway, 
as  this  term  necessarily  means  that  the  socket  is  provided  with 
a  specially-shaped  opening. 

As  pointed  out  by  the  Examiners-in-Chief ,  it  was  not  new  to 
lock  the  rotating  socket  of  a  lamp  by  a  key  inserted  through  the 
shell,  and  the  novelty  of  the  invention  set  out  in  counts  2  and  3 
does  not  depend  upon  the  shape  of  the  key  or  the  keyhole,  but  on 
direct  engagement  of  the  key  with  the  outwardly-extending  periph- 
ery of  the  rotating  insulating  member.  Exhibit  B  embodies  this 
invention,  and  as  the  testimony  establishes  that  a  device  substantially 
the  same  as  this  exhibit  was  made  and  tested  in  the  summer  of 
1912,  which  is  prior  to  any  date  of  invention  which  can  be  accorded 
Sargent  and  Koch,  priority  was  properly  awarded  Vetter  as  to  these 
counts. 

The  invention  set  out  in  count  1,  in  which  a  barrier  is  provided 
for  preventing  the  holding  means  from  engaging  the  rotatable  p^{t, 
is  shown  to  have  been  disclosed  by  Vetter  to  Clarke  prior  to  Sargent 
and  Koch's  claimed  date  of  conception;  but  no  claim  is  made  by 
Vetter  to  have  reduced  this  invention  to  practice.  His  story  is  that 
he  sought  to  sell  the  device  to  the  Penn  Auto  Specialty  Company, 
with  which  he  was  att  that  time  connected  and  which  he  was  strug- 
gling to  keep  out  of  bankruptcy,  that  the  company  went  into  bank- 
ruptcy in  November,  1912,  and  that  immediately  thereafter  he 
started  out  to  organize  a  new  company,  which  he  succeeded  in  doing 
in  April,  1913.  He  testifies  that  he  interviewed  a  number  of  people, 
some  of  whom  seemed  to  be  favorably  inclined,  but  finally  refused 
to  put  any  money  in  it,  that  he  succeeded  in  organizing  the  Best 
Electric  Company  in  April,  1918,  and  that  immediately  thereafter 
drawings  were  made  and  steps  taken  to  manufacture  the  device, 
which  was  put  on  the  market  the  latter  part  of  that  year. 

There  is  no  corroboration  whatever  of  Vetter's  testimony  as  to 
what  he  did  from  the  latter  part  of  1912  until  the  Best  Electric 
Company  was  organized  in  the  spring  of  1913.  The  Examiners-in- 
Chief  state  in  support  of  their  holding  that  Vetter  was  diligent  that 
they  fall  back  on  their  own  knowledge  of  the  fact  that  companies 
for  manufacturing  articles  in  competition  with  old  and  strongly- 
established  concerns  do  not  spring  up  spontaneously  over  night,  but 
have  their  origin  as  a  result  of  long  and  arduous  exertions  on  the 
part  of  somebody. 
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There  is,  however,  no  testimony  but  Vetter's  own  that  he  was  doing 
anything  whatever  with  the  invention  when  Sargent  and  Koch 
entered  the  field.  He  may  have  had  a  great  deal  of  trouble  in 
organizing  his  company;  but  he  is  not  corroborated  in  any  way 
that  he  started  to  organize  it  prior  to  the  time  that  Sargent  and 
Koch  conceived  the  invention  and  disclosed  it  to  others. 

Furthermore,  it  has  boen  repeatedly  held  (see  Seeherger  v.  Dodgcy 
C.  D.,  1905,  603 ;  114  O.  G.,  2382 ;  24  App.  D.  C,  476,  and  Laos  and 
Sponenhurg  v.  Scott,  C.  D.,  1906,  621 ;  122  O.  G.,  352 ;  26  App.  D.  C, 
354)  that  an  attempt  to  raise  money  to  commercially  manufacture 
a  device  does  not  excuse  the  failure  to  reduce  it  to  practice  or  consti- 
tute diligence  in  so  doing.  In  the  present  case  it  admittedly  would 
have  cost  but  a  few  dollars  to  have  had  a  device  embodying  the 
invention  made;  but  this  was  not  done.  It  must  be  held,  therefore, 
that  while  Vetter  has  established  a  conception  of  the  invention  of 
count  1  prior  to  Sargent  and  Koch's  entry  into  the  field  in  the  latter 
part  of  1912  he  has  not  established  that  he  was  diligent  at  that  time 
and  subsequently  in  reducing  it  to  practice.  Priority  as  to  this  count 
fihould  have  been  awarded  to  Sargent  and  Koch. 

The  decision  of  the  ExaimneTs-in-Chief  is  affvnaed  as  to  counts  2 
and  S  and  reversed  as  to  count  1  and  priority  as  to  that  count 
awarded  to  Sargent  and  Koch, 


Ex  PARTE  The  Craig  Tractor  Company. 

Bedded  May  26,  1919. 

263  O.  G.,  329. 

Trade-Marks—^Name  of  the  Applicant — Distincttve  Display. 

The  words  "Craig  Tractor,"  in  staggered  relation,  with  a  heavy  black 
line  over  the  word  "Craig"  and  a  heavy  black  line  under  the  fv*st  three 
letters  thereof,  the  bottom  black  line  forming  the  top  of  the  first  letter  ot 
the  word  "  Tractor,"  Held  registrable,  since  the  name  is  distinctively  dis- 
played. 

On  Appeal. 

tbade-kabk  iroR  fark-tbactors. 
Messrs.  Hervey,  Barber  <&  McKee  for  the  applicant. 

Newton,  Com/missioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  tractors  the  words 
"  Craig  Tractor,"  the  words  being  in  staggered  relation,  with  a  heavy 
black  line  over  the  word  "  Craig  "  and  a  heavy  black  line  under  the 
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first  three  letters  of  the  name,  the  bottom  black  line  forming  the 
top  of  the  "  T,"  the  first  letter  of  "  Tractor,"  the  refusal  being  based 
on  the  ground  that  '^  Craig  "  is  a  common  surname  and  that  the  dis- 
play of  it  is  not  sufficient  "to  submerge  the  identity  of  the  word 
Craig." 

The  statutes  do  not  require  that  the  name  be  so  written  as  to  "  sub- 
merge the  identity  of  the  name."  The  statute  only  says,  in  effect, 
that  mere  names  will  not  be  re^stered.  Just  how  much  variation 
from  the  plainly- written  name  will  take  it  into  the  realm  of  regis- 
trability is  difficult  to  say.  As  a  matter  of  fact  the  registration  of 
facsimile  signatures  of  individuals'  names  has  never  been  refused. 
Whether  a  facsimile  signature  "  submerges  the  identity  of  the  name  " 
is  questionable.  To  some  people  it  might,  but  to  the  ordinary  ob- 
server it  would  not. 

Since  the  courts  will  ordinarily  protect  these  names,  it  is  held  that 
the  Office  should  not  require  more  than  the  statute  intended.  It  i3 
apparent  from  the  discussion  of  the  trade-mark  statute  before  its 
passage  that  the  framers  of  the  statute  tried  to  follow  the  prevailing 
trade-mark  practice  at  the  time  the  statute  was  proposed,  and  up 
to  that  time  the  practice  had  been  to  register  marks  of  the  character 
displayed  by  applicant,  and  following  that  practice  it  is  held  that 
applicant's  mark  may  be  registered,  since  the  statute,  fairly  con- 
strued, is  broad  enough  to  permit  it. 

Tlie  decision  of  the  Examiner  of  Trade-Marks  is  overruled. 


Ex  PARTE  Samuel  Cabot,  Inc. 

Decided  June  ft,  1919, 

263  O.  G..  633. 

Tbadb-Mabks — "Ou>  VnoiNiA"  Geographical. 

The  term  ''  Old  Virginia  "  is  geographical,  and  therefore  not  registrable 
as  a  trade-mark. 

On  Appeal. 

TBAOE-MABK   FOR  PAINTS,   OOATINO,   TINTS,  BTa 

Mr.  Ellis  Spear  J  Jr.^  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  "  Old  Virginia,"  for  paints  and  stains,  on 
the  ground  that  "  Old  Virginia  "  is  geographical,  it  being  the  well- 
known  designation  of  the  State  of  Virginia,  the  Examiner  calling 
attention,  further,  to  the  fact  that  "  Old  Virginia  "  is  applied  to  that 
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State  to  distinguish  it  from  West  Virginia,  which  was  cut  off  from 
Virginia. 

Applicant  contends,  in  effect,  that  the  statute  only  provides  for  the 
rejection  of  marks  consisting  of  words  that  are  ^'  merely "  geo- 
graphical and  that  ^^Old  Virginia"  stains,  etc.,  has  a  fanciful  sig- 
nificance in  that  it  conveys  the  idea  of  whitewash  on  old  plantation- 
houses  of  Virginia  in  antebellum  days,  which  had  a  softness  of  tone 
which  has  become  traditional  in  the  South,  and  this  is  the  sense  in 
which  this  term  would  ordinarily  be  construed,  and  cites  the  allow- 
ance of  such  words  as  "  Gibraltar,"  "Aurora,"  etc. 

I  am  inclined  to  think  that  the  Examiner  was  right.  The  geo- 
graphical significance  of  "Old  Virginia"  is  the  prominent  domi- 
nating idea  conveyed  by  those  words.  The  words  may  convey  shades 
of  meaning  different  from  the  geographical;  but  they  are  too  in- 
distinct to  seriously  consider  or  to  form  the  basis  of  an  allowance. 
They  are  not  so  fanciful  as  was  "  Columbia  "  in  the  celebrated  case  of 
Columbia  Mill  Co.  v.  Alcorn  et  al.,  (C.  D.,  1893,  672;  65  O.  Q.,  1916; 
150  U.  S.,  460.)  In  that  case  "Columbia"  was  not  the  ordinary 
name  for  the  United  States  and  might  very  well  have  been  said  to  be 
flhciful,  but  was  held  geographical  by  the  Court  because  the  domi- 
nating prominent  meaning  was  geographical. 

In  ex  parte  A.  8.  Boyle  Compcmy  (126  MS.  Dec,  282)  "Old 
English  "  was  held  to  be  geographical,  and  in  ex  parte  Wm.  T.  Mul- 
likin  Co.,  Inc.  (128  MS.  Dec,  329)  "Old  Dominion"  was  held 
geographical. 

Following  these  decisions,  the  decision  of  the  Examiner  is  affirmed. 


Ex   PARTE   ManGAN    &   Co. 

Decided  May  10,  1919. 

m 

268  O'.  a,  683. 

Teade-Mabks — "  Haibforbver,"  fob  a  Haib-Tonio — ^NoT  DsscmiPTiyB. 

The  term  '*  Halrforever,**  used  as  a  trade-murk  for  a  hair-tonic,  Held 
not  descriptive,  since  the  exclusive  use  of  this  word  would  not  take  away 
from  the  public  any  word  which  it  would  need  in  describing  a  hai  atonic 

On  Appeal. 

TBADE-MABK   FOB  HAIfrTONia 

Mr.  James  H.  Griffin  for  the  applicants. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  "  Hairf orever"  as  a  trade-mark  for  hair- 
tonic,  on  the  ground  that  the  word  indicates  the  effect  of  the  use  of 
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the  tonic,  citing  ex  parte  George  D,  Krusen  cfe  Son^  (129  MS.  Dec., 
16,)  holding  "No  Hair"  not  registrable  for  a  depilatory  prepjira- 
tion,  and  ex  parte  ReiUy^  (114  MS.  Dec.,  380,)  holding  "Everlast- 
ing," for  dyes,  unregistrable. 

Applicant  replies  by  citing  "Footease,"  for  an  instep-supporter, 
(115  MS.  Dec,  248;)  "Holeproof,"  for  hosiery,  (190  Fed.  Rep., 
606,)  etc.,  and  points  out  that  even  though  "  Hairforever  "  is  sug- 
gestive it  is  such  an  exaggeration  that  it  loses  its  descriptive  prop- 
erties, if  it  ever  had  any. 

Applying  the  decision  in  ex  parte  Boyce  et  al.  (C.  D.,  1914,  25; 
199  O.  G.,  617)  to  this  case,  it  is  held— 

the  exclusive  use  of  this  word  leaves  open  to  everybody  else  all  words  useful 
in  describing  any  quality  or  property  pertaining  to  this  particular  class  of 
goods.  * 

It  is  inconceivable  that  any  one  would  attempt  to  describe  any 
quality  or  composition  of  hair-tonic  by  the  word  "  Hairforever,"  and 
it  is  not  believed  that  the  exclusive  use  of  "  Hairforever  "  will  take 
away  from  the  public  any  word  which  it  would  need  or  could  use 
in  describing  its  hair-tonic,  and  for  this  reason  the  word  may  be 
registered. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Ex  PABTE  American  Steel  Foundries. 

Decided  February  23,  1918. 

264  O.  G.,  353. 

Tbade-Mabks — "  Simplex  " — ^Name  of  Ck)RPORATioN. 

The  word  "  Simplex "  Held  properly  refused  registration  as  a  trade- 
mark, in  view  of  the  decision  of  the  court  of  appeals,  on  the  ground  that 
It  is  a  mere  name  of  a  corporation. 

On  Appeal. 

TBADE-ICABK  FOB  BBAKE-RIGOINO,  ETC. 

Messrs.  Wilkinson  cfe  Huxley  for  the  applicant. 

Clay,  Assistant  Comrnissioner: 

The  applicant,  the  American  Steel  Foundries,  a  corporation  of 
New  Jersey,  appeals  from  a  refusal  to  register  its  trade-mark  "Sim- 
plex," for  brake-riggings.  The  refusal  was  based  apparently  on  the 
ground  that  the  mark  consists  merely  in  the  name  of  a  corporation, 
although  the  Examiner  in  terms  specifically  refused  registration  "  on 
the  ground  that  the  mark  is  descriptive,"  calling  attention  to  the 
ruling  in  ex  parte  Simplex  Electric  Heating  Co.j  (123  MS.  Dec,  114.) 
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That  decision  set  forth  that  there  was  of  record  in  this  Office  proof 
of  incorporation  of  a  concern  called  the  "  Simplex  Electric  Heating 
Co."  in  Massachusetts  in  the  year  1902,  and  previous  to  that  there  was 
a  corporation  called  the  "Simplex  Electric  Company,"  incorporated 
March  16,  1895.  This  Office  is  also  informed  of  the  existence  of 
the  Simplex  Electric  Company,  a  firm  in  Boston,  at  least  as  early  as 
October  28,  1890,  which  on  that  date  registered  a  certain  trade-mark 
(No.  18,552)  consisting  of  the  word  "  Simplex,"  for  insulated  wire. 
The  decision  relied  on  by  the  Examiner  goes  on  to  relate  that  the 
Court  of  Appeals  of  the  District  of  Columbia  had  held  in  substance 
that  ^^  Simplex  "  was  the  distinguishing  part  of  the  names  of  those 
corporations  and  that  for  that  reason  the  word  ^'  Simplex  "  was  not 
registerable  as  a  trade-mark.  Wherefore  the  petition  of  the  Simplex 
Electric  Heating  Company  for  instructiofis  to  the  Examiner  of 
Trade-Marks  to  reject  any  application  for  registration  of  "Sim- 
plex "  as  a  trade-mark  was  granted. 

The  present  applicant  shows  that  it  is  the  successor  of  the  Simplex 
Railway  Appliance  Company,  which  was  incorporated  in  Illinois 
on  July  80, 1897,  and,  further,  that  both  the  applicant  and  its  prede- 
cessor, the  Simplex  Railway  Appliance  Company,  have  heretofore 
registered  the  trade-mark  "Simplex" — ^the  applicant  in  1909  for 
car-couplings  (No.  78,260)  and  its  predecessor  in  1911  for  car- 
bolsters,  (No.  81,752.)  In  the  latter  registration  continuous  use  since 
August  1,  1897,  is  claimed,  that  being  the  same  date  claimed  by  the 
present  applicant  for  "  Simplex  "  brake-rigging. 

This  is  an  ex  parte  proceeding.  The  applicant  contends  that  the 
rights  of  the  Simplex  Electric  Heating  Company  should  be  inquired 
into  only  in  an  opposition,  also  that  the  goods  of  the  applicant  are 
clearly  distinguished  from  all  products  of  the  Simplex  Electric 
Heating  Company,  and  that  the  word  "  Simplex  "  has  a  wide  and 
varied  use,  both  as  a  trade-mark  and  as  the  name  of  a  corporation. 
The  applicant  also  asserts  that  the  Simplex  Electric  Heating  Com- 
pany does  not  have  the  exclusive  right  to  the  use  of  the  word  "  Sim- 
plex "  as  its  name  because  of  the  universal  adoption  and  use  of  the 
same  word  by  many  other  companies.  These  contentions  may  all 
be  sound ;  but  if  it  may  be  said  that  the  word  "  Simplex  "  is,  in  the 
language  of  the  statute,  "  merely  the  name  of'  *  *  *  a  corpora- 
tion," which  the  court  has  held  to  be  the  case,  then  it  is  entirely  im- 
material whether  the  goods  of  the  parties  are  similar  or  not.  The 
statute  at  this  point  makes  no  reference  whatever  to  the  goods  for 
which  the  name  is  used  as  a  trade-mark.  It  is  probably  true,  as 
argued,  that  there  is  no  real  ground  for  refusing  registration  of 
any  mark  except  the  single  ground  that  to  do  so  would  invade  the 
rights  of  somebody  else;  but  I  see  no  escape  from  the  conclusion 
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that  to  register  ^^ Simplex"  as  a  trade-mark  fof*  brake-rigging  (or 
for  strawberry  jam  or  any  goods  whatever)  would  invade  the  rights 
of  the  Simplex  Electric  Heating  Company,  because  that  corporation 
has  the  sole  right  to  use  its  name  in  trade. 

The  contention  that  the  public  previously  had  such  rights  in  the 
word  "  Simplex  "  that  the  Simplex  Electric  Heating  Company  could 
not  lawfully  have  appropriated  the  name  to  itself  as  its  own  was 
fully  developed  in  Simplex  Electric  Heating  Company  v.  Ramey 
Co.,  (C.  D.,  1916,  74;  282  O.  G.,  1269,  at  page  1261,)  and,  indeed,  it 
is  therein  mentioned  that  there  had  been  a  previous  ^^  Simplex  " 
company — namely,  the  Simplex  Machine  Company,  incorporated  in 
New  York  in  1884.  Nevertheless  the  court  of  appeals  reversed  that 
decision  (C.  D.,  1917, 197;  248  O.  G.,  798;  46  App.  D.  C,  400;  and  7 
T.  M.  R.,  266)  and  apparently  intimated  by  silence  that  in  view  of 
the  statute  it  made  no  difference  whether  the  Simplex  Electric  Heat- 
ing Company  had  a  right  to  adopt  and  segregate  the  name. 

Verbally  it  is  argued  that  the  court,  having  taken  such  particular 
pains  to  show  that  the  goods  of  the  parties  in  that  case  were  similar 
enough  to  cause  confusion,  indicates  that  the  court  considered  the 
trade  to  be  material  to  the  question  of  use  of  a  corporation's  name ; 
but  that  discussion  was  directed  to  another  ground  of  rejection 
in  that  case  and  not  to  the  matter  of  the  corporate  name.  I  am  in- 
clined to  agree  with  this  applicant's  contention  that  the  ^'mere 
name"  referred  to  in  the  statute  means  a  name  to  which  the  cor-* 
poration  has  some  claim  as  to  its  own  property;  but,  as  I  under- 
stand it,  the  court  has  held  that  this  is  the  case  with  "  Simplex  " — 
the  name  of  the.  Simplex  Electric  Heating  Company. 

Therefore  under  the  cov/rfs  construction  of  the  wording  of  the 
statute  the  applicants  mark  must  he  refused  registration^  and  the 
Examiner's  ruling  is  sustained. 


Ex  PARTE  PrOUTT. 

Decided  June  9, 1919. 

264  O.  a,  533. 

AppLiCATioir — Renewal — ^Applicawt  Not  Bound  by  Election  in  Original  Ap- 
plication. 

Held  that  '*  an  appUcant  may  ordinarily  make  a  new  election  in  a  renewal 
application  and  prosecute  claims  to  a  species  other  than  that  originally 
elected,  provided,  of  course,  that  such  species  is  fully  disclosed  in  the  ori|^- 
nal  application.** 

On  Petition. 
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8PEEI>'INDICATINa   DEVICE. 

Messrs.  Sheridan^  Sheridan  cfe  Smith  for  the  applicant. 
Newton,  dmrndssioner: 

This  is  a  petition  that  applicant  be  allowed  to  prosecute,  in  a  re- 
newal application,  claims  to  a  specific  form  of  the  invention  other 
than  the  species  covered  by  the  claims  originally  allowed  in  the  ap- 
plication that  became  forfeited. 

The  question  relates  to  the  merits  and  should  be  determined  on 
appeal ;  but  in  view  of  the  fact  that  the  petition  has  been  filed  and  in 
order  not  to  delay  the  matter,  which  does  not  appear  to  have  been 
heretofore  adjudicated,  the  petition  will  be  considered. 

Section  4897,  Revised  Statutes,  referring  to  renewal  applications, 
says: 

Any  person  •  •  •  shall  have  a  right  to  make  an  application  for  a  patent 
for  such  invention  or  discovery  the  same  as  in  the  case  of  an  original  application. 

And  Bule  175  reads : 

Wh«i  the  patent  has  been  withheld  by  reason  of  nonpayment  of  the  final  fee, 
any  person,  whether  inventor  or  assignee,  who  has  an  interest  in  the  invention 
for  which  the  patent  was  ordered  to  issue  may  file  a  renewal  of  the  application 
for  the  same  Invention ;  but  any  renewal  application  must  be  made  within  two 
years  after  the  allowance  of  the  original  application.  Upon  the  hearing  of  the 
new  appUcation  abandonment  will  be  considered  as  a  question  of  fact 

The  expressions  ^'such  invention''  and  '^same  invention"  in  the 
statute  and  the  rule  apparently  cannot  be  construed  to  mean  the 
exact  invention  specified  in  the  claims,  as  allowed,  for  in  the  reissue 
statute  (sec.  4916)  this  expression  '^  same  invention  "  is  used  in  a  simi- 
lar sense,  and  it  has  been  held  proper  to  reissue  with  process  claims 
original  patents  having  only  apparatus  claims,  as  in  m  r^  Herovlt^ 
(C.  D.,  1907,  521 ;  127  O.  G.,  8217;  29  App.  D.  C,  42,)  for  illustration. 

In  Bowers  v.  San  Francisco  Bridge  Co.  (69  Fed.  Rep.,  640)  it  was 
held  that  the  renewal  application  was  not  limited  to  what  was  allowed 
in  the  first  application. 

Renewal,  divisional,  substitute,  and  continuing  applications  are 
analogous  in  that  they  require  a  new  fee.  Applicant  having  paid  a 
renewal  fee  is  entitled  to  a  new  examination,  and  it  is  immaterial,  so 
far  as  the  work  done  by  the  Patent  Office  is  concerned,  whether  the 
application  is  presented  as  a  divisional,  a  substitute,  or  as  a  renewal 
application. 

It  must  therefore  be  held  that — 

an  ig;>plicant  may  ordinarily  make  a  new  election  in  a  renewal  application  and 
prosecute  claims  to  a  species  other  than  that  originally  elected,  provided,  of 
course,  that  such  species  is  fnUy  disclosed  in  the  original  application. 

The  petition  is  granted. 
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Ex  PARTE  Ellis. 

Decided  June  20,  1919. 

264  O.  G.,  863. 

Application — Continuation  in  Pabt — No  Indorsement  on  the  File-Wsapfeb. 
When  an  application  is  filed  which  is  a  continuation  in  part  only  of  a 
prior  application,  no  indorsement  should  be  placed  on  the  file- wrapper. 
Such  an  indorsement  should  be  placed  thereon  only  when  the  application 
is  a  division  or  a  continuation  of  or  substitute  for  a  previously-filed  appli- 
cation. 

On  Petition. 

binding  agent  and  method  of  making  same. 
Mr.  A.  B.  Foster  for  the  applicant. 

Newton,  Cammiaaioner: 

This  is  a  petition  requesting  that  the  Examiner  be  instructed  to 
indorse  "  continuation  in  part "  on  the  file-wrapper  of  this  applica- 
tion, so  that  the  statement  will  appear  in  the  printed  heading  of  the 
patent. 

Order  No.  2071,  on  which  the  petition  is  based  is  as  follows: 

When  an  application  is  filed  which  in  the  opinion  of  the  Examiner  is  a  con- 
tinuation of,  or  a  substitute  for,  a  previously  filed  application,  the  Examiner 
will  not  require  applicant  to  insert  a  reference  to  the  prior  application  in  the 
specification,  it  being  regarded  as  sufficient  if  this  reference  appears  some- 
where in  the  record  of  the  application.  The  Examiner  will  make  the  appro- 
priate entry  upon  the  face  of  the  file-wrapper.  The  heading  of  the  printed  pat- 
ent will  conform  to  this  entry. 

There  seems  to  be  no  question  but  that  this  application  is  a  "  con- 
tinuation in  part "  only  of  applicant's  prior  cases  and  the  specifica- 
tion of  the  instant  case  contains  a  statement  that  this  application 

"  contains  matter  derived  from  my  copending  applications  Serial  No. 

*    *    *  n 

The  practice  is  well  established  by  the  foregoing  order  that,  when 
an  application  is  filed  which  in  the  opinion  of  the  Examiner  is  a 
division  or  continuation  of  or  a  substitute  for  a  previously-filed  ap- 
plication, the  Examiner  will  make  the  appropriate  entry  on  the  face 
of  the  file-wrapper,  and  this  entry  will  be  subsequently  printed  as  a 
part  of  the  heading  of  the  patent  when  issued. 

It  will  be  noted  that  applicant  has  already  stated  in  the  body  of  the 
specification  that  this  application  is  a  "  continuation  in  part  ^  of  the 
prior  cases.  It  only  becomes  important  then  to  make  the  appropriate 
indorsement  on  the  file-wrapper  in  order  that  the  Assignment  Di- 
vision of  this  Office  may  attach  to  the  continuation  any  assignments 
that  have  been  made  of  the  prior  applications;  but  applicant  has  not 
assigned  all  the  invention  of  the  present  application,  and  if  this  ap- 
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plication  results  in  a  patent  the  patent  should  not  issue  to  the  as- 
signee of  the  parent  cases,  even  though  a  request  is  embodied  in  the 
assignment  of  the  prior  cases  that  the  patent  issue  to  the  assignee, 
because  the  present  application  contains  matter  not  disclosed  in  the 
prior  cases,  and  therefore  not  assigned  by  the  assignment  in  the  prior 

Applicant  has  called  attention  to  other  patents  wherein  "  continua- 
tion in  part "  was  indorsed  on  the  file- wrapper,  and  hence  printed  in 
the  heading  of  the  patent,  and  I  find  that  there  is  some  confusion  in 
the  practice  of  the  Office  in  making  these  indorsements. 

The  Examiner  in  his  statement  suggests  that  applicants  be  required 
to  state  which  claims *cover  matter  in  the  prior  case  and  which  cover 
the  new  matter;  but  to  follow  this  suggestion  would  result  in  more 
or  less  controversy  between  applicants  and  the  Office,  and  the  re- 
sultant benefit  obtained  therefrom  would  not  warrant  the  work  re- 
quired. It  is  believed  to  be  sufficient  to  put  the  public  on  notice  that 
the  present  application  is  a  "  continuation  in  part "  of  the  prior  ap- 
plications, leaving  it  to  be  determined  when  necessary  what  matter  is 
disclosed  in  the  prior  cases  and  what  matter  is  new  to  those  dis- 
closures. 

It  follows  from  the  foregoing  that  the  proper  practice  to  follow 
is  to  make  the  appropriate  indorsement  on  the  face  of  the  file-wrap- 
per only  when  an  application  is  a  division,,  a  continuation  of,  or  sub- 
stitute for  a  prior  case.  When  the  application  is  a  "  continuation  in 
part"  only,  some  statement  to  that  effect  should  be  required  in  the 
specification  of  the  application,  but  no  indorsement  should  be  made 
on  the  file-wrapper. 

Applicant's  petition  is  denied. 


Ex  PARTE  Weber  and  Woodford, 

Decided  July  5,.  1919. 
264  O.  G..  863. 

1.  AlPplication — Claims    Copied   from    Patent — ^Time    Limit   foe   Reply   oi 

Appeal. 
Where  claims  copied  from  a  patent  are  rejected  for  any  reason,  the 
Examiner  should  set  a  time  limit  for  reply  or  appeal,  and  a  similar  limit 
should  be  set  by  the  Ezaminers-in-Chief  where  the  rejection  is  affirmed. 

2.  Same — Saiod — ^Declabation  op  Intebfebence. 

Where  some  of  the  claims  copied  from  a  patent  are  found  allowable, 
but  others  not,  the  interference  should  be  promptly  declared  without  wait- 
ing to  determine  the  applicant's  right  to  the  rejected  claims. 

Petition  for  rehearing. 
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CONVETEB  SYSTEM. 

Mr,  Paul  Carpenter  for  the  applicants. 

Whitehead,  First  Assistant  Commissioner: 

A  petition  has  been  filed  in  this  case  for  a  rehearing  of  the  appeal 
which  was  decided  June  22, 1918. 

Obviously  if  there  was  thought  to  be  a  manifest  error  in  that  deci- 
sion a  petitio^  for  rehearing  should  have  been  filed  promptly  and 
not  have  been  delayed  until  the  end  of  the  year  thereafter.  How- 
ever, the  petition  has  been  considered,  but  no  reason  is  found  for 
changing  the  decision  heretofore  rendered. 

The  petition  is  accompanied  by  an  amendment  canceling  the 
claims  as  to  which  tho  decision  of  the  Examiners-in-Chief  was 
affirmed,  and  the  Examiner  is  directed  to  enter  that  amendment  and 
take  such  further  action  as  the  condition  of  the  case  requires. 

It  appears  from  the  record,  although  attention  was  not  called  to 
that  fact  either  in  the  Examiner's  statement  or  in  the  brief  on  the 
appeal,  that  claims  were  copied  from  certain  prior  patents,  and  it 
was  alleged  that  the  invention  covered  by  these  claims  was  disclosed 
in  a  prior  application  of  these  applicants,  the  filing  date  of  which 
was  prior  to  the  filing  date  of  the  applications  upon  which  the 
patents  were  granted.  No  other  evidence  of  invention  prior  to  the 
filing  dates  of  the  applications  on  which  the  patents  were  granted 
was  offered. 

In  all  cases  where  claims  which  are  copied  from  a  patent  are  re- 
fused on  any  ground  the  withdrawal  or  overruling  of  which  would 
lead  to  an  interference  with  the  patent  the  Examiner  should  set  a 
time  limit  for  reply  or  appeal,  as  is  done  under  Rule  96  when  claims 
are  suggested  for  the  purpose  of  interference.  If  on  appeal  the  de- 
cision is  affirmed,  a  similar  time  limit  should  be  set  by  the  Examin- 
ers-in-Chief .  Such  a  time  limit  should  also  be  set  where  claims  are 
rejected  on  a  prior  patent  on  the  ground  thaU  the  applicant  can 
make  certain  claims  thereof  and  can  establish  his  right  to  a  patent 
only  by  an  interference.  {Em  parte  Card  and  Card^  C.  D.,  1904,  883 ; 
112  O.  G.,  499.)  It  is  obviously  only  fair  to  the  patentee  that  the 
question  whether  there  is  to  be  an  interference  be  decided  promptly, 
and  where  the  applicant  is  seeking  such  an  interference  he  cannot 
complain  if  he  is  required  to  act  promptly  in  establishing  his  right 
thereto. 

For  the  same  reason  when  some  of  the  claims  which  are  copied 
from  a  patent  are  found  to  be  allowable  to  the  applicant,  but  others 
not,  the  interference  should  be  declared  without  waiting  to  deter- 
mine the  applicant's  right  to  the  remaining  claims.  If  necessary 
the  applicant  can  bring  up  that  question  by  motion  under  Rule  109. 
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In  the  present  case  if  the  allowance  of  certain  claims  by  the  Ex- 
aminers-in-Chief  necessitated  the  declaration  of  an  interfesence  it 
should  have  been  declared  promptly  thereafter.  As  it  is  more  than 
two  years  have  elapsed  since  their  decision. 

The  petition  for  rehearing  is  denied. 


Ex   PARTE   HeINZB. 

Decided  July  18,  1919. 
265  O.  a,  145. 

Additionai.  Oath — Unbeasonable  Delay  in  Filing  Application — Delay  op 
Five  Weeks. 
Five  weeks  in  addition  to  the  time  which  may  naturally  be  expected  to 
be  required  in  transmitting  the  papers  by  mail  to  the  Patent  Office  will  not 
be  considered  such  an  unreasonable  time  for  filing  an  application  after 
the  execution  of  the  oath  as  to  require  an  additional  oath  under  Rute  46. 
{Ex  parte  Branruk,  0.  D.,  1901,  282;  97  O.  G.,  2533,  modified.) 

On  Petition. 

tubbine  construction. 

Messrs.  Bradford^  Morrill  <&  Biemum  for  the  applicant. 

Newton,  Com/missioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  re- 
quiring an  additional  oath  in  this  case  under  the  provisions  of  Rule 
46,  on  the  ground  that  the  application  was  not  filed  within  a  reason- 
able time  after  the  execution  of  the  original  oath. 

The  record  shews  that  the  application  was  filed  in  the  Patent 
Office  thirty-five  days  after  the  oath  was  executed.  This  was  not 
regarded  as  being  within  a  reasonable  time  under  the  practice  an- 
nounced in  ex  parte  Bramuij  (C.  D.,  1901,  232;  97  O.  G.,  2588.) 

To  make  absolutely  certain  the  facts  regarding  public  use  and  sale, 
publication  of  the  invention,  and  prior  patentiAg  which  are  required 
to  be  set  forth  in  the  oath,  it  would  be  necessary  to  execute  the  oath 
the  same  day  the  application  is  filed ;  but  this  would  be  impractical 
in  many  instances,  as,  for  example,  where  the  inventor  resides  at  a 
distance  from  the  Patent  Office. 

It  is  desirable  that  an  application  be  filed  promptly  after  the 
execution  of  the  oath,  and  in  a  great  majority  of  cases  the  attorneys 
are  able  to  do  so  without  being  inconvenienced.  It  frequently  occurs 
that  the  allowance  of  applications  otherwise  in  condition  for  allow- 
ance is  delayed  by  correspondence  relating  to  the  filing  of  an  addi- 
tional oath,  with  possibly  a  petition  that  the  requirement  be  waived, 
all  of  which  imposes  additional  labor  both  upon  the  Office  and  upon 
the  attorney. 
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The  numerous  instances- in  which  the  requirement  for  an  addi- 
tional oath  is  made,  on  the  ground  that  the  application  was  not  filed 
within  a  reasonable  time  after  the  execution  of  the  oath,  and  the 
numerous  petitions  that  are  brought  asking  that  the  requirement  be 
waived  indicate  that  the  time — ^three  weeks  plus  the  time  ordinarily 
required  for  transmitting  the  papers — ^is  not  long  enough  and  should 
be  extended. 

The  decision  in  the  case  of  ex  parte  Brarma^  supra^  is  therefore 
modified  to  the  extent  that  five  weeks  in  addition  to  the  time  which 
muy  naturally  he  expected  to  he  required  in  transmitting  the  papers 
hy  TuaU  to  the  Patent  Ofice  vnll  not  be  considered  such  am,  vmrea- 
sonahle  time  for  filing  an  application  after  the  execution  of  the  oath 
as  to  require  an  additional  oath  under  Rule  Jlfi^  a/nd  to  the  extend 
indicated  the  petition  is  granted. 


Erickson  and  Erickson  V,  Dy8©n, 
Decided  January  21, 1918. 

m 

265  O.  G.,  146. 

1.  Intebfebence — Priority — Diligence. 

Conceding  that  E.  and  E.  conceived  the  invention  before  D.  reduced  the 
invention  to  practice  by  filing  an  application  on  May  IS,  1905,  they  were 
lacking  in  diligence  where  nothing  was  being  done  at  the  time  D.  entered 
the  field  except  the  tentative  mailing  of  Patent  Ofiice  drawings  and  where 
the  case  was  put  in  the  hands  of  first  one  party  and  then  another  and  an 
application  was  finally  prepared  without  any  claims  and  turned  over  to  the 
attorneys  of  record,  who  prepared  and  filed  the  complete  application. 

2.  Same — Same — Reduction  to  Practice. 

The  construction  of  a  device  which,  while  not  lacking  entirely  in  utiUty, 
fails  to  overcome  the  very  difficulties  for  which  It  was  designed  does  not 
constitute  a  reduction  to  practice. 

Appeal  from  Examiners-in-Chief . 

TEUEPHONE  SYSTEM. 

Messrs.  Bulkley  dk  Swenarton  and  Mr.  E.  D.  Poles  for  Erickson 
and  Erickson. 
Mr.  Gurtis  B.  Camp  for  Dyson. 

Whitehead,  Pirst  Assistant  Commissioner: 

This  is  an  appeal  by  Erickson  and  Erickson  from  a  decision  of 
the  Examiners-in-Chief  affirming  the  decision  of  the  Examiner  of 
Interferences  awarding  priority  to  Dyson. 

The  Examiner  of  Interferences  has  set  out  at  some  length  the  gen- 
eral characteristics  of  the  automatic  telephone  systems  to  which  thia 
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invention  relates.  After  stating  that  at  first  each  line  had  been 
provided  with  a  first-selector  switch  at  the  central  station  and  that 
afterward  it  was  found  practicable,  in  order 'to  reduce  the  number 
of  switches,  to  divide  the  substation  into  groups  and  to  assign  to  each 
group  a  number  of  first-selector  switches  and  to  provide  each  line 
with  a  line-switch,  by  means  of  which  the  calling  subscriber  may  get 
control  of  any  available  first  selector,  he  points  out  that  the  invention 
here  in  issue  relates  to  such  a  system  in  which  the  wipers,  by  which 
the  connection  is  extended  to  an  idle  first-selector  switch,  remained  at 
the  position  assumed  in  the  making  of  the  call  until  another  call  is 
made  over  the  same  line  instead  of  always  starting  from  and  return- 
ing to  a  common  normal  position. 

The  invention  is  set  out  in  eleven  counts,  of  which  count  8  is  illus- 
trative : 

8.  An  automatic  telephone  system,  including  telephone  lines,  a  calling  tele- 
phone line,  selectors  at  the  exchange  for  use  in  interconnecting  lines,  less  In 
number  than  the  number  of  lines,  a  progressive  switch  at  the  exchange,  multiple 
contacts  of  selectors  at  said  switch,  contacts  individual  to  said  calling  line  at 
said  progressive  switch,  mechanism  responsive  to  a  preliminary  impulse  trans- 
mitted over  said  calling  line  to  electrically  connect  said  in4ividual  contacts,  to 
multiple  contacts  of  an  idle  selector,  whereby  said  calling  line  is  operatively 
associated  with  said  selector,  means  for  electromagnetically  adjusting  said 
selector  in  establishing  connection-  from  said  line  to  a  called  line,  a  connector 
for  subsequent  operation  responsive  to  said  means,  to  connect  directly  with 
the  called  line,  a  contact  for  said  selector  serving  to  protect  the  talking  circuit 
when  established  against  intrusion,  a  trunk  release  circuit  at  the  exchange, 
means  for  alt;ering  the  electrical  condition  of  said  contact  to  render  said  cir- 
cuit effective  when  disconnection  is  desired,  and  release  means  for  said  calling 
line  to  operatively  dissociate  said  line  from  said  selector  while  maintaining 
said  switch  in  its  antecedent  progressive  position. 

Dyson  does  not  claim  to  have  reduced  the  invention  to  practice 
prior  to  his  filing  date.  The  Examiner  of  Interferences  found  that 
he  had  established  a  disclosure  of  the  invention  on  January  5  and 
January  14, 1905.  He  further  foun^  that  Erickson  and  Erickson  had 
not  established  a  conception  of  the  invention  prior  to  Dyson's  date 
of  conception  or  even  prior  to  Dyson's  filing  date.  In  reaching  this 
conclusion  he  found  that  a  certain  switch  tested  by  Erickson  and 
Erickson  and  referred  to  in  the  record  as  the  "Erickson  second 
specimen"  was  of  no  practicable  utility,  and  therefore  the  making 
of  this  switch  in  1904  did  not  establish  a  conception  of  the  invention, 
much  less  a  reduction  to  practice.  He  further*  found  that  the 
testimony  as  to  the  making  of  certain  sketches  by  Erickson  and 
Erickson  was  so  uncertain  and  so  contradictory,  especially  the  testi- 
mony as  to  when  certain  changes  were  made  in  the  Patent  Office 
drawings,  as  not  to  establish  even  a  conception  by  Erickson  and 
Erickson  before  Dyson's  filing  date.    The  Examiners-in-Chief  held 
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that  whatever  Ericks^n  and  Erickson  did  prior  to  Dyson's  filing 
date  amounted  to  nothing  more  than  an  abandoned  experiment 
and  that  they  were  lacking  in  diligence  at  the  time  Dyson  entered, 
the  field  and  thereafter. 

No  error  is  found  in  the  holding  of  the  Examiner  of  Interferences 
that  Dyson  has  established  a  conception  and  disclosure  of  the  inven- 
tion in  January,  1905. 

The  principal  question  in  the  case  is  as  to  the  Erickson  second 
specimen.  This  device  is  alleged  to  have  been  built  and  tested  in  the 
summer  of  1904.  The  Examiner  of  Interferences,  after  fully  dis- 
cussing the  testimony  with  reference  to  this  device,  held  that  it  was 
of  no  practical  utility  for  the  following  reasons : 

First.  A  call  over  any  telephone-line  of  a  group  will  lock  out  and 
render  inoperative,  either  as  calling  or  called  lines,  all  other  lines  of 
the  same  group  in  whieh  the  line-switch  wipers  happen  to  be  asso- 
ciated with  multiple  contacts  of  the  first  selector  appropriated  by 
the  calling  line.  The  locked-out  lines  will,  however,  be  put  in  con- 
nection with  the  talking-circuit,  so  that  any  subscriber  whose  line  is 
lodked  out  may  listen  in. 

Second.  The  replacement  of  the  receiver  of  any  one  of  the  above- 
mentioned  ^'  locked  out "  subscribers  will  release  the  switches  and 
interrupt  the  conversation  between  the  subscribers  whose  connection 
had  been  properly  established. 

Third.  An  attempt  to  call  any  line  of  a  group  will  result  in  the 
operation  of  the  cut-off  relays  of  all  other  lines  of  that  group  the 
line-switches  of  whi^  stand  in  association  with  the  multiple  contact 
of  the  particular  first  selector  whose  trunk-terminals  are  at  the  time 
in  contact  with  the  line-switch  wipers  of  the  called  line,  and  Jbhe  ring- 
ing-current intended  for  the  desired  line  is  equally  effective  in  ring- 
ing all  the  others  of  the  above-mentioned  lines,  whose  subscribers 
may  answer,  but  will  be  unable  to  secure  a  connection  during  the 
continuance  of  the  connection  thus  established. 

On  behalf  of  Erickson  and  Erickson  it  is  not  denied  that  there 
would  be  this  tnouble  with  the  use  of  the  second  specimen;  but  it 
is  contended  that  this  does  not  show  a  lack  of  conception  of  the 
invention  or  a  reduction  to  practice  thereof  by  Erickson  and  Erick- 
son, since  the  device  is  not  entirely  lacking  in  utility. 

In  support  of  this  contention  it  is  pointed  out  that  with  party- 
lines  when  one  party  is  called  all  tKe  other  parties  on  the  line  may 
listen  in  and  that  when  the  bell  of  one  party  is  rung  the  bells  of  all 
the  other  parties  on  the  line  are  rung,  and  that  therefore  this  system 
would  have  been  of  use  at  least  with  such  party-lines. 

The  obvious  answer  to  this  is  that  it  was  not  intended  for  such 
use.  It  was  designed  to  make  the  proper  connections  between  a 
calling  line  and  a  called  line  and  to  avoid  some  of  the  very  difficul- 
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ties  which  it  is  admitted  this  would  create.  Furthermore,  one  of  the 
difficulties — namely,  that  if  any  of  the  subscribers  who  had  listened 
in  replaced  his  receiver  the  switches  would  be  released  and  the  con- 
versation interrupted — ^is  not  true  of  an  ordinary  party-line.  Any 
of  the  parties  on  the  line  may  listen  in;  but  when  he  replaces  his 
receiver  he  does  not  cut  off  the  connection  between  the  calling  and 
the  called  subscriber. 

The  testimony  as  to  the  sketches  which  were  made  and  the  prep- 
aration of  the  Patent  Office  drawings  and  the  time  when  certain 
changes  were  made  therein  is  too  uncertain  to  establish  that  they 
were  made  before  Dyson's  filing  date.  Admittedly  certain  drawings 
had  been  made  as  early  as  January  25, 1905 ;  but  it  is  not  established 
whether  certain  changes  which  were  made  therein  were  made  before 
or  after  Dyson's  filing  date. 

It  must  be  held,  therefore,  that  Erickson  and  Erickson  have  not 
established  either  a  reduction  to  practice  or  a  conception  of  the  inven- 
tion prior  to  Dyson's  filing  date. 

But  even  if  it  be  held  that  they  have  established  a  conception  prior 
to  Dyson's  filing  date  or  even  prior  to  Dyson's  date  of  conception 
they  have  not  established  diligence  in  reducing  the  invention  to  prac- 
tice. At  the  time  that  Dyson  entered  the  field  nothing  was  being 
done  by  Erickson  and  Erickson  other  than  a  tentative  making  of 
Patent  Office  drawings.  The  case  was  put  in  the  hands  of  first  one 
party  and  then  another,  and  an  application  was  finally  prepared 
without  any  claims  and  turned  over  to  the  attorneys  of  record,  who  • 
then  prepared  the  complete  application. 

The  case  is  clearly  distinguishable  from  that  of  O^ConneU  v. 
Schmidt  (C.  D.,  1906,  662;  122  O.  G,,  2065;  27  App.  D.  C,  77^ 
which  is  cited  by  the  appellants.  There  the  court  found  that  the 
party  had  almost  reduced  the  invention  to  practice  and  that  if  one 
of  his  models  had  been  tested  it  would  have  amounted  to  a  reduction 
to  practice,  but  that  such  a  test  would  not,  according  to  the  wit- 
ne^^es  who  were  experts  in  the  art,  have  given  them  any  more  knowl- 
edge of  the  invention ;  that  he  had  placed  the  invention  before  Jthose 
who  were,  under  certain  conditions,  ^ititled  to  patent  it  and  urged 
that  the  application  be  filed.  In  the  present  case  the  second  speci- 
men was  not  operative  for  the  purpose  for  which  it  was  intended. 
The  device  could  not  have  been  taken  up  by  others  and  successfully 
operated  without  further  invention.  In  fact,  it  would  apparently 
appear  that  if  Erickson  and  Erickson  had  made  complete  tests  the 
difficulties  which  are  now  found  to  be  inherent  in  the  second  speci- 
men would  have  been  discovered. 

The  dec^ision  of  the  Examiners-in-Chief  is  affirmed. 
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Parker  v.  Craft  and  Reynolds. 

Decided  AprU  2^  1918. 
265  O.  G.,  305. 

1.  Interference — Informality  in  Declaration. 

Where  an  interference  was  declared  between  a  patent  and  an  applica- 
tion, the  issue  being  the  claims  of  the  application,  which  were  slightly 
broader  than  the  claims  of  the  patent  in  that  they  omitted  a  certain  lim- 
itation, but  were  not  patentably  different  therefrom,  Held  that  there  was 
no  informality  in  the  declaration  of  the  interference. 

2.  Same — Right,  to  Make  Claims. 

Where  one  of  the  counts  of  the  issue  in  interference  called  for  a  soft- 
iron  pole-piece  and  a  hardened-steel  bar  welded  together  end  to  end  and 
the  specification  of  the  application  did  not  state  that  the  parts  were  so 
welded  and  the  construction  could  not  be  inferred  from  the  drawing,  Held 
that  the  applicant  could  not  make  the  claim. 

8.  Same — pATftNTABiLiTY — Welded  Pole-Piece. 

a  claim  for  a  permanently-magnetized  steel  bar  and  a  soft-iron  pole- 
piece  welded  thereto  Held  not  patentable  in  view  of  the  prior  art. 

Appeal  from  Examiners-in-Chief. 

TELEPHONE  RECEIVER. 

Mr.  Frederick  B.  Parker  pro  se. 

Mr.  De  Witt  C.  Tanner  and  Mr.  J  ohm,  O.  Roberta  for  Craft  and 
.Reynolds. 

Newton,  Conmiissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Law  Examiner  dissolving  this  interfer- 
ence on  the  grounds^  first,  informality  in  the  declaration;  second, 
holding  that  count  1  is  unpatentable  and  that  Parker  has  no  right 
to  make  count  2. 

The  counts  are  as  follows: 

1.  a  permanently  magnetized  steel  bar  and  a  soft  iron  pole-piece  welded 
thereto. 

2.  A  soft  iron  pole-piece  and  a  hardened  steel  bar  welded  together  end  to  end. 

Craft  and  Reynolds,  who  are  patentees,  have  no  claims  exactly 
in  the  words  of  the  counts.    Their  claims  1  and  2  are  as  follows : 

1.  In  a  magnet  system  for  telephone  receivers,  a  permanently  magnetized 
steel  bar  and  a  soft  iron  pole-piece  welded  thereto. 

2.  In  a  magnet  system  for  telephone  receivers,  a  soft  iron  pole-piece  and  a 
*  hardened  steel  bar  welded  together  end  to  end. 

The  informality,  if  there  is  any,  consists  in  declaring  an  inter- 
ference  between  claims  that  are  not  precisely  the  same.  The  intro- 
ductory clause — ^"In  a  magnet  system  for  telephone  receivers" — is 
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not  in  Parker's  claims,  and  it  would  be  new  matter  if  it  was  inserted 
therein. 

There  has  been  considerable  discussion  in  this  case  as  to  whether 
or  not  an  introductory  clause  changes  the  real  meaning  of  the  claim. 
Without  going  into  an  academical  discussion  of  this  point  it  may  be 
remarked  that  the  claims  involved  are  only  word  pictures  of  the 
mechanisms  they  represent.  They  can  never  be  the  same  thing  as 
the  actual  mechanisms.  We  have  not  enough  words  in  the  language 
to  depict  the  exact  shades  of  meaning  that  would  exactly  represent 
the  mechanism  for  which  a  word  claim  stands;  but  every  word 
gives  a  shade  of  its  own  to  the  word  picture,  and  while  an  intro- 
ductory clause  may  not  import  any  definite  element  into  a  claim 
it  is  only  common  sense  to  read  into  the  claim  the  shade  of  meaning 
that  is  conveyed  by  the  introductory  clause.  I  accept,  therefore, 
the  clause  "In  a  magnet  system  for  telephone  receivers"  to  mean 
just  what  it  says,  and  give  it  weight  in  considering  the  counts.  I 
do  not  read  into  that  clause  any  limitation  that  will  make  Craft 
and  Keynolds's  claims  patentably  different  from  Parker's  claims ;  but 
it  is  not  necessary  that  the  claims  be  identically  the  same  to  author- 
ize an  interference.  Indeed,  before  the  practice  announced  in  Ham- 
mond V.  Hart  (C.  D.,  1898,  52;  83  O.  G.,  743)  was  instituted  it  was 
the  custom  to  declare  interferences  between  narrow  and  broad  claims, 
and  there  was  no  more  confusion  engendered  than  takes  place  under 
the  Hammond  v.  Hart  practice.  Under  the  old  practice,  however, 
it  was  very  essential  that  one  count  of  the  issue  should  be  as  broad 
as  the  broadest  patentable  claim  of  either  application.  So  long  as 
this  rule  was  observed  there  was  nothing  to  prevent  a  proper  deter- 
mination of  the  question  of  priority.  In  the  present  case  the  counts 
which  are  Parker's  claims  are  broader  than  Craft  and  Reynolds's 
claims.  Under  all  the  circumstances,  therefore,  of  the  close  approxi- 
mation of  the  parties'  claims  to  each  other,  there  being  no  patentable 
difference  between  them,  together  with  the  fact  that  the  counts  are 
as  broad  as  the  claims  of  either  party,  there  should  be  no  teason  why 
any  relevant  testimony  of  either  party  should  not  come  under  the 
broad  issues  and  properly  try  out  the  question  of  priority,  and  the 
motion  to  dissolve  on  this  ground  should  be  overruled. 

Count  1  calls  for  the  permanently-magnetized  steel  bar  and  the 
soft-iron  pole-piece  welded  thereto.  This  does  not  mean  electrically 
welded.  In  fact,  this  claim  as  it  originally  appeared  in  Craft  and 
Reynolds's  application  had  "  electrically  welded,"  and  "  electrically  " 
was  canceled.  Parker's  specification  does  not  emphasize  the  weld- 
ing.   Indeed,  it  only  states — 

If  it  Is  desired  that  the  magnets  shall  be  provided  with  soft  iron  pole-pieces,  this 
may  be  done  by  casting,  welding,  or  forging  the  soft  iron  on  to  the  ends  of 
the  magnets,  etc. 
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In  other  words,  Parker's  original  specification  was  indifferent  as 
to  whether  the  pole-pieces  were  cast  together,  welded,  or  forged. 

The  references  Bunnell,  No.  226,485,  and  Stevens,  No.  735,168, 
show  every  feature  of  count  1  except  that  the  soft  pole-pieces  are 
not  welded  to  the  steel  bars ;  but  to  weld  pole-pieces  to  bars  in  order 
to  interrupt  the  magnetic  flux  as  little  as  possible,  as  well  as  to  keep 
the  pole-pieces  from  loosening  under  long  and  continuous  use,  is 
old,  as  shown,  for  example,  in  the  Fort  Wayne  "  MPL "  generator, 
of  record,  and  this  being  true  I  can  see  no  invention  in  welding  the 
soft  pole-piece  of  Bunnell  or  Stevens  to  the  permanently-magnetized 
steel  bar  of  those  patents,  and  count  1  was  properly  held  unpatenta- 
ble. 

As  to  Parker's  right  to  make  count  2,  there  is  nothing  in  his  speci- 
fication stating  that  the  pole-pieces  are  "  welded  together  end  to 
end;"  nor  can  I  infer  this  construction  from  the  drawings.  It  is 
true  Parker's  original  specification  (pp.  6  and  7)  sets  forth — 

If  it  is  desired  that  the  magnets  shall  be  provided  with  soft-Iron  pole  pieces, 
this  may  be  done  by  casting,  welding,  or  forging  the  soft  iron  onto  the  ends 
of  the  magnets. 

and  the  Law  Examiner  has  held,  in  effect,  that  under  this  con- 
struction Parker  has  a  right  to  show  a  steel-bar  magnet  with  the 
soft-iron  core  attached  to  the  end  in  a  conventional  way,  and  the 
Examiners-in-Chief  have  held  that  Stevens  was  the  only  reference 
showing  the  steel-bar  magnet  having  soft-iron  cores  attached  thereto, 
and  the  soft  cores  are  not  attached  end  to  end  with  the  steel  bars. 
Thereupon  applicant  has  filed  a  number  of  patents  showing  that 
the  soft-iron  cores  are  attached  end  to  end  with  the  steel  magnets 
(see,  for  example,  Bunnell,  No.  226,485;  Wliite,  No.  683,631; 
Thomson,  No.  822,323,  etc.)  and  contends  that  this  is  the  conven- 
tional way  of  attaching  soft-iron  cores  to  steel-bar  magnets.  It  is 
unsafe  and  difficult  to  sa}-  just  what  is  a  "  conventional "  way  of 
doing  a  thing.  The  entire  patented  art  shows  it  is  as  common  to  do 
it  one  way  as  another,  and  this  being  true  applicant  cannot  now 
be  allowed  a  claim  the  essence  of  which  is  the  end-to-end  arrange- 
ment when  he  never  hinted  at  such  arrangement  in  his  original 
specification.  Craft  and  Reynolds  in  their  brief  have  pointed  out 
the  several  constructions  which  might  fall  imder  Parker's  original 
specification  and  not  have  the  soft-iron  core  and  magnet-bar  end 
to^end. 

It  is  held^  therefore^  that  Parker  has  no  right  to  make  this  claim,, 
and  the  decision  of  the  Examiners-in-Chief  dissolving  the  interfer- 
ence on  the  ground  that  count  1  is  unpatentable  and  count  2  cannot 
he  made  by  Parker  is  a-ffirmed.  ^Their  holding  that  there  has  been 
nuch  irregularity  as  to  prechide  a  proper  determination  of  the  ques- 
tion of  priority  is  reversed. 
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BoNiNii  V,  Bliss. 

Decided  March  SO,  1918. 

265  O.  G.,  306. 

i.  Intebfebbnce — Interference  in  Fact. 

An  Interference  was  properly  declared  between  the  claim  of  a  patent 
which  specified  a  "manually  operated  switch"  and  the  claim  of  an  appli- 
cation for  a  similar  apparatus  In  which  a  similar  part  was  r^erred  to  by 
the  broader  term  "  switch  "  where  the  result  of  closing  the  switch  was  the 
same  in  each  case — ^namely,  to  connect  a  dynamo-electric  machine  to  a 
battery,  so  that  it  might  operate  as  a  motor,  and  to  open  an  automatic 
switch. 

2.  Same — Priority — First  to  Concbivb  and  Reduce  to  Practice. 

Where  Bonlne  conceived  the  Invention  not  earlier  than  June,  1910,  and 
filed  his  application  July  7,  1911,  and  Bliss  conceived  in  April,  1910,  and 
filed  his  application  June  25,  1910,  Bliss  is  entitled  to  an  award  of  prority 
as  being  the  first  to  conceive  and  the  first  to  reduce  the  invention  to 
practice. 

Appeal  from  Examiners-in-Chief. 

ELECTRIC-LIOHTINO  AND  ENGINB-STARTTNO  SYSTEM. 

Messrs.  Fraley  <&  Paul  and  Messrs.  Sturtev(mt  <&  Mason  for 
Bonine. 

Mr,  Raymond  H,  Yam,  Nest  for  Bliss. 

Whitehead,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Bonine  from  the  decision  of  the  Examiners-in- 
Chief  aflSrming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Bliss. 

The  invention  in  issue  relates  to  an  electric  lighting  and  engine- 
starting  system  which  comprises  an  engine,  a  dynamo-electric 
machine  connected  thereto,  a  secondary  battery,  an  automatic  switch 
to  control  the  charge  of  the  battery  when  the  electric  machine  is 
driven  as  a  generator,  and  a  switch  for  closing  the  circuit  when  the 
electric  machine  is  to  be  operated  as  a  motor  for  starting  the  engine. 

The  issue  of  the  interference  reads  as  follows : 

The  combination  of  an  engine,  an  electric  machine  connected  thereto,  a 
secondary  battery,  an  automatic  switch  for  controlling  the  charge  of  the  battery 
by  the  electric  machine,  and  a  switch  for  cutting  out  the  automatic  switch  and 
connecting  the  battery  to  the  electric  machine,  whereby  the  same  may  be 
operated  as  a  motor  for  starting  the  engine. 

This  issue  corresponds  to  claim  11  of  Bliss's  application  and 
differs  from  claim  1  of  the  Bonine  patent  in  that  in  the  latter  the 
switch  which  cuts  out  the  automatic  switch  and  connects  the  battery 
to  the  electric  machine  is  defined  as  "manually  operated."  Bliss 
could  not  base  a  claim  limited  to  a  manually-operated  switch  upon 
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the  disclosure  of  his  application,  because  the  corresponding  switch 
therein  is  closed  when  a  circuit  through  the  lifting-coil  is  completed 
by  the  depression  of  a  push-button  and  opens  automatically. 

The  manually-operated  switch  of  the  Bonine  patent  when  thrown 
to  the  position  in  which  the  battery  is  connected  with  the  electric 
machine  to  run  it  as  a  motor  opens  the  circuit,  which  is  opened  other- 
wise by  the  automatic  switch.  The  closing  of  the  starting-switch  of 
the  Bliss  application  merely  opens  the  circuit  of  the  lifting-coil  of 
the  automatic  switch,  and  if  the  automatic  switch  system  was  acci- 
dentally moved  to  closed  position  the  circuit  in  which  it  is  inclosed 
would  be  closed.  The  moving  of  the  automatic  switch  of  the  Bonine 
device  to  closed  position  would  not  close  the  circuit,  since  this  circuit 
is  also  opened  at  the  starting-switch. 

Bonine  moved  to  dissolve  the  interference  on  the  ground  that  it 
had  been  improperly  declared  in  that  his  claim  included  a  manually- 
operated  switch,  whereas  the  issue  merely  specifies  a  switch,  and  on 
the  ground  that  Bliss  could  not  make  the  claim  because  in  his  system 
the  closing  of  the  starting-switch  does  not  "  cut  out "  the  automatic 
switch.    This  motion  was  denied  by  the  Law  Examiner. 

Both  contentions  have  been  insisted  upon,  and  it  is  urged  that 
certain  correspondence  between  Bliss  and  the  officials  of  the  Baldwin 
Locomotive  Works  with  reference  to  the  installation  of  a  starting 
system  under  Bliss's  direction  in  1906  shows  that  the  Bliss  system 
was  defective  and  that  the  manually-operated  switch  and  the  open- 
ing of  the  circuit  to  the  automatic  switch  are  of  the  essence  of  the 
invention.  It  is  also  urged  that  Bliss  be  required  to  limit  his  claim 
by  describing  the  starting-switch  as  "partly  automatic"  and  the 
action  not  as  "  cutting  out "  the  automatic  switch,  but  as — 

opening  the  auxiliary  circnlt  of  the  automatic  switch  while  maintaining  its 
terminals  in  circuit  with  the  main  switch — 

SO  that  neither  Bliss  or  Bonine  will  have  a  claim  that  dominates 
the  other. 

The  interference  was,  as  pointed  out  by  the  Examiner  of  Inter- 
ferences, declared  upon  the  theory  that  claim  11  of  the  Bliss  applica- 
tion was  for  substantially  the  same  invention  as  claim  1  of  the 
Bonine  patent — ^that  is,  that  the  operation  of  the  switch  shown  in 
the  Bliss  application  is  substantially  the  same  as  that  of  the  starting- 
switch  of  the  Bonine  patent — ^and  that  Bliss  could  not,  therefore,  be 
allowed  the  claim  here  in  issue  unless  he  could  establish  priority  over 
Bonine. 

It  is  not  seen  why  the  interference  was  not  properly  declared.  The 
result  of  closing  the  switch  is  the  same  in  each  case — ^namely,  to 
connect  the  dynamo-electric  machine  to  the  battery,  so  that  it  may 
operate  as  a  motor,  and  to  open  the  automatic  switch.    In  Bonine's 
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system  the  operator  must  open  the  starting-switch  when  the  engine 
commences  to  run  and  to  drive  the  dynamo-electric  machine  as  t 
generator,  whereas  in  Bliss's  system  the  starting-switch  is  opened, 
due  to  the  electrical  condition  in  the  system ;  but  these  differences  do 
not  change  the  fact  that  the  operation  of  the  two  systems,  so  far  as 
defined  by  the  issue,  is  the  same. 

The  correspondence  referred  to  does  not  show  that  the  Bliss  system 
was  inoperative  or  that  the  manually-operated  switch  is  of  the 
essence  of  the  invention.  It  appears  therefrom  that  a  series  of 
breakdowns  occurred  when  it  was  attempted  to  install  the  system, 
including  a  failure  of  the  clutch,  the  burning  out  of  the  resistance, 
the  breaking  of  the  carbureter,  and  an  unexpected  drop  in  potential 
of  the  battery  under  load,  and  that  in  one  instance  the  automatic 
switch  was  closed  by  hand.  There  was  no  testimony  as  to  what  was 
finally  done  with  the  device,  and  the  correspondence  does  not  es- 
tablish that  the  system  was  inherently  defective.  It  is  to  be  noted 
that  the  last  of  the  letters,  which  refers  to  a  test  made  after  the 
various  breakdowns  and  after  certain  repairs  had  been  made,  closes 
with  the  statement : 

Everything  worked  fine.  Automatic  switch  closed.  After  running  about 
five  minutes  the  engine  again  broke  down.  Williams  (who  was  connected 
with  the  Baldwin  Locomotive  Works)  said  he  was  satisfied  I  located  the 
trouble  and  did  not  need  my  services  any  longer. 

The  contention  as  to  the  term  "cutting  out"  is  that  it  means 
something  more  than  opening  the  automatic  switch  or  disabling  the 
lifting-coil — namely,  an  actual  opening  of  the  circuit  somewhere 
else  than  at  the  automatic  switch,  so  that  even  if  it  should  be  closed 
accidentally  or  by  hand  no  current  would  flow  therethrough.  It  is 
alleged  that  this  is  necessary  to  properly  protect  the  system. 

It  is  not  seen  why  the  term  necessarily  has  this  narrow  meaning. 
When  the  starting-switch  of  Bliss  is  closed,  the  circuit  is  broken 
through  the  lifting-coil  of  the  automatic  switch.  Its  operating 
mechanism  is  thus  disabled,  and  it  is  thought  that  this  may  properly 
be  described  as  "cutting  out"  the  switch.  No  art  is  cited  to  show 
that  the  term  necessarily  has  this  narrow  meaning  or  which  would 
require  that  Bliss  restrict  his  claim  in  the  manner  suggested  by 
Bonine. 

The  evidence  introduced  on  the  part  of  Bonine  does  not  establish 
a  conception  of  the  invention  earlier  than  June,  1910.  He  does  not 
claim  to  have  reduced  the  invention  to  practice  prior  to  the  latter 
part  of  that  year,  and  his  application  was  filed  July  7,  1911.  The 
evidence  introduced  on  behali  of  Bliss  other  than  the  evidence  with 
relation  to  the  experiments  at  the  Baldwin  Locomotive  Works  es- 
tablishes a  conception  of  the  invention,  as  disclosed  in  Figure  1  of 
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his  application,  as  early  as  April,  1910,  at  which  time,  according 
to  the  testimony  of  Jones,  certain  data  was  turned  over  to  him  for 
the  purpose  of  preparing  the  application  for  patent.  The  applica- 
tion was  filed  J'une  25,  1910. 

BUss  was  therefore  the  f/rst  to  conceive  the  iruvention  defined  hy 
the  issue  amd  the  first  to  reduce  it  to  practice^  amd  priority  was 
properly  a/warded  to  him. 

The  decision  of  the  Exarnvners-ini-Chief  is  affirmed. 


Ex  PARTE  Hammond. 

Decided  June  10,  1918. 

265  O.  G.,  467. 

Patentability — Invention — Dust-Cap  fob  Tibb- Valves. 

Claims  covering  the  combination,  with  a  tlre-valve  casing  having  a 
mutilated  external  screw>thread,  of  a  dust-cap  having  a  mutilated  internal 
screw-thread  and  a  reslUent  washer  at  the  bottom  Held  unpatentable  in 
view  of  prior  patents,  one  showing  a  dust-cap  screw-threaded  onto  a  tire- 
valve  casing  and  another  for  a  hose-c(ftipllng  showing  ,the  same  arrange- 
ment of  screw-threads  and  a  washer  in  the  same  location,  described  as 
"flexible,"  it  being  only  fair  to  assume  that  it  is  resilient. 

[NoTE.-^This  application  resulted  in  Patent  No.  1,302,792.] 
Appeal  from  Examiners-in-Chief. 

DTJST-CAP  FOB  VALVES  OF  PNEUMATIC  TIBES, 

Messrs.  Fraser^  Turk  <&  Myers  for  the  applicant. 
Newton,  Comm>issioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner-in-Chief 

affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 

of  claims  3,  4,  5,  and  6,  of  which  claim  5  is  an  example : 

5.  The  combination  of  a  tire- valve  casing  and  a  dust  cap,  said  casing  having 
a  body  portion  with  inter-engaging  means  thereon,  a  flattened  side,  and  a  nipple 
of  smaller  diameter  than  said  body  portion,  said  dust  cap  being  elongated  and 
of  greater  internal  diameter  than  said  nipple,  said  dust  cap  having  an  integral 
base  and  inter-engaging  means  thereon  adapted  to  cooperate  with  the  inter- 
engaging  means  on  said  casing,  said  inter-engaging  means  on  the  cap  being 
adapted  to  pass  longitudinally  along  the  flattened  side  of  the  casing,  and  to 
be  brought  into  fastening  position  by  a  partial  rotation  of  the  cap. 

At  J;he  hearing  applicant  requested  the  following  claim  to  be  sub- 
stituted for  claim  4: 

a  dust  cap  for  tire-valves,  comprising  a  tubular  member  adapted  to  slip 
over  and  house  the  end  and  the  part  of  the  body  of  a  tire-valve  casing  which 
extends  beyond  the  rim,  and  adapted  to  al)ut  against  the  rim,  or  a  rim-nut 
thereon,  said  cap  having  interrupted  screw-threads  thereon  adapted  to  engage 
screw-threads  on  the  tire-valve  casing,  and  a  reflilient  means  between  said 
cap  and  tlie  rim,  or  rim-nut,  admitting  of  compression,  by  pressing  the  cap 
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a^lnst  the  rim,  or  lim-nut,  to  bring  threads  on  the  dust  cap  into  position  to 
enpij^e  the  grooves  between  threads  on  the  valve-casing,  particularly  where 
the  threads  on  the  cap  would  be  opposite  threads  on  the  valve-casing,  by  rea- 
son of  the  uncertain  relation  of  the  rim-nut,  or  rim,  to  the  threads  on  the 
valve-casing. 

and  the  following  claim  to  be  substituted  for  claims  7  and  8  of  his 
brief : 

The  combination  of  a  tire- valve  casing  and  a  dust-cap  adapted  to  slip  over 
and  house  the  end  and  the  part  of  the  body  of  said  tire-valve  casing  which 
extends  beyond  the  rim,  and  adapted  to  abut  against  the  rim,  or  a  rim-nut,  said 
cap  and  valve  casing  having  interrupted  screw  threads  admitting  of  the  cap 
being  slid  longitudinally  along  the  valve  stem  Into  approximately  its  final  posi- 
tion over  the  casing,  and  a  resilient  means  between  said  cap  anti  the  rim,  or 
rim-nut,  admitting  of  compression,  by  pressing  the  cap  against  the  rim,  or  rim- 
nut,  to  bring  threads  on  the  dust-cap  into  position  to  engage  the  grooves  be- 
tween threads  on  the  valve-casing,  particularly  where  the  threads  on  the  cap 
wouH  be  opposite  threads  on  the  valve-casing,  by  reason  of  the  uncertain  rela- 
tion of  the  rim-nut,  or  rim,  to  the  threads  on  the  valve-casing. 

The  references  are:  Gear,  618,224,  January  24,  1899;  Schwamber- 
ger  et  a7.,  763,210,  June  21,  1904;  Keller,  793,937,  July  4,  1905. 

The  invention  covered  by  the  appealed  claims  is  a  tire-valve  casing 
having  a  cover,  which  may  be  put  over  the  casing  and  pushed  length- 
wise thereof  rapidly  until  the  bottom  of  the  cap  comes  into  contact 
with  an  abutment,  the  cap  having  a  resilient  ring  at  the  bottom, 
whereby  after  coming  in  contact  with  the  abutment  the  cap  can 
always  be  pushed  a  little  farther,  so  that  if  the  mutilated  screw- 
threads  on  the  cap  and  casing  do  not  mesh  they  can  always  be  made 
to  mesh  the  one  with  the  other  by  slight  pressure. 

Keller  shows  the  cap  having  a  packing  at  the  bottom.  Schwam- 
berger  et  ah  and  Gear  show  the  mutilated  screw-threads,  Schwam- 
berger  et  al.  showing  at  8',  Figure  5,  even  the  uncut  part  of  the 
thread  to  prevent  too  great  rotation.  In  view  of  these  references, 
although  Schwamberger  et  al,  and  Gear  are  in  somewhat  diiferent 
arts,  I  can  see  nothing  patentable  in  any  of  the  appealed  claims,  and 
in  coming  to  this  conclusion  I  have  not  overlooked  the  applicant's 
argument  to  the  effect  that  the  packing  11  of  Schwamberger  et  aJ.. 
may  not  be  resilient.  Such  packings  ordinarily  are.  Schwamberger 
et  al,  say  it  is  "flexible,"  and  it  is  only  fair  to  assume  that  it  is 
resilient. 

I  have  also  considered  applicant's  argument  to  the  effect  that  by 
having  this  packing  resilient  it  is  always  possible  to  make  the  screw- 
threads  mesh  on  applicant's  device,  wherein  on  account  of  the  varia- 
tions^in  thickness  of  the  parts  at  the  bottom  of  the  casing  there  is 
uncertainty  in  how  far  the  cap  can  go  down  on  the  casing  1.  These 
same  diflSculties  would  be  met  in  Schwamberger  et  al,  or  Keller,  and 
even  if  the  packing  of  Schwamberger  et  al.  was  not  resilient,  which 
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is  unlikely,  it  would  only  be  the  work  of  a  mechanic  to  insert  a 
resilient  ring  at  the  bottom  of  Keller's  cap,  so  that  it  could  be  com- 
pressed slightly  and  make  the  screw-threads  mesh. 
The  decision  of  tJie  Examiners-in-Chief  must  therefore  "be  affirmed. 


BOGART  V.  RUPPEU 

Decided  April  4,  1918. 

265  O.  G.,  633. 

Interference — Constructive  Reduction  to  Practice — Prior  Application  Fail- 

iNG  to  Pisclose  Issue. 
A  prior  application  which  does  not  contain  or  suggest  the  invention  in 
issue,  but,  on  the  contrary,  was  the  disclosure  from  which  the  invention  In 
Issue  started  and  over  which  it  was  an  improvement,  does  not  constitute  a 
reduction  to  practice  of  such  invention. 

.  Appeal  from  Examiners-in-Chief, 

expansion-joint. 

Mr.  William  Macomher  for  Bogart. 

Mr.  Francis  H.  Richards  and  Mr.  Gusta/o  Drews  for  Ruppel. 

Clay,  Assistant  Commissioner: 

Ruppel,  the  senior  party,  appeals  from  the  affirmance  by  the  Ex- 
aminers-in-Chief  of  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  to  his  opponent,  Bogart,  on  a  pipe  expansion-joint 
defined  as  foUoy^s : 

1.  In  combination  with  two  sections  of  a  pipe  line,  a  casing  attached  to  the 
end  of  one  pipe  section,  a  tubular  member  on  the  end  of  the  other  pipe  section 
and  slidably  disposed  in  said  casing,  an  annular  head  on  said  tubular  member, 
and  a  sleeve  secured  to  said  casing  and  extending  over  said  head  to  form  a 
protective  chamber  in  which  the  sliding  surface  of  said  tubular  member  is  dis- 
posed. 

2.  A  device  of  the  character  described  comprising  a  casing,  a  tubular  mem- 
ber slidably  mounted  in  said  casing,  and  a  sleeve  secured  to  said  casing  and  ex- 
tending over  the  sliding  surface  of  said  tubular  member  to  prevent  the  accumu- 
lation of  discharge  thereon  of  foreign  material. 

3.  A  device  of  the  character  described  comprising  a  casing,  a  tubular  mem- 
ber slidably  mounted  in  said  casing,  an  annular  head  on  said  tubular  member 
a  sleeve  secured  to  said  casing  and  extending  over  such  head  to  form  a  pro- 
tective member  in  which  the  sliding  surface  of  said  tubular  member  is  dis- 
posed, and  stopping  means  formed  on  the  free  edge  of  said  sleeve  overhanging 
said  head  and  extending  into  the  path  of  movement  of  said  head  so  that  the 
outward  movement  of  said  tubular  member  is  limited. 

The  casing  referred  to  in  these  claims  is  the  part  marked  13  in 
Bogart's  drawing  and  marked  E  in  Riippel's.    The  tubular  member 
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5  of  Bogart  or  B  of  Kuppel  slides  in  this  casing  and  necessarily  slides 
in  a  packing  9,  the  setting  and  adjusting  of  which  packing  requires 
that  the  bolts  14  be  adjusted  after  the  two  parts  of  the  pipe- joint  are 
put  together.  As  a  means  of  properly  alining  the  two  sections  of 
pipe  and  of  protecting  the  friction-surface  of  the  sliding  inner  pipe 
there  is  provided  a  protected-chamber  sleeve,  (marked  12  in  Bogart's 
drawing  and  A  in  Ruppel's,)  which  is  supported  by  bolting  it  to  the 
annular  flange  11  of  the  casing  7.  At  the  other  end  it  engages  the 
annular  head  6  of  the  tubular  member  5,  which  head  also  is  the 
fastening  means  to  attach  the  short  sliding  section  to  the  main  section 
of  the  pipe  1.  In  claim  2  the  sleeve  attached  to  the  casing  is  stated 
to  be  for  the  purpose  of  protecting  the  sliding  surface  of  the  tubular 
member.  In  claim  3  there  is  specified  a  stop  on  the  outer  or  free  edge 
of  the  protecting-sleeve,  and  it  will  be  observed  that  in  some  of 
Bogart's  constructions,  as  that  in  Figure  7,  where  the  stop  is  integral 
with  the  sleeve,  the  devi(;e  would  not  be  operative  unless  the  sleeve 
were  separable  from  the  casing  to  which  it  is  attached.  I  think  for 
this  reason  especially  it  would  not  do  to  construe  the  language  of 
the  claims — "sleeve  secured  to  said  casing" — to  cover  an  integral 
construction  in  which  the  sleeve  was  an  integral  part  of  the  casing. 

Ruppel  makes  a  point  of  the  fact  that  the  claims  do  not  specify  the 
packing- gland  or  bolts  14  of  Bogart.  and  apparently  it  is  in  view  of 
this  that  it  is  contended  that  certam  incidental  or  accidental  lan- 
guage in  the  specification  of  an  older  application  of  Ruppel  (No. 
746,534)  in  evidence,  to  the  effect  that  a  cage-guide  there  disclosed 
might  be  made  without  any  openings,  can  be  construed  to  support 
these  claims,  and  thus  give  Ruppel  a  date  of  constructive  reduction 
to  practice  of  February  6, 1913.  I  can  see  nothing  in  this  contention, 
for  it  is  perfectly  obvious  that  at  the  time  of  his  earlier  application 
Ruppel  had  not  thought  of  passing  the  gland-adjusting  bolts  through 
the  casing  1,  and  therefore  found  it  necessary  to  use  a  slotted  cage 
to  guide  tlie  flange-head  10  of  the  inner  tubular  member  of  the  joint. 
Of  course  if  the  cage  16  of  that  structure  were  replaced  by  a  sleeve 
forming  a.  protective  chamber  it  would  be  an  impossible  construc- 
tion, because  the  packing-gland  could  not  be  adjusted.  As  a  matter 
of  fact  if  the  drawing  of  Ruppel's  application  No.  746,534  be  taken 
literally  as  it  stands  no  packing-gland  could  be  used  at  all  if  the  cage 
16  were  a  cylindrical  sleeve,  for  there  is  not  room  to  withdraw  the 
head  10  from  such,  sleeve  and  still  leave  the  inner  pipe-section  within 
the  packing-gland,  to  say  nothing  of  getting  at  the  nuts  8  to  tighten 
them.  In  Fig.  3  of  his  brief  Ruppel  has  shown  an  imaginary  con- 
struction which  apparently  would  be  quite  impossible  to  put  together 
at  all  and  certainly  impossible  to  tighten  the  packing-gland,  with  the 
inner  pipe  centered  and  guided. 
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Ruppel's  application  of  1913  does  not  contain  or  suggest  the  in- 
vention in  issue,  but,  on  the  contrary,  was  the  disclosure  from  which 
the  invention  in  issue  started  and  over  which  it  was  an  improvement. 
Bogart  made  his  invention  by  departing  from  it.  Without  stopping 
to  analyze  the  proofs  in  particular  I  agree  with  the  tribunals  below 
that  Bogart  completed  his  invention  prior  to  EuppePs  filing  date  of 
March  10,  1916,  and  ought  to  prevail.  There  is  no  evidence  ot 
Bogart's  alleged  "repudiation  of  the  paternity  of  the  invention," 
which  of  course  would  be  inconsistent  with  his  claiming  it  or  taking 
any  proofs  at  all. 

The  decision  is  aifirmed. 


Ex    PARTE    TrAFFORD. 

Decided  August  23,  1919. 
266  O.  G.,  137. 

Applications — Delay  in   Filing — Status  of  with   Relation  to  the  Peace 

Tbeaty. 

The  Peace  Treaty  not  having  been   ratified,  paragraphs  307  and  308 

thereof  do  not  warrant  the  aUowance  of  an  appUcation  filed  more  than 

twelve  months  after  the  filing  of  an  application,  on  which  a  patent  was 

gi-anted,  in  a  foreign  country.    ^ 

On  Petition. 

DBAW-OFF    tap. 

Mr.  Frank  S.  Applemcm  for  the  applicant. 

Newton,  Commissioner: 

This  is  a  petition  that  this  application  be  considered  under  para- 
graphs 307  and  308  of  the  Peace  Treaty,  the  application  having  been 
filed  more  than  twelve  months  after  the  filing  of  an  application  in 
Great  Britain. 

The  Peace  Treaty  has  not  yet  been  ratified  and  of  course  is  in- 
sufficient to  warrant  the  allowance  of  this  case,  and,  furthermore, 
even  if  it  had  been  ratified  it  will  probably  require  legislation  to  carry 
it  into  effect.  (See  Foster  v.  Neihon^  2  Peters,  314;  Rousseau  v. 
Rroion,  C.  D.,  1903, 587;  104  O.  G.,  1120;  21  App.  D.  C,  23,  and  in  re 
Bourquin,  C.  D.,  1889,  253;  47  O.  G.,  398.) 

The  petition  is  denied  without  prejudice  to  renewing  the  same  in 
case  of  subsequent  favorable  legislation. 
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Ex  PARTE  LiNDGREN. 

Decided  January  11,  1918, 
266  O.  G.,  187. 

1.  Patentability — Substitution  or  Equivalents. 

Claims  for  a  mechanism  for  transmitting  rotary  motion  from  one  shaft 
to  another  arranged  at  an  angle  thereto,  for  the  purpose  of  avoiding  dead- 
centars,  each  shaft  having  a  pair  of  cranks,  each  crank  on  one  shaft  being 
connected  to  the  corresponding  crank  on  the  other  by  a  pitman-rod,  Held 
not  patentable  in  view  of  a  patent  disclosing  an  arrangement  for  the  same 
purpose  in  which  each  shaft  is  provided  with  an  eccentric  and  a  crank, 
the  cranks  being  connected  by  a  rod  and  the  eccentric-straps  being  simi- 
larly connected,  especially  In  view  of  a  patent  which  discloses  the  same 
arrangement  of  cranks  and  pitman-rods  as  in  applicant's  device  for  trans- 
mitting motion  from  one  shaft  to  another  arranged  parallel  thereto. 

2.  Application — New  Mattes — Indefinite  Dbawings  Cannot  Fobm  Basis  fob 

Claims. 

Where  the  specification  Indicates  that  a  certain  arrangement  of  the  parts 
of  a  mechanism  Is  Intended  and  the*  showing  in  two  figures  of  the  drawings 
is  inconsistent,  but  it  cannot  be  determined  therefrom  that  the  intended 
arrangement  was  other  than  as  indicated  in  the  specification,  a- claim  based 
upon  one  of  the  figures  of  the  drawings  specifying  an  amngement  other 
than  was  indicated  In  the  specification  Held  to  involve  new  matter,  since 
where  the  drawings  are  uncertain  they  cannot  be  made  controlling. 

[Note. — ^Thls  application  has  resulted  In  Patent  No.  1,301,854.] 

Appeal  from  Examiners-in-Chief. 

mechanical  movement. 

Mr.  Philip  T,  Dodge  for  the  applicant.  (Mr.  William  R.  Ken- 
nedy of  counsel.) 

Whitehead,  First  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  af- 
firming the  rejection  of  claims  1  to  4,  inclusive,  of  which  1  and  4 
are  illustrative: 

1.  In  a  mechanical  movement,  the  combination  of  a  driving  member  rotatable 
about  an  axis  disposed  at  right  angles  or  substantially  so  to  the  axis  of  the 
driving  member,  cranks  on  said  driving  and  driven  members,  and  two  con- 
necting rods  loosely  connected  at  their  ends  with  said  cranks,  the  points  of 
pivotal  connection  of  the  rods  with  the  cranks  being  so  predeterminately  related 
that  the  parts  will  be  free  to  rotate  without  substantial  interference  or 
binding. 

4.  In  a  mechanical  movement,  the  combination  of  a  driving  member  rotatable 
about  an  axis,  a  driven  member  rotatable  about  an  axis  disposed  at  right  angles 
or  substantially  so  to  the  axis  of  the  driving  member,  two  cranks  on  the  driving 
member  angularly  related  to  each  other,  two  cranks  on  the  driven  member  an- 
gularly related  to  each  other,  the  Included  angle  of  one  set  of  cranks  being  dif- 
ferent In  degree  from  that  of  the  other  set,  a  connecting  rod  loosely  connected 
at  one  end  with  one  of  the  cranks  on  the  driving  member  and  loosely  connected 
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at  its  opposite  end  with  the  corresponding  crank  on  the  driven  member,  and 
a  second  connecting  rod  loosely  connected  at  one  end  with  the  other  crank  on 
the  driving  member  and  loosely  connected  at  its  opposite  end  with  the  cor- 
responding crank  on  the  driven  member. 

The  reference  cited  is  Underwood,  No.  229,296,  June  29,  1880. 

The  subject-matter  claimed  is  a  mechanism  for  transmitting  rotary 
motion  from  one  shaft  to  another  shaft  arranged  at  an  angle  thereto. 
Each  shaft  is  provided  with  a  pair  of  cranks,  each  crank  on  one 
shaft  being  connected  to  the  corresponding  crank  on  the  other  by 
a  pitman-rod.  As  shown,  the  mechanism  is  applied  to  a  seed- 
planter  having  a  vertical  drive-wheel  and  a  hopper  disposed  above 
a  vertical  driven  shaft. 

The  Underwood  patent  discloses  a  drive-shaft  and  a  driven  shaft 
at  right  angles  thereto.  Each  of  these  is  provided  with  a  crank 
and  an  eccentric,  the  cranks  being  connected  by  a  rod  and  the  eccen- 
tric-straps being  similarly  connected.  The  patent  states  that  the 
purpose  of  the  construction  is  to  avoid  dead-centers. 

It  is  argued  that  an  eccentric  and  crank  are  not  the  equivalents  of 
each  other;  that  while  rotary  motion  can  be  converted  into  recip- 
rocatory  motion  by  means  of  an  eccentric,  reciprocatory  motion  can- 
not be  converted  into  rotary  motion  excepting  with  great  difficulty, 
due  to  the  loss  from  friction,  and  that,  therefore,  the  Underwood 
construction  would  not  be  satisfactory  for  applicant's  purpose. 

The  difference  between  the  action  of  the  crank  and  eccentric  is 
obvious;  but  still  it  is  not  seen  that,  after  Underwood  pointed  out 
how  motion  could  be  transmitted  from  one  shaft  to  another  arranged 
at  an  angle  thereto  and  dead-centers  avoided,  there  would  be  any 
invention  in  substituting  for  his  two  eccentrics,  their  straps,  and  the 
connecting-rod,  two  cranks  and  a  connecting-ipd,  thus  making  use 
of  the  well-known  advantages  of  the  crank  over  the  eccentric.  This 
is  especially  true  in  view  of  the  patent  to  Thomas — No.  386,942 — 
in  which  two  pairs  of  cranks  and  two  connecting-rods  are  employed 
where  motion  is  transmitted  from  one  shaft  to  another  which  is 
parallel  thereto. 

Claim  4  specifies  that  the  included  angle  of  one  set  of  cranks  is 
different  in  degree  from  that  of  the  other  set.  The  Examiners-in- 
Chief  held  that  this  claim  was  not  patentable  over  the  Underwood 
construction,  and,  furthermore,  that  it  included  new  matter,  since 
the  difference  in  the  angles  was  not  disclosed  in  the  drawing  and 
not  described  in  the  original  specification,  the  statement  which  they 
quoted  from  the  specification  indicating  that  the  included  angles 
were  the  same. 

It  is  argued  that  the  construction  claimed  is  shown  in  the  drawing. 
This  argument  is  based  on  the  ground  that  Figure  5  sljows  the  in- 
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eluded  angle  of  the  cranks  on  the  driving-shaft  as  smaller  than  that 
of  the  cranks  on  the  driven  shaft  and  that  Figs.  2  and  3,  taken 
together,  show  the  included  angle  of  the  cranks  on  the  driving-shaft 
as  the  larger. 

The  drawing  alone  is  not  believed  to  be  sufficient  to  establish  that 
it  was  originally  intended  that  the  cranks  should  be  thus  placed. 
Fig.  5  is  a  perspective  view,  and  it  cannot  be  told  therefrom  that  the 
angles  of  the  cranks  were  intended  to  be  different.  Admittedly  if 
Figs.  1  and  2  show  any  difference  in  the  angles  they  indicate  that  the 
angle  between  the  cranks  on  the  driving-shaft  is  the  larger.  Further, 
in  Fig.  2  the  cranks  on  the  driving-shaft  are  apparently,  indicated  as 
being  at  on  angle  of  ninety  degrees  to  each  other,  which  is  not  as  they 
are  shown  in  Fig.  1.  There  is  thus  too  much  uncertainty  as  to  the 
drawing  to  make  that  controlling. 

In  the  original  specification  it  is  stated  that  it  was  necessary  that 
one  driving-crank  and  its  rod-connected  driven  crank  be  on  a  dead- 
center  at  the  same  time  and  that  the  other  driving  and  driven  cranks 
be  the  same  degree  off  dead-center.  As  pointed  out  by  the  Ex- 
aminers-in-Chief,  this  would  indicate  that  the  angle  between  the 
cranks  of  each  set  is  the  same.  Furthermore,  this  is  borne  out  by 
original  claims  5  and  6,  the  latter  of  which  includes  the  same  limita- 
tion as  that  above  referred  to  in  the  specification,  while  the  former 
specifies  that — 

the  angular  relation  between  the  cranks  of  each  series — 

IS — 

such  that  the  sets  of  connected  driving  and  driven  cranks  will  be  on  a  dead 
center  respectively  at  the  same  time. 

This  could  not  be  true  if  the  included  angle  of  one  set  of  cranks 
was  different  from  the  included  angle  of  the  other  set,  as  specified  in 
claim  4. 

Permission  is  asked  to  modify  claim  6,  which  was  allowed  by  the 
Examiners-in-Chief,  by  omitting  the  statement  that  the  connecting- 
rod  is  loosely  connected  with  the  crank  and  specifying  merely  that  it 
is  pivotally  connected.  It  appears,  however,  from  the  Examiner's 
statement  that  the  loose  connection  is  essential  to  the  operativeness 
of  the  device,  as  was  shown  by  the  demonstration  of  certain  models 
filed  to  establish  that  the  Underwood  device  was  inoperative. 

The  decision  of  the  Examiners-in-Chief  ia  affirmed. 
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Ex   PARTE    ElililOTT. 

Decided  May  27,  1918. 
266  O.  G.,  595. 

1.  Patentability — Common  Expedient — Ingunkd  Surface  to  Shed  Rain. 

It  is  such  a  common  practice  to  Incline  surfaces  downwardly  to  shed  rain 
that  inclining  a  track-flange  of  a  car-door  downwardly  involves  no  in- 
vention. 

2.  Same — Combination — ^Anticipation — Combining  Steuctube  of  Two  Pbiob 

Patents. 

A  claim  is  not  anticipated  by  two  prior  patents  whose  structures  may  be 
combined  only  with  difficulty  and  even  when  combined  fail  to  produce  a 
device  which  performs  the  designed  function  as  efllciently  as  the  device  of 
the  claim. 

[Note.— This  application  has  resulted  in  Patent  No.  1^76,738.] 

Appeal  from  Examiners-in-Chief. 

HANGEB  MECHANISM  FOB  CAB-DOOBS. 

Messrs.  Peirce^  Fisher^  and  Clapp  for  the  applicant. 

Newton,  Commissioner: 

» 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  af- 
firming the  action  of  the  Primary  Examiner  in  his  final  rejection  of 
claims  1,  2,  and  3,  which  are  as  follows : 

1.  The  combination  with  a  car  body  having  a  door  opening  and  a  sliding 
door  for  closing  said  opening,  of  a  track  block  and  a  channel-bar  having  upper 
and  lower  track  flanges  secured  to  the  car  body  above  said  door  opening, 
brackets  secured  to  said  door  and  rollers  on  said  brackets  interposed 
between  said  track  flanges,  said  upper  track  flange  having  a  down- 
wardly and  outwardly  inclined  upper  face  extending  from  back  to  front 
thereof,  and  said  track  block  being  recessed  to  receive  said  track  bar  and 
having  a  portion  overlapping  and  abutting  against  said  inclined  face,  sub- 
stantially as  described. 

2.  The  combination  with  a  car  body  having  a  door  opening  and  a  sliding 
door  for  closing  said  opening,  of  a  rolled  metal  Z-shaped  guard  bar  secured  to 
and  resting  upon  the  upper  edge  of  the  door  and  having  a  depending  flange 
overlying  the  outer  face  of  the  door  and  an  upstanding  flange  projecting  up- 
wardly above  the  door  opening,  a  track  bar  secured  to  the  car  body  above  said 
door  opening  and  having  depending  Z-shaped  portions  overlying  and  substan- 
tially parallel  to  the  corresponding  parts  of  said  Z-shaped  guard  bar,  the  lower 
horizontal  member  of  said  track  bar  being  below  the  top  of  said  guard  bar, 
hangers  secured  to  the  door  and  extending  upwardly  outside  of  said  track  bar 
and  having  rollers  engaging  the  same,  substantially  as  described. 

3.  The  combination  with  a  car  body  having  a  door  opening  and  a  sliding 
door  for  closing  the  same,  of  a- rolled  metal,  channel-bar  track  member  secured 
to  the  side  of  the  car  above  the  door  opening  and  having  the  lower  part  of  its 
vertical  portion  spaced  from  the  adjacent  part  of  the  car,  said  member  having 
upper  and  lower  track  flanges  and  a  guard  flange  depending  from  the  lower 
track  flange  and  overlying  the  upr)er  portion  of  the  door,  hangers  secured  to 
the  door  and  extending  upwardly  over  said  guard  flange,  rollers  on  said 
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hangers  arranged  between  said  track  flanges,  and  a  guard  bar  secured  to  and 
resting  upon  the  upper  edge  of  the  door  and  having  a  flange  at  Its  rear  edge 
extending  upwardly  behind  said  tracli  member,  substantially  as  described. 

The  references  cited  are:  Hopkins,  889,012,  May  26,  1908;  Han- 
sen, 961,773,  June  21,  1910;  Jones,  968,668,  August  30,  1910;  Jones, 
969,878,  September  13, 1910 ;  Elliott,  1,024,602,  April  30, 1912 ;  Elliott, 
1,025,617,  May  7,  1912;  Dodge,  1,032,122,  July  9,  1912;  Mathews, 
1,089,421,  March  10,  1914. 

The  appealed  claims  cover  a  car-door  construction,  the  novel  point 
in  claim  1  being  the  inclination  of  the  "upper  track  flange  "  18  down- 
wardly, as  well  as  outwardly.  While  this  specific  feature  is  new 
over  applicant's  Patent  No.  1,026,617  or  Jones,  No.  968,568,  in  the 
downward  inclination,  it  is  such  a  common  practice  to  incline  sur- 
faces downwardly  to  shed  rain  that  this  feature  is  not  sufficient 
to  sustain  a  claim,  and  claim  1  is  held  to  have  been  properly  rejected. 

Claim  2  calls  for  an  upstanding  flange  23  projecting  upwardly 
above  the  door-opening,  a  track-bar  16 — 

secured  to  the  car  body  above  said  door  opening  and  having  depending 
Z-shaped  portions  overlying  and  substantially  parallel  to  the  corresponding 
parts  of  said  Z-shaped  guard-bar,  the  lower  horizontal  member  of  the  track  bar 
being  below  the  top  of  the  guard  bar,  hangers  secured  to  the  door  and  extend- 
ing upwardly  outside  of  said  track  bar. 

It  is  true  that  Elliott  shows  a  track-bar  having  a  depending  Z- 
shaped  portion  and  Jones  shows  a  Z-shaped  guard-bar  secured  to 
and  resting  upon  the  upper  edge  of  the  door  and  having  a  depending 
flange  overlying  the  outer  face  of  the  door  and  an  upstanding  flange 
14  projecting  upwardly  upon  the  door-opening ;  but  when  it  comes  to 
combining,  so  as  to  meet  this  claim,  what  is  shown  in  Jones  with 
what  is  shown  in  Elliott  I  find  considerable  difficulty  in  producing 
therefrom  a  combination  that  will  perform  the  function  of  keeping 
out  dust  and  moisture  as  efficiently  as  applicant's  structure.  As  un- 
derstood, it  is  most  desirable  to  prevent  moisture  creeping  around 
and  over  the  upper  part  of  the  door  and  adjacent  parts  to  rot  or 
rust  them  and,  furthermore,  to  keep  dust  from  the  contents  in  the 
car,  and  applicant  has  by  his  claimed  features  produced  a  better  joint 
between  the  top  of  his  door  and  the  car-body  than  has  heretofore  been 
dqne. 

The  Examiners-in-Chief  have  apparently  been  misled  by  the  sec- 
tional view  of  Fig.  2  of  the  Elliott  patent  in  assuming  that  the  up- 
standing flange  d*  was  a  bar  extending  the  full  width  of  the  door. 
Fig  3  shows  d*  as  only  a  short  ledge  on  the  bracket  D,  so  that  if 
the  Jones  horizontal  part  7  were  extended  to  the  left.  Fig.  2,  and 
thence  downwardly  to  forjn  a  Z-shaped  lower  portion  for  the  track- 
bar  and  then  applied  to  the  Elliott  device  openings  between  the  ledges 
rf*  of  Elliott  and  the  extended  flange  o^  would  freely  admit  dust  and 
moisture. 
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What  applicant  has  really  done  to  produce  a  closed  joint  is  to  pro- 
vide two  uninterrupted  plane  surfaces  along  his  flange  20  22  and  his 
flange  23  and  the  back  of  the  track-bar  to  exclude  dust  and  moisture, 
and  even  if  the  Z-shaped  channel-bar  12  14,  etc.,  of  Jones  were  ap- 
plied to  the  Elliott  device  it  would  not  perform  the  function  of  ap- 
plicant's Z-shaped  bars  21,  etc.,  and  flange  20. 

Applicant's  claim  2,  however,  does  not  clearly  point  out  his  inven- 
tion over  the  references,  and  it  should  be  amended  by  specifying  after 
"  the  door  opening,"  line  7,  said  ilangea  extending  the  width  of  the 
door^  to  distinguish  from  Elliott's  prior  patent,  wherein  the  parts  d  * 
do  not  extend  the  width  of  the  door,  but  are  mere  bracket-ledges. 
When  so  amended,  claim  2  should  be  allowed. 

Claim  3  is  similar  to  claim  2  and  should  be  correspondingly 
amended  and  then  may  be  allowed. 

The  decision  of  the  Examiners-in-Chief  as  to  claim  1  is  affirmed 
and  the  appeal  is  dismissed  as  to  claims  2  and  3. 


•  Ex  PARTE  TSCHUNKB. 

Decided  August  29,  1919. 
266  O.  G..  596. 

1.  Application — ^Renewals — Right  of  Assignees  of.  Enemy-Owned  Applica- 

tions. 
Seld  that  the  benefit  of  the  nine  months  extension  given  to  an  alien 
enemy  should  be  given  to  an  assignee  who  received  title  to  an  application 
through  the  alien-property  custodian. 

2.  Same — Same — Delay  in  Filing. 

Where  a  forfeited  application  was  seized  by  the  alien-property  custo- 
dian and  assigned.  Held  that  upon  the  showing  made  the  renewal  of  the 
application  by  the  assignee  should  be  accepted,  although  not  filed  within 
the  two  years  allowed  by  law,  but  within  two  years  and  nine  months. 

On  Petition. 

PROCESS  FOB  producing  SALTS  OF  THE  N-MENTHYL  HEX A-MENTHEN  ETETK AMIN. 

Messrs.  Emery ^  Varriey^  Blair  &  Heguet  for  the  applicant. 

Newton,  Commissioner: 

This  is  a  petition  filed  June  26,  1919,  by  The  Chemical  Founda- 
tion, Inc.,  to  renew  this  application,  which  was  allowed  May  4,  1917. 
The  petitioner  came  into  possession  of  this  application  through  the 
alien-property  custodian,  who  seized  it  with  a  large  number  of  other 
applications  in  the  early  part  of  1919  under  the  authority  vested  in 
him  by  law. 
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Petitioner  contends  that  under  the  Trading  with  the  Enemy  Act, 
approved  October  6,  1917,  the  applicant,  Tschunke,  could  haTe 
renewed  this  application  under  the  following  provisions : 

An  enemy  or  ally  of  enemy,  may  file  and  prosecute  in  the  United  States  an 
application  for  Letters  Patent  ♦  ♦  ♦  and  may  pay  any  fees  therefor  in 
accordance  with  and  as  required  by  the  provisions  of  existing  law  and  fees  for 
attorneys  or  agents  for  filing  and  prosecuting  such  applications.  Any  such 
enemy,  or  ally  of  enemy,  who  is  unable  during  war,  or  within  six  months 
thereafter,  on  account  of  conditions  arising  out  of  war,  to  file  any  such  appli- 
cation, or  to  pay  any  ofiiclal  fee,  or  to  take  any  action  required  by  law  within 
the  period  prescribed  by  law,  may  be  granted  an  extension  of  nine  months 
beyond  the  expiration  of  said  period,  provided  the  nation  of  which  the  said 
appUcant  is  a  citizen,  subject,  or  corporation  shall  extend  substantially  similar 
privileges  to  citizens  and  corporations  of  the  United  States. 

Petitioner  further  contends  that  if  Tschunke  could  renew,  appli- 
cant, who  has  legally  come  into  possession  of  this  application,  should 
be  entitled  to  renew  under  section  4897,  Bevised  Statutes,  which 
reads  in  part  as  follows : 

Any  person  who  has  an  interest  in  an  invention  or  discovery,  whether  as 
Inventor,  discoverer,  or  assignee,  for  which  a  patent  was  ordered  to  issue  upon 
the  payment  of  the  final  fee,  but  who  fails  to  make  payment  thereof  within 
six  months  from  the  time  at  which  it  was  passed  and  allowed,  and  notice 
thereof  was  sent  to  the  applicant  or  his  agent,  shall  have  a  right  to  make  an 
application  for  a  patent,  for  such  Invention  or  discovery  the  same  as  in  the  case 
of  an  original  application. 

In  ex  parte  Agee  (C.  D.,  1902,399;  101  O.  G.,  1609)  it  was  held  that 
the  attorney  of  record  may  sign  the  petition  to  renew. 

There  is  nothing  before  me  to  conclusively  show  that  Tschunke 
was  "unable  during  the  war"  to  file  this  application  for  renewal 
before  or  after  the  two  years  had  expired.  Tschunke  may  be  in- 
terned in  this  country  for  aught  shown  in  applicant's  petition,  and 
hence  may  have  been  able  all  during  this  term  of  forfeiture  to  renew 
this  application,  and  if  so  Tschunke  himself  could  not  renew  after 
the  two  years  from  the  date  of  allowance,  section  4897  specifying 
that  any  renewal  must  be  made  within  two  years  after  the  original 
allowance;  but  more  than  this  applicant  is  not  an  alien  enemy,  and 
there  is  some  doubt  if  it  can  acquire  the  nine  months  extension  right 
of  alien  enemies  under  the  "Trading  with  the  Enemy  Act;"  but 
since  this  Office  has  received  no  communications  from  alien  enemies 
during  the  period  covering  most  of  the  time  Tschunke  had  to  act  it 
may  be  assumed  that  he  was  prevented  from  renewing  up  to  the 
time  that  this  application  was  seized  by  the  alien-property  custodian. 

As  to  the  relations  existing  between  petitioner  and  Tschunke,  the 
"Trading  with  the  Enemy  Act"  specifies,  in  the  amendment  of 
section  12  contained  in  chapter  28,  Sixty-fifth  Congress,  Session  2, 
as  follows: 
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The  alien  property  custodian  shall  be  vested  with  all  of  the  powers  of  a 
common-law  trustee  in  respect  of  all  property,  other  Uian  money,  which  has 
been  or  shall  be,  or  which  has  been  or  shall  be  required  to  be,  conveyed,  trans- 
ferred, assigned,  delivered,  or  paid  over  to  him  in  pursuance  of  the  provisions 
of  this  act,  and,  in  addition  thereto,  acting  under  the  supervision  and  direction 
of  the  President,  and'  under  such  rules  and  regulations  as  the  President  shall 
prescribe,  shall  have  power  to  manage  such  property  and  do  any  act  or  things 
in  respect  thereof  or  make  any  disposition  thereof  or  of  any  part  thereof,  by 
sale  or  otherwise,  and  exercise  any  rights  or  powers  which  may  be  or  become 
appurtenant  thereto  or  to  the  ownership  thereof  in  like  manner  as  though  he 
were  the  absolute  owner  thereof.     (40  Stat  at  L.,  423.) 

This  indicates  that  the  alien-property  custodian  should  be  regarded 
as  a  trustee  in  Tschunke's  interest  and  that  he  took  with  this  appli- 
cation all  the  rights  and  privileges  possessed  by  the  alien  enemy,  and 
when  he  sold  the  application  to  the  applicant,  The  Chemical  Founda- 
tion, Inc.,  it  also  came  into  possession  of  all  the  rights  of  the  alien 
enemy,  and  it  has  shown  through  its  attorneys  that  as  soon  as  it  came 
into  possession  of  these  applications  it  began  its  investigations  to 
determine  their  condition  and  to  take  such  action  as  was  necessary ; 
but  having  a  great  many  of  them  to  go  over  it  failed  to  find  out  in 
time  fhat  this  application  must  be  renewed  on  or  before  May  4, 
1919;  but  since  it  acquired  all  rights  that  the  alien  enemy  had  in  the 
application,  the  nine  months  extra  time  given  to  the  alien  enemy 
probably  should  under  these  circumstances  be  extended  to  this  appli- 
cant. 

The  fact  that  the  nine  months  extra  time  was  given  to  the  alien 
enemy  in  exchange  for  a  similar  privilege  for  American  citizens 
filing  in  the  alien-enemy  country,  and  that  this  right  was  given  the 
alien  enemy  because  of  his  inability  to  file  in  this  country,  and  that 
these  considerations  may  not  apply  to  the  present  applicant,  a 
domestic  corporation,  have  been  considered.  They  make  the  legality 
of  this  renewal  uncertain,  but  it  has  always  been  the  policy  of  the 
Patent  Office  to  encourage  rather  than  suppress  the  disclosure  of  in- 
ventions, and  to  refuse  this  renewal  would  be  to  resolve  the  doubt  of 
its  validity  in  a  way  inconsistent  with  the  prior  liberal  Office  practice. 

In  view  of  these  considerations  it  is  held  that  this  renewal  fee  may 
he  accepted  from  this  applicant^  and  its  petition  is  granted. 


Ex  PARTE  Cooper  Underwear  Company. 

Decided  July  7,  1919. 
266  O.  G.,  741. 

Trade-Mabkh — "  Kenosha-Klosed-Krotch  ** — ^Descriptive  and  Geooraphtc. 

The  words  "  Kenoshn-Klosed-Krotch "  as  applied  to  woven  and  knitted 
underwear  HeJd  not  registrable,  since  the  word  "  Kenosha  '*  is  a  geograph- 
ical term  and  the  words  "  Klosed-Krotch  "  are  descriptive^ 

On  Appeal. 


\ 
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T&ADE-MABK   FOB  UNDEBWEAB. 

Mr.  Charles  N,  Butler  for  the  applicant. 

Newton,  Commissioner: 

•This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  "  Kenosha-Klosed-Krotch "  as  a  trade- 
mark for  woven  and  knitted  union-suits,  shirts,  and  drawers,  on  the 
ground  that  "  Kenosha  "  is  geographical  and  "  Klosed-Krotch  "  is 
merely  descriptive  and  that  the  entire  expression  "  Kenosha-Klosed- 
Krotch  "  clearly  means  that  the  underwear  was  made  at  Kenosha  and 
that  it  was  of  the  closed-crotch  variety,  that  "  closed-crotch  "  has  a 
definite  meaning  in  the  underwear  trade,  as  is  shown  by  patents  to 
Hill,  No.  642,227 ;  Meredith,  No.  923,982,  and  Johnson,  No.  973,200, 
each  of  which  uses  these  identical  words  "  closed  crotch  "  to  define 
applicants'  constructions,  and  that  applicant's  contention  that  the 
union  of  the  geographical  and  descriptive  terms  should  make  for 
registrability  is  negatived  by  the  decisions  in  ex  parte  Seager^  (C.  D., 
1901,  169;  97  O.  G.,  749;)  ex  parte  The  Crescent  Mfg.  Co.,  (C.  D., 
1901,  160;  97  O.  G.,  750;)  ex  parte  Eggleston,  (MS.  Dec,  July  17, 
1912;)  ex  parte  Dietz,  (125  MS.  Dec,  470,)  and  ex  parte  Long,  (126 
MS.  Dec,  263.) 

At  the  hearing  applicant  contended,  in  effect — 

(1)  That  even  though  "Kenosha"  was  geographical,  "Klosed- 
Krotch"  by  itself  did  not  describe  anything,  since  it  did  not  state 
that  it  Was  "Klosed-Krotch  "  underwear,  "  Klosed-Krotch  "  desk,  or 
what  it  was  that  had  a  closed  crotch.  This  contention  is  artificial 
and  was  made  in  the  case  of  ex  parte  J.  C,  Blair  Compamy,  (117  MS. 
Dec,  48,)  in  which  the  words  "  French  Satin  "  were  refused  registra- 
tion for  paper.  See  also  the  following  decisions :  Draper  v.  Skerrett 
et  al.,  (116  Fed.  Eep.,  206,)  where  "  French  Tissue"  was  held  an  in- 
valid trade-mark  for  paper ;  in  re  Meyer  Brothers  Coffee  and  Spice 
Company,  (C.  D.,  1909,  312;  140  O.  G.,  756;  32  App.  D.  C,  277,)  in 
which  "American  Strength  "  was  held  unregistrable  for  coffee,  since 
"American  "  was  geographical  and  "  Strength  "  descriptive  of  coffee 
and  a  registrable  mark  could  not  be  made  by  combining  in  this  way 
two  non-regijstrable  words;  ex  parte  Loonen,  (C.  D.,  1909,  159;  146 
O.  G.,  957,)  in  which  "  Parisian  Ivory  "  was  held  unregistrable,  since 
"Parisian"  was  geographical  and  "Ivory"  either  deceptive  or  de- 
scriptive as  applied  to  tooth-brushes. 

(2)  Applicant  contended,  in  effect,  that  the  joining  together  of 
three  words  all  beginning  with  "  K  "  lent  a  feature  to  its  mark  that 
was  sufficiently  arbitrary  to  overcome  its  geographical  and  descrip- 
tive charactei*;  but  it  is  held  that  this  is  insufficient.  I  have  care- 
fully considered  this  feature  of  the  mark,  but  can  find  no  authorities 
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for  allowing  it,  and  it  is  best  to  follow  the  general  trend  of  the  de- 
cisions, which  seem  to  be  against  the  allowance  of  these  words. 

The  decision  of  the  Examiner  of  Trade-Marks  refusing  the  mark 
is  affirmed. 


Ex  PARTE  The  HiiiKer-Wiechers  Manufacturing  Q). 

Decided  August  6,  1919. 
266  O.  G.,  741. 

Tbade-Mabes — "  TubTest,*'  for  Men's  Overalls  and  Work-Coats — ^Descriptivb. 
Held  that  the  word  *'  TubTest "  as  applied  to  men's  overalls  and  work- 
coats  would  Indicate  that  the  clothes  upon  which  this  mark  was  applied 
would  stand  the  test  of  washing  and  that  the  mark  is  therefore  descriptive 
and  not  registrable. 

On  Apprati. 

trade-mark  for  ken's  overalls  and  work-coats. 

Mr,  Edward  H.  Merritt  for  the  applicant. 

Newton,  Commfiissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  representation  of  a  tub  of  clothes  hav- 
ing written  thereon  the  words  "TubTest,"  for  men's  overalls  and 
work-coats,  on  the  ground  that  "  TubTest "  is  descriptive  and  also  on 
the  ground  that  the  mark  is  anticipated  by  Hyams,  No.  84,683,  or 
The  Tub  Clothes  Co.,  No.  110,790. 

The  Examiner  sets  forth  that  it  is  common  practice  in  the  trade 
to  express  the  fact  that  textile  goods  may  be  subjected  to  tub  treat- 
ment. "Tub-silks,"  for  instance,  "tub-corduroys,"  or  "tub-suits" 
indicate  that  these  goods  will  stand  washing  without  shrinking  or 
fading,  and  calls  attention  to  ex  parte  Renfrew  Co.^  (116  MS.  Dec, 
494,)  where  the  words  "  Tub  Proof  "  were  held  descriptive  of  fabrics, 
and  that,  so  far  as  the  representation  of  the  tub  is  concerned,  this 
part  of  the  mark  is  anticipated  in  the  references. 

Applicant  calls  attention  to  the  registration  of  such  words  as  "  Stan- 
Test,"  No.  124,691 ;  "  Test-it,"  No.  121,294,  "  Eecleaner's  Test,"  No. 
69,116,  etc.,  and  contends  that  "TubTest"  would  not  be  an  ordinary 
way  of  conveying  the  thought  that  the  clothes  had  been  preshrunken 
or  would  wash,  but  that  the  words  are  merely  suggestive,  as  were 
"Anti- Washboard,"  which  was  sustained  in  O'^Rourke  v.  Central  City 
Soap  Co.^  (26  Fed.  Eep.,  576.) 

It  is  found  that  the  word  "tub"  in  the  new  dictionaries  means 
"to  wash."  "TubTest"  therefore  would  convey  the  meaning  to 
many,  if  not  everyone,  that  applicant's  clothes  would  stand  the  test 
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of  washing.  This  is  a  desirable  quality  for  textile  goods  to  have,  and 
applicant's  representation  of  a  tub  full  of  clothes  helps  to  establish 
this  meaning.  Of  course  the  words  will  constitute  the  dominant  fea- 
ture of  this  mark.  Indeed,  the  tub  of  clothes  is  old  per  se^  as  shown 
by  the  Hyams  registration,  and  cannot  be  relied  on  to  make  this  mark 
registrable  to  applicant,  and  after  a  careful  consideration  of  all  the 
facts  I  am  inclined  to  hold  that  the  Examiner  is  right  These  words, 
together  with  the  picture,  go  beyond  the  "Anti-Washboard"  and 
similar  sustained  cases,  and  they  were  marginal  cases.  A  line  must 
be  drawn  somewhere,  and  it  is  held  that  "  TubTest,"  with  the  repre- 
sentation of  a  tub  of  clothes,  goes  beyond  mere  suggestiveness  and 
falls  on  the  non-registrable  side  of  the  line. 

T?ie  decision  of  the  Examiner  of  Trade-Marks  refitsin^  the  word 
Twust  he  afirmed, 

Fanslow  v.  Whitney. 

Decided  December  9,  1918, 
266  O.  G.,  742. 

INTEBFEBENCE — ABANDONMENT    OF    AN    APPLICATION-   BY    THE    WINNING    PaBTY— 

Invention  Made  Public — Judgment  a  Bab. 
Where  after  a  final  decision  on  priority  the  winning  party  allowecl  his 
application  to  become  abandoned,  but  It  appears  that  he  had  actually  built 
machines  embodying  the  invention  of  the  Interference,  one  of  which  was 
sent  to  the  assignee  of  the  other  party,  Held  that  the  judgment  in  the  Inter- 
ference is  a  bar  to  the  allowance  of  claims  to  the  losing  party  correspond- 
ing to  the  Issue  of  the  interference.  (Decision  in  Jolliffe  v.  Waldo  v.  Ver- 
meer  and  Schorik,  C.  D.,  1917,  15;  234  O.  G.,  671,  construed.) 

On  Motion. 

PENGIL-SHABPENEB. 

Mr.  Charles  McC,  Chapman  and  Messrs.  Sturtevant  c&  Mason  for 
Fanslow. 
Messrs.  C.  A.  Snow  <&  Co.  for  Whitney. 

Whitehead,  First  Assistant  Commissioner: 

A  motion  by  Fanslow  prays  that  this  interference  be  reopened, 
•the  decision  of  priority  vacated,  and  the  interference  decided  in  favor 
of  Fanslow,  with  an  award  of  priority  to  him. 

The  records  of  the  Office  show  that  in  the  interference  testimony 
was  taken  by  both  parties,  that  a  decision  was  rendered  in  favor  of 
Whitney  on  the  ground  that  Fanslow  did  not  print  his  testimony  in 
the  time  allowed  for  that  purpose,  that  thereafter  Fanslow  filed  a 
concession  of  priority  of  invention  to  Whitney,  which  reads  as 
follows : 
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State  of  New  York,  county  of  New  York,  ss : 
Benjamin  O.  Fanslow,  being  duly  sworn,  deposes  and  says : 
That  he  is  the  Benjamin  O.  Fanslow  Who  filed  application  Serial  No.  644,784, 
in  the  United  States  Patent  Office,  under  date  of  August  18,  1911,  for  an  im- 
provement in  pencil  sharpeners,  and  ^ which  application  is  involved  In  interfer- 
ence No.  37,216.  Fanslow  v.  Whitney;  that  he  is  not  the  first,  original  and  sole 
inventor  of  the  subject  matter  of  the  counts  of  the  said  Interference,  No.  37^16, 
and,  therefore,  hereby  formally,  and  without  reservation,  concedes  priority  of  in- 
vention to  the  party,  William  A.  Whitney,  whose  application  is  also  involved 
in  said  interference,  this  concession  covering  the  entire  subject  matter  of  the 
counts  of  the  said  interference;  and  that  this  concession  is  mad€  because,  to  the 
bt^st  of  his  knowledge  and  belief,  the  facts  heroin  stated  are  true. 

The  concession  of  priority  was  sworn  to  before  a  notary  public  and 
was  also  signed  by  the  New  Era  Mfg.  Co.,  Fanslow's  assignee,  by  its 
president,  and  bears  the  corporate  seal  of  the  corporation.  The 
Examiner  of  Interferences,  without  entering  another  judgment, 
created  this  concession  as  a  waiver  of  appeal  from  his  decision. 

It  appears  that  the  Whitney  application  was  allowed  on  Septem- 
ber 13,  1915,  that  the  final  fee  was  not  paid  within  six  months,  and 
that  no  application  for  renewal  was  filed  within  two  years  from 
the  date  of  the  notice  of  allowance.  The  Fanslow 'application  was 
allowed  on  September  11,  1916,  the  claims  corresponding  to  the  issue 
of  the  interference  having  been  canceled.  The  final  fee  was  not  paid, 
but  the  application  was  renewed  on  September  11,  1918,  and  at  that 
time  an  amendment  was  filed  presenting  claims  corresponding  to  the 
issue  of  this  interference.  The  present  motion  was  filed  on  the  same 
day. 

The  prayer  for  relief  is  based  on  the  decision  in  JolUffe  v.  Waldo  v. 
Vermeer  and  Schorik,  (C.  D.,  1917, 16;  234  O.  G.,  671.)  As  pointed 
out  in  that  decision,  the  judgment  of  priority  having  been  regularly 
entered  cannot  be  vacated.  The  question  involved  is,  as  it  was  in 
that  case,  whether  in  view  of  the  abandonment  of  the  Whitney  ap- 
plication the  party  Fanslow  can  be  allowed  claims  corresponding  to 
the  issue  of  the  interference,  notwithstanding  the  judgment  therein 
adverse  to  him. 

It  appears  from  the  papers  filed  by  both  parties  in  connection  with 
this  motion  that  Fanslow  or  his  assignee  paid  to  Whitney  a  consider- 
able sum  of  money  in  return  for  a  license,  a  copy  of  which  has  been 
filed  herein.  The  decision  in  Jollife  v.  Waldo  et  al,^  ^upra^  was  based 
on  the  ground  that  the  winning  party  to  the  interference  had  done 
nothing  to  give  the  public  his  invention,  so  far  as  could  be  ascer- 
tained, and  that  therefore  after  his  application  became  abandoned 
there  was  nothing  which  would  have  prevented  the  grant  of  a  patent 
for  that  invention  to  another  inventor,  and  that,  since  the  judgment 
was  based  on  the  application,  that  judgment  ought  not  to  be  held  to 
be  a  bai*  to  the  grant  of  a  patent  to  the  losing  party. 
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When  this  case  first  came  on  for  hearing,  in  view  of  the  fact  that 
the  original  notice  of  hearing  did  not  specifically  state  that  Whitney 
could  file  affidavits  the  hearing  was  adjourned  and  time  was  given 
in  which  such  affidavits  might  be  filed. 

According  to  Whitney's  preliminary  statement  he  had  completed 
and  successfully  tested  and  operated  a  full-sized  embodiment  of  the 
invention  on  or  about  August  1, 1908,  and  testimony  was  presented  as 
to  the  work  which  had  been  done  by  him.  According  to  the  affidavit 
of  Whitney,  filed  in  opposition  to  this  motion,  after  the  license  was 
given,  the  New  Era  Mfg.  Co.,  the  assignee  of  Fanslow,  advertised 
extensively  a  pencil-sharpener  manufactured  by  it,  which,  from  the 
description  given,  appeai*s  to  have  been  within  the  terms  of  the  issue  of 
the  interference.  It  is  also  stated  that  in  1916  Whitney  made  and  for- 
warded to  the  New  Era  Mfg.  Co.  a  model  of  his  pencil-sharpener.  It 
is  further  stated  that  on  or  about  January  1, 1917,  Whitney  constructed 
several  sample  pencil-sharpeners,  one  of  which  was  sent  to  the  New 
Era  Mfg.  Co.  and  the  others  exhibited  to  different  parties  in  Eock- 
ford,  111.,  i6r  the  purpose  of  financially  interesting  them  in  the  in- 
vention. 

In  Fanslow's  affidavit  filed  in  rebuttal  it  is  stated  that  the  only 
pencil-sharpener  ever  advertised  as  sold  by  the  New  Era  Mfg.  Co. 
is  the  one  which  is  made  the  subject  of  his  (Fanslow's)  application 
involved  in  the  interference.  He  admits  receiving  a  model  of  Whit- 
ney's machine,  but  alleges  that  it  was  not  a  new  machine,  but  an  old 
machine  fixed  over,  and  that  the  proposition  which  Whitney  made  to 
them  with  respect  to  this  machine  did  not  appeal  to  the  company 
and  the  model  was  returned  to  Whitney  on  or  about  May  29,  1917. 

As  noted  above,  the  JoUiffe  decision  was  based  on  the  ground  that 
nothing  had  been  done  by  the  winning  party  toward  giving  the  in- 
vention to  the  public  except  the  filing  of  the  application  and  that 
this  had  been  nullified  by  allowing  the  application  to  become  aban- 
doned. In  the  present  case,  however,  so  far  as  the  evidence  shows, 
Whitney  had  built  machines  embodying  his  invention.  It  is  argued 
on  behalf  of  Fanslow  that  the  machine  introduced  in  the  interference 
was  inoperative ;  but  that  is  a  question  which  should  have  been  deter- 
mined in  the  interference.  Admittedly  Fanslow  and  his  assignee 
took  a  license  from  Whitney,  and  it  is  not  denied  that  they  thereafter 
manufactured  machines  which  embodied  the  invention  set  out  in  the 
issue  of  the  interference.  Furthermore,  it  is  not  denied  that  they 
received  from  Whitney  a  sample  machine,  but  did  not  proceed  to 
manufacture  machines  of  that  type  because  the  proposition  made  to 
them  by  Whitney  was  not  satisfactory  to  them.  Nor  is  there  any 
denial  of  Whitney's  statement  that  he  made  other  samples  which  he 
showed  to  manufacturers  for  the  purpose  of  interesting  them.  It  is 
not  seen,  therefore,  how  it  can  be  held  that  nothing  had  been  done  by 
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Whitney  toward  giving  the  invention  to  the  public  save  the  filing 
of  the  application.  The  machines  manufactured  by  Fanslow  or  his 
assignee  were  embodiments  of  the  invention  involved  in  the  inter- 
ference and  as  to  which  Whitney  had  given  the  license. 

It  is  argued  that  Whitney  defrauded  Fanslow  and  his  assignee  by 
the  failure  to  take  out  the  patent  after  the  termination  of  the  inter- 
ference and  the  granting  of  the  license  for  which  he  was  paid.  The 
mere  fact  that  Whitney  did  not  comply  with  his  agreement  would  not 
justify  the  i^uance  of  a  patent  to  Fanslow  after  the  adverse  judg- 
ment. It  may  be  noted  that,  so  far  as  the  records  of  this  Office  dis- 
close, no  steps  were  taken  by  Fanslow  and  his  assignee  to  have  the 
Whitney  patent  issued  after  Whitney  neglected  to  do  so.  In  other 
words,  they  made  no  attempt  to  pay  the  final  fee  themselves  or,  after 
the  application  had  become  forfeited,  to  renew  it. 

In  the  JoUiffe  decision  it  is  said  that  as  soon  as  the  losing  party 
learned  that  the  winning  party's  application  had  become  abandoned 
he  filed  his  petition  that  the  judgment  in  favor  of  Vermeer  and 
Schorick  be  set  aside.  The  Whitney  application  became  abandoned 
on  September  13, 1917,  and  Fanslow  and  his  assignee  were  chargeable 
with  knowledge  of  that  fact,  if  they  did  not  have  actual  knowledge 
thereof,  since  they  knew  from  correspondence  with  Whitney's  attor- 
ney the  date  of  the  notice  of  allowance.  They  did  not,  however,  take 
steps  at  that  time  to  have  the  claims  allowed  in  the  Fanslow  applica- 
tion, but  waited  until  September  11,  1918,  nearly  a  year  after  the 
Whitney  application  became  abandoned  and  the  last  day  on  which  the 
Fanslow  application  could  be  renewed,  to  file  the  petition  for  renewal 
and  the  present  motion.  Under  these  circumstances  the  claims  should 
be  allowed  to  Fanslow  only  if  it  is  clearly  established  that  the  holding 
in  the  JoliflFe  case  applies,  but  for  the  reasons  above  pointed  out  this 
has  not  been  done. 

In  Whitney's  original  affidavit  it  was  stated  that  he  stood  ready 
to  revive  his  application,  and  in  the  brief  filed  on  his  behalf  it  is 
asked  that  a  time  be  set  within  which  he  could  file  a  new  application. 
The  application  having  been  abandoned  after  forfeiture,  it  is  not 
subject  to  revival,  since  the  statute  forbids  a  renewal  more  than  two 
years  after  the  original  notice  of  allowance,  and  whether  Whitney 
is  barred  from  filing  a  new  application  on  account  of  public  use  is  a 
question  which  is  not  involved  in  this  present  proceeding. 

Fanslow's  petition  that  the  interference  be  reopened  and  the  de- 
cision therein  vacated  is  denied,  as  is  also  the  request  that  he  be  held 
entitled  to  a  patent  notwithstanding  that  judgment. 

It  is  directed  that  the  Fanslow  application  he  withdrawn  from 
issue  and  returned  to  the  Examiner^  and  the  Examiner  is  directed 
to  reject  the  claims  corresponding  to  the  issue  of  the  interference  and 
take  such  other  action  a^  the  condition  of  the  case  may  require. 
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Ex  PARTE  DaUM. 

Decided  April  25,  WIS. 

267  O.  G.,  183. 

Appucation — ^Non-Responsive  Pbosecutiow — Abandonment. 

Wher^  certain  formal  requirements  were  made  In  the  first  action  and 
repeated  In  the  second  and  applicant's  attention  called  to  the  fact  that 
some  of  the  claims  had  been  allowed,  but  nothing  was  done  for  almost  a 
year  except  to  cancel  one  claim  and  argue  as  to  the  others  and  a  petition 
was  not  filed  for  more  than  a  year  after  the  Examiner  had  held  the  case 
abandoned,  Held  that  the  application  was  abandoned  for  lack  of  respon- 
sive prosecution. 

On  Petition. 

ITJSS. 

Mr.  Horace  O.  Seitz  for  the  applicant. 

Newton,  Com/missioner: 

Applicant  has  petitioned  that  the  Examiner  be  advised  that  the 
showing  of  the  shell-casing  be  considered  sufficient  and  that  the 
requirement  of  amendment  to  the  illustration  be  waived  and  the  case 
passed  to  issue. 

The  application  is  for  a  fuse  which  consists  of  a  shell  having  a 
plug  in  either  end  and  clamped  in  the  plugs  a  fuse  strip  or  element 

22.  This  element  may  be  bent  up,  as  shown  in  Figures  S  and  7,  and 
carrying  on  the  external  visible  end  capacity-indicator  marks  indi- 
cating capacity.  The  plug  at  one  end  may  be  made  slidable  or  mov- 
able in  the  casing  and  the  strip  put  under  tension  by  a  spring  inter- 
posed between  the  casing  and  a  flange  on  the  plug.  This  flange  may 
be  integral  with  the  plug  or  adjustable  by  screw-threads.  The  claims 
as  they  are  now  drawn,  with  the  exception  of  claim  24  and  possibly 

23,  would  read  upon  Fig.  10  if  the  end  of  the  fusible  element  were 
bent  in  Fig.  10.  This  bent-up  end  is  shown  in  Figs.  5  and  7.  Claims 
24  and  25  would  also  read  upon  Fig.  10  if  the  flange  at  the  right- 
hand  end  were  screw-threaded,  as  in  Fig.  12.  Fig.  12  would  be 
capable  of  having  the  claims  read  thereon  if  there  were  added  to  it 
a  part  corresponding  to  the  left-hand  end  of  Fig.  10, 

In  the  first  action  on  the  case  the  Examiner .  acted  upon  all  the 
claims  and  required  that  the  shell-casing  be  hatched  to  indicate 
uisulated  material,  in  accordance  with  the  draftsman's  chart  in  the 
Rules  of  Practice,  and  also  required  that  the  drawings  be  so  amended 
that  all  the  claims  would  read  upon  one  construction,  in  accordance 
with  ex  parte  Welch,  {C.  D.,  1900, 190 ;  93  O.  G.,  2104.)  This  require- 
ment was  repeated  in  the  second  action  upon  the  case,  in  which  all 
claims  were  also  acted  upon  and  certain  claims  allowed,  and  atten- 
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tion  was  specifically  called  to  the  fact  of  the  allowance  of  claims  and 
the  necessity  of  responsive  action  as  to  formal  matters,  in  compliance 
with  ex  parte  Fox^  (C.  D.,  1915,  1;  211  O.  G.,  965.)  The  applicant 
almost  a  year  later  canceled  one  claim,  amended  two  claims,  and 
argued  the  other  rejected  claims,  but  made  no  response  to  the  formal 
requirements  further  than  to  request  that  the  Examiner  indicate 
specifically  what  was  the  line  of  division.  No  requirement  of  divi- 
sion had  been  made.  Upon  this  the  Examiner  notified  applicant 
tliat  his  action  was  not  fully  responsive  in  that  the  drawings  had 
not  been  corrected  and  that  unless  these  informalities  were  promptly 
corrected  the  case  would  be  held  abandoned.  Applicant  then  waited 
a  year  and  brought  this  petition. 

The.  first  requirement  relates  to  the  cross-hatching.  The  shell  of 
a  fuse-plug,  as  has  been  shown  by  the  Examiner,  may  be  either  of 
conducting  or  non-conducting  material,  and  it  is  not  without  im- 
portance in  future  searching  that  it  be  indicated  clearly  by  the  draw- 
ings what  material  is  used.  The  requirement  is  one  which  may  be 
easily  complied  with  and  which  it  is  advantageous  should  be  com- 
plied with  in  order  that  the  drawings  may  be  clearly  and  easily  read, 
and  no  reason  is  seen  why  the  applicant  cannot  comply  with  it. 

The  requirement  as  to  amendment  of  Fig.  10  or  Fig.  12  to  illus- 
trate all  the  claims  is  also  one  which  is  easily  capable  of  being  com- 
plied with.  Applicant  has  claimed  in  this  case  the  general  combi- 
nation of  all  the  parts  and  has  claimed  the  specific  construction  of 
the  fusible  element  as  being  turned  up  and  having  indication-marks 
visible  and  also  the  specific  construction  of  the  tension  device,  con- 
sisting of  a  spring  interposed  between  the  shell  and  the  screw- 
threaded  flange,  operating  to  slide  the  plug  in  the  case  and  put 
tension  on  the  element  22.  These  are  s^cifically  claimed — the  indi- 
cator in  claims  5  and  7,  for  example,  and  the  tension  elements  in 
claims  23  and  24 — and  under  ex  parte  Welch  (C.  D.,  1900,  190; 
98  O.  G.,  2104)  should,  where  it  is  capable  of  doing  so,  have  been 
illustrated  in  the  one  figure.  Applicant  has  made  no  attempt  to 
comply  with  this,  although  it  is  obvious  that  it  could  be  done  by  a 
simple  amendment  to  Fig.  10,  as  suggested  by  the  Examiner  in  the 
first  action ;  but,  responding  to  each  of  the  first  and  second  actions  in 
the  case,  he  has  taken  a  full  year  and  has  even  yet  filed  no  properly- 
responsive  amendment.  The  last  action  by  the  applicant  in  response 
to  the  Examiner's  full  action  upon  the  case  was  January  19,  1917. 
He  was  notified  thereafter  that  the  action  was  not  fully  responsive. 
He  has  taken  no  action  since  January  19, 1917,  by  way  of  amendment 
to  correct  the  deficiencies  in  the  drawing  and  waited  until  almost  a 
year  from  the  Examiner's  notification  of  March  7,  1917,  to  bring  the 
petition.  It  must  be  held  that  the  action  of  the  applicant  in  this 
case  has  not  been  such  as  to  expedite  the  progress  of  the  case,  but  has 
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been  dilatory  in  the  extreme  and  not  such  as  the  condition  of  the 
case  required,  and  that  the  case  is  abandoned  for  lack  of  proper 
responsive  prosecution.  The  requirements  of  the  Examiner  were 
proper  requirements  and  should  have  been  responded  to,  in  accord- 
ance with  ex  parte  Fox  (C.  D.,  1915, 1 ;  211  O.  G.,  955.) 

A  petition  for  revival  of  the  case  will  be  considered  if  accom- 
panied by  a  showing  of  good  and  suflScient  reason  as  to  why  the  case 
has  not  been  prosecuted  more  diligently  and  if  accompanied  by 
amendments  putting  the  drawings  into  proper  shape  and  otherwise 
advancing  the  case  toward  condition  for  allowance.  It  may  be  noted 
that  that  part  of  the  petition  which  asks  that  the  case  be  passed  to 
issue  is  not  warranted  by  the  last  action  upon  the  case  by  the  Ex- 
aminer, in  which  all  the  claims,  with  one  exception,  were  rejected. 
The  case  is  not  in  condition  for  allowance,  even  if  there  were  no 
question  of  the  drawings  involved. 

The  petition  is  denied.  f 
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Decided  August  7,  1919, 
267  O.  a,  184. 

1.  Tbade-Masks — Mere  Ornamentation — ^Nor  Reoistrabus. 

The  dress  or  ornamentation  of  a  box  or  package  resulting  from  the  use  of 
color,  or,  as  it  is  sometimes  denominated,  its  color  scheme,  should  not  bo 
registered  as  a  trade-mark. 

2.  Same — Same — Vertical  Black  and  White  Stripes  on  the  Side  Walls  of  a 

Box. 
Vertical  black  and  white  strii)es  located  on  the  side  walls  of  a  box  Held 
not  registrable  as  a  trade-mark,  since  these  stripes  were  evidently  adopted 
for  ornamentation. 

On  Appeal. 

trade-mark  for  face-powder  and  toilet  powder. 

Messrs.  Howson  <&  Howson  for  the  applicant.*^ 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  face-powder  and 
toilet  powder — 

vertical  black  a^d  white  stripes  located  on  the  side  walls  of  the  box  or  carton 
in  which  the  goods  are  sold. 

The  ground  of  refusal  has  been  that  the  black  and  white  stripes 
are  a  part  of  the  ornamentation  of  the  box  and  are  therefore  not  a 
trade-mark  at  all,  and  numerous  decisions  are  cited,  the  most  recent 
being  ex  parte  The  Woolson  Spice  Co.  (129  MS.  Dec,  278)  and  ex 
parte  The  Armxmd  Campamy  (131  MS.  Dec,  64.) 
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Applicant  discusses  these  decisions,  but  calls  attention  to  the  very 
wide  advertisement  of  its  face-powder  inclosed  in  the  particular  box 
having  the  striped  sides,  and  also  calls  attention  to  numerous  trade- 
marks similar  in  character  to  its  alleged  mark  that  have  been  regis- 
tered, as  that  to  F.  B.  Chamberlain  Co.,  No.  114,058,  for  a  red  band 
or  stripe  located  at  the  top  and  bottom  of  each  panel  of  a  carton  in 
which  flour  is  sold;  Gates  Manufacturing  Company,  No.  123,808,  for 
two  spaced  white  stripes  on  the  tread  portion  of  a  tire-cover,  etc., 
which  it  asserts  are  on  all  fours,  so  far  as  the  character  of  the  mark 
is  concerned,  with  applicant's  mark. 

The  main  objection  to  allowing  applicant's  mark  is  that  it  would 
be  sanctioning  a  perpetual  monopoly  of  a  black  and  white  striped  box 
when  the  stripes  were  evidently  adopted  for  ornamentation,  since 
applicant's  real  mark  is  displayed  on  the  top  of  its  box  separately 
from  th^  stripes. 

The  dress  or  ornamentation  of  a  box  or  package  resulting  from 
the  use  of  colors,  or,  as  it  is  sometimes  denominated,  its  '^  color 
scheme,"  should  not  be  registered  as  a  trade-mark.  The  public 
should  be  left. to  choose  any  color  or  color  scheme  for  its  packages  or 
cartons  it  desires.  If  one  applicant  could  monopolize  black  and 
white  stripes,  another  applicant  pink  stripes,  another  a  blue  color, 
etc.,  it  would  soon  limit  the  public  to  but  few  colors  to  choose  from, 
and  this  has  been  held  to  be  against  public  policy,  it  being  too  great 
a  handicap  on  the  public  for  the  benefit  of  the  individual. 

A  case  very  similar  to  the  instant  case  was  extensively  discussed 
in  ex  parte  Barrett  Mfg,  Co,^  decided  February  7,  1918,  wherein  the 
so-called  "  mark "  consisted  of  horizontal  and  vertical  ^ross-lines 
forming  squares,  for  roofing  material.  The  Assistant  Commissioner 
in  refusing  registration  said: 

The  Examiner  held  that  this  device  was  not  a  trade-mark;  and  he  is  right 
I  think  nohody  seeing  a  piece  of  this  roofing  for  the  first  time  could  possibly 
suppose  that  this  ribbed  effect  was  for  the  purpose  of  indicating  the  origin  or 
the  maker  of  the  goods.  He  would  suppose  of  course  the  ribbed  surface  was 
either  for  some  mechanical  purpose,  or  for  ornamentation.  The  applicant  has 
filed  affidavits  to  the  effect  that  it  intended  this  marking  to  be  indicative  of 
ownership  and  not  primarily  for  ornamentation.  But  this  is  not  a  material 
matter.  The  meaning  of  a  trade-mark,  like  a  reputation,  depends  upon  what 
others  think  of  it  and  not  what  the  owner  thinks  of  it. 

This  case  was  afterward  appealed  to  the  Court  of  Appeals  of  the 
District  of  Columbia,  and  the  court  decision  may  be  seen  at  po8t^ 
200;  262  O.  G.,  167;  48  App.  D.  C,  686. 

Further  discussion  would  not  be  illuminative.  It  is  enough  to 
say  that  the  general  drift  of  decisions  is  against  the  registration  of 
such  alleged  marks. 

The  decision  of  the  Examiner  of  Trade-Marks  refusing  the  same 
is  affirrned. 


m      • 
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The  Cudahy  Packing  Co.  v.  The  MorrIs^n.Co, 


Decided  September  S,  1919, 
267  0.  G..  185. 
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Trade-Marks — Similarity. 

A  trade-mark  for  a  cleansing-powder  consisting  of  the  words  "  Beats  tpfr  : 
Dutch  "  placed  above  the  figure  of  a  woman  dressed  in  Dutch  garb  spanking-'* 
a  child  Held  not  registrable  in  view  of  the  prior  use  of  a  trade-mark  for  the    " 
same  class  of  goods  consisting  of  the  words  **  Old  Dutch  Cleanser  "  and  the 
representation  of  a  woman  dressed  in  Dutch  garb  with  a  stick  in  hand  chas-  '/' 

ing  dirt. 

Appeal  from  Examiner  of  Interferences. 

TBAD&MARK  FOR  COMPOUND  IN  THE  FORM  OF  POWDER  FOR  CLEANING  AND  SC0X7RING 

PORCELAIN,  CROCKERY,  ETC. 

Mr.  William  Steel  Jackson  and  Mr.  Jaanea  L.  N orris  for  The  Cud- 
ahy Packing  Co. 

Messrs,  Wiedersheim  <&  Fairbanks  for  The  Morrison  Co. 

Newton,  Commissioner: 

This  is  an  appeal  by  The  Morrison  Co.  from  a  decision  of  the  Ex- 
aminer of  Interferences  sustaining  the  opposition  of  The  Cudahy 
Packing  Co.  td  the  registration  by  The  Morrison  Co.  of  the  words 
"Beats  the  Dutch"  over  the  figure  of  a  woman  dressed  in  Dutch 
garb  spanking  a  child  as  a  trade-mark  for  a  compound  in  the  form 
of  a  powder  for  cleaning  and  scouring. 

It  appears  that  opposer  is  the  owner  of  the  celebrated  mark  "  Old 
Dutch  Cleanser,"  associated  with  the  representation  of  a  woman 
dressed  in  Dutch  garb  with  a  stick  in  hand  chasing  dirt,  used  on  a 
cleaner  and  scouring-powder. 

Opposer  has  shown  that  it  has  spent  thousands  of  dollars  advertis- 
ing its  mark.  Indeed,  it  is  now  and  has  been  for  years  so  common 
that  judicial  notice  even  may  be  taken  of  it,  and  opposer  sets  forth 
in  its  notice  of  opposition  that  by  reason  of  the  words  "  Old  Dutch 
Cleanser"  and  the  characteristic  Dutch  dress  of  the  woman  in  its 
mark  the  Dutch  feature  is  forced  to  the  front  as  the  dominant  feature 
of  its  mark  and  that  applicant,  following  in  the  wake  of  opposer's 
extensive  advertising,  is  seeking  to  utilize  opposer's  reputation  by 
itself  injecting  into  its  mark  "  the  Dutch  feature." 

Applicant  has  brought  out  in  its  proofs  what  is  quite  apparent — 
that  its  mark  in  general  appearance  is  quite  different  from  opposer's, 
a  woman  in  Dutch  garb  spanking  a  child  conveying  a  diflFerent  im- 
pression from  a  woman  in  Dutch  garb  chasing  dirt.  Applicant  fur- 
thermore contends  that  opposer  cannot  monopolize  "Dutch,"  since 
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its  cleanser  i^tHjt  of  Dutch  origin.  It  was  made  in  America,  and  this 
is  so  stated-bii  its  cans  of  cleanser. 

OppcMSc;^  intends  that  there  is  apparently  no  attempt  to  mislead 
the  pifti|icl)y  making  the  Dutch  idea  prominent  in  its  mark.  There 
is  jio  statement  used  to  convey  the  idea  that  its  cleanser  was  made  in 
Holland,  each  can  having  on  it  the  place  where  the  goods  are  made 

,  •' "ill 'this  country,  the  "Dutch"  idea  being  fanciful  in  the  sense  that 
•  the  Dutch  are  noted  for  the  neat  spick-and-span  atmosphere  and  ap- 

. '   pea  ranee  around  and  throughout  their  homes. 

Applicant  points  out,  further,  that  opposer  in  its  registrations 
Nos.  50,697,  March  27,  1906;  68,007,  March  3,  1908,  and  68,213, 
March  17,  1908,  has  limited  itself  to  the  details  of  its  picture  as  its 
mark  and  should  be  held  thereto.  Opposer,  on  the  contrary,  con- 
tends that  it  would  be  entitled  to  oppose  irrespective  of  any  regis- 
tration. In  Natural  Food  Co.  v.  WUliarm  (C.  D.,  1908,  320;  133 
O.  G.,  232;  30  App,  D.  C,  348)  the  opposition  to  the  registration  of 
"  Shredded  Whole  Wheat "  was  sustained,  although  the  opposer  had 
not  used  this  term  as  a  trade-mark  at  all.  It  had  used  it  in  describ- 
ing its  food,  and  it  was  held  that  to  register  those  words  as  a  trade- 
mark for  another  was  inconsistent  with  this  prior  use  of  the  op- 
poser.    (See  also  H.  W.  Johns-Mawville  Co,  v.  American  S.  P.  Co., 

C.  D.,  1909,  425;  145  O.  G.,  257;  33  App.  D.  C,  224;  and  43  App. 

D.  C,  270.)  The  trend  of  these  decisions  indicates  that  where 
damage  or  injury  does  or  may  result  opposition  msCy  be  sustained 
whether  opposer  has  registered  its  mark  or  not.  (See  section  6, 
Trade-Mark  Statute.) 

Opposer  has  attempted  to  show  injury  by  the  sale  of  several 
packages  of  applicant's  "Beats  the  Dutch"  cans  of  cleaner  for 
those  of  opposer's  "Old  Dutch  Cleanser,"  (see  opposer's  record, 
Baer,  Qs.  21  to  29,  X-Q.  63  et  seq.,)  and  it  can  be  readily  seen  that 
uneducated  or  careless  persons,  who  probably  would  be  the  ones 
that  would  buy  most  of  this  material,  might  be  deceived  into  buying 
"Beats  the  Dutch"  for  "Old  Dutch  Cleanser,"  the  prominent 
thought  in  each  mark  being  "  Dutch." 

In  the  N.  K.  Fairhank  Co.  v.  Luckel,  Kin<f  tSb  Cake  Soap  Co. 
(C.  D.,  1900,  343;  92  O.  G.,  1437;  102  Fed. Rep'.,  327)  "Gold  Drop" 
was  held  to  infringe  "Gold  Dust."  "The  American  Lady"  was 
held  by  the  Supreme  Court  of  the  United  States  to  infringe  "The 
American  Girl "  in  Hamilton-Brown  Shoe  Co.  v.  Wolf  Brothers  cfe 
Co.,  (C.  D.,  1916,  281;  225  O.  G.,  1441;  240  U.  S.,  251,)  even  though 
it  was  considered  that  the  marks  were  in  a  sense  geographical. 
"Beats  All"  was  held  to  infringe  "Knoxall"  in  American  Lead 
Pencil  Co.  v.  Gottlieb,  (181  Fed.  Rep.,  178.)  "Kitchen  Queen" 
was  held  to  infringe  "  Queen  "  and  "  Queen  Quality  "  in  B.  Fischer  & 
Co.  V.  Blaul,  etc.,  (C.  D.,  1912, 280 ;  183  O.  G.,  219.)     "  Red  Man  "  was 
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held  to  infringe  "Indian"  in  ex  parte  Revere  Rubber  Co.,  (C.  D., 
1912,  248;  182  O.  G.,  509.)  "Velvetina"  was  held  to  infringe 
"Velvelite"  in  Goodrich  Drug  Co.  v.  Cassada  Manufactwring  Co., 
(C.  D.,  1917, 153 ;  237  O.  G.,  918 ;  46  App.  D.  C,  146.)  "  Dry  Shod  " 
and  "  Dry  Socks  "  were  held  by  the  Court  of  Appeals  of  the  District 
of  Columbia  to  have  somewhat  similar  sound  and  similar  idea  and 
conflicted  in  Kirkendall  &  Co.  y.  Mayer  Boot  A  Shoe  Co.,  (C.  D., 
1918,  153;  248  O.  G.,  769;  47  App.  D.  C,  245,)  and  the  same  court 
held  "  Mentho-Listine  "  to  infringe  "  Listerine  "  in  the  Lambert  Phar- 
macal  Co.  v.  Mentho-Listine  Chemical  Co.,  (C.  D.,  1918,  147;  247 
O.  a,  965;  47  App.  D.  C,  197.) 

In  view  of  this  general  trend  of  decisions,  and  especially  when  it 
is  remembered  that  opposer^s  mark  is  so  widely  known,  it  mjust  be 
held  that  the  decision  of  the  Exammer  of  Interferences  stistadning 
the  opposition  was  correct,  and  it  is  affirmed. 
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Decided  September  S^  1919. 

267  O.  G.,  186. 

Tbade-Mabks — "Vogue,"  fob  Dyes — Descriptive. 

"The  word  "Vogue,"  used  on  dyes,  Held  descriptive,  and  therefore  not 
registrable. 

On  Appeal. 

TBADE-MABK  FOR  DYES. 

Messrs.  E.  W.  Anderson  &  Son  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  "  Vogue  "  as  a  trade-mark  for  dyes,  on  the 
ground  that  it  is  descriptive  in  character  as  applied  to  dyes. 

Webster^s  New  International  Dictionary  defines  "  vogue  "  as  mean- 
ing (1)  the  way  or  fashion  of  people  at  any  period ;  temporary  mode, 
as  a  word  now  in  vogue,  another  kind  of  vogue;  (2)  popular  repute 
or  acceptation  for  a  time,  as  a  custom  that  had  a  great  vogue. 

Hence  this  word  as  applied  to  dyes  would  mean  that  they  were 
dyes  that  were  in  "  popular  repute  or  acceptation."  Furthermore, 
this  identical  word  has  been  held  descriptive  of  clothing,  (ex  parte 
P.  W.  Minor  <&  Son,  C.  D.,  1902,  431 ;  101  O.  G.,  2079,)  and  in  view 
of  these  facts  it  must  be  held  that  the  refusal  to  register  the  word  was 
correct. 

It  is  noted  that  there  is  plenty  of  arbitrary  matter  in  applicant's 
specimen  labels  as  filed,  and  if  he  will  amend  this  mark  to  cor- 
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its  cleanser  vs.rt^*t)f  Dutch  ^  *  .fX'^'^^^/y/'^^  ^^  *  peacock  thereon 

is  so  stated-qri*rts  co-  ^.^. ../  '"''^  \j,e^f^fi^  ^®  ^^^^  disclaim  the  ex- 

Opp(^  rf  .  .•'  -^'   A^^'i^'"  '1/>'  ^^®  surroundings  shown, 

the  pjftliu  T  '••  ^^  ^  ^.,y/  ^^^f-^^ie  "'^^^voMiner  of  Trade-Marks  is  af- 

i^jQo  state  ^'^!^r*'^^''Cl^  '^^ 

_Hon.nd.  ,;S^'-^--- 

'    pearr  ^^         ^^cided  July  2S,  1919. 
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KotOf'*  ^^  PACKINQ-BOXES    SUPPLEMENTED   BY   HeAT-IN- 

^*^^t>f^^^  ^^^eep  ^^^^  "  *^''  applied  to  packing-boxes  formed  of  or  sup- 
^W  ^^'^  nefit-lnsulatlng  material  Held  descriptive,  and  therefore  not 

TBADE-MABK   FOR  PACKAGmO-BECEPTACLES. 

g  jf^y,  Totten  A  Powell  for  the  applicant. 

prBHBAD,  First  Assistaut  Commiaaioner: 
.   pjjcant  appeals  from  the  refusal  to  register  as  a  trade-mark  for 
cking-hoxes,  packing-cases,  and  wrappers  formed  of  or  supple- 
mented by  heat-insulating  material  a  mark  consisting  of  the  words 
**Keep  Kold,"  written  with  a  common  initial  letter. 

The  statement  of  the  goods  is  somewhat  indefinite,  but  obviously 
it  is  intended  to  be  applied  to  packing  boxes  or  cases  which  are  de- 
signed to  keep  cold  whatever  they  contain.  The  words  therefore 
aptly  describe  a  characteristic  of  the  goods.  The  mere  fact  that  the 
word  "  cold  "  is  misspelled  or  that  the  words  are  spelled  with  a  com- 
mon initial  letter  is  not  thought  sufficient  to  justify  the  registration 
of  the  mark. 

Applicant  cites  a  number  of  marks,  including  the  word  "Cool,'* 
which  have  been  registered,  mostly  for  apparel.  It  is  not  seen,  how- 
ever, that  the  registration  of  these  marks  would  justify  the  registra- 
tion of  the  mark  in  question,  which  falls  clearly  within  the  ruling  in 
such  cases  as  Florence  Mfg.  Co.  v.  /.  C.  Dowd  A  Co.^  (178  Fed.  Rep., 
78,)  in  which  the  words  "  Keep  Clean  "  were  held  not  to  constitute  a 
technical  trade-mark  for  tooth-brushes,  and  the  case  of  ex  parte  Fitz- 
patrick  Bros.^  (117  MS.  Dec,  138,)  in  which  the  words  "Kitchen 
Klenzer,"  written  with  a  common  initial  letter  "  K,"  were  held  un- 
registrable as  applied  to  a  cleaning  compound. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed^ 
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Ex  PARTE  Allen. 

Decided  October  S,  1919. 

267  O,  G.,  487. 

1.  Appijcation — Examination — "  Copending  "   Patent. 

Where  the  question  to  be  determined  is  the  allowability  of  a  claim  over 
a  "  copending  "  patent  which  discloses  only  a  portion  of  the  subject-matter 
of  the  claim  and  the  pertinent  subject-matter  of  the  patent  takes  one  di- 
rection in  the  field  of  invention  and  the  portion  of  the  subject-matter  of  the 
claim  with  which  it  is  to  be  compared  takes  another,  no  issue  of  priority  is 
raised,  but  the  question  is  one  of  anticipation.  If  they  take  the  same 
direction  and  are  commensurate  with  respect  to  all  "material  and  sub- 
stantial "  features,  the  issue  raised  is  one  of  priority. 

2.  Same — Same — Same — **  Mate&ial  and  Substantial  "  Distinction  Defined. 

The  "  material  and  substantial "  distinction  between  the  subject-matter 
disclosed  in  a  "  copending  "  patent  which  is  pertinent  to  an  issue  of  prior- 
ity between  it  and  the  subject-matter  of  the  claim  with  which  it  is  com- 
pared, and  such  subject-matter  must  be  found  in  the  difference  between  the 
latter  and  the  previously-known  art.  For  the  purpose  of  this  comparison 
**  patentable  distinction  "  and  "  material  and  substantial  distinction  "  are 
convertible  terms. 

3.  Same — Same — Same — Rejection. 

A  claim  for  subject-matter  only  a  part  of  which  is  disclosed  in  a  copend- 
ing patent  should  be  rejected  thereon  when  the  subject-matter  of  the  patent 
and  that  portion  of  the  claim  with  which  it  is  compared  are  such  that  an 
issue  of  priority  is  raised  within  the  meaning  of  ex  pai-te  Thomas  (C.  D., 
1918,  11;  251  O.  G.,  839)  and  the  claim  including  the  further  features  does 
not  define  Invention  thereover. 

4.  Same — Same — ^Ix)8ing  Pabty  to  an  Intekfebence — Rejection. 

Claims  should  not  be  allowed  to  the  losing  party  to  an  Interference  if 
the  distinguishing  features  of  the  claims  are  not  such  that  the  claims  define 
invention  over  that  portion  of  the  disclosure  of  the  winning  party's  appli- 
cation which  is  pertinent  to  an  issue  of  priority. 

Appeal  from  Examiners-in-Chief. 

ATTACHMENT  FOB  TIRE-PUMPS. 

Messrs,  Fraser^  Turk  &  Myers  for  the  applicant, 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  af- 
firming the  action  of  the  Primary  Examiner  in  his  final  rejection  of 
claims  1  to  4  . 

The  references  are:  Goss,  No.  608,852,  August  9, 1898;  Stevens,  No. 
712,738,  November  4, 1902;  Hammond  and  Hammond,  No.  1,  181,133, 
May  2, 1916. 

The  application  was  in  interference  with  Hammond  and  Ham- 
mond on  a  broader  issue,  and  priority  was  awarded  them.  The  lower 
tribunals  have  held  that  the, subject-matter  of  the  appealed  claims  is 
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not  patentable  over  the  patent  to  Hammond  and  Hammond  when 
taken  in  connection  with  the  devices  of  Goss  and  Stevens,  and  I  con- 
cur in  this  holding.  Applicant  has  not  seriously  differed  from  this 
conclusion,  but  contends  that  under  the  ruling  in  ex  parte  Thomas 
(C.  D.,  1918,  11;  251  O.  G.,  839)  the  Hammond  and  Hammond 
copending  patent  is  not  available  as  a  reference.  Hence  the  question 
presented  for  decision  in  this  case  is  whether  a  claim  may  be  allowed 
when  a  portion  only  of  its  subject-matter  is  embraced  in  the  disclos- 
ure of  a  copending  patent  and  is  pertinent  to  the  issue  in  an  inter- 
ference between  the  application  in  which  the  claim  is  made  and  the 
application  upon  which  the  patent  was  granted,  applicant  having 
^been  the  losing  party  in  the  interference,  and  when  the  distinguishing 
features  stated  in  the  claim  did  not  require  invention.  The  pertinent 
disclosure  in  the  copending  patent  is  the  subject-matter  of  the  issue 
in  the  interference. 

It  is  not  necessary  to  the  decision  in  this  case  to  decide  what  would 
be  the  effect  of  a  copending  patent  the  disclosure  in  which  was  less 
directly  pertinent  to  the  issue  in  the  interference,  as  where  it  con- 
stituted only  a  part  of  that  issue  or  where  it  was  not  embraced  in  that 
issue,  but  was  germane  to  the  issue  in  that  it  formed  part  of  the  same 
subject-matter  of  invention  upon  which  the  issue  was  founded.  It 
may,  however,  be  stated  that  it  appears,  both  by  reasoning  and  from 
authorities,  that  the  true  rule  in  the  case  presented  would  be  applic- 
able to  a  case  in  which  the  pertinent  subject-matter  disclosed  in  the 
copending  patent  was  in  either  way  germane  to  the  issue  of  the 
interference. 

In  the  pending  case  the  distinguishing  features  stated  in  the  several 
claims  are  shown  in  references.  If  the  existence  of  these  featui'es 
particularly  identified  in  the  previously-known  art  is  necessary  to 
completion  of  the  fact  that  the  adoption  of  them  in  combination  with 
the  subject-matter  of  the  issue  did  not  require  invention,  then  this 
case  is  distinguished  from  a  case  in  which  the  distinguishing  features 
stated  in  the  claim  did  not  require  invention  irrespective  of  refer- 
ences showing  them,  for  then  the  question  here  involves  the  admis- 
sibility of  depending  upon  particular  references  from  the  prior  art 
for  grounds  of  rejection. 

The  pending  case  and  that  decided  in  ex  parte  Thomas  (C.  D., 
1918,  11 ;  251  O.  G.,  839)  are  alike  in  so  far  that  in  both  the  issue  is 
that  of  priority  and  in  both  the  question  of  the  allowability  of  the 
claims  is  affected  by  an  established  antagonistic  or  limiting  right 
superior  to  that  of  the  claimant,  so  far  as  it  is  pertinent,  whi:h 
covers  certain  subject-matter  which  is  not  identical  with  that  stated 
in  the  claim ;  but  the  questions  are  presented  in  the  two  cases  under 
different  conditions.  In  ex  parte  Thomas  the  antagonistic  right  was 
founded  upon  the  abandonment  to  the  public  (or  previous,  possession 
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by  the  public)  of  the  right  covering  certain  subject-matter  disclosed 
in  the  patent.  In  the  pending  case  the  antagonistic  right  has  been 
established  by  a  definite  trial  of  an  issue  of  priority  between  the 
pending  application  and  the  application  upon  which  the  patent  was 
granted,  and  the  pertinent  subject-matter  disclosed  by  the  patent  is 
the  subject-matter  of  that  issue.  In  both  cases  the  antagonistic 
right  is,  of  course,  measured  by  and  confined  to  the  pertinent  subject- 
matter  which  is  disclosed  in  the  patent  and  whatever  may  be  implied 
thereby.  To  the  extent  of  the  difference  between  the  conditions 
under  which  the  two  cases  are  presented  they  are  cases  of  different 
type. 

In  any  case  in  which  the  question  to  be  decided  is  the  allowability 
of  a  claim  to  certain  subject-matter  only  a  portion  of  which  is  dis- 
closed in  a  copending  patent  which  must  be  relied  upon  for  rejection 
the  issue  raised  is  an  issue  of  priority,  and  the  question  can  be  de- 
cided adversely  to  the  applicant  only  if  the  pertinent  subject-matter 
disclosed  in  the  patent  is  in  point  on  that  issue.  If  the  subject-matter 
so  disclosed  is  found  to  be  not  in  point  on  that  issue,  the  question 
whether  invention  was  involved  in  the  differences  between  that 
subject-matter  and  the  subject-matter  of  the  claim  is  excluded.  If 
the  subject-matter  so  disclosed  is  found  to  be  in  point  on  that,  issue, 
the  question  remains  whether  the  claim  is  allowable  as  against  the 
antagonistic  right  then  found  to  exist.  In  the  particular  case  pre- 
sented in  ex  parte  Thomas  the  fact  was  found  to  be  that  the  subject- 
matter  disclosed  in  the  copending  patent  was  not  pertinent  to  the 
issue  of  priority.  Therefore  Thomas's  claims  were  allowed,  irre- 
spective of  the  question  whether  the  distinguishing  features  stated 
in  the  claim  required  invention.  It  is  clear  from  the  terms  of  that 
decision  that  in  other  cases  of  that  type  the  fact  might  be  found  to  be 
that  the  subject-matter  disclosed  in  the  copending  patent  was  perti- 
nent to  the  issue  of  priority.  The  question  presented  in  that  case 
involved  only  one  branch  of  that  distinction.  The  question  pre- 
sented in  the  pending  case  involves  the  opposite  branch  and  calls  for 
a  definition  of  the  distinction. 

The  pertinency  of  the  subject-matter  disclosed  in  the  patent  to  the 
issue  of  priority  depends  upon  its  own  contents  in  comparison  with 
the  subject-matter  of  the  claim.  There  exists  in  the  disclosure  of  the 
patent  some  sogregable  unitary  subject-matter  which,  if  less  than  the 
whole,  can  be  distinguished  from  the  remainder  as  constituting  an  in- 
vention in  itself,  patentable  if  new.  As  pointed  out  in  ex  parte 
Thomas,  all  or  a  part  of  the  disclosure  of  the  patent  may  be  con- 
ceived under  various  concepts  differing  in  scope  and  differing  accord- 
ing to  the  point  of  view  from  which  the  disclosure  is  regarded,  each 
of  which  concepts  may  be  an  idea  of  a  patentable  invention.    The 
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claim  of  the  applicant  embraces  some  concept  similarly  constituting 
an  idea  of  a  patentable  invention,  which  may  be  com[)ared  with  one 
of  the  concepts  derivable  from  the  disclosure  of  the  patent.  Do  the 
inventions  thus  separately  conceived  correspond?  If  the  pertinent 
subject-matter  disclosed  in  the  patent  takes  one  direction  in  the 
field  of  invention  and  the  portion  of  the  subject-matter  of  the  claim 
with  which  it  is  to  be  compared  takes  another  direction,  there  is  no 
issue  of  priority  raised;  but  if  the  portion  of  the  subject-matter  of  the 
claim  and  the  portion  of  the  subject-matter  of  the  patent  em- 
braced in  the  comparison  take  the  same  direction  and  these  two 
portions  are  commensurate  in  contents  with  respect  to  all  "ma- 
terial and  substantial "  features,  but  the  claim  adds  something  to  that 
common  subject-matter,  the  disclosure  in  the  patent  is  pertinent  to 
an  issue  of  priority  to  the  extent  of  its  own  contents.  In  the  former 
case  the  pertinent  subject-matter  disclosed  in  the  patent  and  the  por- 
tion of  the  subject-matter  of  the  claim  with  which  it  is  to  be  com- 
pared are  not  "  the  same  invention  "  in  the  sense  of  Diajnond  Drill 
Co,  V.  KcUey  Bros,  (120  Fed.  Eep.,  282)  and  Suridh  Co,  v.  Inter- 
borough  Co,^  (198  Fed.  Rep.,  94.)  They  do  not  really  constitute 
common  subject-matter.  In  the  latter  case  the  parts  of  the  claim  and 
of  the  disclosure  of  the  patent  respectively  to  be  compared  are,  so  far 
as  they  go,  "the  same  invention"  in  the  sense  of  those  decisions. 
They  constitute  true  common  subject-matter.  The  two  cases  then 
conflict  in  fact  with  respect  to  the  common  subject-matter,  and  the 
subject-matter  disclosed  in  the  patent  is  pertinent  to  an  issue  of 
priority  in  consequence  of  that  conflict.  In  that  case  an  issue  of 
priority  in  fact  has  already  been  established.  The  existence  of  this 
condition  may  be  tested  by  formulating  an  issue  in  accordance  with 
the  practice  in  declaring  interferences  which  obtained  under  the 
authority  of  ex  parte  Upton,  (C.  D.,  1884,  26;  27  O.  G.,  99,)  which 
could  have  been  suggested  to  both  parties  under  that  practice  if  both 
cases  were  applications. 

There  remains  the  question  whether  the  distinguishing  features 
added  in  the  applicant's  claim  to  the  common  subject-matter  are 
"material  and  substantial"  features  of  the  invention  claimed.  Ap- 
plicant is  then  in  the  position,  assuming  the  superiority  of  the  antag- 
onistic riglit  so  far  as  it  is  pertinent  to  have  been  established,  of  being 
called  upon  to  avoid  the  application  of  an  already-established  con- 
flicting right.  To  do  so  he  must  make  real  distinctions  in  his  claim. 
A  real  distinction  is  a  patentable  distinction.  The  addition  to  the 
common  subject-matter,  which  is  already  found  to  itself  raise  the 
issue  of  priority,  of  something  not  patentable  would  be  no  addition. 
In  the  consideration  of  the  patentability  of  the  distinction  the  pre- 
viously-known art  is  obviously  involved.  That  art  is  also  at  the  same 
time,  by  the  same  relation  between  factors  of  the  problem,  involved 
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in  the  question  whether  the  distinction  is  "  material  and  substantial." 
The  invention  stated  in  the  claim,  so  far  as  it  may  be  patentable  aside 
from  the  bearing  of  the  copending  patent,  is  the  difference  between 
it  and  the  previously-known  art.  If  that  difference  is  nothing  except 
the  common  subject-matter,  there  is  no  real  distinction  between  that 
common  subject-matter  and  the  claim.  If  the  difference  between  that 
difference  and  the  common  subject-matter  is  something,  but  is  not  a 
patentable  difference,  and  is  thus  nothing  with  reference  to  patentable 
distinction,  there  is  no  "  material  and  substantial "  distinction  be 
tween  the  claim  and  the  common  subject-matter.  In  other  words,  the 
"material  and  substantial"  distinction  between  subject-matter  dis- 
closed in  a  copending  patent  which  is  pertinent  to  an  issue  of  priority 
and  the  whole  subject-matter  of  the  claim  must  be  found  in  the  dif- 
ference  between  the  subject-matter  of  the  claim  and  the  previously- 
known  art.  For  the  purpose  of  comparison  under  these  circum- 
stances "  patentable  distinction  "  and  "  material  and  substantial  dis- 
tinction  "  are  convertible  terms.  Of  course  the  question  whether  the 
features  added  to  the  common  subject-matter  are  patentable  involves 
the  combination  of  those  features  with  the  common  subject-matter. 
Features  which  are  not  individually  novel  may  make  a  combination 
with  the  common  subject-matter  which  is  patentable  as  a  combination. 
When  the  subject-matter  disclosed  in  a  copending  patent  is  perti- 
nent to  the  issue  of  priority  and  was  first  invented  by  some  one  other 
than  the  applicant,  either  the  patentee  or  the  public  has  an  estab- 
lished right  antagonistic  and  superior  to  the  right  of  the  applicant, 
the  extent  of  which  is  the  subject-matter  so  disclosed.  The  applicant 
can  transcend  that  extent  of  antagonistic  right  only  by  including  in 
his  claim  distinguishing  features  which  required  invention,  for  if 
the  claim  includes  only  distinguishing  features  which  did  not  require 
invention  it  is  still,  with  reference  to  the  question  of  patentable  dis- 
tinction, a  claim  to  the  same  invention  as  that  covered  by  the  antag- 
onistic right.  It  requires  nothing  more  than  a  clear  formulation  of 
the  question  to  show  that  the  invention  thus  necessary  is  invention 
in  view  of  all  pertinent  {acts  and  that  pertinent  facts  include  those 
concerning  the  previously-known  art.  It  is  with  reference  to  the 
situation  presented  when  the  pertinent  subject-matter  disclosed  in  a 
copending  patent  is  pertinent  to  the  issue  of  priority  and  with  refer- 
ence to  the  date  of  the  patent  upon  which  the  abandonment  to  the 
public  depends  that  the  following  language  in  ex  parte  Thomas 
(251  O.  G.,  848,  fifth  paragraph)  is  in  point,  viz. : 

At  this  point  the  patent  becomes  one  of  anticipation  as  distinguished  from 
priority. 

The  conditions  attending  a  case  of  the  type  of  the  pending  case 
predetermine  the  fact  that  the  pertinent  subject-matter  disclosed  in 
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the  patent  is  in  point  on  the  issue  of  priority.  That  subject-matter 
has  been  in  controversy  in  a  trial  on  that  issue  between  the  same 
parties.  No  doubt  the  losing  party  in  an  interference  may  present 
claims  to  subject-matter  other  than  that  of  the  issue  and  not  germane 
thereto  which  is  disclosed  or  partly  disclosed  in  the  application  of 
the  winning  party.  If,  then,  the  winning  party  takes  out  a  patent 
disclosing  that  subject-matter  and  containing  claims  to  which  that 
subject-matter  is  germane,  the  case  presented  will  not  be  of  the  type 
of  the  pending  case,  but  of  the  type  of  the  case  considel-ed  in  ex  parte 
Thomas.  In  the  pending  case  and  in  all  cases  of  the  same  type  the 
pertinent  subject-matter  disclosed  in  the  copending  patent  is  in 
point  on  the  issue  of  priority,  since  it  has  been  the  subject  or  perhaps 
part  of  the  subject  or  otherwise  germane  to  the  subject  of  a  trial 
of  the  issue  of  priority.  That  being  so,  the  antagonistic  right  estab- 
lished can  only  be  avoided  by  a  claim  stating  distinguishing  features 
which  required  invention. 

The  extension  of  the  rule  to  cases  in  which  the  disclosure  of  the 
winning  party  in  the  interference  is  not  the  subject-matter  of  the 
issue  in  interference,  but  is  germane  to  that  issue  in  that  it  forms 
part  of  the  subject-matter  of  invention  upon  which  the  issue  was 
founded,  seems,  neglecting  possible  unforeseen  complications  or 
peculiarities  in  cases,  to  obviously  follow  from  the  foregoing  reason- 
ing. Such  germane  subject-matter  common  to  the  two  cases  would 
be  similar  to  the  subject-matter  disclosed  in  the  copending  patent 
in  a  case  of  the  type  of  ex  parte  Thomas  which  was  found  to  be  per- 
tinent to  the  issue  of  priority.  It  would  also  be  subject-matter  as  to 
which  priority  might  have  been  decided  in  the  interference,  and 
therefore  covered  by  the  judgment  in  the  interference  upon  the  issue 
actually  contested.  {Ex  parte  WUhoriy  C,  D.,  1892,  111 ;  59  O.  G., 
1257 ;  ex  parte  Bullier,  C.  D.,  1899,  155 ;  88  O.  G.,  1161 ;  Corry  c& 
Barker  v.  Trout  v.  McDermott,  C.  D.,  1904,  144;  110  O.  G.,  306; 
Blackford  v.  Wilder,  C.  D.,  1907, 491 ;  127  O.  G.,  1255 ;  28  App.  D.  C, 
535 ;  ex  parte  Phelps,  C.  D.,  1912,  67;  176  O.  G.,  525.) 

The  position  herein  taken  agrees  with  conclusions  reached  in  ex 
parte  WiUso7i,  supra;  ex  pa/rte  Bullier,  supra;  ex  parte  Robinson^ 
(C.  D.,  1903,  346;  106  b.  G.,  1242;)  and  ex  parte  McCormick,  (C.  D., 
1904,  576;  113  O.  G.,  2508;)  although  it  proceeds  upon  somewhat 
different  grounds.  Jolliffe  v.  Waldo  v.  Vermeer  and  Schorik  (C.  D., 
1917, 15 ;  234  O.  G.,  671)  is  in  harmony  with  the  position  taken  herein, 
at  least  in  its  discussion  of  supposable  cases  other  than  that  decided. 

Applicant  makes  some  contentions  collateral  to  his  main  conten- 
tion, which  I  will  briefly  consider. 

It  appears  that  a  single  assignee  has  become  the  owner  of  both  the 
pending  application  and  the  patent  to  Hammond  and  Hammond. 
The  effect  of  the  rule  herein  stated  upon  the  assignee  is  that  of  the 
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rule  against  double  patenting,  and  the  rule  herein  stated  is  in  that 
special  relation  supported  by  the  same  reasons  as  the  rule  against 
double  patenting.  The  invention  of  the  pending  case,  construed  as 
being  the  difference  between  the  subject-matter  of  the  claims  and  the 
prior  art,  has  already  been  patented.  (See  ex  parte  Cakill^  C.  D., 
1893,  78;  63  O.  G.,  1815;  Miller  v.  EayU  Mfg.  Co.,  C.  D.,  1894,  147; 
66  O.  G.,  845 ;  151  U.  S.,  186,  which  says : 

The  result  of  the  foregoing  and  other  authorities  Is  that  no  patent  can  Issue 
for  an  invention  actually  covered  by  a  former  patent,  especially  (not  ex- 
clusively) to  the  same  patentee; 

in  re  hherwood,  G.  D.,  1916,  50;  231  O.  G.,  1211;  and  C.  D.,  1917, 
226;  245  O.  G.,  847;  46  App.  D.  C.,  507;  Willcox  d;  Oihhs  Sewing 
Machine  Co,  v.  Merrow  Machine  Co.,  93  Fed.  Rep.,  206.)  ^Benja- 
min Electric  Mfg,  Co.  v.  Dale  Co.,  (158  Fed.  Rep.,  617)  would,  if  it 
stood  alone,  authorize  the  allowance  of  claims  to  different  species  in 
one  application,  but  does  not  traverse  the  rule  that  the  difference 
between  the  subject-matter  claimed  in  two  patents  must  be  a  patent- 
able difference. 
Applicant  contends  that — 

it  results  from  the  rejection  that,  if  adhered  to,  patentahle  claims  will  fail  to 
be  secured  by  the  grant  of  patent. 

It  is  not  considered  that  the  claims  in  the  pending  case  are 
patentable.  They  are  not  allowable  to  this  applicant,  for  reasons 
above  stated.  For  like  reasons,  Hammond  and  Hammond's  applica- 
tion having  matured  into  a  patent,  they  are  not  allowable  to  any 
other  applicant.  In  the  case  of  another  applicant  the  fact  of  perti- 
nency of  the  subject-matter  in  question  to  an  issue  of  priority  would 
not  have  been  predetermined,  but  it  would  be  so  pertinent  in  conse- 
quence of  its  contents,  and  the  patent  would  be  available  under 
ex  parte  Thoman, 

Applicant  contends  that  were  Hammond  and  Hammond's  case  still 
an  application  (when  abandonment  to  the  public  would  not  have 
occurred)  another  applicant  who  made  only  Allen's  present  claims 
and  might  have  invented  their  subject-matter  later  than  Allen  did 
could  have  them  allowed  without  interference.  Such  an  application 
could  not  be  put  in  interference  with  Allen's  application,  because 
the  claims  are  not  allowable  to  Allen,  nor,  in  accordance  with  the 
present  practice  in  declaring  interferences,  with  Hammond  and 
Hammond's  application,  because  the  applicant  supposed  would  not 
have  made  Hammond  and  Hammond's  claims,  but  only  claims 
limited  to  features  not  shown  by  them,  and  their  application  would 
not  be  citable  on  the  issue  of  anticipation,  as  held  by  abundant 
authorities,  for  lack  of  publicity.  In  this  case  no  wrong  would  be 
done  to  Allen,  for  he  would  be  deprived  of  nothing  to  which  he 
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was  entitled.  The  grant  of  a  patent  to  the  other  applicant  who 
made  the  same  claims  would  not  be  improper  because-no  bar  against 
him  would  exist.  The  bar  against  Allen  is  individual  to  him.  He 
is  not  concerned  with  the  fate  of  another  application  against  which 
the  individual  bar  does  not  exist.  It  may  be  argued  that  Hammond 
and  Hammond's  claims  could  be  suggested  to  the  ovher  applicant 
on  the  ground  that  they  state  the  subject-matter  of  his  claims  in  a 
broader  aspect,  and  that  if  the  other  applicant  declined  to  make 
them  he  would  have  disclaimed  the  invention  in  that  broader  aspect, 
and  that  such  disclaimer  could  be  logically  held  to  be  tantamount 
to  a  decision  of  priority  on  the  claims  suggested,  and  that  then  the 
claims  made  by  the  other  applicant  could  be  rejected  on  the  prior 
art  and  the  application  of  Hammond  and  Hammond.  That  argu- 
ment, if  sound,  would  support,  not  the  grant  of  a  patent  to  Allen, 
which  is  otherwise  found  to  be  improper,  but  a  revision  of  the  prac- 
tice of  interferences. 

But  Hammond  and  Hammond's  application  might  have  become 
abandoned.  In  that  case,  if  Jolliife  v.  Waldo  v.  Vermeer  and  Schorik^ 
supra^  were  followed,  the  obstacle  to  the  allowance  of  Allen's  claims 
would  be  removed  and  this  application  and  another  application  mak- 
ing the  same  claims  wo,uld  stand  in  the  ordinary  relation  of  interfer- 
ing applications.  Should  it  be  found  that  the  doctrine  of  JoUiffe  v. 
'Waldo  V.  Vermeer  and  Schorlk  cannot  be  sustained,  the  abandonment 
of  Hammond  and  Hammond's  application  would  not  change  the 
situation. 

There  was  no  error  in  refusing  the  appealed  claims  to  Allen^  and 
the  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PARTE  Spiegel. 

Decided  October  25,  1919. 

268  O,  G.,  741. 

Designs — Descrtptton — Sometimes  FiXMissiBLK. 

There  should  be  no  hard  and  fast  rule  that  a  dealpn  may  not  he  described 
in  the  specification.  The  question  whether  such  a  description  will  jjive  a 
better  understanding  of  the  desiiqi  is  left  to  the  discretion  of  the  Examiner; 
but  nothing  useless  should  be  added  to  the  record.  (Ex  parte  Cady,  C.  D*. 
1916,  57;  232  O.  G.,  619,  modified.) 

On  Pbtition. 

DESIGN  FOB  A   SHEET  OF   WRAPPING-PAPER. 

Messrs.  Peirce^  Fisher  <6  Clapp  and  Mr.  Percy  B.  Hills  for  the  ap- 
plicant. 


EX  PARTE  ARMAT,  113 

Newton,  Commissioner: 

This  is  a  petition  requesting  that  the  Examiner  withdraw  his  ob- 
jection to  the  inclusion  in  the  specification  of  a  statement  descriptive 
of  the  design  sought  to  be  patented. 

The  invention  is  an  ornamental  design  for  a  piece  of  wrapping- 
paper,  the  design  consisting  of  a  netlike  pattern  formed  by  diagon- 
ally-arranged intersecting  cords  knotted  at  their  points  of  intersec- 
tion.   Applicant  proposes  to  insert  in  his  specification  the  following: 

In  the  embodiment  of  the  invention  illustrated  in  the  accompanying  drawing, 
these  intercepting  cof ds  are  shown  as  superposed  upon  a  plurality  of  symmetri- 
cally disposed  rectangular  panels. 

The  Examiner  in  his  action  is  attempting  to  follow  the  decision 

in  ex  paHe  Cody  (C.  D.,  1916,  57;  232  O.  G.,  619.)     In  that  decision 

it  was  held  that — 

As  to  the  appearance  of  the  design,  it  is  Improper  to  describe  that,  because  no 
amount  of  language  can  explain  how  a  thing  looks  as  well  as  the  thing  itself 
explains  how  it  looks ;  but  as  to  Its  use  it  would  seem  to  be  not  only  proper,  but 
necessary,  to  explain  the  use,  because  without  use  the  design  is  not  in  the  useful 
arts  and  Is  not  patentable. 

Generally  speaking,  this  rule  is  well  founded  and  reasonable;  but 
there  are  occasions  when  a  description  w^ould  help  the  pictorial  rep- 
resentation. The  pictorial  representation  is  not  the  thing  itself  and 
does  not  always  give  a  clear  idea  thereof,  and  a  word  picture  might 
add  to  a  better  understanding  of  the  actual  device.  Hence  I  see  no 
use  in  a  hard  and  fast  rule  that  pictorial  representations  must  not  be 
verbally  described,  but  would  prefer  ordinarily  to  leave  this  matter 
to  the  descretion  of  the  Examiner,  with  the  general  comment  that 
nothing  should  be  added  to  the  record  that  is  useless.  The  descrip- 
tion that  applicant  wishes  to  add  is  short,  it  contributes  to  a  better 
understanding  of  the  design  as  actually  used,  and  may  be  added. 

The  petition  is  dccordingly  granted. 


Ex  PARTE  Armat. 
Decided  January  17,  1918. 
269  O.  G.,  189. 

PATENTABnjTY — EVIDENCE  OF  NeW   RESULTS — Ex  PARTE  AFFIDAVITS. 

Where  it  is  admitted  by  tlie  lower  tribunals  that  the  appealed  claims 
present  patentable  subject-matter  of  considerable  merit  if  the  results 
claimed  are  actually  achieved,  but  after  witnessing  demonstrations  deny 
that  such  results  are  achieved,  and  conclude,  on  the  other  hand,  that  the 
results  are  inferior  to  prior  devices,  Held  on  appeal  that  the  claims  should 
be  allowed  In  view  of  affidavits  by  experts  that  the  results  claimed  were 
ao(i>mpIished. 

[NoTB.--This  application  has  resulted  in  Patent  No.  1,259,066.] 
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Appeal  from  Examiners-in-Chief. 

VITASCOPE. 

Mr,  Julian  C,  Dowell  and  Messrs.  Church  cfi  Church  for  the  appli- 
cant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
of  the  following  claims : 

1.  In  a  motion  picture  projecting  apparatus,  the  combination  with  a  picture 
strip  having  thereon  a  consecutive  series  of  photographs  of  successive  phases 
of  a  moving  object,  taken  at  considerable  intervals  of  time,  i.  e.  at  approxi- 
mately the  rate  of  eight  per  second,  of  a  source  of  illumination,  a  projecting 
lens,  means  for  periodically  advancing  the  picture  strip  and  for  holding  each 
succeeding  picture  in  position  to  be  projected,  the  length  of  the  periods  of  rest 
and  motion  being  in  substantially  the  ratio  of  ten  to  one,  and  a  shutter  posi- 
tively geared  to  the  picture  advancing  mechanism  so  as  to  make  not  less  than 
four  revolutions  to  each  picture  exhibited  and  adapted  to  intercept  the  light  at 
each  revolution,  once  during  each  period  of  picture  movement  and  not  less  than 
three  times  during  each  period  of  picture  rest,  said  shutter  having  its  angular 
dimensions  increased  to  compensate  for  its  relative  speed  of  rotation  so  as  to 
completely  obscure  the  picture  during  its  period  of  movement,  whereby  a  pic- 
ture strip  of  about  one-half  the  usual  length  and  having  one-half  the  usual 
number  of  pictures  thereon  may  be  successfully  employed  for  portrayal  on  a 
screen  of  an  extended  scene  including  moving  objects  without  objectionable 
scintillation,  substantially  as  described. 

2.  The  improvement  in  the  art  of  exhibiting  pictures  of  objects  in  motion  by 
projecting  the  pictures  on  a  screen  throjugh  the  medium  of  a  beam  of  light, 
■vhich  consists  in  periodically  Interrupting  the  light  at  a  rate  more  rapid  than 
that  to  which  the  eye  of  the  observer  can  respond,  *.  e,  approximately  thirty-two 
per  second ;  in  presenting  the  pictures  successively  in  position  for  projection  at 
a  relatively  slow  rate,  i.  e.  approximately  eight  per  second,  and  in  moving  the  pic- 
tures into  and  out  of  position  for  projection  at  such  speed  that  the  period  of 
movement  will  take  but  approximately  one-tenth  as  long  as  the  period  of  expos- 
ure, i.  e.  approximately  one-eightieth  of  a  second,  each  period  of  movement  be- 
ing timed  to  occur  during  a  period  of  light  interruption,  whereby  the  number 
of  pictures  necessary  to  successfully  represent  a  given  movement  of  an  object 
is  retluced  to  the  minimum  without  creating  objectionable  •scintillation. 

The  reference  cited  is:  Pross,  722,382,  March  10, 1903. 

The  appealed  claims  cover  a  moving-picture  Apparatus  and 
process  the  novel  features  of  which  over  the  prior  art  are :  first,  ap- 
plicant has  increased  the  time  of  exposure  of  a  picture  as  compared 
with  the  time  that  it  is  in  motion  and  obiijured  by  the  shutter  from  a 
proportion  of  five  to  one  to  a  proportion  of  ten  to  one,  and,  se(*ond, 
applicant  has  increased  the  number  of  interceptions  of  the  light 
during  the  stationary  period  of  the  film  over  anything  shown  in  the 
prior  art. 

Applicant  was  not  the  first  to  use  the  Geneva  stop-motion  to 
-govern  the  movements  of  his  film.    His  Patent  No.  578,185,  March  2, 
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1897,  shows  this  movement ;  but  a  careful  study  of  the  old  movement 
(Figure  6)  shows  that  the  film  will  be  moved  slowly  at  first,  then 
more  rapidly,  and  finally  stopped,  whereas  in  the  present  case  a 
study  of  the  mechanical  movement  will  show  that  the  movement 
takes  place  very  quickly.  A  study  of  the  mechanical  movement 
shown  by  Pross  in  Fig.  1  will  bring  out  the  difference  between  that 
movement  and  applicant's.  Pross  evidently  from  his  construction 
did  not  contemplate  a  movement  quicker  than  his  two-to-one  move- 
ment. His  movement  seems  to  have  disregarded  the  relative  lengths 
iof  periods  of  rest  and  motion,  which  is  of  the  essence  of  the  appli- 
cant's invention. 

Applicant  contends  that  the  result  he  gets  is  that  while  he  only 
has  a  minimum  of  eight  pictures  to  the  second,  whereas  the  mini- 
mum heretofore  was  sixteen,  his  smoothness  of  motion  is  not  im- 
p^i*ed. 

The  Primary  Examiner  and  the  Board  both  agree,  in  effect,  that 
if  applicant  has  really  accomplished  a  smoothness  of  appoarance 
of  motion  with  his  eight  movements  per  second  without  impairment 
as  compared  with  the  prior  art  of  a  minimum  of  sixteen  movements 
per  second  he  should  have  a  patent,  since  he  has  a  very  desirable 
result,  which  would  certainly  have  been  previously  adopted  if  it 
had  been  obvious;  but  the  Primary  Examiner  says,  in  effect,  that 
after  a  test  witnessed  by  him  applicant's  smoothness  of  motion  was 
inferior  to  the  ordinary  motion-picture  machines.  The  Examiners- 
in-Chief  seem  to  have  adopted  that  view,  but  confess,  in  effect, 
that  they  were  not  experts  and  followed  the  Examiner  in  his  holding 
that  applicant  had  made  no  invention. 

At  the  hearing  before  me  applicant  filed  a  number  of  affidavits 
from  experts,  who  state,  in  effect,  that  although  the  pictures  were 
moved  at  a  minimum  of  eight  times  per  second  the  effect  was  as  good 
with  applicant's  apparatus  as  had  heretofore  been  obtained  by  other 
apparatus  or  processes  moving  at  a  minimum  of  sixteen  times  per 
second. 

Applicant  has  not  demonstrated  his  process  or  apparatus  before 
me;  but  after  the  experience  of  the  Primary  Examiner  and  the 
Board  of  Examiners-in-Chief  I  am  inclined  to  take  the  opinion  of 
fhe  practical  experts  in  this  art  rather  than  rely  upon  my  own  ob- 
servation, and  it  is  held  that  applicant  by  the  changes  above  pointed 
out — namely,  greatly  increasing  his  time  of  exposure  as  compared 
with  his  time  of  moving  his  film,  together  with  the  increased  num- 
ber of  obscurations  between  each  movement  of  the  film — has  obtained 
an  unexpected  result  of  great  importance  and  should  receive  a 
patent  therefor. 

The  decision  of  the  ExaTninera-in-Chief  is  accordingly  reversed. 
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Ex  PARTE  WiEDERHOLD. 

Decided  April  16, 1919. 

269  O.  a,  190. 

Patentabtlitt — Invention — Stopping  a   Priob  Pbocess  at  an  Intermediate 
Staqe. 

A  composition  "compressed  into  blocks"  does  not  anticipate  the  same 
composition  adapted  to  be  applied  in  the  form  of  a  thick  coating  as  a 
lining  for  tanks  to  protect  the  same  from  the  fumes  of  acids  and  the  like. 
If  the  prior  inventor  had  stopped  at  a  stage  of  his  process  so  as  to  leave* 
the  composition  in  condition  to  be  used  as  a  lining,  it  might  have  been  an 
anticipation ;  but  the  disclosure  as  made  does  not  suggest  the  use  of  such 
a  composition  as  a  lining  for  tanks. 

[Note.— This  application  has  resulted  in  Patent  No.  1,305,678.] 

Appeal  from  Examiners-in-Chief. 

bituminous  lining  fob  surfaces  exposed  to   cobrosive  action. 

Messrs,  Fraley  &  Paul  and  Messrs,  Sturtevant  cfe  Mason  for  the 
applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
of  the  following  claims : 

1.  A  bituminous  composition  for  use  as  a  protective  coating  for  surfaces 
exposed  to  the  action  of  corrosive  fumes  or  liquids,  formed  by  combining 
asphaltum  free  from  calcareous  material,  with  a  graded  mineral  aggregate, 
the  particles  of  which  are  substantially  free  from  carbonates  or  other  similar 
materials  which  are  mechanically  acted  upon  by  said  corrosive  fumes  or 
liquids. 

2.  A  bituminous  composition  for  use  as  a  protective  coating  for  surfaces 
exposed  to  the  action  of  corrosive  fumes  or  liquids,  containing  in  combination 
about  15  to  35  parts  of  asphaltum  free  from  calcareous  material,  fine  non- 
calcareous  mineral  particles  smaller  than  one-tenth  of  an  inch,  about  25  to 
50  parts,  and  coarse  mineral  particles  of  Igneous  rock,  larger  than  one-tenth 
of  an  inch,  about  30  to  45  parts. 

The  references  are:  Wolskel,  No.  697,307,  April  8,  1902;  Richard- 
son, No.  853,116,  May  7,  1907;  British  patent  to  Johnson,  No.  15,500 
of  1893;  British  patent  to  de  Pass,  No.  4,054  of  1881;  British  patent 
•  to  Corrick,  No.  7,628  of  1911. 

The  invention  as  described  in  the  specification  is  a  lining  for 
tanks  or  the  like,  as  distinguished  from  a  coating  or  a  paint  for  iron 
or  similar  surfaces. 

Applicant  says  he  has  found  that  if  his  lining  contains  calcareous 
material  the  acids  of  certain  fumes  or  liquids  will  destroy  the  lining, 
even  though  it  is  quite  thick,  and  it  seems  that  this  is  the  point  in 
this  case.    Applicant  has  been  confronted  with  a  specific  problem — 
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viz.,  to  make  a  tank-lining  which  must  be  sufficiently  thick  to  resist 

the  action  of  strong  acids.    When  this  is  kept  in  mind,  the  references 

are  not  quite  pertinent. 

Johnson's  English  patent,  for  example,  discloses  a  composition 

for  use  as  a  paint  or  for  making  building-blocks.    T^e  specification 

states  that  titanic  ores  finely  ground  are  mixed  with  asphalt  or 

other  hydrocarbons,  constituting — 

a  paint  stock  wliich  can  be  sold  as  a  special  commodity.     •     •     *     mixed  with 
asplialt,  or  other  vehicle,  and  applied  as  a  paint  to  the  surface  to"  be  protected. 

Johnson's  asphalt  is  not  "described  as  free  from  calcareous  material, 
and  there  is  no  special  reason  why  it  should  be.  Applicant's  problem 
was  quite  different  from  Johnson's.  If  Johnson  had  applied  his  ma- 
terial "  as  a  paint  "  to  a  tank  like  applicant's,  it  probably  would  have 
been  quite  inefficient. 

Applicant's  asphalt  is  mixed  with  particles  varying  from  the  size 
of  pebbles  to  that  of  dust,  which  would  be  entirely  unsuitable  to  be 
"applied  as  a  paint,"  and  has  no  special  advantage  as  a  building- 
block  material.  Applicant  is  aiming  at  protection  against  strong 
acids.  Hence  his  tank-lining  must  be  much  thicker  than  paint  and 
his  material  must  be  of  a  suitable  composition  to  secure  this  result. 
It  must,  further,  be  free  of  calcareous  material. 

The  de  Pass  English  patent  discloses  granite  or  other  non-calca- 
reous material  in  combination  with  asphalt  "  compressed  into  blocks." 
De  Pass  was  aiming  at  a  hard  block  or  blocks  that  would  "  resist 
abrasion"  to  a  high  degree.  If  de  Pass  had  stopped  at  a  stage  of 
his  process  in  making  his  article  and  left  it  in  condition  to  be  used 
as  a  lining  for  tanks  he  might  have  anticipated  applicant;  but  there 
is  nothing  in  the  manufacture  of  de  Pass's  "  blocks  for  paving  and 
building  purposes"  that  would  suggest  the  desirability  of  using 
asphalt  free  from  calcareous  material,  mixed  with  applicant's  spe- 
cific mineral  aggregate,  also  free  from  calcareous  material,  as  a 
lining  for  tanks. 

Corrick's  English  patent  discloses  asphalt  incorporated  with  ag- 
gregate "free  from  carbonates,"  to  be  used  in  treating  roads.  Cor- 
rick  in  one  form  of  his  invention  combines  bitumen,  clay,  granite, 
and  quartz,  the  last  three  being  finely  divided  "  in  the  form  of  pow- 
der," and  is  spread  over  the  road,  or  it  may  be  made  into "  blocks  or 
bricks  and  laid  or  set  in  the  ordinary  way ;"  but  this  is  quite  different 
from  applicant's  bitumen  or  asphalt,  designedly  free  from  calcareous 
material,  mixed  with  aggregate  consisting  of  particles  graded  in  size 
from  grit  to  dust  and  free  from  calcareous  material  and  was  intended 
for  an  entirely  different  use. 

Richardson  was  striving  to  make  bituminous  paving-blocks  and 
needs  no  further  discussion. 
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Wolskel's  method  aimed  to  thoroughly  cover  sand  or  grits  with 
bitumen,  but  does  not  answer  the  call  in  applicant's  claims  for  bitu- 
men free  from  calcareous  material  and  a  graded  aggregate,  and  Wol- 
skel  was  not  working  on  applicant's  problem. 

Nor  can  anyjof  the  references  be  legitimately  combined  to  antici- 
pate applicant's  invention  when  its  object  and  the  terms  of  the  claims 
are  considered ;  but  at  the  hearing  it  was  suggested  to  appUcant  to 
more  clearly  bring  out  the  uses  of  his  composition,  as  well  as  its 
characteristic  features,  that  claim  1  be  changed  to  read  as  follows: 

r 

1.  A  bitumiDous  composition  for  use  as  a  protective  lining  for  tanks  or  the 
lilse,  formed  by  combining  asphaltum  free  from  calcareous  material,  with  a 
mineral  aggregate  consisting  of  particles  graded  in  size  from  grit  to  dust,  said 
particles  being  substantially  free  from  carbonates,  which  are  mechanically 
acted  upon  by  said  corrosive  fumes  or  liquids. 

The  Examiner  is  authorized  to  admit  and  allow  this  claim  unless 
better  references  are  found. 

Claim  2  is  held  to  be  patentable  in  its  present  form. 

The  decision  of  the  Examiners-in-Chief  is  reversed  as  to  claim  2, 
and  the  appeal  is  dismissed  as  to  claim  1. 


Ex  PARTE  Cave. 

Decided  May  S,  1919. 

260  O,  G.,  393. 

1.  Claims — Failure  to  Conform  to  Disclosure — Undue  Breadth. 

Where  in  an  application  for  light-deflecting  apparatus  two  forms  are 
shown,  in  one  of  which  a  shifting  reflector  is  placed  back  of  a  fixed  glass 
and  in  the  other  of  which  a  fixed  reflector  is  placed  back  of  a  shifting  lens, 
and  it  is  not  apparent  how  useful  results  could  be  accomplished  in  either 
form  were  the  fixed  part  made  movable  and  the  movable  part  fixed,  a  claim 
which  covers  merely  a  relative  shifting  of  these  parts  is  improper  and  was 
properly  refused. 

2.  Patentability — Evidence  or  Invention — Commercial  Success. 

Large  commercial  use  of  a  device  which  is  not  made  in  accordance  with 
the  disclosure  of  an  application,  although  within  the  terms  of  the  broad 
claims  thereof,  but  made  in  accordance  with  the  disclosure  of  a  reissue 
patent  to  another,  has  no  apparent  bearing  upon  the  patentability  of  claims 
presented  in  the  application. 

[Note. — This  application  has  resulted  in  Patent  No.  1,321,418.] 

Appeal  from  Examiners-in-Chief. 

lioht-deflecting  apparatus. 

Mr.  C.  A.  Weed  for  the  applicant. 


EX   PAKTE   CAVE.  119 

Whitehead,  First  Assistant  Commissianer: 

Appeal  is  taken  from  the  decision  of  the  Examiners-in-Chief  af- 
firming the  action  of  the  Primary  Examiner  finally  rejecting  claims 
21,  24,  25,  26,  27,  29,  31,  82,  and  34. 

The  invention  relates  to  a  means  for  shifting  the  reflector  of  an 
ordinary  automobile-lamp  so  as  to  throw  the  light  downwardly  on 
the  road.  In  order  to  accomplish  this  without  dimming  the  light, 
applicant  has  provided  a  shiftable  reflector,  which  carries  the  light- 
bulb,  and  has  provided  magnets  between  the  casing  of  the  lamp  and 
the  reflector  for  shifting  the  reflector  from  one  to  the  other  of  two 
desired  positions  and  independent  means  for  locking  the  reflector  in 
either  position. 

The  Primarv  Examiner  allowed  claims  5  and  17  and  19.  All  of 
these,  except  claim  13,  were  limited  to  additional  means  than  those 
above  described  for  so  shifting  the  reflectors  that  there  will  be  no 
overlapping  of  the  rays  from  the  two  lamps.  Claim  13  is  specific 
to  the  particular  form  of  the  device  shown  in  Figs.  6  and  7. 

The  Examiners-in-Chief  allowed  claims  2,  3,  and  4  because  they  in- 
cluded means  for  locking  the  reflector  in  one  or  both  positions  and 
claims  22  and  23  for  substantially  the  same  reason.  These  claims  are 
slightly  broader  than  claims  2  and  4  in  that  they  do  not  include 
shifting  means  "  located  wholly  within  the  casing." 

In  the  brief  on  this  appeal  it  is  "stated  that  the  appeal  is  with- 
drawn as  to  claims  1,  18,  20,  28,  30,  and  33.  Claims  21,  24,  26,  and 
31  are  illustrative  of  those  appealed : 

21,  A  headlight  comprising  a  casing,  a  shiftable  paraboUcally  formed  re- 
flector carried  thereby,  a  source  of  light  within  and  carried  by  the  reflector, 
said  reflector  being  sppported  for  movement  upwardly  and  downwardly 
whereby  the  point  of  intersection  of  the  rays  from  the  source  of  light  with  the 
roadway  may  be  changed  as  desired  so  as  to  prevent  the  glare  of  the  light,  and 
mean?  carried  by  the  casing  for  shifting  said  reflector  through  a  definite  angle 
without  disturbing  the  focal  relation  between  the  reflector  and  the  light  and 
having  an  electrical  conduit  only  leading  from  said  casing  for  controlling  the 
operation  of  said  means. 

24.  A  headlight  comprising  a  casing,  a  glass  carried  by  said  casing,  a  para- 
bolically  formed  reflector  located  within  the  casing,  one  of  said  last  two  ele- 
ments being  shiftable  relatively  to  the  other,  a  source  of  light  within  the  re- 
flector, means  for  shifting  said  shiftable  element  in  a  vertical  plane,  and  means 
located  within  the  casing  for  locking  said  element  in  its  shifted  position. 

26.  A  headlight  comprising  a  casing  having  a  glass,  a  shiftable  reflector 
mounted  within  the  casing  back  of  the  glass  and  shiftable  to  project  the  full 
beam  of  light  downwardly  on  to  the  road  without  cutting  off  any  part  thereof 
and  thereby  prevent  the  glare  of  the  light,  light  creating  means  cooperating 
with  said  reflector,  and  electrical  actuating  means  for  shifting  said  reflector 
into  different  positions  in  a  vertical  plane. 

31.  A  headlight  comprising  a  casing  having  a  relatively  flat  glass,  a  shiftable 
reflector  mounted  within  the  casing  back  of  the  glass  and  shiftable  to  project 
the  full  beam  of  light  downwardly  on  to  the  road  without  cutting  off  any  part 
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thereof  and  thereby  prevent  the  glare  of  the  light,  said  reflector  having  Its 
forward  edge  In  relatively  close  proximity  to  the  plane  of  said  glass,  a  bulb 
within  and  movable  with  said  reflector,  and  means  carried  within  the  casing 
for  shifting  the  reflector  into  different  positions  in  a  vertical  plane  and  ef- 
fective to  retain  such  reflector  In  any  of  Its  shifted  positions. 

The  references  cited  are :  Newbold,  954,878,  April  12, 1910;  Matisse, 
1,124,051,  January  5,  1915;  Craft,  1,124,112,  January  5,  1915;  Opp, 
1,186,028,  June  6,  1916. 

The  claims  have  been  rejected  primarily  on  the  ground  that  there 
is  no  invention,  broadly,  in  substituting  electrical  operating  means 
for  the  mechanical  operating  means  shown  in  the  patent  to  Craft. 

Prior  to  the  time  of  this  application  it  was  old  to  dim  the  light  of 
an  automobile-lamp  by  moving  the  bulb  out  of  the  focus  of  the  re- 
flector. This  is  shown,  for  example,  in  the  patent  to  Newbold.  It 
was  also  old,  as  shown  in  the  patent  to  McKean,  No.  1,013,300,  Janu- 
ary 2,  1912,  to  tilt  the  entire  lamp,  including  the  refle 'tor,  so  as  to 
throw  the  light  downwardly  on  the  road.  The  patent  to  Opp,  of 
record,  shows  magnetic  means  for  shifting  the  reflector  of  an  auto- 
mobile-lamp horizontally.  In  this  patent  the  light  is  not  carried  by 
and  moved  with  the  reflector.  The  patent  to  Craft  shows  a  somewhat 
complicated  scheme  for  shifting  the  reflector  of  an  automobile-lamp, 
the  electric-lamp  bulb  being  attached  to  and  moving  with  the  reflec- 
tor. Means  are  provided  for  shifting  the  reflector  in  two  directions — 
that  is,  both  horizontally  and  vertically — so  as  to  give  it  what  is  re- 
ferred to  in  the  brief  as  an  "  eyeball "  motion.  The  casing  shown  is 
not  the  ordinary  one  in  use  at  the  present  time.  Craft  seems  to  have 
devised  a  special  form  of  casing  and  reflector  in  order  to  obtain  this 
so-called  "eyeball"  motion. 

It  does  not  seem  to  me  that  merely  because  aipplicant  has  devised 
some  means  for  shifting  a  reflector  which  carries  the  light  with  it  he 
is  entitled  to  a  claim  for  all  possible  means  for  shifting  the  reflector, 
no  matter  how  it  operates  nor  where  it  is  located,  nor  even  for  a 
claim  for  all  possible  electrical  means  for  shifting.  (See  in  re  Bech- 
man,  C.  D.,  1918,  186;  252  O.  G.,  503;  47  App.  D.  C,  446.) 

Applicant  has,  however,  worked  out  a  scheme  whereby  the  light 
can  be  easily  and  quickly  thrown  on  the  ground,  so  as  to  avoid  the 
objectionable  glare;  but  none  of  the  appealed  claims  clearly  define 
this  unless  in  combination  with  what,  so  far  as  seen,  are  immaterial 
limitations. 

Claim  26,  in  my  opinion,  would  be  allowable  if  amended  to  state, 
as  does  claim  29,  that  the  electrically-actuating  means  is — 

located  directly  between  the  rear  wall  of  the  shift  able  reflector  and  the  casing. 

This  claim  is  like  the  claim  which  was  held  allowable  in  ex  parte 
Johnson^  (C.  D.,  1909,  188;  147  O.  G.,  770.)    It  was  there  held  that 
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an  applicant  who  had  arranged  an  electromagnet  in  conjunction 
with  a  relatively  free  jaw  of  a  lathe-chuck,  so  that  both  may  be 
carried  by  the  body  of  the  chuck  and  the  body  be  free  to  turn  rapidly 
in  perfonriing  its  work,  was  entitled  to  a  claim'as  follows: 

In  a  chuck,  the  combination  of  a  body,  a  relatively  fixed  Jaw  or  jaws,  a  rela- 
tively free  Jaw,  and  an  electromagnet  carried  by  the  body,  adapted  to  move  the 
free  Jaw  and  to  hold  it  in  its  working  position. 

Claim  29  is  only  slightly  different  from  claim  26,  amended  as 
above  suggested,  in  that  it  undertakes  to  define  the  headlight  as 
comprising  "  a  conventional  form  of  casing;"  but  it  seems  to  me  that 
this  claim  is  not  of  the  essence  of  applicant's  invention,  since  if  it 
were  old  to  locate  a  device  for  the  purpose  stated,  as  defined  in  this 
claim,  in  some  other  form  of  reflector  it  is  not  seen  what  would  be 
the  invention  in  locating  it  in  a  so-called  "  conventional "  form. 

Claim  21  is  apparently  limited  to  electrical  means ;  but  it  does  not 
say  so.  It  includes  means  carried  by  the  casing  for  shifting  the 
reflector  and — 

an  electrical  conduit  only  leading  from  said  casing  for  controlling  the  operation 
of  said  mean& 

But  obviously  the  electrical  conduit  does  not  control  the  operation 
of  anything. 

Claim  27  is  limited  to  electrical  operating  means  for  shifting  the 
reflector;  but  it  does  not  specify  where  such  means  is  located,  and  the 
same  is  true  of  claim  31,  which  claim  is  also  inaccurate,  since  the 
means  by  which  the  reflector  is  shifted  into  different  positions  is  not 
of  itself — 

eflFectlve  to  retain  such  reflector  in  any  of  its  shifted  positions. 

Means  other  than  the  shifting  means  is  provided  for  so  locking  it. 

Claim  32  is,  broadly,  for  any  means  for  shifting  the  reflector,  of 
whatever  kind  or  whei^ever  located,  and  claim  34  is  limited  to  the  con- 
ventional form  of  casing,  but  does  not  define  the  character  of  the 
means  by  which  the  reflector  is  shifted. 

Claims  24  and  25  are  supposed  to  be  broad  enough  to  cover  either 
the  form  of  the  device  shown  in  Fig.  1,  in  which  the  reflector  is 
placed  back  of  a  glass  and  itself  shifted,  or  the  form  shown  in  Fig.  4, 
in  which  the  reflector  is  placed  back  of  a  lens,  which  is  shifted ;  but 
the  form  of  the  claim  is  such  that  it  reads  accurately  on  neither  de- 
vice. The  claim,  after  including  a  glass  and  a  reflector,  specifies  that 
one  of  these  elements  is  shiftable  relative  to  the  other.  Such  a  claim 
would  be  proper  if  a  structure  were  shown  in  which  either  the  one  or 
the  other  of  the  elements  might  be  shifted  or  if  the  structure  of  Fig.  1 
alone  were  shown,  if  it  was  obvious  that  the  device  which  is  there 
stationary  might  be  arranged  to  be  shifted.  The  difficulty  is,  how- 
138555**— 20 XI 
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ever,  that  in  Fig.  1  only  the  reflector  can  be  shifted,  since  if  the  re- 
flector is  stationary  and  the  glass  shifted  no  useful  result  is  accom- 
plished, and  in  Fig.  4  only  the  lens  can  be  shifted,  since  the  shifting 
of  the  reflector  in  that  device,  if  the  lens  is  stationary,  accomplishes 
no  useful  result.    These  claims  were  therefore  properly  refused. 

At  the  hearing  a  device  was  exhibited  which  it  was  stated  had  gone 
into  large  commercial  use.  It  is  evident  from  the  manner  in  which 
this  device  was  operated  that  it  was  not  constructed  as  shown  in  this 
application,  even  though  it  may  have  been  within  the  terms  of  the 
broad  claims  thereof,  but  was  apparently  a  device  such  as  shown  in 
the  reissue  patent  of  MacDonald,  No.  14,453,  in  which  a  specifically 
different  mechanism  is  provided  for  tilting  the  reflector.  It  is  not 
seen  what  bearing  the  commercial  use  of  such  a  device  can  have  upon 
the  patentability  of  claims  of  this  application. 

If  an  amendment  is  presented  to  claim  26  as  before  indicated 
within  twenty  days  from  the  date  hereof,  the  Examiner  is  authorized 
to  enter  it  and  allow  the  claim  in  the  absence  of  better  references. 

The  decision  of  the  Examiners-in-Chief  is  afjirmed. 


Ex   PARTE    HURTT. 

Decided  May  5,  VJ19.    . 

269  O.  O..  545. 

Patentartlttt — Invention — Flattening  and  Roughening  a  Dental  Point  to 
Adapt  It  to  be  More  Readily  Gripped  by  a  Tool. 
The  provision  of  serrated  or  roughened  plane  faces  on  the  end  of  a 
conical  point  adopted  for  Insertion  Into  the  nerve-canal  of  a  tooth,  which 
enables  It  to  be  more  easily  grasped  and  held  by  a  pair  of  pliers,  consti- 
tutes an  invention,  admitting  it  to  be  old  to  flatten  the  heads  of  bolts  or 
scnnvs  and  also  to  roughen  them,  so  that  they  will  be  engaged  and  turned 
by  a  tool  without  danger  of  turning  and  slipping  In  the  tool. 
fNoTE.— This  application  has  resulted  In  Patent  No.  1,312,120.] 

Appeal  from  Examiners-in-Chief. 

POINT   FOR    NERVE-CANALS   OF   TEETH. 

Mr,  Riufolph  M.  Hunter  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  his  final  rejection 
of  claims  1  to  4,  of  which  claims  1  and  2  are  examples: 

1.  A  point  for  nerve  canals  of  teeth  comprising  an  elongated  body  of  conical 
shape  from  relatively  near  the  base  thereof  toward  the  apex,  the  part  between 
said  conical  portion  and  the  base  having  flat  roughened  faces  adapted  to  be 
readily  grasped  and  held  by  pliers. 
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2.  A  point  for  nerve  canalB  of  teeth  comprising  an  elongated  body  of  conical 
shape  from  relatively  near  the  base  thereof  toward  the  apex,  the  part  between 
said  conical  portion  and  the  base  having  two  relatively  wide,  flat  and  rough- 
ened parallel  faces  adapting  them  to  be  readily  grasped  and  held  by  pliers. 

The  rejected  clauas  cover  a  point  for  nerve-canals  of  teeth  com- 
posed of  an  elongated  cone-shaped  body  portion  terminating  at  one 
end  in  a  point,  the  other  end  being  flattened  to  form  two  practically 
plain  faces,  which  are  roughened  or  serrated. 

There  are  no  pertinent  references,  although  it  is  admittedly  old 
to  make  the  points  without  the  flattened  heads.  The  Examiners- 
in-Chief  have  taken  the  ground  that  it  is  a  common  practice  to 
flatten  the  heads  of  bolts  or  screws  to  give  them  an  irregular  shape 
and — 

also  roughened  so  that  they  may  be  engaged  and  turned  by  a  tool  without 
danger  of  turning  or  slipping  in  the  tool. 

It  is  not  known  exactly  what  is  referred  to  here,  but,  even  ad- 
mitting it  to  be  true,  applicant's  device  is  in  a  specific  art.  He 
claims  that  it  is  difficult  for  a  dentist  to  grasp  the  ordinary  point 
with  sufficient  firmness  to  hold  it  in  any  desired  position — that  is 
to  say,  sometimes  a  cavity  extends  upwardly,  sometimes  downwardly, 
and  it  is  a  known  fact  that  dentists  usually  get  accustomed  to  and 
employ  only  one  tool  of  a  character  to  hold  these  points.  By  having 
the  heads  flattened  and  roughened  this  tool,  which  is  in  the  form  ol 
pliers  having  offset  ends  and  flattened  heads,  enables  the  user  of  this 
single  pair  of  pliers  with  the  expenditure  of  a  minimum  amount  of 
energy  to  firmly  hold  the  points  in  any  position,  whereas  if  the 
points  were  conical  throughout  their  length  they  would  easily  slip  or 
turn  and  be  harder  to  hold  steadily  in  the  requisite  position. 

The  claims  are  limited  to  the  particular  device  of  this  applicant, 
who  seems  to  be  the  first  in  the  market  and  who  has  built  up  a  con- 
siderable trade  on  the  reputation  of  this  particular  point.  It  is  a 
practical  advance  in  the  art,  and  applicant  is  entitled  to.  a  limited 
claim.  It  is  held,  therefore,  that  claim  2  may  be  allowed.  There 
is  no  room  for  the  other  claims,  and  they  are  rejected  as  being  unpat- 
entable over  claim  2  and  the  admitted  art. 

The  decision  of  the  Examinera-in-Chief  is  affiivned  as  to  claims 
Ij  3j  and  i  and  reversed  as  to  claim  2. 
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Ex  PARTE  The  New  Jersey  Zinc  Company. 
Decided  November  8,  1919, 

260  O.  G..  703. 

Tbade-Marks — Registrability — CoMPOsmc  Mabk  Including  Geographical  and 
Descriptive  Terms. 
A  mark,  for  paints,  consisting  of  the  words  "  New  Jersey  "  and  "  Zinc," 
inclosed  in  a  large  "  C,"  with  a  small  "  o  "  in  the  space  between  the  ends 
of  the  "G,"  Held  registrable,  provided  exclusive  use  of  the  words  "New 
Jersey  "  or  "  Zinc  "  or  "  Co.,"  when  used  alone  or  in  other  arrangements,  Is 
disclaimed. 

On  Appeal. 

TRADE-MARK   FOR  PI0MENT8. 

Messrs.  Penme^  Da/vis^  Marvm  <&  Edmonds  for  the  applicant.' 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  for  paint-pigments  a  mjirk  consisting  of 
the  words  "  New  Jersey  "  and  "  Zinc,"  inclosed  in  a  large  "  C,"  with 
a  small  "  o  "  in  the  space  between  the  ends  of  the  "  C." 

The  ground  of  rejection  has  been  that  "New  Jersey"  was  geo- 
graphical, "Zinc"  was  descriptive,  and  the  words  were  not  suffi- 
ciently distinctively  written  to  be  registrable. 

Applicant"  at  the  hearing  showed  a  large  number  of  differently- 
worded  and  varicolored  labels  or  marks,  some  of  them  with  a  horse- 
head  on  them,  some  without  the  horse-head,  and  stated  that  it  is 
the  intention  of  the  company  to  go  into  South  American  business, 
and  it  therefore  wished  to  register  its  mark  in  all  the  principal 
South  American  countries. 

The  only  feature  that  is  common  to  all  of  applicant's  labels  or 
marks  is  the  one  for  which  it  has  applied  for  registration.  The 
South  and  Central  American  countries  require  registration 'here  be- 
fore they  will  register  there.  Consequently  if  applicant  registers 
its  mark  in  South  American  countries  it  would  have  to  register  a 
large  number  of  them  in  each  country  or  register  this  single  mark 
for  which  it  has  applied,  which  is  common  to  all  its  marks,  and  under 
these  circumstances  the  Office  should  be  liberal  in  construing  the 
wording  of  the  statute — 

that  no  mark  which  consists  merely  in  the  name  of  an  Individual,  firm,  cor- 
poration, or  association  not  written,  printed,  Impressed,  or  woven  in  some 
particular  or  distinctive  manner  ♦  ♦  ♦  or  merely  In  words  or  devices 
which  are  descriptive  of  the  goods  with  which  they  are  used  *  ♦  ♦  or 
merely  a  geographical  name  or  term  shaU  be  registerd  under  the  terms  of 
this  act. 
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Applicant  contends  that  the  "C"  surrounding  the  words  "New 
Jersey"  and  "Zinc,"  with  the  "o"  placed  between  the  ends  of  the 
"C,"  render  the  mark  sufficiently  distinctive  to  come  under  this 
clause  of  the  statute. 

Under  its  common-law  right  applicant  could  undoubtedly  pre- 
vent others  from  using  even  its  name.  This  being  true,  there  is  no 
doubt  but  that  the  infringement  of  applicant's  particular  way  of 
arranging  it,  with  the  words  inclosed  by  the  "  C,"  with  the  "  o  "  be- 
tween its  ends,  would  be  prohibited,  and  under  all  the  circumstances 
of  the  case,  if  applicant  will  disclaim  the  exclusive  use  of  the  words 
"  New  Jersey  "  or  "  Zinc  "  or  "  Co."  when  used  alone  or  in  other  ar- 
rangements, it  is  held  that  it  may  be  registered. 

The  decision  of  the  Examiner  of  Trade-Marks  to  the  extent  inr 
dicated  is  reversed. 


Ex  PARTE  McKlLLOP. 
Decided  December  6,  1919. 

269  O.  G.,  703. 

Application — Prosecution — Election — Ground  for  Rejection. 

Where  the  Examiner  is  of  the  opinion  that  an  amendment  contains  claims 
for  an  invention  separate  and  distinct  from  that  previously  claimed,  he 
should  require  the  cancelation  of  such  claims.  (Decisions  in  ex  parte 
Pietzner,  C.  D.,  1903,  142 ;  103  O.  G.,  2171 ;  ex  parte  lAllie,  C.  D.,  1905,  15 ; 
114  O.  G.,  541,  and  ex  parte  Stroh,  G.  D.,  1912,  208 ;  180  O.  G.,  1137,  over- 
ruled. ) 

On  Petition. 

METAL    SHIP   CONSTRUCTION. 

Messrs.  Mimn  <&  Co.  for  the  applicant. 

Newton,  Commissioner: 

Applicant  petitions  from  the  holding  of  the  Examiner  that  this 
application  was  abandoned  for  lack  of  prosecution  within  the  year. 

The  Examiner  required  division  among  three  groups  of  claims,  and 
the  applicant  canceled  two  of  the  groups  and  prosecuted  claims  di- 
rected to  the  other  group,  the  last  rejection  being  dated  April  11, 
1918.  An  amendment  was  filed  on  April  10,  1919,  in  which  the 
claims  then  in  the  case  were  canceled  and  a  single  claim  presented. 
The  Examiner  held  that  this  claim  was  not  for  the  invention  which 
had  been  previously  prosecuted,  but  for  the  invention  covered  by  one 
of  the  groups  of  claims  which  had  been  canceled,  and  that  therefore 
the  action  was  not  responsive  and  the  case  was  abandoned,  citing  the 
decisions  in  ex  parte  Pietzner,  (C.  D.,  1903,  142;  103  O.  G.,  2171;) 
ex  parte  LiUie^  (C.  D.,  1905, 16;  114  O.  G.,  641,)  and  ex  parte  Stroh^ 
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(C.  D.,  1912,  208;  180  O.  G.,  1137.)  From  a  refusal  to  withdraw 
this  holding  the  present  petition  was  taken. 

Applicant  contends  in  his  petition  that  he  has  not  shifted  his 
ground,  but  that  the  claim  last  presented  is  for  subject-matter  such 
as  was  originally  claimed. 

While  the  Examiner's  action  was  in  accordance  with  the  decisions 
cited,  it  is  believed  that  the  proper  practice  is  that  laid  down  in 
ex  parte  'Weaver  (C.  D.,  1912,  80;  176  O.  G.,  751)  and  ex  parte 
Barms,  (C.  D.,  1905,  §9;  115  O.  G.,  247.)  Just  what  was  the  line  of 
distinction  sought  to  be  drawn  between  the  cases  cited  by  the  Exam- 
iner and  those  just  cited  is  not  apparent.  If  the  distinction  was 
that  in  the  former  the  amendment  had  been  presented  at  the  end  of 
the  year  and  there  was  no  time  for  presenting  further  amendments 
or  that  in  those  cases  only  claims  to  a  single  invention  were  pre- 
sented, which  invention  was  held  to  be  other  than  that  originally 
prosecuted,  whereas  in  the  Barnes  and  Weaver  cases  amendment 
had  been  presented  sufficiently  within  the  year  to  have  enabled  a  fur- 
ther amendment  to  be  filed,  or  claims  were  presented  for  both  inven- 
tions, so  that  if  the  Examiner's  requirement  was  complied  with  there 
would  still  be  claims  in  the  case  on  which  action  on  the  merits  could 
be  had,  that  difference  is  believed  to  be  immaterial. 

The  practice  of  requiring  the  cancelation  or,  what  is  the  same 
thing,  of  rejecting  claims  because  for  an  invention  other  than  that 
which  had  been  previously  elected  grew  out  of  the  Steinmetz  deci- 
sion^ (C.  D.,  1904,  703;  109  O.  G.,  549;  192  U.  S.,  543,)  wherein  it 
was  held  that  a  requirement  of  division  was,  in  effect,  a  rejection, 
and  therefore  appealable  to  the  Examiners-in-Chief.  The  practice 
prior  to  that  time  had  been  for  the  Commissioner  to  review  the 
requirements  of  division  on  petition,  and,  as  appears  from  the  deci- 
sion in  ex  parte  Selle,  (C.  D.,  1904,  221;  110  O.  G.,  1728,)  it  had 
been  the  practice  to  refuse  to  enter  an  amendment  containing  claims 
which  the  Examiner  regarded  as  being  for  an  invention  other  than 
that  which  the  applicant  had  elected  to  prosecute  and  for  the  Com- 
missioner to  review  such  action  on  petition.  In  the  latter  case  it 
was  stated  that  such  a  holding  was  analogous  to  a  requirement  for 
division,  which,  since  the  Steinmetz  case,  was  reviewable  on  appeal, 
and  therefore  it  was  held  that  the  amendment  should  be  entered  and 
the  requirement  made  that  the  claims  be  canceled. 

It  is  thought  that  the  proper  practice  in  all  cases  is  to  enter  the 
amendment  and  reject  the  claims  on  the  ground  that  they  cover  an 
invention  other  than  that  which  the  applicant  has  elected  to  prose- 
cute in  that  application.  If  he  has  presented  at  the  same  time  claims 
for  the  invention  which  he  has  elected  to  prosecute,  they  should  be 
examined  on  tlieir  merits.    In  that  case  both  questions  can  be  i*e- 
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viewed  on  appeal.  If  one  set  of  claims  has  been  allowed  and  the 
Examiner  is  sustained  on  the  question  of  election,  the  case  can  be 
passed  to  issue.  On  the  other  hand,  if  only  a  single  invention  is 
claimed  and  the  Examiner  is  sustained  the  applicant  will  not  be 
allowed  to  go  back  to  his  original  invention  and  the  prosecution  of 
the  case  will  be  closed.  Of  course  in  either  case  if  the  holding  of 
the  Examiner  that  applicant  has  shifted  his  ground  is  reversed  the 
claim  will  have  to  be  examined  on  its  merits,  just  as  in  a  case  where 
the  Examiner  is  overruled  on  the  question  of  division. 

The  decision  in  ex  parte  Pietzner,  ex  parte  Lillie^  and  ex  parte 
Stroh^  mpra^  in  so  far  as  they  hold  that  the  Examiner  should  hold 
the  action  non-responsive  and  the  application  abandoned  are  over- 
ruled. » 

The  Examiner  is  directed  to  enter  the  amendTnent  and  reject  the 
claim  if  he  is  still  of  the  opinion  that  it  covers  an  invention  other 
tha/a  that  which  applicant  elected  to  prosecute  a/nd^  as  the  matter  has 
heen  fully  considered^  to  make  his  rejection  final. 

The  petition  is  granted  to  the  extent  indicated. 


Ex  j>ARTE  E.  J.  Darnell,  Inc. 

Decided  November  5,  1919. 

269  O.  G.,  704. 

Trade-Marks — Simiiarity — Crescent,  Star,  and  Letters  "  R  J  D,"  and  Cres- 
cent AND  Star. 
A  trade-mark  consisting  of  the  representation  of  a  crescent  and  star  and 
the  letters  "  R  J  D  "  Held  properly  refused  registration  in  view  of  the  prior 
use  on  goods  of  the  same  descriptive  properties  of  a  mark  consisting  of  the 
representation  of  a  crescent  and  a  star. 

On  Appeal. 

TRAD&MARK  FOR  CONSTRUCTION  MATERIAL. 

Messrs,  Munn  c6  Co.  for  the  applicant. 

Whitehead,  First  Assistant  Com/rrdssioner: 

Appeal  is  taken  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  mark  for  milled  lumber  consisting  of  the  repre- 
sentation of  a  crescent  and  star  and  the  letters  "  K  J  D." 

Registration  was  refused  on  the  ground  that  the  mark  was  so  simi- 
lar to  that  shown  in  registration  to  Alonzo  Roberson  &  Son,  No. 
30,992,  dated  December  21,  1897,  that  confusion  would  be  likely  to 
be  caused  in  the  minds  of  the  public  by  their  simultaneous  use.  The 
mark  of  the  registrant  consists  of  the  representation  of  a  crescent 
and  a  star. 
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In  the  brief  on  the  appeal  it  is  argued  that  the  marks  are  not  de- 
ceptively similar,  first,  because  applicant's  mark  includes  the  letters 
"  R  J  D,"  and,  second,  because  at  a  distance  these  marks  would  appear 
entirely  dissimilar,  since  applicant's  mark  is  printed  in  black  type, 
while  the  registered  mark  is  shown  only  in  outline. 

Beference  is  made  to  the  decision  of  the  Supreme  Court  of  the 
United  States  in  the  case  of  Liggett  d:  Myers  Tobacco  Co,  v.  Finzer 
(C.  D.,  1888,  525;  45  O.  G.,  943;  128  U.  S.,  182)  and  the  decision  of 
this  OiBce  in  the  case  of  The  Uriited  States  Graphite  Co,  v.  Bomhard 
(C.  D.,  1907, 115;  127  O.  G.,  3215)  in  support  of  the  contention  that 
the  addition  of  the.  letters  would  render  the  mark  registrable. 

The  case  falls  clearly  within  the  ruling  of  the  Court  of  Appeals  of 
the  District  of  Columbia  in  Carmel  Wine  Co.  v.  California  Winery^ 
(C.  D.,  1912,  428;  174  O.  G.,  586;  38  App.  D.  C,  1,)  in  which  it  was 
held  that  no  one  can  register  a  mark  which  includes  as  a  whole  the 
mark  of  another. 

The  present  case  is  clearly  differentiated  from  the  cases  cited  by 
appellant.  In  the  Liggett  c&  Myers  case  it  appears  that  the  complain- 
ant was  not  the  first  to  use  a  star  for  plug-tobacco,  but  that  its  mark 
consisted  of  a  star  made  of  tin,  attached  to  the  plug  of  tobacco  by 
prongs,  and  that  the  defendant's  mark  consisted  of  a  piece  of  gilt 
paper  having  on  it  a  red  star,  with  the  word  "  Light "  printed  there- 
under. The  Court  held  that  the  dominating  element  of  defendant's 
mark  was  "  Starlight,"  and  therefore  there  was  no  infringment  of 
complainant's  tin  star. 

In  the  Graphite  Co.  case  it  was  held  that  there  was  no  interference 
between  the  representation  of  a  bird  and  the  word  "  Raven  "  and  the 
representation  of  a  crow  and  the  word  "  Crow."  It  is  perfectly  ob- 
vious that  the  words  employed  rendered  the  marks  not  deceptively 
similar,  since  the  goods  of  one  party  would  be  known  as  the  "  Kaven  '* 
brand  and  the  goods  of  the  other  as  the  "  Crow  "  brand. 

The  answer  to  the  argument  that  because  one  is  printed  in  solid 
black  and  the  other  one  in  outline  they  would  not  appear  similar  at 
a  distance  is  that  marks  must  be  considered  as  they  appear  when 
viewed  at  such  a  distance  that  their  outlines  are  perfectly  clear.  How 
far  one  would  have  to  stand  from  a  piece  of  lumber  bearing  either 
mark  in  order  to  accurately  determine  what  the  mark  is  depends  en- 
tirely upon  the  character  of  the  observer's  eyesight. 

2'he  decision  of  the  Examiner  of  Trade-Marks  i3  affirmed. 
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Ex  PARTE  Armour  and  Company. 

Decided  November  29,  1919. 

269  O.  G.,  885. 

Trade-Marks — Descriptive — "  Veribest." 

The  word  '*  Veribe«t,"  in  script,  with  one  leg  of  the  •*  V  •*  extending  over 
the  other  letters  of  the  word,  Held  not  registrable  as  a  trade- mark,  since 
tlie  word  is  descriptive. 

On  Appeal. 

TRADE-MARK    FOR    CANNED    MEATS,    ETC. 

Messrs.  Offield,  Towle^  Graves  cfe  Ofjield^ov  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  "  Veribest,"  in  script,  with  one  leg  of  the  "  V  " 
extending  over  the  other  letters  of  the  word,  as  a  trade-mark  for 
canned  vegetables,  canned  fruit,  etc.,  on  the  ground  that  the  word  is 
descriptive  of  the  quality  of  the  goods,  the  Examiner  relying  on  my 
decision  in  Crocker  Grocery  Co.  v.  Acme  MUls^  (118  MS.  Dec.,  277,) 
in  which  two  applicants  were  involved  in  interference  over  "  Veri- 
best "  and  in  which  it  was  held : 

The  only  conflicting  feature  of  the  interfering  marks  is  the  word  "  Veribest," 
to  the  exclusive  use  of  which  neither  of  these  applicants  appears  to  be  entiltied. 
since  it  is  only  a  common  advertising  clause,  **  Very  Best,"  misspelled.  Indee<l, 
the  Acme  Mills  has  filed  a  disclaimer  of  its  exclusive  title  to  this  word  "  when 
used  apart  from  the  environment/*  but  whether  the  disclaimer  is  filed  or  not 
there  appears  to  be  nothing  registrable  in  this  word  alone. 

This  interference  Is  therefore  dissolved  and  the  Examiner  is  directed  to  reject 
the  application  of  the  Crocker  Grocery  Co.  for  the  word  "Veribest"  alone. 

Applicant  contends  that  his  word  "  Veribest "  is  peculiarly  writ- 
ten ;  but  it  is  doubtful  if  the  public  would  notice  the  misspelling  of 
the  line  extending  over  it,  and  anybody  has  the  right  to  use  "  Very 
Best." 

It  is  customary  for  advertisers  of  goods  to  use  superlatives  in  their 
advertising  literature,  and  the  language  ought  to  be  left  free  for  ordi- 
nary business  purposes,  or,  as  stated  by  the  Supreme  Court  in  Canal 
Co.  V.  Clark,  1  O.  G.,  279;  13  Wall.,  311)— 

no  one  can  appropriate  as  a  trade  mark  any  word  which  from  the  nature  of 
the  fact  it  is  used  to  signify,  others  may  employ  with  equal  truth. 

Applicant  in  his  brief  formulates  a  rule  to  the  effect  that — 

when  a  competitor  could  use  the  mark  (word)  in  question  innocently  and  in 
good  faith  to  describe  goods  of  the  same  descriptive  qualities^  the  mark  (word) 
should  not  be  registered. 
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In  other  words,  if  sued  for  infringement,  could  he  establish  his 
innocence  on  the  ground  of  use  in  good  faith?  This  amounts  to  an- 
other way  of  stating  the  rule  announced  in  Canal  Co.  v.  Clark^  supra. 

x\pplying  this  rule  to  "  Veribest "  it  is  probable  that  I  have  seen 
"  Very  Best "  used  by  advertisers  innocently  and  in  ordinary  adver- 
tising parlance,  and  no  one  should  be  encouraged  by  registration  to 
try  to  monopolize  words  in  such  general  and  ordinary  use  by  adver- 
tisers. 

It  is  held^  therefore^  that  the  Examiner  of  Trade-Marks  was  right 
in  refusing  the  word^  and  his  decision  is  affirmed. 


Ex  part^Marshall  Field  Company. 

Decided  December  11,  1919. 

269  O.  G.,  885. 

1.  Trade-Marks — Descriptiveness  and  Sugoestiveness  Distinguished. 

"  GeneraUy  speaking,  if  the  word  imparts  information  directly  it  would 
be  classed  as  descriptive.  If  It  stands  for  an  idea  wliich  requires  some 
operation  of  the  imagination  to  connect  up  to  the  goods,  it  would  be 
suggestive." 

2.  Same — Same — "  Wearwell,"  for  Sheets,  Pillow-Cases,  Etc. 

The  word  "  Wearwell,"  used  as  a  marls  for  sheets,  pillow-cases,  etc. 
Held  properly  refused  registration  as  descriptive. 

Ok  Appeal. 

TRADE-MARK    FOR    SHEETS,    PILLOW-CASES,    ETa 

Mr.  Titian  W,  Johnson  for  the  applicant. 

Newton,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  "  Wcarwell ''  as  a  trade-mark  for  sheets,  pillow- 
cases, etc.,  on  the  ground  that  "Wearwell"  is  descriptive.  (See  ex 
parte  Estate  of  P.  D,  Beckwith^  Inc,^  122  MS.  Dec,  149,  holding 
"Moistair"  descriptive  of  a  heating  system;  ex  parte  Ely  Walker 
Dry  Goods  Co.^  123  MS.  Dec,  435,  holding  "  Ever  Wear  "  descriptive, 
and  ex  parte  Chicago  Paper  Co,^  122  MS.  Dec,  188,  holding  "Fold- 
well  "  descriptive.) 

Applicant  seems  to  contend  that  "Wearwell"  is  only  suggestive 
and  is  not  descriptive.  It  is  hard  to  draw  a  clear  line  of  distinction 
between  suggestive  and  descriptive  words.  Generally  speaking,  if 
the  word  imparts  information  directly  it  would  be  classed  as  de- 
scriptive. If  it  stands  for  an  idea  which  requires  some  operation 
of  the  imagination  to  connect  up  to  the  goods,  it  would  be  sugges- 
tive— e.  ^.,  "  North  Pole,"  for  an  ice-cream  freezer,  does  not  say  that 
the  freezer  will  freeze  the  cream  as  cold  as  if  it  were  at  the  North 
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Pole,  but  leaves  to  the  imagination  to  perform  the  operation  of  con- 
necting some  desirable  quality  of  the  freezer  with  the  "Norih  Pole" 
idea.  "North  Pole  "  therefore,  as  a  trade-mark  for  freezers,  would 
only  be  suggestive.  On  the  other  hand,  "  Best,"  "  Strong,"  or  "Wear- 
well,"  as  applied  to  a  freezer,  leaves  nothing  to  the  imagination.  The 
idea  for  which  "  Wearwell "  stands  attaches  directly  to  the  idea  for 
which  "  freezer  "  stands. 

"  Wearwell "  therefore  is  not  suggestive^  hut  descriptive^  and  was 
properly  rejected^  and  the  decision  of  the  Examiner  of  Trade-Marks 
is  afflrmed. 


Eice-Stix  Dry  Goods  Company  v.  Potter. 

Decided  December  IS,  1919. 

269  O.  G.,  886. 

Tbade-Mabks — SiMn^ARiTY — "  Billy  Blue  "  and  "  Little  Boy  Blue." 

A  trade-mark  consisting  of  the  words  "Billy  Blue"  and  the  three- 
quarters  figure  of  a  boy  surrounded  by  a  circle  Held  properly  refused  regis- 
tration in  view  of  the  prior  use  on  goods  of  the  same  descriptive  properties 
of  a  mark  consisting  of  the  words  "  Little  Boy  Blue." 

Appeal  from  Examiner  of  Interferences. 

trade-mabk  fob  boys'  clothing,  Era 

Messrs.  Can'  &  Carr  for  Eice-Stix  Dry  Goods  Company. 
Messrs,  Wilkinson  <6  Giusta  for  Potter. 

CotJLSTON,  Assistant  Commissioner: 

This  is  an  appeal  by  Potter  from  a  decision  of  the  Examiner  of 
Interferences  sustaining  an  opposition  by  the  Eice-Stix  Dry  Goods 
Company  to  the  granting  of  a  registration  on  an  application  filed  by 
the  appellant  for  a  trade-mark  comprising  the  words  "  Billy  Blue," 
associated  with  a  three-quarters  figure  of  a  boy  standing  with  an  up- 
lifted hand,  surrounded  by  a  circle.  The  applicant  seeks  to  register 
his  mark  for  children's  clothing  consisting  of  coats,  trousers,  vests, 
shirts,  and  stockings.  The  opposer  is  the  registrant  of  the  mark 
"Little  Boy  Blue,"  for  children's  blouses,  overalls,  coats,  pants, 
shirts,  rompers,  play-suits,  and  waists.  In  each  instance  the  articles 
recited  fall  in  Class  39,  Clothing. 

There  is  no  question  but  that  the  goods  upon  which  the  respective 
parties  use  their  marks  have  similar  descriptive  properties. 

No  difficulty  arises  in  determining  the  question  of  priority  of 
adoption  and  use.  The  date  of  adoption  and  use  set  up  in  the  ap- 
pellant's application  is  subsequent  to  that  alleged  in  the  registration 
of  the  opposer.  The  appellant  has  takfen  no  testimony  and  can  be 
given  no  proved  date  of  adoption  and  use,  while  the  opposer  has 
introduced  in  evidence  a  certified  copy  of  his  registration,  which  is 
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prima  facie  proof  of  the  fact  of  adoption  and  use  on  the  date  set 
up  therein. 

The  real  question  for  determination  is  whether  the  marks  them- 
selves are  so  similar  as  to  be  likely  to  cause  confusion  in  trade  when 
used  on  the  goods  specified.  The  dominant  feature  of  the  appel- 
lant's mark,  to  my  mind,  consists  of  the  words  "  Billy  Blue."  The 
picture  of  the  boy  surrounded  by  a  circle  appears  to  be  a  subordinate 
feature  in  the  nature  of  an  embellishment.  The  dominant  feature 
of  the  opposer's  mark  seems  to  be  the  words  "  Boy  Blue."  The  word 
"  Little  "  has  a  subordinate  significance.  It  is  apparent  from  certain 
exhibit  labels  introduced  in  evidence  by  the  opposer,  whereon  "  Lit- 
tle "  does  not  appear,  that  the  opposer  does  not  regard  this  word  as  a 
vital  part  of  its  mark.  The  question  to  be  decided  thus  narrows  to 
the  determination  of  whether  a  trade-mark  of  which  "  Billy  Blue " 
appears  as  the  dominant  feature  is  likely  to  cause  confusion  in  trade 
when  used  on  the  same  class  of  goods  carrying  another  mark  whose 
dominant  feature  is  "  Boy  Blue."  My  conclusion  is  that  such  marks 
would  be  likely  to  result  in  confusion. 

The  appellant  has  called  attention  to  a  number  of  prior  registra- 
tions for  this  class  of  goods  of  marks  more  or  less  resembling  the 
marks  for  which  the  parties  hereto  are  contesting  in  an  effort  to 
show  that  the  opposition  should  fail  on  the  ground  that  the  marks 
in  contest  are  distinguished,  because  the  distinctions  between  them 
are  as  great  or  even  more  so  than  between  either  of  said  marks  and 
the  marks  of  such  prior  registrations.  I  can  only  say  in  answer  to 
this  line  of  argument  that  after  analyzing  the  marks  of  the  parties 
as  above  and  comparing  them  with  each  other  and  the  prior  regis- 
tered marks  I  think  there  is  a  closer  resemblance  between  the  marks 
in  contest  than  between  either  of  them  and  any  of  the  other  marks 
called  to  my  attention. 

2' he  decision  from  which  the  appeal  is  taken  is  affirmed. 
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ACTING  JUDGE-ADVOCATE  GENERAL. 

WAR  DEPARTMENT 

1919. 


r Opinion  of  the  Acting  Judge- Advocate  General.] 

Construction  of  Act  ok  March  3,  1883. 

Decided  November  30,  1918. 
260  O.  G.,  733. 

Department  of  the  Interior, 
United  Stai-es  Patent  Office, 
Washington,  D.  C,  March  21^  1919. 

The  following  opinion  of  the  Acting  Judge-Advocate  General 
with  reference  to  the  act  of  March  3,  1883,  providing  for  the  filing 
of  applications  by  Government  employees  without  fees  under  cer- 
tain conditions,  is  published  for  the  information  of  those  concerned. 

J.  T.  Newton, 
Commissioner. 


War  Department,  J.  A.  G.  O., 

November  SO,  WIS. 
To  Army  and  Navy  Patent  Board, 

Patent  Oifice  Building,  Washington,  D.  G. 

1.  By  your  letter,  dated  November  22,  1918,  you  submit  to  me  for 
consideration  a  provision  of  the  act  of  March  3,  1883,  (22  Stat., 
603,  625,)  reading  as  follows: 

The  Secretary  of  the  Interior  and  the  Commissioner  of  Patents  are  author- 
ized to  grant  any  officer  of  the  Government,  except  officers  and  employees  of 
the  Patent  Office,  a  patent  for  any  Invention  of  the  classes  mentioned  in  sec- 
tion forty -eight  hundred  and  eighty-six  of  the  Revised  Statutes,  when  such 
invention  is  used  or  to  be  used  in  the  public  service,  without  the  payment  of 
any  fee:  Provided,  That  the  applicant  in  his  application  shall  state  that  the 
invention  described  tisercin,  if  patented,  may  be  used  by  the  Government  or 
any  of  Its  officers  or  employees  in  the  prosecution  of  work  for  the  Govern- 
ment, or  by  any  other  person  in  the  United  States,  without  the  payment  tu 
him  ot  any  royalty  thereon,  which  stipulation  shall  be  included  in  the  patent. 

In  particular  you  state  that  the  Patent  Office  construes  the  proviso 

above  quoted  as  giving  any  person  in  the  United  States  the  right 
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to  use  an  invention  patented  under  the  act  without  the  payment  of 
any  royalty,  whereas  your  Board  contends  that  it  can  be  so  used 
only  by  the  Government,  its  officers  or  employees,  or  other  persons 
in  the  prosecution  of  work  for  the  Government.  The  question  which 
interpretation  is  correct  becomes  of  moment  because  many  members 
of  the  military  forces  have  refused  to  apply  for  patents  under  the 
act  for  inventions  of  considerable  value  to  the  Government,  if  the 
interpretation  given  to  the  act  by  the  Patent  Office  is  to  prevail, 
while  they  at  the  same  time  have  expressed  their  willingness  that 
the  Government  shall  use  their  inventions,  if  they  may  retain  "the 
commercial  rights  "  therein.  It  may  be  added  that  the  matter  is^of 
special  interest  to  the  War  Department,  in  view  of  the  invitation 
recently  given  by  the  department  to  persons  in  the  military  service 
to  patent  their  inventions  under  this  act.  (G.  O.  No.  93,  Oct.  17, 
1918.) 

2.  It  must  be  admitted  that  the  language  of  the  proviso,  taken 
literally  and  without  regard  to  the  context  or  the  purpose  of  the 
act,  amounts  to  a  renunciation  by  the  applicant  for  a  patent  of  any 
claim  for  royalties  for  the  use  of  the  invention,  if  patented,  against 
any  person  in  the  United  States.  Every  person  in  this  country 
would  seem  to  be  put  on  a  parity  with  the  Government  and  its 
officers  and  employees  in  the  prosecution  of  work  for  the  Govern- 
ment, and  like  them  to  have  the  free  use  of  the  invention  patented. 
The  sole  effect  of  the  patent  would,  then,  appear  to  be,  as  you  say 
the  Patent  Office  holds — 

a  publication  or  prior  reference  for  the  invention  It  covers,  so  that  no  person 
from  then  on  could  secure  a  patent  on  that  Invention. 

But  of  course  the  context  and  the  purpose  of  the  act  must  be 
looked  to  in  order  to  fix  the  meaning  of  the  provision  under  discus- 
sion, and  the  question  becomes,  therefore,  do  the  context  and  the 
purpose  of  the  act  in  this  case  require  something  other  than  the 
literal  interpretation  set  forth  in  the  preceding  paragraph? 

In  approaching  this  question,  the  first  point  to  be  noted  is  that 
the  phrase  "or  by  any  other  person  in  the  United  States"  invites 
attention  to  the  preceding  language 


by  the  Government  or  any  of  its  agents  or  employees  In  the  prosecution  of  work 
for  the  Government 

If  Congress  intended  that  any  person  in  the  United  States  might 
use  the  invention,  it  was  obviously  unnecessary  to  specify  that  any 
of  the  agents  or  employees  of  the  Government  might  use  it,  and  if 
Congress  intended  that  any  person  in  the  United  States  might  use 
the  invention  for  any  purpose  it  was  inconsistent  to  specify  that  any 
of  the  agents  or  employees  of  the  Government  might  use  it  only  m 
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the  prosecution  of  work  for  the  Government.  I  am  impelled,  there- 
fore, to  the  conclusion  that,  taking  into  view  merely  the  language 
of  the  proviso,  the  term  "any  other  person  in  the  United  States" 
was  not  used  by  Congress  in  its  literal  sense,  but  must  be  interpreted 
as  being  ejusdein  generis  with  the  preceding  words  and  confined  to 
pei-sons  in  the  prosecution  of  work  for  the  Government.  In  giving 
the  term  this  interpretation,  we  are  merely  adhering  to  the  rule  that 
general  terms  following  specific  terms  in  a  statute  are  to  be  con- 
strued as  referring  to  persons  or  things  of  the  same  character  as 
those  specified.  This  is  so  firmly  established  by  a  long  line  of  Federal 
decisions  that  very  positive  language  in  an  act  of  Congress  would  l>e 
necesary  to  exempt  its  provisions  from  the  application  of  the  rule. 
{United  States  v.  Barnes^  3  Wheat,^  336;  Moore  v.  Americom  Trans- 
j)ortation  Co,^  24  How,^  1;  Newport  News  cfe  M.  Val.  Co.  v.  United 
States^  61  Fed.  Rep.,  488;  Aberdeen  Bank  v.  Chehalis  Cownty^  166 
U.  S.,  440;  United  States  v.  1^50\  Pounds  of  Celluloid,  82  Fed.  Rep., 
627 ;  Crowther  v.  Fidelity  Ins.,  etc.,  Co.,  85  Fed.  Rep.,  41 ;  Western 
Dredging  cfe  Improvement  Co.  v.  Heldmaier,  111  Fed.  Rep.,  123; 
Merchants'^  National  Bank  v.  United  States,  42  Ct.  CL,  6 ;  First  Nat, 
Bank  v.  United  States,  206  Fed.  Rep.,  374.) 

But  the  construction  of  the  phrase  under  discussion  is  not  to  be 
arrived  at  on  so  narrow  a  view  as  that  which  we  have  taken  hitherto. 
The  phrase  occurs  in  a  proviso,  and  a  proviso  cannot  be  regarded 
separately  from  the  clause  to  which  it  is  attached.  It  is  not  the 
office  of  a  proviso  to  enact,  but  merely  to  qualify  or  restrain,  the 
enacting-clause.  {Minis  v.  United  States,  15  Pet.,  423.)  It  is,  more- 
oven  to  be  construed  strictly,  so  as  not  to  render  the  enacting-clause 
ineffective.  {United  States  v.  Dickson,  15  Pet.,  141;  Dollar  Savings 
Bank  v.  United  States,  19  Wall.,  227.)  Looking  therefore  to  the 
enacting-clause,  we  find  that  it  has  to  do  with  the  grant  of  patents  to 
officers  of  the  Government  for  inventions  "  used  or  to  be  used  in  the 
public  service."  It  needs  no  argument  to  show  that  the  public  serv- 
ice does  not  mean  the  private  service  of  each  and  every  individual 
member  of  the  public,  but  the  service  of  the  State  or  the  community 
as  distinguished  from  its  members.  {Lowell  v.  Boston,  111  Mass., 
454;  Opinion  of  the  Justices,  30  N.  E.,  1142;  Louisville  Ry,  Co.  v. 
Louisville  Fire  cfe  Life  Protective  Ass'n,  152  S.  W.,  799.)  If  the 
proviso  is  construed  to  give  any  person  in  the  United  States  the  right 
to  use  the  patented  invention,  then,  contrary  to  its  true  office,  it  vastly 
enlarges  the  scope  of  the  enacting-clause,  and  indeed  makes  the  words 
thereof  meaningless.  Such  a  liberal  construction  of  the  proviso 
should  not,  in  my  judgment,  be  entertained. 

When  we  pass  to  a  consideration  of  the  enactment  as  a  whole, 
the  argument  is  gi'eatly  fortified.  The  statute  provides  for  the 
grant  of  "  a  patent "  for  an  invention,  and  is  to  be  construed  liber^ 
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ally  in  favor  of  the  inventor.  {Turrill  v.  Michigan  Southern^  etc.^ 
R,  Co.^  1  Wall.,  491,  510.)  Now,  it  is  of  the  very  essence  of  a  patent 
that  the  patentee  has  a  right  to  exclude  others  from  the  use  of  the 
thing  patented.  {United  States  v.  Standard  Sanitary  Mfg.  Co.^ 
191  Fed.  Rep.,  172,  190,)  and  if  the  patentee  in  this  case  can  exclude 
no  one  in  the  United  States  from  such  use  his  rights  are  indeed 
shadowy,  and  the  plain  purpose  of  the  legislation  is  defeated.  The 
patent  becomes  an  evidence  of  the  self-abnegation  of  the  inventor 
rather  than  of  any  property  in  the  invention,  and  the  question  im- 
mediately arises  why  Congress,  in  permitting  the  grant  of  such  a 
patent  to  officers  of  the  Government,  should  exclude  officers  and 
employees  of  the  Patent  Office.  Obviously,  Congress  felt  that  it 
was  granting  a  valuable  right,  and  obviously,  therefore,  the  proviso 
should  not  be  construed  as  depriving  the  right  of  all  value. 

There  is  here  involved,  moreover,  a  public  policy  additional  to 
that  which  encourages  invention.  The  Government  is  not,  merely 
by  reason  of  the  fact  that  an  inventor  is  an  officer  of  the  United 
States,  entitled  to  the  benefits  of  his  discoveries.  {Solo7no7i4s  v. 
United  States,  C.  D.,  1891,  267 ;  54  O.  G.,  265 ;  137  U.  S.,  342 ;  Gill  v. 
United  Statesy  160  U.  S.,  426.)  If  the  United  States  is  to  acquire 
the  right  to  use  a  patentable  invention  of  such  an  officer  made,  so 
to  speak,  in  his  private  capacity,  it  must  be  under  legislation  of  this 
character.  But  the  construction  given  to  the  act  by  the  Patent 
Office  has  deterred  officers  of  the  Government  from  applying  for 
patents  under  it.  This  construction  appears  to  me  to  adhere  too 
closely  to  the  letter,  even  at  the  expense  of  arriving  at  an  unreason- 
able result.  The  reason  of  the  law  is  against  it,  and  to  avoid  con- 
flict with  the  spirit  of  the  act  the  general  terms  of  the  proviso  must 
be  confined  to  the  narrower  limits  of  the  specific  terms  which  pre- 
cede it.  Even  without  the  aid  of  the  technical  rules  of  interprej:H- 
tion  upon  which  we  can  rely  in  this  case,  the  Supreme  Court,  to  i-each 
a  sensible  construction,  has  frequently  limited  the  applicjition  of 
terms  which  in  their  literal  significance  would  be  too  sweeping. 
{United  States  v.  Kirhy,  7  Wall.,  482;  Atkins  v.  Disintegrating  Co,^ 
18  Wall.,  272;  Church  of  the  Holy  Trinity  v.  United  States,  143 
U.  S.,  457;  Lau  Ow  Bew  v.  United  States,  144  U.  S.,  47.)  It  is  a 
sound  principle  of  construction  and  of  common  sense  that  a  statute 
should  be  interpreted  ut  res  magis  valeat  quam  pereat, 

3.  I  am,  therefore,  of  opinion  that  the  words  "  any  other  person 
in  the  United  States"  should  be  interpreted  as  equivalent  to  "any 
other  like  person  in  the  United  States,"  that  is,  any  other  person 
^  in  the  public  service,"  or  (and  I  regard  this  as  a  mere  paraphrase) 
any  other  person  "  in  the  prosecution  of  work  for  the  Government." 

S.  T.  Ansell, 
Acting  Judge- Advocate  General. 
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[Court  of  Appeals  of  the  District  of  Columbia.) 

The  Dennison  Manufacturing  Company  v.  The  Dennet  Tag 

COMPANT. 

V 

Decided  December  t,  1918.  / 

258  O.  G.,  222 ;  48  App.  D.  C.  213. 

Trade-Marks — Cancelation — Grade-Marks. 

Where  the  evidence  showed  that  the  registrant  had  used  certain  letters 
not  as  trade-marks,  but  merely  as  grade-marks,  and  the  petitioner  for 
cancelation  had  used  the  letters  in  the  same  way,  Held  that  the  petition  for 
cancelation  was  properly  sustained,  since  letters,  figures,  or  symbols  not 
denoting  origin,  but  merely  indicating  quality,  are  not  capable  of  exclusive 
appropriation. 

{For  Commissioner* 8  decision,  see  ante,  1;  258  O.  O.,  2^1.) 
Patent  appeals  Nos.  1,165  and  1,166. 

Mr.  A,  V.  Cush/mcm^  Mr,  Charles  S.  Grover^  and  Mr.  Charles  Z>. 
Woodberry  for  the  appellant. 

Mr.  James  A.  Watson  for  the  appellee. 
RoBB,  J.: 

These  are  appeals  from  decisions  of  the  Patent  Office  tribunals 
sustaining  appellee's  petition  for  the  cancelation  of  the  letters  "  D," 
^  T,"  and  "  T  C,"  which  appellant  theretofore  had  registered  as  trade- 
marks for  tags. 

The  Patent  Office,  after  a  review  of  the  evidence,  found  that  ap- 
pellant had  not  used  these  letters  as  trade-marks  but  merely  as  grade- 
marks,  and,  since  it  appeared  that  appellee  was  using  substantially 
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the  same  marks  in  the  same  way,  sustained  the  petition  for  cancela- 
tion. This  action  clearly  was  right,  for  words,  letters,  figures  or  sj^n- 
bols  not  denoting  origin  or  ownership,  but  merely  indicating  quality, 
are  not  capable  of  exclusive  appropriation.  {Lcswrence  Mfg.  Co.  v. 
Term.  Mfg.  Co.,  C.  D.,  1891,  415;  56  O.  G.,  1528;  138  U.  S.,  537; 
Colwmbia  MUl  Co.  v.  Alcorn,  C.  D.,  1893,  672;  65  O.  G.,  1916;  150 
U.  S.,  460.) 

The  interest  of  appellee  was  sufficient  to  form  the  basis  for  its  peti- 
tion to  cancel.  {Tim  <&  Co.  v.  Cluett,  Peahody  <&  Co.,  C.  D.,  1914, 
183;  203  O.  G.,  306;  42  App.  D.  C,  212.) 

Th>e  decisions  are  affirmed. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

LuELLEN  V.  House. 

Decided  December  2,  1918. 
258  O.  G.,  223 ;  48  App.  D.  C,  218. 

1.   INTEBFERENCB — PrTOBITY — REDUCTION  TO  PrACTICB.        ^ 

Where  the  invention  In  issue  was  a  drinklng>cup  that  could  be  used  but 
once  and  destroyed,  Held  that  if  a  drlnking-cup  made  as  set  forth  in  the 
specification  and  in  the  counts  of  the  issue  held  water  this  would  be  a 
sufficient  test  to  constitute  a  successful  reduction  to  practice. 

2.  Same — Same. 

Evidence  considered  and  Held  to  establish  that  L.  reduced  the  invention 
in  issue  to  practice  prior  to  the  earliest  date  claimed  by  H.  and  that  L.is 
entitled  to  the  award  of  priority. 

Mr.  C.  E.  Dwrm,  Mr,  C.  T.  Milans,  and  Mr.  J.  W.  Milans  for  the 
appellant. 
Mr.  C.  P.  Goepel  for  the  appellee. 

Van  Orsdel,  J.: 

This  appeal  is  from  concurrent  decisions  of  the  three  tribunals  of 
the  Patent  Oflice  in  an  interference  proceeding.  The  issue  is  set  out 
in  six  counts,  of  which  the  following  two  are  illustrative: 

1.  As  a  new  article  of  manufacture,  a  paper  drinking  cup  made  of  a  single 
piece  of  paper  having  its  side  walls  formed  by  folding  the  paper  upon  itself, 
coated  and  impregnated  with  paraffin,  the  paper  being  cemented  in  folded  posi- 
tion by  the  paraffin. 

5.  As  a  new  article  of  manufacture,  a  drinking  cup  formed  of  a  single  piece 
of  paper  and  having  a  tapered  side  wall  including  superimposed  layers  of  the 
paper  fmpregnated  with  and  held  together  by  a  fusible  cement 

The  earliest  date  claimed  by  appellee  House  is  1909.  The  whole 
case  turns  about  an  alleged  reduction  to  practice  by  the  appellant 
Luellen  in  the  fall  of  1907  and  the  early  part  of  1908.    Without  stop- 
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ping  to  review  the  voluminous  testimony,  we  think  it  is  clearly  estab- 
lished that  Luellen  in  1908  made  cups  conforming  to  the  issue  which 
satisfactorily  held  water.  This  evidence  is  sufficient  in  our  opinion 
to  establish  a  reduction  to  practice,  especially  when  it  is  considered 
that  one  of  the  objects  to  be  attained  in  the  invention  was  to  make 
a  fragile  cup  that  could  be  used  once  and  destroyed.  Hence,  if  the 
cup  was  made  as  set  forth  in  the  specification  of  Luellen  and  the 
counts  of  the  issue  and  held  water,  this  would  be  a  sufficient  test  to 
constitute  a  successful  reduction  to  practice.  The  proof  of  Luellen's 
test  in  the  early  part  of  1908  is  convincing.  To  reach  any  other  con- 
clusion we  would  be  compelled  to  discredit  the  testimony  of  a  num- 
ber of  witnesses  whose  credibility  has  not  been  impeached. 

Much  is  made  of  the  fact  that  the  original  Luellen  cups  were  not 
produced,  but  that  Luellen's  case  rests  upon  the  testimony  of  wit- 
nesses as  to  the  similarity  of  reproduced  cups  which  are  used  as 
exhibits  in  this  case.  The  cups  offered  in  evidence  are  shown  to 
have  been  exact  reproductions  of  the  original  invention,  and  are 
positively  identified  as  such  by  thirteen  witnesses.  The  invention  is 
a  simple  one,  and  testimony  as  to  the  similarity  of  the  reproduced 
article  to  the  original  should  not  be  discarded  or  subjected  to  the 
severe  test  usually  applied  in  cases  where  the  reproduced  article  con- 
sists of  a  complicated  mechanism.  Luellen's  case  is  strengthened  by 
documentary  evidence  that  an  order  for  machinery  to  make  the  cup 
of  the  issue  was  signed  April  7,  1908,  and  a  contract  was  made  on 
May  15,  1908,  for  the  designing  of  an  automatic  machine  for  the 
construction  of  the  Luellen  cup.  All  of  these  facts  are  supported  by 
most  convincing  testimony. 

In  reaching  our  conclusion,  we  are  not  unmindful  of  the  rule  that 
concurring  decisions  of  the  three  tribunals  of  the  Patent  Office  on 
questions  of  fact  will  not  be  lightly  disturbed.  But  where,  as  in  this 
case,  we  are  satisfied  that  a  manifest  error  has  been  committed,  justice 
demands  that  the  error  be  corrected. 

The  decuiion  of  the  Com/ndssioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Hood  Buoser  Company  v.  Needham  Tire  Compant. 

Decided  December  2,  1918, 
258  O.  G.,  643 ;  48  App.  D.  C,  227. 

1.  Tbadb-Masks — Similarity — Picture  of   an   Arrow   and  a   Word  and  an 
Arrow. 
A  trade-mark  consisting  of  the  word  "Needham,"  with  the  barb  and 
feather  of  an  arrow  projecting  beyond  the  ends  of  the  word.  Held  to 
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clearly  conflict  with  a  mark  consisting  of  the  picture  of  an  arrow,  for 
the  arrow  in  the  former  mark  is  an  essential  and  prominent  part  thereof. 

2.  Same — Use  of  an  Arrow  Not  Functional. 

'Evidence  considered  and  Held  to  show  that  the  appellant  used  the 
arrow-mark  as  a  trade-mark  and  not  as  a  functional  sign  and  that  Its 
use  of  this  mark  could  in  no  way  abridge  the  right  of  the  general  public 
to  use  the  representation  of  an  arrow  as  a  functional  sign. 

3.  Same — Cancelation — Use  by  Third  Parties — Reqistbant  May  Not  Allege. 

In  a  cancelation  proceeding  the  registrant  Is  not  entitled  to  raise  the 
question  of  the  use  of  the  mark  by  third  parties  prior  to  the  use  by  either 
of  the  parties  to  the  proceeding. 

Patent  appeals  Nos.  1,180  and  1,181. 

Mr.  J.  M.  Spear  and  Mr.  Wm.  F,  Hall  for  the  appellant. 
Mr,  A,  V,  Cushman^  Mr,  Robt,  Gushman^  and  Mr,  Charles  D. 
Woodhei'ry  for  the  appellee. 

BoBB,  J. : 

These  are  trade-mark  cancelation  proceedings,  each  party  seeking 
the  cancelation  of  the  other's  mark. 

The  Hood  Rubber  Company  is  a  manufacturer  of  automobile- 
tires  and  has  continuously  used  the  word  "  Arrow,"  or  the  picture 
of  an  arrow,  as  a  trade-mark  on  tires  since  May  of  1914.  There  is 
evidence  tending  to  carry  its  title  back  to  a  much  earlier  date,  but, 
inasmuch  as  the  earliest  date  claimed  by  the  Needham  Company  is 
1915,  it  is  unnecessary  to  consider  this  earlier  claim.  The  Needham 
Company  is  engaged  in  the.  same  business  in  contiguous  territory  and 
its  mark,  apparently  adopted  with  full  knowledge  of  the  extensive  use 
by  appellant  of  the  arrow-mark,  consists  of  the  word  "  Needham  "  in 
block  type  with  the  barb  and  feather  of  an  arrow  projecting  beyond 
the  ends  of  the  word.  The  marks  clearly  conflict,  for  the  arrow  in  the 
Needham  mark  is  an  essential  and  prominent  part  of  that  mark. 
{Gcarmel  Wine  Co.  v.  Calif omia  Winery,  C.  D.,  1912,  428;  174,  O.  G., 
586;  38  App.  D.  C,  1.) 

The  Examiner  of  Interferences  dismissed  the  Needham  Company's 
petition  for  cancelation  and  sustained  that  of  the  Hood  Company. 
On  appeal  an  Assistant  Commissioner  canceled  the  registration  of 
the  Hood  Company,  ruling — 

that  the  arrow  is  not  and  never  was  anybody's  trademark,  or  could  have  been, 
because  it  is  one  of  the  widest  Imown  and  most  used  functional  signs  in  ex- 
istence. 

Thereupon  he  dismissed  the  petition  of  the  Hood  Company,  hold- 
ing that  inasmuch  as  it  had  no  trade-mark  right  in  an  arrow — 

it  becomes  immjiterial  whether  the  registere<l  marlc  (of  the  Needham  Company) 
is  likely  to  be  confused  with  an  arrow. 
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The  result  therefore  is  that  the  registration  of  the  company  first 
to  adopt  the  mark  is  canceled,  while  the  registration  of  the  company 
last  to  adopt  is  pennitted  to  stand. 

The  evidence  clearly^  shows  that  appellant  has  used  the  arrow- 
mark  as  a  trade-mark  and  not  as  a  functional  sign,  and  we  see  no 
reason  why  its  rights  should  not  be  protected.  The  use  of  this 
mark  by  appellant  can  in  no  way  abridge  the  right  of  the  general 
public  to  use  the  representation  of  an  arrow  as  a  functional  sign. 
Any  one  who  in  good  faith  desires  to  use  that  sign  may  do  so,  with- 
out the  slightest  danger  of  infringing  appellant's  mark. 

It  is  further  contended  that  pei'sons  other  than  the  Hood  Company 
and  the  Needham  Company  have  used  the  word  "Ari'ow,"  or  the 
picture  of  an  arrow,  as  a  trade-mark  in  a  manner  analogous  to  its 
use  by  these  parties,  but  that  question  may  not  be  raised  by  appellee. 
(Standard  Brewery  Co.  v.  Iivterboi^o  Brewing  Co.^  C.  D.,  1916,  114; 
222  O.  G.,  728;  44  App.  D.  C,  193.) 

We  do  not  think  the  statute  contemplates  that  a  mere  Interloper  may  Invoke 
its  provisions.  The  statute  was  intended  as  a  shield  to  the  innocent,  rather 
than  as  a  foil  to  the  guilty.  The  appellee,  on  its  own  showing,  has  no  right 
whatever  to  the  use  of  his  trade-mark.  How,  then,  can  it  he  injured  by  its 
registration  by  the  appellant?  It  is  not  toncerned  with  tlje  question  whether 
the  appellant's  right  to  the  mark  is  superior  to  that  of  the  third  party.  If  that 
party  deems  itself  injured  by  the  registration  it  may  Invoke  the  provisions  of 
this  statute,  but  certainly  a  mere  interloper  and  wrongdoer  has  no  standing  to 
invoke  it. 

The  registration  of  the  Needham  Tire  Company  will  he  canceled 
and  that  of  the  Hood  Rubber  Coinpany  will  be  sustained. 
Reversed,  * 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Patton  Paint  Company  v,  Orr's  Zinc  White,  Limfted. 

Decided  Dccemher  i,  i.9/8. 
258  O.  G.,  814 ;  48  App.  I).  C,  221. 

1.  Tbade-Mabss — Similabity— Proof  of  Confusion  not  Necessaby. 

In  order  to  sustain  an  opposition  on  the  ground  that  the  marks  of  the 
parties  are  deceptively  similar,  It  is  not  necessary  that  actual  confusion  or 
damage  be  established.  It  is  enough  that  it  fairly  appears  from  the 
record  that  confusion  or  mistake  in  the  mind  of  the  public  would  be 
likely  to  result  from  the  simultaneous  use  of  the  marks. 

2.  Same — Same. 

Applicant's  mark,  which  is  described  as  a  seascape  with  a  pictorial  repre- 
sentation of  the  rising  sun,  Held  so  similar  to  two  marks  of  the  opposer 
used  upon  the  same  goods,  one  consisting  of  a  representation  of  the  sun 
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and  the  words  **  Sun-Proof "  and  the  other  of  a  representation  of  the  sun 
with  streamers  running  therefrom,  as  to  be  likely  to  cause  confusion  in  the 
public  mind  and  cause  damage  to  the  opposer. 

Mr.  Watts  T.  Estahrook^  Mr,  Archihcdd  Cox^  and  Mr.  Clarence  M. 
Brown  for  the  appellant. 

Mr.  C.  L.  Sturtevant  and  Mr.  E.  G.  Mason  for  the  appellee. 

Smyth,  C.  J. : 

This  is  an  appeal  from  a  decision  of  the  Patent  Office  overruling 
the  opposition  of  the  appellant  to  the  application  of  the  appellee  for 
the  registration  to  it  of  a  trade-mark.  The  appellant  has  two  regis- 
tered marks  which  it  applies  to  paints,  enamels,  and  related  material. 
Each  includes  a  conventional  representation  of  the  sun.  On  one  ap- 
pears the  words  "  Sun-Proof;"  the  other  is  devoid  of  words  but  has 
streamers  running  from  the  representation  of  the  sun.  The  first 
mark  was  registered  in  1898,  the  second  in  1915.  Appellee's  mark  is 
also  used  on  paints  and  is  described  as  a  seascape  with  a  pictorial 
representation  of  the  rising  sun.  The  sole  contention  in  the  proceed- 
ing is  as  to  whether  or  not  the  use  of  the  marks  by  both  parties  on 
the  same  class  of  goods  would  be  likely  to  produce  confusion  in  the 
public  mind  and  cause  damage  to  the  opposer. 

It  must  be  clear,  it  seems  to  us,  that  the  controlling  feature  in  each 
of  the  marks  is  the  picture  of  the  sun.  It  is  that  which  first  attracts 
the  eye.  If  a  person  was  sent  to  purchase  a  paint  with  the  repre- 
sentation of  the  sun  on  the  container  he  would  be  as  likely  to  select 
the  product  of  the  one  party  as  of  the  other.  The  statute  says  that 
where  the  junior  mark  would — 

be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public,  or  to  deceive 
purchasers, 

it  shall  not  be  registered.  In  PiUshwry  et  al.  v.  PiUsbury-Washhum 
Flour  MUls  Co.  (64  Fed.  Rep.,  841)  it  was  held  thatr- 

the  purchaser  is  required  only  to  use  that  care  which  persons  ordinarily  exer- 
cise under  like  circumstances.  He  Is  not  bound  to  study  or  reflect;  he  acts 
upon  the  moment.  ♦  •  •  The  imitation  need  only  to  be  slight  If  it  attaches 
to  what  is  most  salient,  for  the  usuni  inattention  of  a  purcliaser  renders  a  good 
will  precarious  if  exposed  to  imposition. 

Of  9purse  if  the  purchaser  had  an  opportunity  of  comparing  both 
marks  he  would  have  no  difficulty  in  discovering  distinguishing  fea- 
tures, but  this  is  usually  denied  him.  "  He  acts,"  as  was  said  in  the 
Pillsbury  case,  "  upon  the  moment."  There  is  nothing  in  the  statute 
(sec.  5,  83  St.  L.,  725)  requiring  proof  of  actual  confusion  or  dam- 
age. It  is-enough  if  it  fairly  appears  from  the  record,  as  it  does 
here,  that  confusion  or  mistake  in  the  mind  of  the  public  would  "  be 
likely  "  to  result  from  the  registration  of  the  junior  mark  and  cause 
damage  to  the  opposer.  {Battle  Creek  Sanitarium  Co.  v.  FvUer^ 
C.  D.,  1908,  370;  134  O.  G.,  1299;  30  App.  D.  C,  411.) 
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The  decision  of  the  Patent  Office  is  reversed^  the  opposition  sus- 
tamed  and  registration  of  the  rfuurh  in  controversy  denied  to  the 
Orr^s  Zinc  White^  Limited. 

Reversed. 


[Court  of  Appeals  of  tho  District  of  Colambla.] 

Yakixet  V,  Smith. 

Decided  December  2,  1918, 

258  O.  G.,  814 ;  48  App.  D.  C,  210. 

1.  Intebfebengb — ^Priority — ^Testimony. 

Where  the  witnesses  who  testified  in  1916  that  certain  events  took  place 
in  1913  had  no  motive  for  misrepresentation  and  fix  the  date  hy  other 
circumstances  the  dates  of  which  were  fixed,  Held  that  the  testimony  is 
sufilcient  to  establish  that  the  events  took  place  in  the  year  all^^. 

2.  Same — Same. 

Testimony  analyzed  and  held  to  establish  that  T.  conceived  the  invention 
and  reduced  it  to  practice  prior  to  the  earliest  date  claimed  by  S.  and 
that  Y.  is  entitled  to  the  award  of  priority. 

Mr.  T.  K,  Brywnty  Mr.  Howard  P.  Denison^  and  Mr.  Eugene  A. 
Thompson  for  the  appellant. 

Mr.  WUlara  L.  Pollard^  Mr.  W.  Clyde  Jones^  and  Mr.  Cay  TT. 
Hendrix  for  the  appellee. 

Smtth,  C.  J.: 

From  a  decision  of  the  Patent  Office  awarding  Smith  priority  of 
invention  in  an  interference  proceeding  Yakeley  appeals.  The  sub- 
ject of  the  contest  is  an  ornamental  design  for  artificial  bait.  The 
Examiner  of  Interferences  f oimd  in  favor  of  Yakeley.  The  Exam- 
iners-in-Chief  and  an  Assistant  Commissioner  found  against  him. 

Smith  made  no  attempt  to  prove  conception  and  reduction  to  prac- 
tice before  December,  1913,  while  Yakeley  claims  conception  before 
June,  1913,  and  reduction  to  practice  in  that  month  and  also  in 
August  of  the  same  year.  If  he  has  established  reduction  to  prac- 
tice in  either  month  he  must  prevail  over  Smith,  and  therefore  we 
will  proceed  at  once  to  consider  the  testimony  produced  by  him. 

Yakeley  called  a  number  of  witnesses,  who  supported  his  conten- 
tion. Smith  says  that  the  witnesses  were  mistaken  as  to  the  year — 
that  the  reduction  to  practice  about  which  they  testified  took  place 
in  August,  1914,  instead  of  1913.  In  the  argument  at  the  bar  counsel 
for  Smith  repeatedly  said  that  the  witness  Lyons,  who  testified  in 
behalf  of  Yakeley,  was  a  truthful  man  but  mistaken  as  to  the  year 
of  the  occurrences  about  which  he  spoke.  In  view  of  this  let  us  see 
whether  or  not  Lyons  is  correct. 
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He  swore  positively  that  he  fished  with  the  Yakeley  bait  at  Sandy 
Pond  in  August,  1913 ;  that  he  was  accustomed  to  go  there  on  a  fish- 
ing trip  in  August  of  each  year,  and  that  he  knew  he  was  there  in 
August,  1913,  because  of  this  custom  and  also  because  he  was  ca;lled 
home  on  the  26th  of  that  month  by  the  death  of  his  little  grandchild, 
who  died  on  that  date,  as  shown  by  the  vital  statistics  of  Syracuse, 
N.  Y.,  where  all  of  the  parties  resided  and  near  which  Sandy  Pond 
is  located.  In  view  of  this  we  do  not  think  he  was  mistaken  as  to  the 
year  in  which  he  used  the  baits,  but  his  testimony  is  not  alone.    * 

Lyons  further  said  that  in  June,  1913,  he  w^as  president  of  a  cor- 
poration engaged  in  general  woodworking;  that  Yakeley  came  to 
him  and  asked  to  have  some  wooden  plugs  manufactured,  which  were 
to  be  used  for  fish -baits ;  that  he  took  Yakeley  to  his  foreman,  Ed- 
mund Hope,  who  had  worked  for  him  about  twenty  years,  and  asked 
him  to  do  the  work  which  Yakeley  desired.  Lyons  says  that  Hope 
turned  the  work  over  to  Biehler,  a  journeyman  in  the  shop,  who 
made  the  wooden  baits  as  directed  by  Yakeley.  Biehler  testified 
that  he  was  in  the  employ  of  Lyons  as  a  wood-turner  in  1913 ;  that 
Yakeley,  Hope,  and  Lyons  came  to  him  and  showed  him  a  crude 
model  and  asked  him  to  turn  one  like  it  as  near  as  he  could,  Yakeley 
giving  instructions  as  to  what  he  wanted  done.  He  did  the  work,^ 
making  about  three  or  four  baits.  The  invention  of  the  issue  he 
identified  as  similar  to  one  of  the  baits  which  he  had  turned  out. 
This  occurrence  he  placed  in  1913,  because,  as  he  said,  he  left  the 
employ  of  Lyons  along  about  December  of  that  year — sometime  be- 
fore Christmas. 

Hope  fully  supports  Lyons  and  Biehler  in  this  respect.  He  said 
that  he  remembered  very  clearly  the  transaction  which  they  referred 
to  and  that  it  took  place  in  June,  1913,  because  he  went  to  Sandy 
Pond  that  year,  during  the  first  week  in  August,  for  his  vacation. 
A  canceled  check  dated  August  6,  1913,  by  which,  according  to  his 
statement,  he  had  paid  his  hotel-bill,  was  produced  by  him.  In  1914 
he  had  but  four  days'  vacation,  he  said,  and  spent  that  time  in  On- 
tario coimty.  His  1915  vacation  was  passed  in  New  York.  Thus 
he  established  with  comparative  certainty  that  he  saw  the  bait  of  the 
issue  in  August,  1913,  if  not  also  in  June  of  that  year.  Another  wit- 
ness. Dr.  Houde,  said  that  he  was  at  Sandy  Pond  in  August,  1913, 
when  Lyons  was  there  and  saw  him  use  the  baits  of  the  issue;  that 
he  remembers  the  year  on  account  of  the  fact  that  while  there  he  was 
summoned  to  his  home  by  the  expected  birth  dn  his  family  of  a  child 
and  that  the  child  was  bom  August  22. 

These  witnesses  had  no  motive  for  misrepresentation.  They  tes- 
tified in  January,  1916,  two  years  and  about  four  months  after  the 
occurrences  referred  to  by  them.    It  is  not  likely,  in  view  of  the  cir- 
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cumstances  by  which  they  fixed  the  date,  that  they  would  have  made 
a  mistake  of  a  year.  Counsel  for  Smith  sharply  analyze  their  testi- 
mony aJQd  point  out  what  counsel  conceive  to  be  defects  therein  tend- 
ing to  indicate  that  they  erred  as  to  the  year.  The  witnesses  may 
not  have  recalled  correctly  all  the  details  of  the  transactions  about 
which  they  testified,  but  this  would  not  justify  a  holding  that  their 
memories  were  at  fault  concerning  the  salient  features  of  the  trans- 
actions. 

We  believe  that  Yakeley  conceived  the  invention  of  the  issue  in  the 
early  part  of  1913  and  reduced  it  to  practice,  if  not  in  June,  then  cer- 
tainly in  August  of  that  year,  which  entitles  him  to  priority  over 
the  earliest  date  claimed  by  Smith. 

For  this  reason  the  decisiari  of  the  Patent  Office  is  reversed  amd 
priority  of  the  invention  of  the  issue  is  awarded  to  Yakeley, 

Reversed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Ball  and  Gunning  Milling  Company  v.  Mammoth  Spring  Milling 

Company. 

Decided  December  2,  1918. 
259  O.  G.,  183 ;  48  App.  D.  C,  243. 

1.  Tradb-Mabks — Abandonment. 

Where  a  party  used  a  certain  mark  as  a  trade-mark  for  Its  highest 
grade  of  goods  for  a  time  and  thereafter  put  out  a  still  better  grade  under 
another  mark,  Held  that  this  did  not  constitute  an  abandonment  of  the 
first  mark. 

2.  Same — Priobity — Right  to  Registration. 

Where  it  appears  that  two  parties  used  the  same  mark  for  a  number  of 
years  in  adjoining  States  unknown  to  each  other,  Held  that  the  first  to 
adopt  and  use  Is  entitled  to  registration.  {Hanover  Milling  Go.  v.  Metcalf, 
C.  D.,  1916,  265;  224  O.  G.,  1407;  240  \J.  S.,  403,  distinguished.) 

Mr.  D.  P.  Wolhaupter  for  the  appellant. 
Mr,  E.  G.  Siggers  for  the  appellee. 

HoBB,  «/..• 

Appeal  from  a  decision  of  the  Patent  Office  in  a  trade-mark  inter- 
ference proceeding  in  which  priority  of  adoption  was  granted 
appellee. 

It  was  found  by  the  Patent  Office  tribunals,  and  is  conceded  here, 
that  the  appellee  company  was  the  first  to  adopt  and  use  the  words 
"  Golden  Gate  "  as  a  trade-mark  for  flour.  Appellant  first  contends 
that  appellee  has  abandoned  or  forfeited  its  mark  because,  prior  to 
1907,  it  used  the  mark  on  its  highest-grade  flour,  but  about  that  time 
produced  and  sold  under  another  name  a  better  grade  of  flour. 
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There  was  no  contention  in  the  Patent  Office,  nor  is  there  here,  that 
the  standard  of  quality  of  the  " Golden  Gate"  brand  was  lowered; 
in  other  words,  there  is  no  evidence  that  the  "  Golden  Gate "  brand 
is  not  as  good  to-day  as  it  was  when  the  mark  was  adopted.  These 
facts  bring  the  cajse  within  the  ruling  in*  Royal  MiUing  Co.  v.  /.  F. 
Imhs  MiUing  Co.,  (C.  D.,  1916,  121;  223  O.  G.,  290;  44  App.  D.  C, 
207,)  where  a  mark  that  had  been  used  on  flour  made  from  soft  wheat 
was  used  on  flour  made  from  hard  wheat  of  the  satne  grade  and  it 
was  held  that  there  had  been  no  misrepresentation. 

It  appears  thai  these  parties,  located  in  adjoining  States,  used 
this  trade-mark  for  a  number  of  years  without  either  party  learning 
of  the  other.  With  the  increase  of  transportation  facilities,  how- 
ever, actual  conflict  resulted,  but  it  is  here  contended  that  under  the 
ruling  in  Ha/nover  MiOmg  Co.  v.  Metcalf  (C.  D.,  1916,  265;  224 
O.  G.,  1407;  240  U.  S.,  403)  registration  should  not  be  granted  ap- 
pellee. That  case  involved  a  different  question,  that  of  unfair  com- 
petition, and  the  facts  differed  materially  from  those  in  this  case, 
as  appears  from  the  following: 

We  are  not  deaUng  with  a  case  where  the  Junior  appropriator  of  a  trade- 
mark is  occup3ing  territory  that  would  probably  be  reached  by  the  prior  user 
in  the  natural  expansion  of  his  trade,  and  need  pass  no  Judgment  upon  such 
a  case. 

The  question  here  is  not  that  of  unfair  competition,  but  whether 
appellee,  under  the  terms  of  the  statute,  is  entitled  to  the  registra- 
tion of  this  mark,  which  it  was  the  first  to  adopt  and  use.  We  agree 
with  the  Patent  Ofiice  that  it  is.  Whether  there  are  equitable  rea- 
sons why  appellee  may  not  prevent  appellant  from  using  the  mark 
in  the  territory  formerly  occupied  by  appellant  is  a  question  not  here 
involved. 

The  decision  is  affirmed. 

Affirmed.  , 


[Court  of  Appeals  of  the  District  of  ColumUa.] 

The  Gutta  Percha  &  Rubber  Manufacturing  Company  v.  Ajax 

Manutacturing  Company,  Incx)rporatbd. 

Decided  December  2,  1918. 

259  O.  G.,  184 ;  48  App.  D.  C,  230. 

1.  Tbade-Marks — Notice  or  Opposition — Constbuctton. 

Id  construing  a  notice  of  opposition  it  must  be  given  the  meaning  most 
favorable  to  its  author,  if  it  is  susceptible  of  more  than  one.  i 
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2.  Same — Same — Sufficibnct' 

Where  a  notice  of  opposition  to  the  registration  of  a  trade-mark  for 
bicycle  ancL  automobile  tires  consisting  of  a  Maltese  cross  alleged  that  the 
opposer  had  used  the  mark  for  many  years  upon  mechanical  rubber  goods, 
among  which  were  hose  and  belting,  and  there  was  annexed  to  the  notice 
a  photograph  of  a  publication  containing  a  representation  of  an  automo- 
bile-tire bearing  the  figure  of  a  Maltese  cross,  which  the  opposer  alleged 
was  its  trade-mark,  Held  that  these  allegations  were  equivalent  to  an  allega- 
tion that  the  opposer  used  this  mark  on  such  tires. 

3*  Sake — Same — Same. 

A  notice  of  opposition  to  the  registration  of  a  mark  used  upon  bicycle 
and  automobile  tires,  even  if  it  be  construed  as  not  sufficiently  alleging 
the  use  of  the  mark  upon  such  tires,  but  only  upon  mechanical  rubber 
goods,  including  hose  and  belting,  H^d  sufficient,  since  the  goods  are  of 
the  same  essential  qualities,  and  the  subsequent  user  has  no  right  to 
impede  the  first  user  in  the  natural  expansion  of  its  business. 

4,  Same — Same — Iwjtuby. 

An  allegation  of  prior  use  of  a  mark  upon  mechanical  rubber  goods, 
including  hose  and  belting,  is  a  sufficient  showing  of  injury  in  an  opposition 
to  the  registration  of  the  same  mark  upon  tires,  since  one  familiar  with 
the  former  use  of  the  mark  would  naturally  conclude  that  the  tire  was- 
made  by  that  manufacturer. 

Mr.  Hans  v,  Briesen  for  the  appellant. 
Mr,  E.  C.  Seward  for  the  appellee. 

Smtth,  C.  J,: 

The  appellee  sought  the  registration  of  the  conventional  figure  of 
a  Maltese  cross  as  a  trade-mark  upon  bicycle  and  automobile  tires 
composed  of  rubber  and  fabric,  claiming  that  it  had  been  using 
the  same  as  a  trade-mark  on  those  goods  since  September,  1916. 
Appellant  filed  a  notice  of  opposition  wherein  it  alleged,  inter  aUa^ 
that  from  sometime  prior  to  1870  it  had  been  using  the  same 
mark  on  its  merchandise,  consisting  of  mechanical  rubber  goods, 
among  which  were  hose  and  belting,  and  annexed  to  the  notice  a 
photograph  of  a  publication  containing  a  representation  of  an  auto- 
mobile-tire bearing  the  figure  of  a  Maltese  cross,  which,  appellant 
alleged,  was  its  trade-mark;  and  that  the  public  had  come  to  know 
and  recognize  mechanical  rubber  goods  having  that  mark  as  the 
product  and  output  of  the  appellant.  It  stated  its  belief  that  by 
reason  of  the  facts  just  set  forth  it  would  be  damaged  if  the  ap- 
pellee was  permitted  to  registei:  a  like  mark.  Appellant  further  as- 
serted that  in  the  Patent  Office  automobile  and  bicycle  tires  were 
placed  in  the  same  class  as  belting  and  hose. 

A  motion  to  dismiss  was  filed  by  the  appellee,  the  grounds  of  which 
were  (1)  that  the  notice  failed  to  state  that  appellant  had  ever  ap- 
plied the  trade-mark  in  issue  to  goods  of  the  same  class  or  descrip- 
tive properties  as  automobile  and  bicycle  tires  of  rubber  and  fabric, 
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and  (2)  failed  to  allege  that  there  had  been  any  confusion  or  that 
there  was  any  likelihood  of  any  confusion  in  the  commercial  ex- 
ploitation of  the  goods  of  the  appellant  and  the  appellee.  The  Ex- 
aminer of  Interferences  overruled  the  motion  and,  the  appellee  hav- 
ing failed  to  answer  within  the  time  limited  by  his  order,  sustained 
the  opposition  and  denied  registration  to  the  appellee.  On  appeal 
the  Examiner's  decision  was  reversed  and  the  opposition  dismissed 
by  an  Assistant  Commissioner. 

The  notice  is  not  a  model  of  clear  and  definite  pleading.  None 
the  less  we  think  it  must  be  sustained  as  sufficient.  It  is  the  rule  that 
in  construing  a  notice  of  this  character  we  must  give  to  it  the  mean- 
ing mast  favorable  to  its  author,  if  it  is  susceptible  of  more  than  one. 
{Kaiserhrauerei  Beck  (&  Co.  v.  S.  LiehmmwCs  Sons  Brewing  Co.^ 
C.  D.,  1915, 126:  214  O.  G.,  1320;  43  App.  D.  C,  268;  see  also  Sage  v, 
Culrer^  147  N.  Y.,  245.)  The  notice,  as  we  have  seen,  charges  that 
the  Patent  Office  places  automobile  and  bicycle  tires  of  rubber  and 
fabric  in  the  same  class  as  belting  and  hose;  that  the  appellant  is 
engaged  in  producing  mechanical  rubber  goods,  which  include  hose 
and  belting;  and  that  it  has  been,  and  is,  using  the  mark  in  question 
on  those  goods. 

Automobile  and  bicycle  tires  are  mechanical  rubber  goods  of  the 
same  descriptive  qualities  as  hose  and  belting.  This  finds  much  sup- 
port in  the  fact  that  the  Patent  Office  places  them  all  in  the  same 
category.  The  general  and  essential  characteristics  of  the  goods  are 
alike.  No  analysis  is  necessary  to  disclose  this.  Furthermore,  since 
automobile  and  bicycle  tires  are  mechanical  rubber  goods,  appel- 
lant's allegation  that  it  uses  its  mark  on  those  goods  is  equivalent  to 
saying  that  it  uses  it  on  such  tires.    The  law  denies — 

registration  to  trade-marks  which  are  identical  with  a  registered  or  known 
trade-mark  owned  and  in  use  by  another  and  appropriated  to  merchandise  of 
the  same  descriptive  properties.  {Anglo-American  In^^andeseent  Light  Co,  v. 
General  Electric  Co.,  C.  D.,  1915, 134;  215  O.  G.,  325;  43  App.  D.  C,  385.) 

See  also  Walter  Baker  &  Co.  v.  Harrison,  C.  D.,  1909,  284;  138  O.  G.,  770; 
32  App.  D.  C,  272;  PhoetUx  Paint  d  Varnish  Co.  v.  John  T.  Lewis  d  Bros,, 
C.  D.,  1909.  303 ;  139  O.  G.,  990 ;  32  App.  D.  C,  285. 

Even  if  we  construe  the  notice  narrowly,  which  we  may  not  do, 
and  say  that  it  does  not  sufliciently  allege  the  use  of  the  mark  by 
the  appellant  on  automobile  and  bicycle  tires,  still  the  appellant 
would  have  a  right  to  oppose  the  appellee's  use  of  it  on  those  tires. 
The  first  appropriator  has  not  only  the  right  to  the  use  of  the  mark 
on  goods  which  he  deals  in  {Menendez  v.  Holt^  C.  D.,  1889,  344;  46, 
O.  G.,  971 ;  128  U.  S.,  514)  but  also  on  goods  which  he  may  after- 
ward produce  or  handle  if  they  have  the  same  essential  qualities  as 
those  upon  which  he  has  been  using  the  mark.  Appellee  has  no 
right  to  impede  the  appellant  in  the  use  of  the  mark  in  the  natural 
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expansion  of  its  business.  {Simplex  Electric  Heating  Co.  v.  Gold 
Car  Heaiin^  <&  Lighting  Cr>.j  C.  D.,  1915,  100;  213  O.  G.,  1117;  43 
App.  D.  C,  28.) 

Coming  to  the  second  ground  of  the  motion,  it  must  also  be  re- 
jected. An  intending  purchaser  favorably  impressed  by  the  goods 
of  the  appellant  and  familfar  with  its  trade-mark  seeing  a  similar 
mark  on  a  tire  put  out  by  the  appellee  would  naturally  conclude  that 
the  tire  was  a  product  of  the  appellant.  Thus  he  would  be  led  to  con- 
fuse the  goods  of  the  appellant  with  those  of  the  appellee,  from 
whicl^undoubtedly  injury  would  result  to  the  former. 

By  failing  to  file  an  answer  appellee  admitted  the  allegations  of 
the  notice. 

The  decision  of  the  Assistant  Commissioner  is  therefore  reversed 
and  the  opposition  sustained. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
NiOOLL  V,  HOEY. 

Decided  December  2,  19 IS, 

259  O.  G.,  185 ;  48  App.  D.  C,  245. 

1.  Abaivdonment  of  Invention — Withdbawal  of  Appeal. 

Neither  the  withdrawal  of  an  appeal  from  an  adverse  decision  by  the 
Examiner  on  the  merits  nor  the  failure  to  prosecute  the  application  after 
a  rejection  of  the  claims  up  to  the  time  of  the  suggestion  for  interference 
of  claims  allowed  in  another  application  constitutes  an  abandonment  of 
the  invention  where  the  application  was  always  kept  alive  by  appropriate 
action. 

2.  Estoppel  to  Make  Claims — Delay  in  Pbosecution  of  Application. 

A  party  is  not  estopped  from  making  claims  readable  on  his  disclosure 
because  of  delay  in  prosecuting  his  application  where  he  has  done  all 
that  is  required  of  him  by  the  statute  and  rules  of  the  Patent  Office,  and 
particularly  wher^  the  party  who  is  alleging  estoppel  knew  nothing  of 
the  alleged  delay,  and  therefore  did  not  rely  upon  such  conduct  to  his 
injury. 

3.  Intebfebence — Pbiobitt. 

Record  considered  and  Held  that  H.  has  a  right  to  make  the  claims 
and  that  priority  was  properly  awarded  to  him. 

Mr,  Theo.  K.  Brywnt^  Mr.  J.  T.  Banrkelew^  and  Mr.  C.  A,  Mason 
for  the  appellant. 
Mr.  n.  F.  Ril^.y  and  Mr.  Geo.  C.  Shoemaker  for  the  appellee. 

Smyth,  C.  J.:  ' 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding.    The  three  tribunals  of  the  Office 
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concui!Ted  in  the  judgment  awarding  priority  of  invention  to  Hoey. 
Nicoll  contends  that  Hoey  has  no  right  to  make  the  comits  of  Hie 
interference,  which  are: 

1.  A  mattress  or  tbe  like,  comprising  a  flat  box  of  fabric  having  spaced  top 
and  bottom  tickings  and  edge  strips  attached  between  the  tickings,  a  filling 
for  the  box,  ties  extending  transversely  through  the  box  and  through  the  fill- 
ing attached  to  the  top  and  bottom  tickings,  so  that  the  upper  and  lower 
surfaces  of  the  mattress  are  tufted,  and  a  c^itral  imperforate  strain  sheet 
parallel  to  and  midway  between  the  two  tickings  attached  around  its  entire 
edge  to  the  edge  strips  dividing  the  mattress  into  two  completely  s^;>arated 
compartments  substantially  as  described.  % 

2.  A  mattress  or  the  like,  comprising  a  flat^x  having  parallel  top  and  bot- 
tom fabric  tickings  and  fabric  edge  strips,  a  filling  of  resilient  material  for 
the  box,  an  imperforate  fabric  strain  sheet  midway  between  the  two  tickings 
attached  around  its  entire  edge  to  the  edge  strips  dividing  the  mattress 
into  two  completely  separated  compartments,  and  ties  extending  transversely 
through  the  mattress  from  ticking  to  ticking,  so  that  the  upper  and  lower 
surfaces  of  the  mattress  are  tufted,  the  arrangement  being  such  that  the  strain 
sheet  is  flat  and  held  within  the  fllling  and  held  by  the  ties  passing  through 
it,  substantially  as  described. 

Nicoll  asserts  that  Hoey,  the  senior  party,  abandoned  his  inven- 
tion by  the  withdrawal  of  an  appeal  from  an  adverse  decision  of  the 
Patent  Office  and  by  failure  to  prosecute  his  application  after  his 
claims  had  been  rejected.  It  clearly  appears  that  subsequent  to  the 
decisions  against  him  Hoey  took  the  necessary  steps  to  keep  his 
application  alive  and  that  before  he  had  an  opportunity  to  file 
amended  claims  the  counts  of  this  intereference  were  suggested  by 
the  Office. 

In  the  brief  of  appellant  something  is  said  to  the  effect  that  Hoey 
is  estopped  from  making  the  claims,  by  reason  of  his  failure  to  push 
forward  his  application  wi'lh  diligence.  He  did  all  that  was  required 
of  him  by  the  statute  and  the  rules  of  the  Office.  This  is  enough*. 
Besides  it  does  not  appear  that  appellant  knew  at  the  time  he  filed  his 
application  what  Hoey  was  doing  or  had  failed  to  do.  He  cannot 
say,  therefore,  that  he  relied  upon  Hoey's  conduct  to  his  injury. 

It  is  also  urged  by  appellant  that  Hoey's  invention  does  not  answer 
the  description  given  in  the  issue  counts,  because,  as  stated,  it  does 
not  disclose  (1)  "a  central  imperforate  strain  sheet"  *  *  *  at- 
tached around  its  entire  edge  to  the  edge  strips,  (2)  or  show,  as 
required  by  count  1 — 

ties  extending  transversely  through  the  box  and  through  the  filling  attached  to 
the  top  and  bottom  tickings  so  that  the  upper  and  lower  surfaces  of  the  matireaa 
are  tufted. 

Hoey's  original  claim  calls  for — 

n  centrally  mounted,  horizontal,  non-stretchable,  flexible  partition  stitched  t» 
the  side  and  end  coverings  of  the  mattress. 
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This  meets  the  first  objection.    It  also  requires — 
tuftingB  at  suitable  Intervals  to  tie  the  mattress  togetlier  vertically. 

Speaking  with  respect  to  the  words  last  quoted  the  Law  Examiner 
said: 

Tlie  mattress  could  not  be  tied  together  unless  the  tufting  threads  passed 
through  the  entire  mattress  including  the  top  and  bottom  tickings. 

And  then  he  added : 

It  is  thought  that  the  parts  quoted  (above)  from  one  of  the  original  claims 
clearly  enough  supports  the  language  of  the  interference  counts. 

We  concur  in  this.  To  one  skilled  in  the  art  of  upholstering  the 
word  "  tufted ''  has  a  well  understood  meaning.  It  is  defined  by  the 
JVew  Standcnrd  Dictionary  thus: 

# 

To  fasten  at  regular  intervals  with  tufts  or  buttons  drawn  down  firmly  upon 
the  outer  covering  by  a  thread  passing  entirely  through  the  material  in  order 
to  prevent  fllUng  or  lining  from  changing  positions,  as  to  tuft  a  mattress. 

Hoey  being  the  senior  party,  the  burden  of  overthrowing  his 
claims  rests  on  NicolL  {Himter  v.  SWcemam^  C.  D.,  1898,  564;  85 
O.  G.,  610;  13  App.  D.  C,  214;  Smith  v.  Smith,  C.  D.,  1908,  501;  186 
O.  G.,  850;  31  App.  D.  C,  518.)  As  the  three  tribunals  of  the  Patent 
Office  concurred  in  sustaining  Hoey's  right  to  make  the  claims  and  in 
awarding  priority  to  him,  the  burden  is  heavily  upon  the  appellant 
to  establish  error.  {LaMenschlager  v.  Glas^,  C.  D.,  1918,  162;  249 
O.  G.,  1224;  47  App.  D.  C,  444. 

A  caxefut  excmdnation  of  the  record  satisfies  its  that  the  PaJtent 
O'ffice  was  right,  amd  therefore  its  decision  awarding  priority  of 
invention  to  Hoey  is  affirmed. 

Affirmed, 

[Court  of  AppealB  of  the  District  of  GolamMa.] 

Knudsbk  V.  Fitzgerald. 

Decided  December  2,  1918. 

259  O.  a,  386 ;  48  App.  D.  C,  236. 

INTESPEBENCE — ^PBIOBITT. 

Bvidaice  reviewed  and  Held  that  priority  was  properly  awarded  to  F. 
(For  Commissioner's  decision  see  ante,  10;  259  0.  G.,  S84,) 

Mr.  William  N.  Cromv>eU,  Mr.  L.  T.  Griest,  Mr.  F.  M.  Warden^ 
and  Mr.  A.  B.  Stratton  for  the  appellant. 
Mr.  A.  V.  CusJmuj/n  and  Mr.  J.  B.  Macavley  for  the  appellee. 

Van  Obsdel,  J. : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding.  The  invention  here  involved  re- 
lates to  an  improvement  in  methods  of  treating  meats.  The  issue  is 
in  two  counts,  as  follows: 
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1.  A  method  of  curing  joint  meat  which  consists  in  first  inclosing  the  same 
in  a  close  fitting  jacket  of  porous  elastic  material  and  then  subjecting  it  to  the 
action  of  heat  and  smoke. 

2.  The  process  for  curing  joint  meat  consisting  in  inclosing  the  joint  in  an 
elastic  porous  jacket  of  stockinet  and  then  heating  and  smoking  the  same, 
whereby  the  jacket  exerts  a  constant  pressure  upon  the  meat  during  shrinkage 
and  prevents  cracking  of  the  butt. 

Appellee  Fitzgerald  is  the  senior  party,  and  has  been  held  by  all 
the  tribunals  of  the  Patent  Office  entitled  to  priority.  No  questions 
of  law  are  presented ;  and,  while  the  testimony  is  somewhat  conflict- 
ing, we  find  nothing  which  would  justify  us  in  setting  aside  the  rule 
that,  where  all  the  tribunals  of  the  Patent  Office  agree  upon  the 
facts,  the  finding,  in  the  absence  of  manifest  error,  will  not  be  over- 
ruled by  this  court.  Nor  would  any  good  purpose  be  achieved  by 
reviewing  the  evidence,  which  has  been  done  at  great  length  and  with 
commendable  fairness  by  the  tribunals  below. 

The  decision  of  the  Commdssioner  of  Patents  is  affirmedj  and  tiie 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

A^rmed. 
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In  re  Huff. 

Decided  January  S,  1919. 
259  O.  G.,  386 ;  48  App.  D.  C,  258. 

1,  Patentability — Invention. 

"Many  things  appear  easy  after  they  have  been  explained,  and  doubt- 
less many  a  man  has  wondered  why  he  failed  to  think  of  some  apparently 
simple  device  or  improvement  that  yielded  a  fortune  to  the  one  who  did  and 
revolutionized  an  industry.  The  simple  fact  is  that  the  average  person 
sees  things  as  they  are,  and  he  who  has  originality  of  vision  enabling  him 
to  visualize  defects  and  the  means  of  overcoming  them  should  receive 
adequate  reward." 

2.  Same — Same — Substitution  of  a  Belt-Drive 'for  an  Overrunning  Clutch 

IN  A  Self- Starter  for  Automobiles. 
The  substitution,  in  a  self-starter  for  automobiles,  of  a  belt-drive  for 
an  overrunning  clutch  Held  to  involve  invention,  and  claims  covering  the 
combination  Held  patentable. 

Mr,  R.  A.  Parker^  Mr.  J,  H,  Milans^  Mr,  CcUmn  T.  MUcms^  and 
Mr.  E.  J.  Stoddard  for  the  appellant. 
Mr,  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

RoBB, /.; 

Appeal  from  a  decision  of  the  Patent  Office  refusing  a  patent  for 
an  improvement  relating  to  engine-starters  and  defined  in  six  claims, 
of  which  we  here  reproduce  the  first,  third  and  fourth : 
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1.  The  process  of  operating  a  starting  and  charging  dynamo  consisting  In 
permanently. connecting  the  same  with  the  engine  to  be  started  at  a  proper 
relative  speed  for  the  charging  operation  by  a  yielding  connection  whereby  said 
dynamo  may  be  operated  to  perform  Its  charging  function,  and  temporarily 
connecting  said  dynamo  to  the  engine  by  an  unyielding  connection  at  a  differ- 
ent relative  speed  to  perform  its  starting  function,  said  yielding  connection 
being  adapted  to  resist  relative  motion  of  the  connected  parts  with  an  approxi- 
mately constant  force  that  shall  not  prevent  the  action  of  the  dynamo  to  start 
the  engine. 

3.  The  combination  of  an  engine  having  a  cooling  fan,  a  belt  actuated  by 
said  engine  to  operate  said  fan,  a  starting  dynamo  for  said  engine,  a  pulley  con- 
nected with  said  dynamo  and  adapted  to  actuate  the  same  at  one  relative  speed 
and  having  a  permanent  yielding  engagem^it  with  said  belt,  means  for  tempo- 
rarily connecting  said  dynamo  to  said  engine  at  a  different  relative  speed  to 
start  the  same  and  for  releasing  said  connection,  said  yielding  connection 
being  adapted  to  resist  relative  motion  of  the  connected  parts  with  an  iipproxi- 
mately  constant  force  that  shall  not  prevent  the  action  of  the  dynamo  to  start 
the  engine,  a  storage  battery,  means  for  connecting  said  storage  battery  to 
said  dynamo  so  that  said  dynamo  shall  be  driven  by  said  battery  when  the 
dynamo  is  in  driving  relation  with  the  engine,  and  so  that  said  storage  battery 
shall  be  charged  hy  said  dynamo  when  the  connection  by  which  the  dynamo 
is  adapted  to  drive  the-  engine  is  Interrupted. 

4.  In  an  engine  starter,  an  electric  starting  and  charging  dynamo,  a  perma- 
nent yielding  engagement  between  said  dynamo  and  engine  at  one  relative  speed, 
and  means  for  temporarily  connecting  said  dsrnamo  to  said  engine  at  a  different 
relative  speed  to  drive  the  same,  said  yielding  connection  being  adapted  to  resist 
relative  motion  of  the  connected  jmrts  with  an  approximately  constant  force 
that  shall  not  prevent  the  action  of  the  dynamo  to  start  the  engine. 

It  is  common  knowledge  that  the  application  of  outside  power  is 
necessary  to  start  an  internal-combustion  engine,  such  as  that  used 
in  automobiles,  because  it  will  not  function  until  set  in  motion.  For- 
merly these  engines  were  started  manually  but,  fortunately,  so-called 
"  self-starters  "  now  are  in  general  use.  The  apparatus  for  producing 
this  result  consists  of  a  dynamo  and  storage  battery  combined  in  such 
a  way  that  the  charged  storage  battery  will  deliver  a  current  at  a 
very  high  rate  to  the  dynamo,  thus  enabling  the  dynamo  to  act  pow- 
erfully for  a  short  time  and  give  the  engine  the  initial  strokes  neces- 
sary to  start  it  functioning  as  a  motor.  When  the  engine  is  started 
and  generates  power  it  rotates  the  armature  of  the  dynamo,  produc- 
ing a  current  which  is  sent  through  the  storage  battery  at  a  compara- 
tively low  rate  to  recharge  the  battery.   The  Primary  Examiner  says : 

The  subject  matter  of  the  appealed  claims  Involves  a  dynamo  which  may  be 
operated  as  a  motor  to  start  an  internal  combustion  engine  and  also  as  a  genera- 
tor driven  by  the  engine.  There  is  provided  the  usual  battery  for  energizing 
the  dynamo  as  a  motor  for  starting  purposes  and  which  is  charged  by  the  dy- 
namo when  driven  as  a  generator  by  the  engine.  Specifically  the  claims  relate 
to  the  combination  of  the  battery,  dynamo,  and  engine  and  two-gear  connection 
between  the  dynamo  and  engine.  One  of  these  sets  of  gearing  is  brought  into 
operation  by  means  of  a  pedal  for  connecting  the  dynamo  to  the  engine  as  a 
motor  and  when  the  engine  starts  this  gearing  is  disconnected.    The  gear  con- 
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nection  between  the  engine  and  dynamo  for  the  ^nerator  drive  consists  of  a  belt 
drive.  The  belt  is  connected  around  three  pulleys,  one  on  the  engine  shaft 
and  one  on  the  generator  and  the  other  is  the  ordinary  fan  pulley.  When  the 
motor  gear  connections  are  made  and  the  dynamo  energized  to  start  the  engine 
the  belt  connection  slips  or  yields  and  the  dynamo  operating  as  a  motor  drives 
the  engine.  When  the  engine  is  driving  the  motor  gear  connections  are  discon- 
nected and  the  engine  drives  the  dynamo  as  a  generator  through  the  belt  drive. 

It  will  be  noted  that  the  applicant  has  displaced  by  a  belt-drive 
the  overrunning  clutch,  which,  as  experience  has  demonstrated,  pos- 
sesses certain  inherent  defects.   The  Examiner  was  of  opinion — 

that  the  mere  substitution  of  the  belt  drive  shown  in  each  of  the  Letters  Patent 
for  the  generator  connection  of  Cousins,  Coleman,  or  Kettering — 

did  not  involve  invention,  especially  as  such  a  drive,  in  the  Exam- 
iner's view,  was  disclosed  in  each  of  the  patents  to  Leonard  and 
Churchward.  The  Examiners-in-Chief  were  of  opinion  that  claims 
2  to  6,  inclusive,  are  not  met  by  the  Coleman,  Cousins,  and  Kettering 
patents  but  that,  "  m  view  of  that  to  ClmrcKwasrd^  the  rejection  of 
these  claims  was  proper.    They  said : 

It  is  thought  that  the  yielding  pulley  drive  of  Churchward  is  the  equivalent 
of  the  ball-dutch  drive  of  Kettering,  and  that  no  invention  would  be  involved 
in  its  substitution  for  the  latter  in  the  Kettering  structure.  Or,  viewed  from 
another  angle,  there  would  be  no  invention  in  providing  the  Churchward 
engine  with  the  Kettering  starting  device. 

The  Assistant  Commissioner,  speaking  of  the  ruling  of  the  Ex- 
aminers-in-Chief, said: 

I  see  no  error  in  the  decision.  It  is  clear  that  the  defect  of  the  overrunning 
clutch  used  by  Kettering  was  known;  and  certainly  aU  the  properties  and 
functions  of  a  slipping  belt  drive  were  known  and  well  illustrated  by  the 
Churchward  patent.  The  only  possible  room  for  invention,  then,  would  lie 
in  the  conception  that  the  disadvantage  of  wasting  energy  while  the  slipping 
belt  drive  is  working  in  opposition  to  the  positive  gear,  was  more  than  ofCset 
by  the  advantage  of  using  the  simpler  and  cheaper  form  of  gearing  in  place 
of  the  overrunning  clutch.  This  is  a  mere  matter  of  test ;  it  requires  nothing 
but  skill. 

In  view  of  the  ruling  of  the  Board  of  Examiners-in-Chief  wJiich 
was  adopted  by  the  Assistant  Commissioner,  to  the  effect  that  the 
Coleman,  Kettering,  and  Cousins  patents  do  not  meet  claims  2  to  6, 
inclusive,  we  may  pass  at  once  to  the  Churchward  patent,  dated  Sep- 
tember 14,  1915.  Churchward  says  that  the  object  of  his  invention 
is  to  provide — 

means  for  operating  a  dynamo  electric  machine  at  substantially  a  constant 
speed  by  power  transmitted  from  the  shaft  of  an  internal  combustion  or  other 
engine  rotating  at  a  variable  speed. 

Later  on  he  says: 

I  have  found  in  practice  that  the  interposition  of  the  fan  between  the 
crank  shaft  pulley  and  the  generator  shaft  pulley  causes  the  belt  to  slip 
upon  the  crank  shaft  pulley  so  the  armature  will  rotate  at  substantially  a  con- 

^nt  speed  under  varying  speeds  of  the  crank  shaft  pulley. 
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The  claims  in  issue  are  drawn  to  cover  the  idea  above  expressed. 
It  is  quite  clear  that  the  Churchward  patent  has  reference  to  a 
generator.  Certain  it  is  that  starting  mechanism  is  neither  men- 
tioned in  the  specification  nor  shown  in  the  drawing.  In  other 
words,  the  Churchward  device  is  used  in  a  two-unit  system  and  only 
one,  that  is  the  generator  unijk,  is  shown  or  described.  Applicant's 
device  involves  a  single-unit  system  in  which  the  dynamo  is  used 
as  a  starting-motor  and  also  as  a  generator  for  recharging  the  bat- 
tery. To  accomplish  this  there  must  be  a  double  connection  at  dif- 
ferent relative  speeds,  and  Churchward  does  not  disclose  such  a  de- 
vice. What  the  applicant  really  has  done,  therefore,  has  been  to 
displace  the  admittedly  complicated  and  inherently  defective  over- 
running clutch  of  the  prior  art,  in  a  single-unit  system,  by  &  belt- 
drive  so  arranged  that  when  the  motor-gear  connections  are  made 
and  the  dynamo  energized  to  start  the  engine,  this  belt  connection 
slips  or  yields,  and  when  the  engine  drives  the  motor  the  gear  con- 
nections are  out  of  mesh  and  the  belt  enables  the  engine  to  drive  the 
dynamo  as  a  generator.  That  this  device  possesses  utility  is  beyond 
dispute,  and  we  are  impressed  with  applicant's  contention  that  some- 
thing more  than  mere  mechanical  ability  was  involved  in  this  com- 
bination. Many  things  appear  easy  after  they  have  been  explained, 
and  doubtless  many  a  man  has  wondered  why  he  failed  to  tiiink  of 
some  apparently  simple  device  or  improvement  that  yielded  a  for- 
tune to  the  one  who  did  and  revolutionized  an  industry.  The  simple 
fact  is  that  the  average  person  sees  things  as  they  are,  and  he  who 
has  originality  of  vision  enabling  him  to  visualize  defects  and  the 
means  of  overcoming  them  should  receive  adequate  reward.  We 
are  of  the  view  that  applicant  shows  a  new  combination  and  ar- 
rangement of  elements  which  is  productive  ^of  a  new  and  useful 
result,  and,  therefore,  that  he  has  made  an  invention.  But,  even 
were  there  a  doubt,  the  benefit  of  it  would  be  given  him.  (In  re 
Thomson,  C.  B.,  1906,  566;  120  O.  G.,  2756;  26  App.  D.  C,  419; 
in  re  Eastwood^  C.  D.,  1909,  418;  144  O.  G.,  819;  33  App.  D.  C, 
291 ;  in  re  Haa^eck,  C.  D.,  1913,  405 ;  191  O.  G.,  586 ;  ^9  App.  D.  C, 
555.) 

Coming  to  the  claims  of  the  issue,  we  agree  with  the  Patent 
Office  that  applicant  has  not  invented  a  process,  and  therefore  should 
not  be  allowed  claim  *1.  We  are  also  of  the  view  that  the  language 
of  claims  2  and  3  does  not  sufficiently  differentiate  applicant's 
device  from  that  of  Churchward.  Claims  4,  5,  and  6,  however, 
should  be  aUowed,  and  the  decision  is  reversed  as  to  those  claims. 

Affirmed  as  to  claims  i,  ^,  ofnd  Sj  and  reversed  as  to  claims  i,  J, 
and  6. 
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[Court  of  Appeals  of  the  Distrlcf  of  Columbia.] 

Hughes   v.   Humason. 
Decided  December  2,  1918. 

259  O.  G.,  677;  48  App.  D.  C,  223. 

Irtebfebence — ^PBiOBmr. 

Evidence  reviewed  and  HeUd  that  priority  was  properly  awarded  to 
Humason. 

{For  Commis9ioner'9  dedsUrn  see  ante^  IS;  259  O.  O.,  575.) 

Mr.  F.  M.  Phelps,  Mr.  H.  A.  Coombsj  Mr.  Felix  T.  Hughes,  Mr. 
C.  K.  Bwms  for  the  appellant. 

Mr.  W.  T.  HaU  for  the  assignee  of  Humason. 
SoBB,  J.: 

This  appeal  is  from  concurrent  decisions  of  the  Patent  Office 
tribunals  in  an  interference  proceeding  awarding  priority  to  Huma- 
son, the  senior  party. 

The  invention  relates  to  drill-bits  for  use  in  drilling  welLs.  There 
are  three  counts,  the  first  and  third  of  which  we  here  reproduce : 

1.  A  drill  bit  including  a  head,  a  cutter  supporting  bearing,  revoluble  cutters 
on  said  bearing  extending  diametrically  across  the  colter  of  one  end  of  the 
head,  and  side  cutters  revoluble  in  planes  converging  into  the  head,  all  but  the 
active  portions  of  all  the  cutters  being  housed  in  the  head. 

3.  A  drill  bit  including  a  head,  side  cutters  revoluble  in  planes  converglDS 
into  the  head,  and  a  series  of  closely  lying  revoluble  cutters  extending  ocm- 
tinuously  across  the  center  of  one  end  of  the  head  and  into  the  path  of  tlie 
side  cutters,  all  but  the  active  portions  of  aU  the  cutters  being  housed  in 
the  head. 

It  appears  that  in  ].908  and  in  1910  bits  involving  the  invention 
were  constructed  for  Hughes,  and  each  of  the  tribunals  of  the 
Patent  Office,  after  reviewing  the  evidence,  reached  the  conclusion 
that  the  tests  of  these  bits  were  not  sufficient  to  demonstrate  their 
utility;  in  other  words,  that  reduction  to  practice  had  not  been 
shown.  We  are  satisfied  that  this  conclusion  was  right.  When 
appellee  entered  the  field  appellant  had  been  inactive  for  sometime 
and  his  renewed  activity  was  caused  by  knowledge  of  his  adversary's 
successful  exploitation  of  the  device.  Having  in  mind  the  character 
of  this  device  and  the  circumstances  surrounding  the  case,  we  are 
fully  convinced  of  the  correctness  of  the  decision  of  the  Patent 
Office,  and,  without  stopping  to  review  the  evidence,  affirm  it. 

Aifirmed. 
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[Oourt  ot  Appeals  ot  the  District  of  Columbia.] 

Main  v.  St.  Clair.    Main  v.  Sexton  and  St.  Clair.    Sexton  v. 

St.  Clair  and  Main. 

Decided  December  2,  1918. 
269  O.  G.,  577 ;  48  App.  D.  C,  215. 

1.   iNliaUFERENCE — ^PBIoklTY — ^ABANDONED   EXPERIMENT. 

Work  d.one  by  Sexton,  who  was  the  first  to  conceive  the  invention  In  issue, 
Held  to  amount  to  only  an  abandoned  experiment  and  that  he  was  lacking 
in  diligence  at  the  time  the  other  parties  entered  the  field  and  subsequently 
thereto. 

2.  Same — Same. 

Evidence  reviewed  and  Held  to  establish  that  St.  Clair  was  an  original 
inventor  and  that  M.  derived  his  knowledge  of  the  invention  from  him  and 
that  priority  was  properly  awarded  to  St.  Clair. 

Mr.  A.  D.  Kenyon  and  Mr.  S.  M.  Wordy  Jr.,  for  the  appellant  Main. 
Mr.  Reeve  Lewis^  Mr.  Leonard  Day,  and  Mr.  W.  B.  Kerkcmi  for  the 
appellant  Sexton. 
Mr.  MelviUe  Chwrch  for  the  appeUee. 

Patent  appeals  Nos.  1,170, 1,171,  and  1,172. 

BoBB,  J.: 

These  appeals  are  from  decisions  of  an  Assistant  Commissioner  of 
Patents  in  an  intef erence  proceeding  in  which  priority  of  invention 
was  awarded  St.  Clair. 

The  invention  is  quite  simple  and  embodies  a  filler- form  for  hand 
embroideiy.  Formerly  these  forms  were  made  of  papier-m&ch£  and 
of  paper  and  cloth.  The  evidence  tends  to  show  that  they  were  not 
very  satisfactory,  because  the  filler  material  was  liable  to  work 
through  the  embroidery-threads,  leaving  them  loose  and  irregular. 
This  invention  covers  a  filler- form  which  will  be  compressed  while  the 
emfbroidery  is  being  put  in  place,  but  which  will  expand  when  laun- 
dried,  so  as  to  take  up  any  looseness  in  the  stitches.  Of  the  nine 
claims  involved  in  the  three-party  interference,  claims  2  and  3  are 
typical  and  are  here  reproduced : 

2.  a  filler  form  for  embroidery,  consisting  of  an  expansible  fibrous  material 
and  an  incorporated  soluble  binding  agent  by  which  the  fibrous  material  is  held 
under  transverse  compression. 

8.  A  filler  form  for  embroidery,  consisting  of  an  inherently  expansible  and 
elastic  fibrous  material  with  the  fibers  matted  together  and  an  incorporated 
soluble  binding  agent  by  which  the  material  is  stifi!ened  and  held  under  trans- 
verse compression,  said  binding  agent  being  removable  by  washing  to  permit  the 
form  to  expand. 

There  is  involved  an  additional  claim  not  found  in  the  Sexton 
application,  but  common  to  the  other  two.  This  claim  reads  as 
follows : 
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A  tiller  form  for  embroidery,  consisting  of  an  expansible  fibrous  material  and 
a  starch  l^inder  which  is  soluble  in  water  and  by  which  the  soluble  material  Ls 
held  under  compression. 

Sexton  formerly  sold  embroidery  foundations  for  a  New  York 
firm  and  was  thoroughly  familiar  with  the  art.  In  1909  he  severed 
his  connection  with  that  firm  and  incorporated  the  Initial  Company, 
of  Wytheville,  Va.,  and  immediately  commenced  the  manufacture  of 
embroidery  foundations,  the  ventui-e  proving  d  success.  Early  in 
February  of  1910  he  commenced  experimenting  with  other  material, 
such  as  felt,  for  his  foundations  and  soon  thereafter  conceived  the 
idea  of  impregnating  the  filler  with  a  soluble  binding  agent  and  sub- 
jecting it  to  compression.  These  experiments  were  continued  during 
1910  and  1912,  and  each  of  the  tribunals  of  the  Patent  Office  has 
found  that  Sexton  was  the  first  to  conceive  and  disclose  the  invention, 
but  each  has  decided  against  him  on  the  ground  that  he  has  not 
shown  a  reduction  to  practice  and  because  his  renewed  aptivity  was 
the  result  of  knowledge  that  his  adversaries  had  placed  the  invention 
on  the  market.  The  majority  of  this  court  are  of  the  same  view. 
They  attach  considerable  importance  to  the  testimony  of  Sexton  and 
his  witnesses  to  the  effect  that,  after  forms  responding  to  the  issue 
were  embroidered  and  washed,  Sexton  was  not  convinced  that  such 
forms  would  be  a  commercial  success.  Having  in  mind  the  very 
general  phraseology  of  these  claims,  the  simplicity  of  the  invention, 
and  the  work  done  by  Sexton,  it  is  the  view  of  the  writer  of  this 
opinion  that  what  he  did,  prior  to  the  entry  of  either  of  the  other 
two  parties  into  the  field,  amounted  to  reduction  to  practice  and 
that,  inasmuch  as  he  neither  secreted  nor  abandoned  his  invention 
thereafter,  he  should  receive  the  reward  of  priority. 

Both  St.  Clair  and  Main  were  residents  of  Wytheville.  St.  Clair 
was  a  printer  and  in  the  course  of  his  business  did  some  bookbinding. 
As  early  as  the  summer  of  1913  he  commenced  to  experiment  with 
various  materials  with  the  idea  of  producing  an  improved  washable 
embroidery  filler- form.  After  he  had  made  considerable  progress 
he  sought  to  interest  Main,  a  lumber  dealer,  that  he  might  have 
financial  assistance.  Main  manifested  much  interest  in  the  enter- 
prise, and  the  relations  of  the  two  parties  were  quite  close,  Main 
being  informed  of  everything  that  St.  Clair  had  done.  In  February 
of  1914  Main  introduced  a  Mr.  Hicks  to  St.  Clair,  who,  after  making 
some  investigation  as  to  his  standing  and  reliability,  disclosed  to 
Hicks  his  ideas.  A  few  weeks  after  this  Main,  on  the  advice  of 
Hicks  and  without  the  knowledge  of  St.  Clair,  went  to  Washington 
and  filed  an  application.  Thereupon  he  and  Hicks  associated  in 
business  and  soon  prepared  to  place  the  invention  on  the  market. 
The  questiort  before  us  is  that  of  originality. 
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The  Examiner  of  Interferences,  after  an  exhaustive  review  of 

the  evidence,  reached  the  conclusion — 

that  St.  Clair  had  a  conception  of  the  use  of  a  compressible  fibrous  njaterlal 
and  was  In  possession  of  the  entire  Invention — 

prior  to  the  earliest  date  of  conception  claimed  by  Main,  and  that 
Main  derived  his  knowledge  from  St.  Clair.  The  Examiners-in- 
Chief ,  placing  a  much  narrower  interpretation  on  the  claims  of  the 
issue  than  did  the  Examiner  of  Interferences,  reached  the  con- 
clusion that  Main  was  an  independent  inventor.  The  Assistant 
Conmiissioner,  however,  found  in  favor  of  St.  Clair,  and  we  are 
clearly  of  opinion  that  his  decision  was  right.  It  would  serve  no 
useful  purpose  to  review  the  evidence,  but  that  Main  did  not  act  in 
good  faith  and  that  whatever  knowledge  he  had  of  the  invention 
he  derived  from  St.  Clair  we  think  clearly  established. 

The  decisions  are  therefore  affirmed, 

Affmaed. 


[Court  of  Appeals  of  the  District  ^f  Columbia.] 

Yemiker  V.  NESBrrr  and  Lauritzen.  » 
,,  Decided  December  2,  1918. 

258  O.  G.,  578 ;  48  App.  D.  C,  250. 

1.  Intebfebenge — ^Priomtt — Joint  Invention. 

Where  Y.  contended  that  N.  and  L.  were  not  joint  inventors  because 
they  fail  to  show  when  and  where  they  conceived  the  inventfon,  but  N. 
testified  that  they  were  Joint  inventors  and  a  witness  testified  that  the 
invention  was  explained  to  him  by  both  of  them  and  no  evidence  was 
offered  in  rebuttal,  Held  that  Y.*s   contention  must  be  rejected. 

2.  Same — Same — Oriqinauty. 

Evidence  reviewed  and  Held  not  to  establish  that  the  invention  origi- 
nated with  Y.  and  was  disclosed  to  the  other  parties,  and  priority  Held 
properly  awarded  to  N.  and  L. 

Mr.  Parker  Cooke  and  Mr.  F.  W.  Bond  for  the  appellant. 
Mr,  William  F.  Hall  for  the  appellees. 

Smyth,  C.  J. : 

From  a  decision  of  the  Patent  Office  awarding  priority  of  inven- 
tion to  Nesbitt  and  Lauritzen  as  joint  inventors  of  a  collapsible 
metal  core  composed  of  sections  upon  vehich  a  pneumatic  tire  may 
be  molded,  Yemiker  appeals.    The  counts  of  the  interference  are : 

1.  A  core  of  the  character  described  comprising  a  plurality  of  separable  sec- 
tions having  inwardly  extending  portions  provided  with  grooves  which,  in  the 
assembled  condition  of  the  sections,  provide  an  annular  channel,  and  an  annular 
wedge  ring  insertible  in  said  channel  and  adapted  to  be  held  therein  by  friction. 

2.  A  core  adapted  to  have  tire  shoes  and  casings  built  and  vulcanized 
thereon,  said  core  including  an  annulus  comprising  an  outer  main  body  and 
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an  inwardly  extending  flange  having  an  enlarged  marginal  portion  providing 
shoulders  perpendicular  to  the  faces  of  the  flange,  said  annolus  being  formed 
of  a  plurality  of  sections  and  said  enlarged  portion  of  the  flange  having  a 
diannel  therein,  opening  out  throu^  one  of  the  side  faces  of  the  same  and 
also  being  provided  with  spaced  apart  openings  leading  from  the  bottom  wall 
of  said  channel  through  the  opposite  face  of  said  enlarged  portion  and  a  ring 
adapted  to  be  forced  into  said  channel  as  and  for  the  purpose  described. 

Yemiker  is  the  junior  party;  therefore  he  has  the  burden  of 
establishing  his  claim.  {Nicott  v.  Hoey^  amte^  149;  259  O.  G.,  185; 
48  App.  D.  C,  245.) 

He  asserts  that  the  appellees  are  not  joint  inventors,  because  they 
failed  to  show  when  and  where  they  conceived  the  invention.  Nesbitt 
testified  that  they  were  joint  inventors  and  the  witness  Herdman  said 
that  the  invention  was  explained  to  him  by  both  of  them.  Against 
tliis  there  is  no  evidence.  Under  the  rule  in  Lemp  v.  RtrnddU  et  aZ. 
(C.  D.,  1909,  455;  146  O.  .G.,  255;  33  App.  D.  C,  430;)  Yemiker's 
contention  must  be  rejected. 

Yemiker  claims  that  he  conceived  the  invention  in  1912.  The 
Commissioner's  analysis  pf  the  testimony  on  this  point  makes  it  clear 
that  he  did  not.  But  even  if  he  did,  he  lacked  diligence  in  reducing 
the  invention  to  practice.  His  application  for  a  patent  was  not  filed 
until  January,  1915,  more  than  two  years  after  his  alleged  conception, 
and  he  made  no  reduction  to  practice  prior  to  that,  unless  the  pro- 
duction of  a  core  by  the  Williams  Foimdry  and  Machine  Company, 
under  the  direction  of  Nesbitt  in  January,  1913,  constitutes  such  a 
reduction.  He  claims  that  it  does  and  bases  his  argument  upon 
the  assertion  that  he  had  revealed  the  invention  to  Nesbitt  before  the 
core  was  manufactured  and  that  the  reduction  to  practice  resulting 
from  its  manufacture  inured  to  his,  Yemiker's  benefit.  Perhaps  this 
would  be  so  if  he  had  disclosed  his  invention  to  Nesbitt,  but  he  had 
not. 

Nesbitt,  Lauritzen,  and  Yemiker  were  employees  of  the  Foundry 

and  Machine  Company.     Yemiker  admits  that  the  core  was  made 

under  Nesbitt's  direction  but  contends  that  sometime  before  he  had 

explained  to  Nesbitt  how  he,  Yemiker — 

was  going  to  strengthen  the  core  with  a  ring  taper  on  one  side  straight  on  the 
other  in  order  to  draw  sections  together, 

and  at  the  same  time  made  and  handed  to  Nesbitt  a  pencil  sketch  of 
the  invention.  In  this  he  has  no  corroboration.  Nesbitt  denies  it, 
but  admits  that  he  had  a  conversation  with  Yemiker  about  the  time 
mentioned  in  which  the  latter  told  him  of — 

v. 

a  core  with  wedges,  and  a  ring  fastened  on  same,  sqaare,  but  not  to  fit  tight 
In  cavity. 

This  answers  the  description  of  a  structure  covered  by  a  patent 
issued  to  Yemiker  on  an  application  filed  in  the  previous  August. 
It  does  not  describe  a  tapered  ring,  which  constitutes  the  chief  fea- 


YEMIKER  V.  NESBITT  AND  LAUBITZEN.  161 

ture  of  the  invention  under  consideration.  The  admission  fails  to 
embrace  the  issue.  With  the  admission  out  of  the  way  Yemiker's 
claim  of  -disclosure  to  Nesbitt  is  left  without  sufficient  support. 

Moreover,  the  Foundry  and  Machine  Company  built  and  sold 
after  January,  1913,  a  number  of  cores  embodying  the  invention, 
Yemiker  was  aware  of  this.  When  asked  if  he  made  any  claim  to 
the  company  that  the  core  was  his  invention  he  answered  that  he 
told  the  foreman  that  he — 

did  not  think  very  much  of  people  that  would'  take  an  Idea  away  from  another 
man. 

But  the  foreman  denies  this.  However  that-may  be,  Yemiker  did 
nothing  beyond  this  to  protect  his  interests  until  he  filed  his  appli- 
cation, nearly  two  years  afterward.  In  the  meantime,  on  March  6, 
less  than  two  months  after,  the  first  core  was  built  under  Nesbitt's 
direction,  Nesbitt  and  Lauritzen  filed  their  application  for  a  patent. 
It  is  not  believed  that  if  Yemiker  at  that  time  regarded  himself  as 
the  inventor  he  would  have' remained  silent  and  inactive  so  long. 
There  are  many  other  circumstances  tending  to  show  that  he  did 
not  make  a  disclosure  to  Nesbitt  and  hence  that  the  manufacture  of 
the  core  in  January  was  not  a  reduction  to  practice  of  Yemiker's 
invention.  They  are  dwelt  upon  in  the  respective  opinions  of  the 
Examiner  of  Interferences  and  the  First  Assistant  Commissioner, 
and  it  would  serve  no  useful  purpose  for  us  to  set  them  forth  here. 

The  Examiners-in-Chief  found  for  the  appellant.  As  we  read 
their  opinion,  it  turns  upon  the  construction  of  count  2.  They  held 
that  this  count  does  not  call  for  a  taper  on  the  ring  and  that 
Yemiker's  disclosure  to  Nesbitt,  which  is  admitted  by  the  latter,  sat- 
isfies the  terms  of  this  count.  In  this  we  think  they  erred.  We 
agree  with  the  Assistant  Commissioner — 

that  count  2  like  count  1  must  be  construed  as  limited  to  a  tapered  ring. 

Yemiker  seems  to  concur  in  this  albeit  his  statement  in  that  regard 
is  not  very  clear,  for  he  says  in  his  brief  that  while — 

count  2  does  not  call  for  a  tapered  ring  in  a  positive  way,  however,  a  ring 
adapted  to  be  forced  into  said  channel  found  in  count  2  might  imply  the  con- 
dition and  not  the  positive  element 

Construing  count  2  as  calling  for  a  tapered  ring,  the  admission 
of  Nesbitt  that  Yemiker  revealed  to  him  a  structure  described  in  a 
patent  issued  to  Yemiker  which  does  not  reveal  such  a  ring,  becomes 
immaterial  and  the  ground  upon  which  the  Examiners  based  their 
opinion  disappears. 

We  are  of  opinion  that  the  First  Assistant  Commissioner  was 
right  and  in  consequence  his  decision  anvardvng  priority  to  Neshitt 
end  Lofu/ritzen  is  affirTMd, 

Affirmed, 


162         DECISIONS  OF  THE  U.  S.  OOUBTS  IS  PATENT  GASES,  1919. 
\  [Court  ot  Appeals  of  the  District  of  Columbia.] 

Aunt  Jemima  Mills  Company  v.  Kirkland  Distributinq  Company. 

Decided  December  2,  1918. 
259  O.  G.,  777 ;  48  App.  D.  C,  248. 

T&aoe-Mabes — Similarity. 

a  trade-mark  consisting  of  the  bust  picture  of  a  negro  holding  a  piece  of 
watermelon  under  his  chin,  surmounted  by  the  words  "  Good  Bnuf ,'*  Held 
deceptively  similar  to  a  mark  consisting  of  the  bust  picture  of  a  n^ro 
woman  with  a  red  bandana  handkerchief  around  her  neck,  surmounted  by 
the  words  "Aunt  Jemima." 

Mr.  N.  G.  Underwood^  Mr,  F.  F.  Reed^  Mr.  E.  S.  Rogers^  and  Mr. 
F.  M.  Phelps  for  the  appellant. 
Jilr.  E.  T.  Fenwick  and  Mr.  L.  L.  Morrill  for  the  appellee. 

Van  Orsdel,  /./ 

Appellant,  the  Aunt  Jemima  Mills  Company,  opposes  the  regis- 
tration by  appellee,  the  Kirkland  Distributing  Company,  of  the 
trade-mark,  for  use  on  self -rising  flour,  consisting  of  the  bust  of  a 
negro  holding  a  piece  of  watenoelon  under  the  chin,  surmounted  by 
the  words  "Good  Enui."  The  opposition  is  based  upon  a  regis- 
tered mark  for  use  on  pancake-flour,  consisting  of  the  bust  picture  of 
a  negro  woman  with  a  red  bandana  handkerchief  around  her  neck, 
surmounted  by  the  words  "Aunt  Jemima.''  From  a  decision  dis- 
missing the  opposition,  the  case  comes  here  on  appeaL 

It  is  substantially  conceded  that  the  goods  upon  which  the  re- 
spective marks  are  used  are  of  the  same  descriptive  properties.  The 
concession  obviates  the  necessity  of  an  express  holding  to  the  same 
effect.  The  only  question  left  is  whether  the  marks  are  so  similar 
as  to  be  likely  to  create  confusion  in  trade.  It  would  be  difficult  to. 
imagine  a  more  flagrant  violation  of  the  statute  than  the  one  here 
presented.  The  red  core  of  the  watermelon  with  its  seed  spots,  held 
under  the  chin  of  the  negro,  is  a  good  reproduction  of  the  red  bandana 
with  its  spots,  tied  around  the  neck  of  the  negress.  A  mere  glance 
at  the  marks  is  convincing.  No  evidence  of  confusion  is  necessary, 
nor  can  any  amount  of  fine-spun  discrimination  withdraw  the  case 
from  the  direct  operation  of  the  statute.  The  opposition  should  have 
been  sustained. 

TJie  decision  of  the  Commissioner  of  Parents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed.  ^ 
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[Coart  of  Appeals  of  tbe  District  of  Columbia.] 

Abrow  Electric  Company  v.  Northeast  Electric  Company. 

Decided  December  2, 1918. 
259  O.  G.,  778 ;  48  App.  D.  0..  225. 

1.  Tbaiw-Mabks — Class   of  Goods — ^EIlectbic  Liohtino  and   Stabttno  Appa- 

ratus, Inclttdinq  Switches,  Etc.,  and  Electbic  Switches. 
Electric  lighting  and   starting   apparatus,   Including   switches,   relays, 
etc.,  Held  goods  of  the  same  descriptive  properties  as  electric  specialties, 
including  electric  switches.     . 

2.  Same — Similabity. 

A  mark  consisting  of  a  circle  inclosing  a  representation  of  the  Western 
Hemisphere,  upon  which  are  inscribed  the  letters  **  N  "  and  "  E,"  with  an 
arrow  extending  between  them.  Held  deceptively  similar  to  a  mark  consist- 
ing of  an  arrow  extending  in  a  parallel  direction  through  the  letter  "  E."' 

Mr.  T,  Walter  Fowler  and  Mr,  Hvhert  Howaon  for  the  appellant. 
Mr.  O.  Schuyler  Davis  for  the  appellee. 

Van  Orsdel.,  «/.; 

This  is  a  trade-mark  opposition,  in  which  appellant,  the  Arrow 
Electric  Company,  opposes  the  registration  by  appellee,  Northeast 
Electric  Company,  of  a  trade-mark  which,  stripped  of  the  portions 
disclaimed,  consists  of  a  circle  in  which  is  a  representation  of  that 
portion  of  the  globe  embraced  within  the  Western  Hemisphere,  upon 
which  are  inscribed  the  letters  "  N  "  and  "  E  "  with  an  arrow  extend- 
ing between  them  pointing  in  a  northeasterly  direction. 

The  mark  is  alleged  to  have  been  used  since  October,  1909,  upon — 

complete  electric  lighting  and  starting  apparatus  for  motor-vehicles,  and  com- 
ponent parts  thereof  including  dynamo-electric  machines,  switches,  relays,  regu- 
lators, lights,  power-transmission  mechanism,  and  repair  parts. 

From  an  order  dismissing  the  opposition  and  granting  registration 
of  appellee's  mark,  this  appeal  was  taken. 

Opposer  alleges  prior  use  upon  electric  specialties,  including  elec- 
tric switches,  of  a  trade-mark  consisting  of  an  arrow  alone  and  also 
of  an  arrow  extending  in  a  parallel  direction  through  the  letter  "  E." 
The  latter  mark  may  alone  be  considered.  Priority  of  use  is  con- 
ceded, as  indeed  it  must  be,  to  opposer,  and  it  is  unnecessary  to  con- 
sider the  question  of  similarity  of  the  goods  upon  which  the  respec- 
tive marks  are  used.  They  are  goods  of  the  same  descriptive  prop- 
erties. Hence,  the  sole  question  is  whether  the  marks  are  so  similar 
as  to  be  likely  to  create  confusion  in  trade. 

It  is  conceded  that  opposer  was  the  first  to  use  the  arrow  alone  as 
a  trade-mark  for  electrical  goods.  This  fact,  however,  would  not  pro- 
hibit its  use  by  appellee,  if  so  associated  with  distinguishing  features 
as  to  forbid  the  probability  of  confusion.    The  mark  of  each  of  the 
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parties  consists  of  an  arrow  associated  with  certain  distinguishing' 
features.  Are  the  distinguishing  features  in  the  marks  so  dissimilar 
as  to  escape  the  prohibition  of  the  statute?  We  think  not.  It  ap- 
pears that  the^opposer  used  the  arrow  in  association  with  the  letter 
'^E,"  sometimes  with  and  sometimes  without  a  circle,  and  that  its 
goods  were  known  as  the  ^  Arrow  E  "  goods.  The  mere  fact  that 
appellant  is  the  originator  of  the  arrow  as  a  trade-mark  for  elec- 
trical goods  does  not  prevent  it  from  becoming  the  essential  and 
dominating  feature  of  marks  in  which  it  is  used,  associated  with 
distinguishing  features.  The  dominating  feature  of  the  marks  be- 
fore us  is  the  arrow,  and  the  distinguishing  feature  in  each  mark 
is  the  letter  "  E  "  so  prominently  associated  that  opposer's  goods 
are  known  as  the  "Arrow  E^  goods.  Appellee  company  has 
added  to  appellant's  mark  only  the  letter  "N"  and  the  dim  out- 
line of  a  map  as  a  background,  which,  in  effect,  constitute  the 
only  distinguishing  features  between  the  two  marks,  except  pos- 
sibly  the  relative  position  of  the  arrow  in  the  respective  marks. 
On  the  whole  case,  we  think  the  marks  are  sufficiently  similar  to 
come  within  the  inhibition  of  the  statute. 

The  decision  of  the  Cormrdssioner  of  Patemia  is  reversed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required* 

Reversed. 


[Court  of  Appeals  of  the  District  of  ColamMa.] 
In  RE  BoWEIiL. 

Decided  December  2,  1918, 

259  O.  G.,  778;  48  App.  D.  C,  238. 

Patentability — Lifting-Magnets. 

Claims  for  a  lifting-magnet  calling  for  means  that  will  protect  the  wind- 
ing and  take  the  shocks  and  strains  to  which  the  magnet  is  subjected  H^d 
patentable  over  the  prior  art  In  view  of  the  showing  that  the  prior  devices 
were  nnsatlsfactory  and  that  applicant's  device  was  satisfactory  and  had 
gone  Into  general  use. 

Mr.  E.  B.  H.  Tower,  Jr.,  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Smyth,  C.  J.: 

Rowell  applied  for  a  patent  on  certain  features  of  an  electromag- 
net, used  for  the  purpose  of  lifting  pig-iron,  billets,  scrap,  and  other 
heavy  material.  Some  of  his  claims  were  allowed,  and  others  were 
rejected  on  the  ground  of  unpatentability.  From  the  order  of  re- 
jection Rowell  appeals.  We  think  the  Patent  Office  was  right  in  re- 
fusing all  the  claims,  save  those  numbered  12,  13,  14,  and  15.  Claim 
14  is  fairly  typical  of  the  others  and  reads  as  follows: 


IN  BE  BOWEUU  .      165 

A  liftiiig  magnet  haying  a  frame  provided  with  an  inner  pole  surrounded  by 
an  annular  outer  pole,  an  energizing  winding  arranged  in  an  annular  recess 
between  said  poles,  a  non-magnetic  plate  covering  sai^recess,  and  a  heavy  re- 
movable magnetic  pole  shoe  on  the  active  face  of  one  of  said  poles  to  take  the 
shocks  and  strains  to  which  the  magnet  is  subjected,  said  shoe  projecting  suffi- 
ciently below  the  winding  to  protect  the  same. 

In  brief  the  claims  in  question  call  for  means  that  will  protect  the 
winding  and  take  the  shocks  and  strains  to  which  the  magnet  is 
subjected.  It  is  said  that  all  the  features  disclosed  by  the  claims 
were  suggested  by  patents  granted  to  Corey,  Piek,  and  Eastwood. 
The  Corey  patent  relates  to  a  track-brake,  the  other  patents  to  elec- 
tromagnets. Piek  had  one  and  Eastwood  two  magnets;  practically 
speaking,  all  were  failures.  In  the  application  for  his  second  patent 
Eastwood  admits  in  effect  that  his  first  patent  was  not  a  success,  for 
he  says  of  it: 

The  repair  of  the  magnet  including  the  renewal  of  the  coil  and  brass  plate 
is  therefore  a  tedious  and  expensive  matter.  My  present  invention  provides 
means  for  overcoming  these  difficulties. 

The  record  shows  that  his  '^  present  invention  "  did  not  accomplish 
what  he  had  hoped  for. 

Two  electrical  engineers  of  wide  experience  testified  to  the  effect 
that  the  magnets  on  the  market  before  the  Rowell  invention  ap- 
jpeared  would  not  stand  up  in  service  sufficiently  long  to  make  it 
profitable  and  economical  to  handle  pig-iron  and  the  like  with  them — 
that  they  were  failures,  and  that  the  problem  which  confronted 
engineers,  and  which  they  were  continuously  endeavoring  to  solve, 
was  the  production  of  a  lifting-magnet  which  would  stand  the 
shocks  and  strains  encountered  in  practice,  would  have  the  delicate 
electrical  elements  thoroughly  protected,  would  endure  the  weather, 
could  be  manufactured  at  a  reasonable  cost,  and  would  operate  for 
a  prolonged  period  without  requiring  repairs,  but  they  had  all 
failed  until  Rowell  appeared.  His  magnet,  they  said,  is  so  superior 
to  others  that  it  is  in  general  use,  and  all  lifting-magnets  on  the 
market  are  made  in  accordance  with  the  Rowell  structure.  If  the 
Corey,  Piek,  and  Eastwood  inventions  taught  Rowell  the  things 
embodied  in  the  claims  we  are  considering,  why  did  not  theh*  in- 
ventors preceive  what  they  had  to  reveal  and  inculcate  before  Rowell 
disclosed  his  conception?  Why  should  those  inventions  speak  to 
Rowell  but  not  to  those  who  had  conceived  them  ?  Corey,  Piek,  and 
Eastwood  were  searching  for  just  what  Rowell  found  but  they*  de- 
rived no  assistance  from  their  previous  discoveries,  or  at  least  not 
enough  to  guide  them  to  the  desired  thing.  Rowell  solved  the  prob- 
lem which  up  to  his  time  had  puzzled  men  skilled  in  the  art.  It 
would  seem. that  his  achievement  must  have  in  it  the  element  of 
invention. 
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There  is  nothing  in  the  record  to  show  that  any  special  effort  was 
made  to  place  the  Rowell  magnet  in  commercial  use;  yet  it  is  em- 
ployed extensively  aUd  has  in  effect  displaced  all  other  magnets. 
This  is  significant.    A  discovery  which  is- 

generally  accepted  as  so  great  an  advance  over  any  process  known  before  that,, 
without  puffing  or  other  business  exploitation,  It  promptly  came  Into  extensive 
use  *  *  *  and  that,  because  of  Its  economy  and  simplicity,  It  has  largely 
replaced  all  earlier  processes — 

furnishes — 

persuasive  evidence  of  that  Inv^itlon  which  It  is  the  purpose  of  the  patent 
laws  to  rew9.rd  and  protect  (Minerals  Separation  Co,,  Ltd,,  v.  Hyde,  G.  D., 
1917;  381 ;  284  O.  G.,  1311 ;  242  U.  S.,  261.) 

This  court  has  spoken  to  like  effect  in  in  re  Thomson^  (C.  D.,  1906, 
566;  120  O.  G.,  2756;  26  App.  D.  C,  419,)  wherein  it  is  said: 

The  testimony  going  to  show  tl^  practical  success  of  the  applicant's  combl* 
nation,  the  truth  of  which  Is  substantially  conceded,  Is  entitled  to  material 
weight.  Owing  to  the  very  serious  difficulties,  which  appear  to  have  been  suc- 
cessfully overcome  by  the  applicant,  other  electrical  traln-Ughtlng  systems  have 
not  gone  Into  general  use.  The  demand  for  an  Improved  system  has  been  an 
urgent  one  for  years,  and  yet  no  other  Inventor,  or  electrical  expert,  with  all 
the  knowledge  afforded  by  prior  patents  and  constructions,  has  succeeded  In 
devising  a  system  answering  this  demand.  *  *  *  It  may  be  laid  down  as  a 
general  rule,  though  perhaps  not  an  Invariable  one,  that,  If  a  new  combination 
and  arrangement  of  known  elements  produced  a  new  and  beneficial  result 
niiver  attained  before.  It  is  evidence  of  an  Invention. 

Judge  Sanborn,  speaking  for  the  court  in  LwmmouB  Unit  Co.  v. 
Freeman-Sweet  Co.^  (249  Fed.  Rep.,  876,)  said  in  response  to  an 
attack  on  the  patentability  of  an  invention : 

Where  many  failed,  one  has  succeeded,  and  In  so  brilliant  a  fashion  as  to 
suggest  the  presence  of  the  magic  touch  which  Is  Invention. 

See  also  Loom  Co.  v.  Higgins,  (C.  D.,  1882,  285;  21  O.  G.,  2081; 
105  U.  S.,  580.)  With  some  modification  the  same  language  may  be 
applied  to  Rowell  in  the  present  case. 

Even  if  it  be  conceded  that  there  is  serious  doubt  as  to  the  pat- 
entability of  the  devices  covered  by  the  claims  we  are  considering, 
the  doubt  should  be  resolved  in  favor  of  the  applicant.  Such  has 
been  "'the  holding  of  this  court  in  more  than  one  case.  {In  re 
Schrauhstadter,  C.  D.,  1906,  541 ;  120  O.  G.,  1167;  26  App.  D.  C,  381 
in  re  Eastwood,  C.  D.,  1909,  418 ;  144  O.  G.,  819 ;  33  App.  D.  C,  291 
in  re  Harlech,  C.  D,,  1913,  405 ;  191  O.  G.,  586 ;  39  App.  D.  C,  556 
in  ?e  Handachuck,  C.  D.,  1917,  211 ;  245  O.  G.,  279 ;  46  App.  D.  C. 
155. 

The  decision  of  the  ComanisswTier  with  respect  to  claims  12,  IS,  H^ 
and  16  is  reversed  and  those  claims  are  allowed  as  patentable  to 
Lewis  D.  Rowell. 

Reversed. 
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•  [Court  of  Appeals  of  the  District  of  Colombia.] 

Kelly  v.  Reed. 

Decided  JafiAiary  6,  1919, 

259  O.  G..  779;  48  App.  D.  C.  264. 

Intebfebencb — ^Priority — Obiginalttt. 

Evidence  reviewed  and  Held  to  establish  that  the  invention  in  issue 
ori^nated  with  R.  and  that  K.  derived  his  knowledge  thereof  from  him. 

Mr.  WiUia/n  Quirniy^  Mr.  W.  L.  Edmonaton^  and  Mr.  H.  W. 
Bowen  for  the  appellant. 
Mr.  A.  V.  Cushman  for  the  appellee. 

Van  Obsdel,  /.; 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
in  an  inter ference^  proceeding.  The  invention  relates  to  a  machine 
for  punching  master-records  or  music^pattems  for  piano-players. 

The  issue  is  in  ten  CQunts,  of  which  the  following  two  are  illus- 
trative : 

1.  In  a  perforating  machine,  the  combination  of  a  carriage  transversely 
movable  to  the  line  of  motion  of  the  roll  to  be  perforated,  punches  to  effect 
the  perforation,  devices- to  automatically  set  the  carriage  in  motion  and  to 
stop  the  same  when  the  carriage  has  reached  a  predetermined  position  rela- 
tive to  the  width  of  the  roll  to  be  punched. 

7.  In  a  music  roll  perforating  machine,  a  movable  table  member,  operat- 
ing means  for  said^member,  a  main  terminal,  branch  terminals,  a  contact  de- 
vice having  a  portion  to  establish  an  electrical  connection  from  the  main 
terminal  and  either  one  of  t^  branch  terminals,  an  operating  device  for  the 
table,  a  device  to  operate  the  operating  device,  and  electrical  connection  there- 
from to  the  branch  terminals  to  cause  the  table  member  to  follow  up  the  initial 
position  of  the  current  establishing  its  zero  or  open  circuit  contact  device  to 
position,  a  source  of  electrical  energy,  and  connections  therefrom  to  the  main 
terminal  and  the  branch  terminals. 

Appellant  Kelly  is  the  senior  party,  and  alleges  that  he  conceived 
the  invention  in  the  spring  of  1908  and  that  he  made  drawings  and 
disclosed  the  invention  on  or  about  May  6,  1908.  Appellee  Reed 
alleges  conception  and  disclosure  by  drawings  in  December,  1906,  or 
January,  1907.  Both  parties  rely  for  reduction  to  practice  upon 
the  building  of  a  machine  in  December,  1909,  in  fihe  factory  of  the 
Telelectric  Company,  of  Pittsfield,  Mass.  At  that  time  Kelly  was 
president  of  the  company,  and  Reed  was  acting  as  its  superintendent. 

The  issue  here  presented  is  one  of  originality.  Hence,  the  ques- 
tion of  diligence  does  not  arise,  as  might  well  be  the  case  were  the 
parties  independent  inventors.  It  is  unnecessary  to  enter  into  a 
discussion  of  the  mechanism  involved,  since  the  issue  is  wholly  one 
of  fact,  and  the  one  who  is  able  to  establish  the  first  independent  con- 
ception is  entitled  to  an  award  of  priority. 
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The  machine  was  constructed  under  the  direction  and  supervision 
of  Keed.  The  working  drawings  were  prepared  by  one  Stewart,  a 
workman  in  the  drafting  division.  Stewart  testifies  that  when  it 
was  decided  to  go  ahead  with  the  construction  of  the  electrical  ma- 
chine, Beed  handed  him  a  sketch  similar  to  Kelly's  Exhibit  No.  1, 
and  told  him  the  idea  was  Kelly's.  The  original  sketch  was  not 
produced,  Exhibit  No.  1  being  an  alleged  reproduction  made  by 
Kelly  for  use  at  the  trial.  All  that  Stewart  pretends  to  know  about 
the  sketch  is  what  he  testifies  Beed  told  him.  He  had  no  information 
from  Kelly.  Stewart's  testimony  is  not  corroborated.  On  the  other 
hand,  Beed  denies  that  he  made  such  a  statement  to  Stewart  and  also 
that  he  delivered  the  sketch  to  him.  *^ 

It  is  unnecessary  to  consider  the  case  of  Beed  as  to  his  alleged 
early  conception,  drawings,  and  disclosure,  since  his  case  revolves 
more  strongly  around  the  construction  of  a  model  early  in  1907. 
This  model  was  lost  or  destroyed,  but,  like  Kelly's  sketch  Exhibit 
No.  1,  was  reproduced  by  Beed  for  use  at  the  trial.  That  the  device. 
Exhibit  No.  13,  was  a  reproduction  of  Beed's  ori^nal  model  is  sup- 
ported by  the  testimony  of  Beed  and  three  disinterested  witnesses. 
Beed  described  the  original  model  in  detaiL  His  witness  May 
testified  that  Beed  showed  him  the  original  model  and  explained  its 
operation.  Booth,  a  carpenter,  testified  that  he  made  the  trough 
which  was  a  part  of  the  original  model,  and  identified  the  trough  in 
evidence  as  a  reproduction  of  what  he  had  originally  made.  And 
the  witness  Walters  testified  that  the  reproduced  model  was  similar 
to  one  he  saw  in  the  Pittsfield  factory,  this,  we  think,  sufficiently 
establishes  conception  of  the  invention  by  Beed  at  a  date  earlier 
than  any  date  named  in  the  preliminary  statement  of  E^elly.  Kelly, 
however,  attempted  in  his  testimony  to  establish  a  date  of  concep- 
tion earlier  than  the  date  named  in  his  preliminary  statements 
In  the  absence  of  an  amendment  of  the  preliminary  statement,  this 
testimony  will  be  disregarded,  even  though  it  were  corroborated, 
which  it  is  not. 

Beed  introduced  in  evidence  a  book  known  as  "  Becord  Book  No. 
2,  Exhibit  No.  10."  On  page  48  is  a  sketch  and  short  specification 
note  disclosing  substantially  the  invention  idea  embodied  in  the  Beed 
model.  This  entry  was  signed  by  Beed  and  dated  May  6,  1908.  It 
is  not  denied  that  Beed  made  the  sketch.  It  will  be  noted  that  Kelly 
in  his  preliminary  statement  alleged — 

that  on  or  about  May  6,  1906,  he  first  caused  drawings  of  the  InveDtion  to  be 
made ;  that  on  or  about  May  6, 1908,  he  first  explained  the  Invention  to  others. 

When  questioned  as  to  what  he  relied  upon  in  fixing  this  date,  he 
testified: 

I  was  Influenced  somewhat  by  a  photograph  of  page  43  of  Record  Book  2 
(Reed's  Exhibit  No.  10).    On  examining  this,  I  found  it  contained  so  much 
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of  my  disclosure  to  Mr.  Reed  that  I  was  satisfied  that  my  sketch  must  have 
been  handed  to  him  before  the  date  of  entry. 

He  testified  that  prior  to  leaving  the  employ  of  the  Telelectric 
Company,  he  had  procured  photographs  of  "  all  the  written  matter 
that  was  then  in  the  book ;"  that  Beed  never  called  his  attention  to 
the  drawing,  and  that  he  had  no  recollection  of  seeing  the  drawing 
before  leaving  the  employ  of  the  company  April  1,  1910.  To  over- 
come Reed's  earlier  conception  and  disclosure,  Kelly  testified  that  he 
made  a  sketch  in  1907  which  he  showed  to  Beed,  and  from  which, 
he  infers,  Beed  could  have''made  the  sketch  in  the  book«  Beed  denies 
that  Kelly  ever  showed  him  such  a  sketch.  Bef  erring  to  this  part  of 
Kelly's  case,  the  Commissioner  in  his  opinion  said : 

The  testimony  of  KeUy  is  very  much  discredited  by  the  fact  that  while  he 
testifies  that  he  conceived  the  invention  in  the  fall  of  1007,  and  made  a  sketch 
at  that  time,  there  was  no  reference  to  such  a  sketch  in  his  preliminary  state- 
ment in  wliich  he  alleges  that  he  *'  caused  drawings  to  be  made  on  or  about  May 
6,  1906."  He  admits  that  the  date,  May  6,  1908,  had  reference  to  the  sketch 
whidi  appears  in  the  book,  Reed's  E3xhibit  No.  10,  although  he  does  not  testify 
that  this  sketch  was  made  by  his  directions  or  that  he  knew  ansrthing  about  it 
until  long  after  it  was  made. 

It  appears  that  Kelly  prepared  a  lecture,  in  which  he  described  the 
invention  in  issue,  to  be  delivered  before  a  scientific  society  in  Boston. 
On  account  of  sickness  in  his  family,  he  was  unable  to  attend,  and 
requested  Beed  to  go  in  his  place  and  read  the  lecture  before  the 
society,  which  Beed  did.  It  is  sought  to  distort  this  into  an  admis- 
sion by  Beed  that  Kelly  was  the  inventor.  A  copy  of  Kelly's  letter 
introducing  Beed  and  also  a  copy  of  the  lecture  appear  in  the  record, 
and  in  neither  is  there  any  claim  made  or  intimation  by  Kelly  that 
he  was  the  inventor,  nor  does  it  appear  that  up  to  that  time  Kelly  had 
made  any  claim  to  invention.  The  lecture  was  delivered  after  the 
machine  had  been  built,  and  it  was  merely  descriptive  of  a  new  step 
in  the  art  There  was  nothing  in  this  event  to  arouse  any  suspicion 
on  the  part  of  Beed  that  Kelly  was  claiming  the  invention. 

On  the  whole  case,  Kelly  is  practically  without  corroboration,  and 
to  accord  him  priority  we  would  be  compelled  to  discard  the  unim- 
peached  testimony  of  a  number  of  disinterested  witnesses  as  well  as 
the  impelling  circumstances  which  lend  strength  to  Beed's  case  and 
which  correspondingly  weaken  Kelly's  position. 

The  decision  of  the  CommiasioneT  of  Patents  is  affi/rmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

AffhTmed, 

Mr.  Chief  Justice  Smyth  dissents. 

138565*— 20 14 
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[Coart  of  Appeals  of  the  District  of  Columbia.]  ^ 

In  re  Caret  and  Tom). 

280  O.  G.,  735 ;  48  App.  D.  C,  431. 

.  'Decided  March  5,  1919. 

Patentability — ^Pump,  Motor,  oe  the  Like. 

Claims  for  a  hydraulic  pump,  motor,  or  the  like  having  certain  specified 
characteristics  Beld  unpatentable  in  view  of  the  prior  art. 

Mr.  C.  A.  Baieman^  Mr.  James  L.  Norris^  and  Mr.  Wnu  O.  HeTyier- 
son  for  the  appellant. 
Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Smyth,  C.  J.: 

On  certain  references  the  Patent  Office  rejected  claims  1  and  2, 
which  read  as  follows : 

1.  A  hydraulic  pump,  motor  or  like  apparatus  of  the  rotary  tsrpe  having  a 
circular  series  of  cylinders  cooperating  with  a  valve  having  one  inlet  and  one 
exhaust  opening,  a  freely-rolling  piston  arranged  for  reciprocation  In  each 
cylinder,  and  a  substantially  circular  track  around  which  said  pistons  roll. 

2.  A  hydraulic  pump,  motor  or  the  like  apparatus  of  the  rotary  type  having 
a  circular  series  of  cylinders,  a  freely-rolling  piston  arranged  for  reciprocation 
in  each  cylinder,  a  substantially  circular  track,  arranged  eccentrically  of  said 
circular  series  of  cylinders  on  which  said  pistons  roll,  and  a  fluid-controlling 
valve  encircled  by  said  series  of  cylinders. 

The  rejection  was  based  on  a  patent  to  Benham,  No.  459,785,  Sep- 
tember 22,  1891,  and  on  one  to  Beckfield,  No.  688,834,  October  1, 
1901.  Appellants  assert  that  there  is  a  patentable  difference  between 
the  claims  of  the  issue  and  the  references  just  mentioned  but  we  do 
not  think  so.  The  claims  would  be  satisfied  by  the  substitution  of 
the  ball-piston  of  Benham  for  the  cylindrical  pistons  of  Beckfield, 
Figures  7  and  8.  There  would  be  no  difficulty  in  making  such  a  sub- 
stitution. Any  intelligent  mechanic  could  do  it  without  invention. 
Where  this  is  so,  the  device  is  not  patentable.  {In  re  Iwan^  C.  D., 
1901,  344;  95  O.  G.,  441 ;  17  App.  D.  C,  566;  in  re  Davenport,  C.  D., 
1904,  663;  110  O.  G.,  2017;  28  App.  D.  C,  370.) 

It  is  further  urged  in  behalf  of  the  appellants  that  the  references 
are  not  in  point,  because  they  deal  with  steam  while  their  device  is 
intended  for  use  in  pumping  heavy  oil.  Primarily,  this  is  its  pur- 
pose, but  it  may  be  used  in  connection  with  steam.  In  their  original 
application  appellants  state  that  the  device  is  also  applicable  "  to 
other  fluid  mediums,  such  as  air,  gas,  steam."  Clearly,  the  references 
are  pertinent, 

A  proposed  substitute  claim  was  offered  for  consideration  by  the 
Commissioner  of  Patents  which  differs  from  the  appealed  claims  in 
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that  it  provides  for  a  track  in  which  "  all  curves  bend  in  one  direc- 
tion." Such  a  track  is  anficipated  by  Beckfield,  and  hence  the  sub- 
stitute is  open  to  the  same  objections  as  those  made  to  the  appealed 
claims.  In  this  court  the  same  substitute  is  presented,  but  with  cer- 
tain limitations  which  provide  that  the  pump  or  like  apparatus  of 
the  issue  is  "  for  use  with  a  viscous  fluid  medium "  and  that  "  the 
inward  motion  to  the  pistons"  is  given  by  the  track,  "centrifugal 
force  being  utilized  for  the  outward  motion."  Fluid  is  an  old 
medium  and  there  is  no  patentable  novelty  in  putting  it  to  a  new 
use.  The  function  recited  in  the  other  limitation  is  disclosed  by  the 
Beckfield  patent,  Fig.  7,  if  operated  as  a  pump,  for — 

centrifugal  force  wlU  drive  the  pistons  against  the  circular  track,  which  in 
turn  gives  inward  motion  to  the  pistons. 

T?ie  decision  of  the  Comandssioner  of  Patents  in  rejecting  the  ap- 
pealed claims  is  afftrmed. 
Affirmed. 

[Court  of  Appeals  of  tbe  District  of  Coiambla.] 

In  re  Birkigt. 
Decided  February  S,  1919. 

261  O.  G.,  203 ;  48  App.  D.  C,  378. 

Patentabhjty — ^Water-Jacket  foe  Internal-Combustion  Engines. 

A  water-jacket  for  internal-combustion  engines  having  a  coating  applied 
to  the  inner  surface  thereof  and  the  process  of  making  the  same  Held 
unpatentable  in  view  of  the  prior  art. 

Mr,  e/.  Z.  Norris^  Mr.  C.  A,  Bateman^  Mr.  W.  O,  Henderson^  and 
Mr.  J.  S.  Powers  for  the  appellant. 

Mr.  T.  A.  Ilostetler  for  the  Commissioner 'of  Patents. 

Smyth,  C.  J. : 

Marc  Birkigt  applied  for  a  patent  covering  a  process  for  protecting 
the  interior  of  a  water-jacket  of  an  internal-combustion  engine  from 
corrosion  by  applying  thereto  a  liquid  medium  under  a  pressure 
sufficient  to  cause  the  same  to  penetrate  the  walls  of  the  jacket  and, 
after  removing  the  surplus  liquid,  heating  the  jacket  to  dry  the 
coating.  He  made  five  claims.  Claims  4  and  5  relate  to  the  process 
and  1,  2,  and  3  to  the  water-jacket  after  it  has  been  subjected  to  the 
coating.    Claims  8  and  4  illustrate  them  all : 

3.  A  water  Jacket  for  internal  combustion  engines  composed  of  aluminum 
having  the  surface  of  the  interior  walls  of  its  water  chamber  and  the  pores 
of  the  aluminum  adjacent  to  said  interior  walls  protected  and  closed  re- 
spectively, by  a  non-corrosive  medium. 

4.  The  herein  described  process  of  treating  the  interior  walls  of  the  water 
chamber  of  a  water  jacket  composed  of  porous  metal,  which  consists  in  fllUng 


172  HTJTCHINSOlSr  VAPOR  HEATING  COEP.,  BT  AL.,  V.  MOUAT. 

the  interior  water  chamber  of  the  water  Jacket  with*  a  liquid  medium  capable  of 
preventing  corrosion  of  the  metal  and  which  is  capable  of  drying,  subjecting  the 
said  liquid  medium  while  contained  in  said  chamber  to  a  pressure  sufficient  to 
cause  said  medium  to  penetrate  the  pores  of  the  interior  walls  of  the  chamber, 
removing  said  liquid  medium  from  the  water  chamber  and  then  heating  the 
water  Jaclcet  to  dry  the  liquid  medium  in  the  pores  and  on  the  surface  of  the 
interior  walls  of  the  water  chamber. 

All  the  claims  were  rejected  on  reference  to  patents  77,186  to 
Greene,  126,909  to  Sterling,  and  766,506  to  Lapp. 

The  Lapp  patent  discloses  a  method  of  forming  a  protective  coat- 
ing on  iron  vessels. 

The  vessels  may  be  placed  in  a  bath  of  the  protecting  liquid  and  kept  there 
at  a  high  temperature  for  a  considerable  period  of  time  and  the  film  of  oil 
which  adheres  to  the  metal  allowed  to  cool. 

It  is  also  stated  in  that  patent — 

that  the  oil  may  be  applied  with  a  brush  and  the  articles  then  submitted  to 
the  action  of  heated  air  under  pressure  and  that  the  process  may  be  varied 
by  first  submitting  the  oil-coated  surfaces  to  the  action  of  hot  air  without 
pressure  and  then  to  hot  air  under  pressure  and  finally  to  hot  air  without 
pressure. 

The  patent  to  Sterling  describes  the  process  of — 

forming  a  non-oxidizing  coating  on  iron  articles  and  forcing  parafiin  into  the 
pores  of  the  metal.  By  this  process  the  articles  are  submerged  in  melted 
paraffin  in  a  vessel  wliich  should  be  hermetically  closed,  and  pressure  is  applied 
thereto. 

From  this  it  must  appear  that — 

Lapp  discloses  the  entire  process  except  the  driving  of  the  liquid  into  the  pores 
of  the  metal  by  pressure  on  the  liquid  bath. 

But  with  respect  to  this  the  Sterling  method  of  dipping  under 
pressure  could  be  substituted  without  invention  for  the  brushing  or 
dipping  method  employed  by  Lapp. 

While  the  water-jacket  may  be  commercially  novel,  this  is  not 
enough  to  render  it  patentable — ^it  must  contain  invention.  We  have 
seen  that  the  process  of  protecting  the  surface  of  iron  is  old  in  the 
art  and,  this  being  so,  there  is  nothing  patentable  in  utilizing  it  in 
protecting  the  surface  of  the  water-jacket,  for  it  is  neither  asserted 
nor  shown  that  there  is  more  difficulty  involved  in  protecting  an 
aluminum  surface  than  in  doing  the  same  thing  for  an  iron  surface. 

The  decision  of  the  Commissioner  of  Patents  in  rejecting  the  cIomm 
is  affirmed. 
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Hutchinson  Vapor  Hbating  Corporation  and  George  H.  Zellers^ 

Trading  as  Sellers  &  Co.,  v,  Mouat. 

.Decided  March  S,  1919, 
2ei  O.  G.,  203 ;  48  App.  D.  C,  388. 

1.   INFUNGBICENT — ^NOT  AVOXDD)  BT  ADDITION  OF  IlCMATEBIAI.  ELEIOENT. 

The  essential  elements  of  plaintifl*s  patent  having  been  appropriated,  In- 
fringement is  not  avoided  by  the  addition  6f  an  element  which  is  not  nec- 
essary to  the  operativeness  of  the  combination. 

2.  Same — Slight  Charges  Will  Not  Avoid  Infringement. 

The  Monat  patent.  No.  837,686,  for  a  pressure-regulating  apparatus,  daims 
7  and  10,  which  involve  combinations  including  a  steam-boiler  and  a  recep- 
tacle connected  thereto  by  a  pipe  above  the  water-level  in  the  boiler,  which 
affords  an  equalization  of  steam-pressure  on  the  water  in  the  receptacle 
and  in  the  boiler  and  keeps  the  receptacle  filled  by  water  of  condensation,  is 
Infringed  by  a  similar  apparatus  in  which  such  a  connecting-pipe  is  em- 
ployed to  perform  the  same  functions,  although  arranged  slightly  different 
from  that  shown  in  the  patent. 

Mr.  C.  Z.  Sturtevant  smd  Mr,  E,  G,  Mason  for  the  appellants. 
Mr.  Cha8.  E.  Brock  and  Mr.  Harold  E.  Smith  for  the  appellee. 

BoBB,  J.: 

This  is  an  appeal  from  a  decre^in  the  Supreme  Court  of  the  Dis- 
trict sustaining  the  validity  of  claims  7  and  10  of  appellee's  patent, 
(No.  937,686,  granted  October  19, 1909,  to  Thomas  G.  Mouat,)  hold- 
ing these  claims  to  be  infringed  by  appellants  and  ordering  an  in- 
junction and  accounting. 

The  patent  embraces  a  pressure-regulating  device  capable  of  main- 
taining substantially  constant  pressure  and  temperature  of  the  heat- 
ing fluid  used  in  a  low-pressure  heating  system.  In  the  ordinary 
heating  system,  which  constitutes  the  prior  art  in  this  case,  the  pres- 
sure varies  from  five  to  ten  pounds  and  runs  as  high  as  twenty  or 
twenty-five  pounds.  This  is  called  the  high-pressure  system.  About 
the  time  Mouat,  the  appellee,  entered  the  field,  the  low-pressure  or 
vapor-heating  system  came  into  use.  In  this  system,  while  the  water 
is  evaporated  and  conveyed  in  the  form  of  steam  to  the  radiators,  it 
is  carried  at  a  pressure  of  only  two  to  seven  or  eight  ounces,  instead 
of  from  five  to  twenty-five  pounds,  as  in  the  high-pressure  system.  In 
the  high-pressure  system,  the  control  of  the  fuel-supply  very  easily 
may  be  effected  by  the  ordinary  pressure-regulator,  such  as  a  dia- 
phragm-valve, in  which  the  movable  part  of  the  diaphragm  is  raised 
or  lowered  as  the  pressure  of  the  steam  rises  or  falls.  There  is  suffi- 
cient fluctuation  in  this  system  to  insure  the  success  of  such  a  regu- 
lator.   For  example,  if  a  normal  pressure  of  five  pounds  is  to  be  car- 
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ried  in  the  system,  a  variation  of  20  per  cent  or  one  ^  pound,  either 
above  or  below  the  normal,  will  operate  the  diaphragm.  It  is,  obvi- 
ous, however,  that  in  a  vapor-heating  system,  where  the  pressure 
varies  from  two  ounces  to  not  more  than  seven  or  eight  ounces  and  the 
fluctuations  are  correspondingly  small,  the  ^high-pressure  regulator 
would  be  inoperative.  Mouat's  device  was  intended  to  solve  that 
problem,  by  supplying  a  sensitive  apparatus  in  which  the  level  of  the 
water  in  the  boiler  could  be  disregarded.  The  following  diagram 
shows  the  essential  features  of  the  Mouat  apparatus: 


We  now  reproduce  the  claims  involved : 

7.  The  combination,  with  a  boiler  and  means  for  heating  the  same,  of  means 
for  maintaining  substantially  constant  the  pressure  of  steam  generated  thereby, 
said  means  comprising  a  receptacle,  a  pipe  connecting  said  receptacle  with 
the  water  space  in  the  boiler,  and  extending  above  the  bottom  of  said  recep- 
tacle, a  pipe  connecting  the  upper  portion  of  said  receptacle  with  the  steam 
space  of  the  boiler  and  arranged  to  drain  toward  said  receptacle,  a  movably 
supported  rec^tacle  communicating  with  the  former  receptacle,  and  connectioiui 
between  said  receptacle  and  the  means  for  heating  said  boiler. 

10.  The  combination,  with  a  boiler  and  means  for  heating  the  same,  of 
means  for  maintaining  substantially  constant  the  pressure  of  steam  generated 
by  said  boiler,  said  means  comprising  a  receptacle  extending  above  the 
water  line  of  the  boiler,  a  pipe  connecting  said  receptacle  with  the 
boiler  and  extending  above  the  bottom  of  said  receptacle,  a  pipe  connecting 
said  receptacle  with  the  steam  space  of  the  boiler  and  arranged  to  drain  toward 
said  receptacle,  a  movably  supported  receptacle  communicating  with  the  former 
receptacle  and  arranged  to  drain  Into  the  former  receptacle,  and  connections 
between  the  latter  receptacle  and  the  means  for  heating  the  boiler. 

It  will  be  noted  that  these  are  combination  claims  and  the  elements 
of  the  combination  easily  may  be  identified  in  the  diagram.  Thus, 
**  1 "  is  the  steam-boiler,  " 6 "  the  receptacle,  " 9"  the  pipe  connect- 
ing- 
said  receptacle  with  the  water  space  In  the  boiler  and  extending  above  the  bot- 
tom of  said  receptacle. 
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Pipe  "  11 "  connects  the  upper  portion  of  the  receptacle  "  6  "  with 
the  steam-space  of  the  boiler.    "  21 "  is  the — 

movably  supported  receptacle  commnnioating  with  the  former  receptacle^ 

or  "  6."  It  is  essential  to  have  a  normal  or  fixed  water-level  in  re- 
ceptacle "  6,"  regardless  of  the  water-level  in  the  boiler.  This  is  ac- 
complished by  having  pipe  "  9  "  enter  receptacle  "  6  "  above  the  bot- 
tom of  that  receptacle  and  also  above  the  normal  water-level  in  the 
boiler,  the  result  being  that  when  the  water  in  receptacle  "  6  "  reaches 
the  level  of  pipe  "  9,'*  it  falls  out  by  gravity  into  the  boiler.  Any 
variation  in  the  water-level  of  the  boiler  cannot  affect  the  level  in 
receptacle  ^'  6,"  because  there  is  the  same  pressure  on  the  surface  of 
the  water  in  that  receptacle,  exerted  through  pipe  "  11,"  as  there 
is  on  the  surface  of  the  water  in  the  boiler.  Therefore,  when  steam 
has  been  generated  in  the  boiler,  whatever  pressure  is  exerted  must 
be  communicated  to  receptacle  "6,"  in  the  manner  described,  and 
that  pressure  will  force  an  amount  of  water  through  pipe  "  34  "  into 
movable  receptacle  "  21 "  and  thereby  regulate  the  draft  appliance  or 
damper  "  2." 

St^am  necessarily  is  condensing  in  pipe  "  11 "  and  the  water  of 
condensation  is  forced  or  dropped  into  receptacle  '^  6,"  so  that  a  con- 
stant level  is  maintained  in  that  receptacle. 

Appellants'  apparatus  is  illustrated  by  the  following  diagram: 


It  readily  will  be  seen  that  there  is  very  little  difference  between 
the  two  devices.  The  top  portion  of  appellants'  pipe  "  11 "  is  hori- 
zontal and  it  is  contended  that  the  pipe  drains  largely  through  re- 
ceptacle "6"  and  into  pipe  "9."  In  appellants'  device  the  water 
of  condensation  from  the  radiators  passes  through  receptacle  "  6." 

The  validity  of  the  claims  involved  is  not  challenged,  the  defense 
being  non-infringement — 

when  these  claims  are  read  In  accordance  with  the  exact  meaning  of  the  Uu> 
guage  embodied  therein. 
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Specifically,  appellants  contend  that  the  words  in  the  claims  ^^  and 
arranged  to  drain  toward  said  receptacle,'^  are  words  of  limitation. 
This  contention  is  based  upon  the  theory  that  the  prior  art  discloses 
practically  all  that  the  Mouat  patent  shows.  This  theory  we  cannot 
accept  The  patent  most  relied  upon  is  that  to  Koy,  No.  711,942, 
dated  September  5, 1899.    That  patent  appellants'  expert  admitted — 

is  one  that  is  obviously  intended  to  be  used  with  a  system  of  heating  wherein 
there  is  considerable  steam  pressure. 

Koy  uses  a  diaphragm  and  his  system  differs  in  several  material 
respects  from  Mouat's.  His  damper-regulator  primarily  depends 
upon  the  control  of  the  admission  of  live  steam  to  his  movable  recep- 
table.  A  different  problem  cchifronted  him  and  he  solved  it  in  a 
different  way.  As  to  the  Shurtleff  patent,  (No.  781,467,  dated  Janu- 
ary 31, 1905,)  appellants'  expert  admits  that  water  is  forced  directly 
from  the  boiler  itself  into  the  bulb  used  by  Shurtleff.  Without 
further  analysis  of  the  patents  of  the.  prior  art  we  conclude  that 
Mouat  has  accomplished  a  new  result  in  a  new  way.  He  has  worked 
out  the  idea  of  maintaining  a  substantially  constant  pressure  within 
a  boiler  through  the  medium  of  a  water-trap  in  which  the  water  is 
kept  at  a  constant  level  through  condensation.  And  Mouat  also  is  the 
first  to  employ  a  movable  draft-control  receptacle  which  is  operated 
by  water  forced  into  it  from  the  water-trap  by  the  steam-pipe  con- 
nection with  the  steam-space  of  the  boiler. 

It  is  evident,  therefore,  that  pipe  "  11 "  performs  a  double  fimction. 
Primarily,  it  permits  the  same  pressure  to  be  exerted  on  the  surface 
of  the  water  in  trap  "  6  "  as  there  is  upon  the  surface  of  the  water  in 
the  boiler, — and  it  is  through  this  pressure  that  the  movable  damper- 
receptacle  is  made  to  operate.  Pipe  "  11 "  also  is  made  to  serve  the 
secondary  purpose  of  keeping  trap  "  6  "  supplied  with  water  through 
condensation.  Once  having  conceived  the  idea  that  these  two  pur- 
poses might  be  combined  in  pipe  ^^  11,"  it  would  be  a  comparatively 
simple  matter  so  to  vary  the  construction  of  that  pipe  as  to  effect 
the  objects  desired.  In  other  words,  had  it  been  found  that  there  was 
not  sufficient  condensation,  pipe  "  11 "  could  have  been  made  a  little 
larger  or  the  vertical  portion  a  little  longer.  Appellants'  expert  ad- 
mitted this,  saying  that  ^should  pipe  "  11 "  prove  inadequate  it  might 
be  extended  "  so  as  to  furnish  an  ample  condensing  surface."  More- 
over, the  steam-pressure  being  toward  and  not  away  from  receptacle 
"6,"  it  is  apparent  that  even  though  the  upper  portion  of  pipe 
^  11 "  should  be  horizontal,  the  apparatus  still  would  be  operative. 
But,  even  disregarding  what  is  common  knowledge  and  indulging  in 
the  extremely  technical  interpretation  insisted  upon  by  appellants, 
pipe  "  11 "  still  would  be  **  arranged  to  drain  toward  said  receptacle,'* 
even  though  its  upper  section  should  be  horizontal,  because  a  sub- 
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stantial  portion  of  it  is  vertical  and  the  vertical  section  is  connected 
with  receptacle  "6.''  We  are  fully  convinced,  however,  that  the 
words  just  quoted  should  be  given  such  an  interpretation  as  will  ade- 
quately protect  this  patentee.  In  using  them  he  merely  was  describ- 
ing a  particular  construction,  or,  as  he  says  in  his  specification,  '^  one 
exemplification.''  Having  in  mind  the  scope  of  his  invention,  the 
double  function  of  pipe  "  11,"  and  the  end  to  be  attained,  we  are 
clearly  of  opinion  that  appellants  have  taken  an  altogether -too  tech« 
nical  view  of  these  claims.  And  there  is  authority  for  this  view. 
{Winans  v.  Denmead^  16  How.,  880;  Keystone  Bridge  Co,  v.  Phoeniof 
Iron  Co.,  C.  D.,  1877,  384;  12  O.  G.,  980;  95  U.  S.,  274;  Hoyt  v. 
Home,  C.  D.,  1892, 435;  59  O.  G.,  1764;  145  XT.  S.,  302;  MetaiUc  Ex- 
traction  Co.  v.  Brown,  104  Fed.  Rep.,  845 ;  Adcan  v.  Folger,  120  Fed. 
Rep.,  260;  Sly  Mfg.  Co.  v.  Russell  <&  Co.,  189  Fed.  Rep.,  61.) 

Mention  is  made  in  appellant's  brief  of  the  file- wrapper,  but  that 
paper  was  not  made  a  part  of  the  record  by  exhibit  or  otherwise,  nor 
is  to  be  found  in  the  files  of  the  case.  However,  appellee  answering 
says  that  claim  ^^  7  "  of  the  patent  in  suit  originally  was  claim  ^^  12  " 
of  the  application  as  filed. 

It  is  of  no  consequence  that  appellants  have  conducted  the  returning 
water  from  the  radiators  through  the  water  trap-receiver,  because 
they  have  not  eliminated  and  could  not  eliminate  pipe  ^^  11."  In 
other  words,  appellants  have  appropriated  the  essential  elements  of 
the  Mouat  combination  and  it  is  immaterial,  in  our  view,  whether 
they  have  added  an  element  not  necessary  to  the  operativeness  of  the 
combination.  Whether  much  or  little  water  in  appellants'  construc- 
tion drops  into  receptacle  "  6  "  is  not  important  in  view  of  the  ad- 
mitted fact  that  pipe  "  11 "  is  indispensable  to  the  success  of  appellants' 
apparatus  and  is  capable  of  performing  the  same  functions  performed 
in  the  Mouat  apparatus.  There  may  be  a  distinction  but  there  is  no 
essential  difference  in  the  two  combinations,  and  to  refuse  protection 
to  this  patentee  would  be  entirely  to  ignore  the  purpose  of  the  patent 
laws. 

The  decree  is  affirmed,  with  costs. 

Affirmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Hathaway  v.  Field,  Lanning,  and  Colman.    Field  and  Lannino  v. 

Hathaway  and  Colman.    Hathaway  v,  Colman. 

Decided  February  St  1919. 

261  O.  G.,  413 ;  48  App.  D.  C,  369. 

1.  Interfebence — ^Priority — Concealment  or  Abandonment — ^Burden  op  Proof. 
Where  it  Is  alleged  that  the  party  who  first  reduced  the  Invention  to  prac- 
tice concealed  or  abandoned  the  invention,  Held  that  the  party  alleging 
such  concealment  or  abandonment  has  the  burden  of  strictly  proving  it. 
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2.  Samb — Same — Same. 

Where  H.  conceived  an  invention,  made  a  machine  embodying  it,  but  did 
not  file  his  application  until  five  years  thereafter,  during  which  time  O. 
conceived  the  Invention,  built  a  machine,  and  filed  his  application,  and  it 
appeared  that  this  machine  was  closely  related  to  another  machine  which 
was  being  manufactured  by  H.*s  assignee  and  that  the  development  of  both 
machines  d^)ended  upon  the  refinement  of  a  part  known  as  the  "warp- 
worm  "  and  it  appeared  that  work  was  constantly  done  upon  this  and  that 
,  the  owners  of  the  invention  were  advised  by  mill  men  that  the  madiine  of 
the  issue  would  not  be  successful  until  it  was  capable  of  handling  fine  yarns, 
which  depended  upon  the  development  of  the  "  warp-worm,'*  Held  th^t  there 
was  no  suppression  of  the  invention  and  priority  should  be  awarded  to  H. 

8.  SlMB — Same — Reduction  to  Practick  by  Agent. 

Where  F.  and  L.  made  an  invention  in  warp-imiting  machines  and  dis- 
closed It  to  H.,  who  embodied  their  generic  ideas  in  a  warp-tying  machine, 
which  was  successfully  tested.  Held  that  what  H.  did  in  reducing  the  inven- 
tion to  practice  inured  to  the  benefit  of  F.  and  L. 

Mr,  F.  L.  Emery^  Mr.  W.  G.  Johnson^  Mr.  Melville  Churchy  and 
Mr.  T.  B.  Booth  for  Hathaway  and  for  Field  and  Lianning. 

Mr.  TT.  O.  Underwood^  Mr.  L.  B.  Smithy  and  Mr.  Luther  L.  Miller 
for  Colpian. 

Smyth,  C.  J.: 

We  have  here  two  related  interferences  which  were  argued  and 
submitted  together.  The  applications  of  Hathaway  and  of  Field  and 
Lanning  are  owned  by  one  party — ^the  American  Warp  Drawing  Ma- 
chine Company,  and  the  application  of  Colman  by  another  party — 
Barber-Colman  Company.  We  shall  consider  first  the  interference 
between  Hathaway  and  Colman,  which  involves  a  warp-tying  ma* 
chine. 

Hathaway  conceived  the  invention  in  1900  and  completed  a  ma- 
chine embodying  it  in  1901,  but  did  not  file  his  application  for  a 
patent  until  1906.  Colman  conceived  his  invention  in  1903,  built  a 
machine  in  1904,  and  filed  his  application  for  a  patent  in  the  latter 
part  of  the  same  year.  He  is  therefore  the  senior  party.  Both  in- 
ventions are  striking  productions  of  inventive  genius. 

The  Board  of  Examiners  and  the  Commissioner  united  in  holding 
that  Hathaway  was  the  first  to  conceive  and  the  first  to  actually 
reduce  to  practice,  and  for  the  purposes  of  this  case  the  correctness  of 
the  holding  was  conceded  at  the  bar  by  Colman ;  but  he  asserted  that 
after  the  reduction  to  practice  Hathaway  and  his  assignee  concealed 
the  machine  and  treated  it  as  an  abandoned  invention.  His  conten- 
tion was  sustained  by  the  Examiner  of  Interferences,  rejected  by 
the  Board  of  Examiners  but  upheld  by  the  Commissioner.  It  pre- 
sents the  only  question  for  our  consideration. 

In  re  appeal  of  Mower  (C.  D.,  1899,  395;  88  O.  G.,  191;  15  App. 
D.  C,  144)  this  court  held  as  a  general  proposition  that — 

there  can  be  no  abandonment  of  the  right  to  a  patent,  unless  such  abandonment 
be  affirmatively  proved. 
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Proof,  however,  of  long  delay,  unexplained,  may  satisfy  the  rule, 
for  "  affirmative  facts  may  be  proved  by  negative  evidence."    (Id.) 

In  Oliver  v.  Felbel  (C.  D.,  1902,  565;  100  O.  G.,  2384;  20  App. 
D.  C,  255)  we  said: 

But  when  reduction  to  practice  has  been  satisfactorily  shotm,  and  there  is  no 
unreasonable  or  unexplained  delay,  there  is  no  law  that  would  bar  the  first  or 
original  Inventor  of  his  right.  In  order  to  give  to  delay  the  effect  of  destroying 
sach  a  right,  there  must  be  some  circumstance  of  concealment,  suppression  or 
abandonment  of  the  invention. 

It  was  ruled  in  Lederer  v.  Walker  (C.  D.,  1912,  560;  182  O.  G.,  511 ; 
39  App.  D.  C,  122)  that— 

The  right  of  the  first  inventor  who  has  actually  reduced  to  practice  has  always 
been  respected  where  there  is  no  doubt  of  actual  reduction  to  practice,  and 
consideration  has  always  been  given  to  the  circumstances  excusing  the  delay. 

Bvhhardr  v.  Berg  (C.  D.,  1913,  460;  195  O.  G.,  818;  40  App.  D.  C, 
B77)  is  authority  for  the  proposition  that — 

Abandohm^it  must  be  strictly  proved,  and  will  never  be  presumed. 

It  was  also  said  in  the  same  case  that — 

it  Is  a  fundamental  principle  of  patent  law  that  the  first  to  reduce  to  practice 
Is  prima  f<icie  the  first  inventor  and  entitled  to  a  patent  (Paul  v.  Johnson, 
a  D.,  1904,  610;  109  O.  G.,  807 ;  23  App.  D.  C,  187.) 

From  this  it  would  seem  that  the  appellee  in  the  case  at  bar  has  the 
burden  of  strictly  proving  concealment  or  abandonment  on  the  part 
of  Hathaway  or  his  assignee. 

Mars,  superintendent  of  installation  of  the  Warp  Drawing  Ma- 
chine  Company,  said  that  between  the  years  1901  and  1906  he  saw 
the  machine  so  many  times  that  he  could  not  count  them;  that  it  was 
in  the  factory  all  the  time 

where  I  couldn't  help  seeing  it  and  I  couldn't  say  how  many  times ;  • 

that  during  that  period  all  the  employees  of  the  establishment  saw 
it  and  that— 

from  time  to  time  there  would  be  strangers  brought  in  by  Mr.  Hathaway,  Mr. 
Lanning,  and  Mr.  Field.    On  such  occasions  they  would  be  shown  the  machine. 

The  machine  was  cleaned  from  time  to  time,  was  carefully  guarded 
against  abuse  and  when  not  being  shown 

was  covered  with  a  doth  to  keep  out  the  dirt  and  prevent  the  oil  dripping 
upon  it. 

Sullivan,  an  attomey-at-law,  who  at  one  time  worked  for  the  ma- 
chine company  but  who  at  the  time  he  testified  was  not  in  any  way 
connected  with  it,  said  that  about  1903  Mr.  Hathaway  showed  him 
a  knotting  (tying)  machine  and  told  him  he  must  learn  to  operate  it 
as  they  intended  to  put  it  out  in  conjunction  with  another  machine. 
He  further  said  that  after  he  left  the  factory  in  which  the  machine 
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was  located  he  was  accustomed  to  return  four  or  five  times  a  year, 
between  1902  and  the  time  he  left  the  employ  of  the  company  in 
1907;  that  the  machine  at  these  times  was  always  in  the  factory  and 
looked  to  him 
to  be  in  condition  so  that  it  could  be  run  at  a  moment's  notice. 

Senay,  an  overseer  in  the  warp  preparation  department  of  the 
granite  mill,  an  establishment  engaged  in  the  manufacture  of  cotton 
yam  and  cotton  cloth,  testified  that  Mr.  Hathaway  showed  him  the 
knotting-machine  in  the  plant  of  the  Warp  Drawing  Machine  Com- 
pany in  1902;  and  Coldwell,  superintendent  of  the  Booth  Manufac- 
turing Company,  and  Collins,  superintendent  of  the  Berkeley  Mills, 
all  disinterested  witnesses,  testified  to  the  same  effect. 

The  warp-tying  machine  in  1901  was  capable  of  handling  only  a 
coarse  class  of  yam.  This  was  not  enough  to  secure  for  it  a  wide  com- 
mercial field.  It  was  the  first  machine  of  its  kind  that  had  ever  been 
invented  and  those  who  owned  it  were  puzzled  as  to  just  how  it  could 
be  utilized.  They  sought  advice  from  experts  in  the  textile  mills  of 
New  England.  In  doing  this  they  revealed  the  machine  to  many 
persons.  Blanchard,  who  was  superintendent  of  the  machine  com- 
pany up  to  1902,  but  not  connected  with  it  after  that,  testified 
that  he  had  consulted  with  a  number  of  men  engaged  in  the  mill 
business  in  Massachusetts  and  neighboring  territory  concerning 
the  machine  and  that  he  learned  from  them — 

that  the  work  suitable  for  tying-in  commercially,  as  opposed  to  the  process  of 
dra wing-In,  would  be  found  in  by  far  the  largest  volume  in  fine  yarns  and  com- 
plicated weaves; 

that  various  mill  men, 

particularly  Mr.  Hardy  of  the  Manchester  Mills,  and  more  especially  Mr. 
Lacey,  whose  Judgment  I  (he)  respected  more  than  the  other  men,  told  me 
(trim)  that  a  successful  tying-in  machine,  that  is  a  tying  machine  to  be  com- 
mercially successful,  must  be  able  to  handle  those  fine  yarns,  and  further  tlian 
that  they  did  not  have  any  tying-ln  work  at  that  time  except  that  was  running 
on  fine  yarns. 

In  this  he  is  supported  by  the  testimony  of  the  witnesses  just 
named.  How  to  improve  the  tying  machine  so  as  to  make  it  capable 
of  handling  the  finer  yams  was  the  question  which  confronted  the 
machine  company.  It  could  be  done  only  by  a  further  development 
of  one  of  its  parts  known  as  the  warp-separating  worm.  Until  this 
was  accomplished  the  market  for  the  machine  would  be  very  much 
restricted. 

At  the  time  about  which  we  have  been  speaking  the  machine  com- 
pany also  owned  a  drawing-in  machine.  This  machine  utilised  a 
warp-separating  worm  the  same  as  the  tying-in  machine.  Coldwell 
testified  that  He  advised  Mr.  Hathaway 
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to  do  his  experimenting  on  those  worms  on  the_drawlng-in  machine  as  the  same 
mechanism  applied  to  both  machines,  the  tylng-in  machine  and  the  drawing-in 
machine, 

and  that  if  he  succeeded  in  developing  the  worm  on  the  drawing-in 
machine  to  the  point  desired  he  "  certainly  could  do  it  on  the  tying- 
in  machine.^'    This  course  was  adopted  by  the  machine  company. 

From  that  time,  about  1901,  until  1906,  when  the  diflSculty  was 
overcome,  the  company  gave  almost  constant  attention  to  the  prob- 
lem before  it.    Hathaway  testified — 

we  were  working  constantly  not  only  from  October  1,  1901,  to  the  beginning 
of  1903,  but  dear  through  and  well  into  the  year  1906,  and  I  do  not  think 
that  there  was  a  working  day  when  we  were  not  engaged  in  either  making 
a  new  warp  worm,  embodying  some  minute.  If  not  great,  change  in  forming 
or  finishing  or  were  not  trying  out  or  having  tried  out  in  some  of  the  mills 
worms  for  the  handling  of  the  finer  kinds  of  yam. 

Collins,  who  had  never  been  in  the  employ  of  the  machine  com- 

-  pany  or  in  any  way  connected  with  it,  and  who  from  1899  to  1914 

was  superintendent  of  the  Berkeley  Mills,  said  that  between  1901 

and  1906  he  kept  in  touch  with  all  the  machine  company  was  doing 

with  respect  to— 

refining  the  warp  worms  In  ordar  to  enable  their  machines  to  handle  the 
finer  kinds  of  yam, 

and  that 

they  were  constantly  at  work  to  improve  the  warp  worms  so  that  they  could 
accomplish  this  very  thing  for  the  finer  work. 

Mars,  Field,  Senay,  Lanning,  and  Sullivan  gave  testimony  to  the 
same  effect.    These  witnesses  are  not  directly  contradicted. 

The  party  Colman  relies  upon  many  circumstances  from  which  he 
draws  a  conclusion  favorable  to  his  theory  of  concealment  and  aban- 
donment. While  we  recognize  the  force  of  what  he  shows  we  can- 
not yield  to  it.  In  our  judgment  it  falls  far  short  of  satisfying  the 
rule  which  requires  strict  proof  from  him.  Much  reliance  is  placed 
lay  him  upon  Mason  v.  Hepbium  (C.  D.,  1898,  510;  84  O.  G.,  147; 
18  App.  D.  C,  86)  and  m  re  Mower,  (C.  D.,  1899,  395;  88  O.  G.,  191 ; 
16  App.  D.  C,  144,)  but  we  do  not  think  they  aid  him.  It  was  held 
in  the  first  case  that  Mason,  against  whom  abandonment  was  asserted, 

attached  no  Importance  to  the  invention,  for  there  is  (was)  not  a  fact  In  evi- 
dence to  account  otherwise  for  his  long  inaction. 

The  Mower  case  decided  that  it  was — 

not  pretended  (In  that  case)  that  the  delay  occurred  by  reason  of  any  over- 
sight or  inadvertence,  or  from  poverty,  or  any  obstacle  that  could  not  easily 
be  overcome. 

These  decisions  do  not  fit  the  case  before  us,  for  there  are  here 
abundant  facts  ^^  in  evidence  to  account "  for  the  machine  company's 
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delay.  The  obstacle  which  that  company  had  to  deal  with  "could 
not  easily  be  overcome,"  as  was  the  fact  in  the  Mower  case. 

We  think  it  cannot  be  correctly  held  that  the  machine  company 
either  concealed  or  abandoned  its  invention. 

The  other  interference  is  between  Hathaway,  Field,  and  Lanning 
and  Colman.  It  involves  a  warp-uniting  machine  as  distinguished 
from  the  warp-tying  machine  of  the  first  interference.  Field  and 
Lanning  filed  in  1905,  while,  as  we  have  said  at  the  outset  of  this 
opinion,  Hathaway  filed  in  1906  and  Colman  in  1904.  It  is  clearly 
established  that  Field  and  Lanning  were  the  first  to  conceive.  Col- 
man asserts  that  they  never  reduced  to  practice,  but,  if  they  did,  that 
their  invention  t^as  afterward  concealed  or  abandoned. 

In  1900  they  disclosed  their  invention  to  Hathaway  and  he  em- 
bodied their  generic  ideas  in  his  machine.  We  have  heretofore 
pointed  out  that  both  applications  are  owned  by  the  same  assignee. 
What  Hathaway  did  in  reducing  his  invention  to  practice  was  done 
under  Field  and  Lanning's  instructions  and  in  behalf  of  the  common 
assignee.  We  think  his  work  must  be  treated  as  inuring  to  their 
benefit — ^that  their  invention  was  reduced  to  practice  the  same  time 
that  his  was. 

This  leaves  for  disposition  only  the  question  as  to  whether  or  not 
the  invention  was  concealed  or  suppressed.  It  was  submitted  on  the 
same  evidence  as  that  upon  which  we  determined  a  like  contention  in 
the  first  interference;  consequently  the  result  must  be  the  same. 

Th£  decisions  of  the  Comamssioner  of  Patents  are  reversed^  cunA 
priority  of  invention  is  awarded  to  Edgar  F,  Hathaway  in  interfere 
ence  SSjSHO  and  to  Field  cmd  Lanning  in  interference  33^18. 

Reversed, 


[Court  of  Appei^ls  of  the  District  of  Columbia.] 

Sabah  C.  Hackley,  Administratrix  of  George  T.  Hackley,  De- 
ceased, V,  Henemier. 

Decided  December  2,  1918, 
261  O.  G.,  630;  48  App..  D.  C,  233. 

1.  Interference — Priority — Gist  of  the  Invention — Immaterial  Details. 

Where  the  real  invention  in  issue  consisted  in  placing  a  thumb-flange  on « 
the  valve-casing  of  a  tire- valve,  the  first  inventor  of  this  structure  was  the 
first  inventor  of  the  issue,  although  one  count  called  for  a  sealing  washer 
in  a  specified  location. 

2.  Same — Same — Delay  in  Filing  Application. 

lleldf  that  Henemier  reducwl  the  invention  to  practice  about  three  years 
prior  to  the  filing  of  Hackley *s  application  and  that  he  did  not  forfeit  hia 
rights  by  delay  in  filing  his  application. 

Mr.  C.  V,  Edwards  and  Mr.  F.  A.  Bower ^  for  the  appellant. 
Mr.  J.  H.  Milans  and  Mr.  E.  E.  Myers  for  the  appellee. 
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Van  Ofsdel,  J,: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding,  in  which  priority  was  awarded 
to  appellee  upon  an  invention  described  in  the  following  counts : 

1.  In  a  tire  valve  the  combination  of  a  tubular  stem  member  having  its  outer 
end  portion  threaded  to  receive  a  standard  size  coupling  of  an  inflating  device 
and  a  screw  valve  member  for  closing  the  stem  threaded  thereto  and  provided 
with  an  integral  manipulating  flange  of  a  diameter  less  than  said  outer  end 
portion  and  of  slight  depth  to  lie  close  to  said  end  portion  when  In  position  so 
as  to  be  freely  inclosed  within  the  coupling  to  permit  of  the  connection  being 
made  lndei)endent  of  the  valve  member  whereby  the' latter  is  not  subjected 
to  the  strains  to  which  the  coupling  is  subjected,  said  valve  member  being- 
formed  with  a  valve  seat,  a  normally  yielding  valve  plunger  arranged  to  en- 
gage the  valve  seat  and  a  packing  washer  interposed  between  the  valve  member 
and  the  stem  to  form  a  permanent  seal  therebetween. 

2.  In  a  tire  valve,  the  combination  of  a  tubular  stem  member  having  its  outer 
end  threaded  to  receive  a  standard  size  coupling  of  an  inflating  device  and  a 
self-contained  valve  unit  threaded  thereto  and  provided  with  aQ  integral  manip- 
ulating flange  of  a  diameter  less  than  said  outer  end  portion  and  of  slight 
depth  to  lie  close  to  said  end  portion  to  be  freely  inclosed  within  the  coupling, 
said  valve  unit  being  provided  with  a  washer  arranged  to  underlie  the  manipu- 
lating flange  for  sealing  the  stem  by  engaging  the  end  thereof  and  an  Inwardly 
directed  valve  seat,  and  a  yielding  plunger  engaging  said  sisat. 

It  was  old  in  the  art  to  place  the  entire  valve-casing  within  the  tire- 
stem  and  screw  it  down  by  means  of  an  inserted  tool.  The  invention 
here,  stripped  of  all  confusing  terms  used  in  the  claims,  consists  in 
placing  a  thumb-flange  on  the  valve-casing,  so  that  it  may  be  screwed 
in  flsLce  by  hand,  instead  of  by  using  a  tool  for  that  purpose.  The 
exact  location  of  the  packing-washer  is  not  important,  since,  as  was 
said  by  the  Commissioner, 

the  Inventor  of  the  thumb  flange  for  the  purpose  stated  is  the  inventor  of 
the  issue, — ^for  once  given  the  thumb  flange  It  is  probably  obvious  to  a 
mechanic,  especially  after  a  little  experience,  to  put  the  sealing  washer  under 
the  thumb  flange. 

Hackley  was  the  first  to  file,  hence  appellee  must  show,  at  least, 
a  prior  possession  of  the  completed  invention.  This,  we  think,  he 
has  done.  He  has  established  a  making  of  the  device  in  issue  as 
early  as  1911,  almost  three  years  prior  to  Hackley's  filing  date.  But 
it  is  contended  by  appellant,  that,  even  conceding  that  appellee 
made  the  invention,  he  concealed  it  for  over  three  years  before  going 
into  the  Patent  Office,  and  thereby  abandoned  it. 

It  must  be  remembered  that  we  are  not  here  dealing  with  a  case 
where  there  is  lack  of  diligence  in  making  and  completing  an 
invention,  but  delay  in  applying  for  a  patent.  As  said  by  the  Com- 
missioner : 

This  case,  however,  must  not  be  confused  with  a  case  of  delay  in  com- 
pleting the  invention.     Diligence  in  making  an  Invention  is  one  thing;  dill- 
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gence  in  patenting  it  is  quite  another.  If  Henemler  had  completed  the  invention 
in  1911,  or  in  1912,  or  in  1913,  his  right  to  a  patent  then  accrued ;  and  the  ques- 
tion is  only  whether  he  lost  his  right  as  against  Hackley  by  his  laches,  or  by 
concealment  or  suppression.  (Mason  v.  Hepburn,  C.  D.,  1898,  510;  84  O.  6., 
147;  13  App.  D.  C,  86.) 

The  case,  therefore,  turns  upon  the  question  of  abandonment  of 
the  invention  by  appellee  between  the  time  he  reduced  to  practice 
and  the  date  of  filing  his  application  in  the  Patent  Office.  On  this 
point  we  have  examined  the  record  with  special  care,  and  without 
stopping  to  review  the  testimony,  agree  with  the  conclusion  reached 
by  the  Commissioner  and  the  Board  of  Examiners-in-Chief  that  he 
has  not  forfeited  his  rights  by  the  delay. 

The  decision  of  the  Commissioner  of  Patents  is  afflivned,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  required  by  law, 

Affi/rmed, 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Lake  v.  Gunn. 

Decided  February  S,  1919. 
261  O.  G.,  eSl ;  48  App.  D.  C,  376* 

INTESFEBENCD— PbIOBITY — ^DHJOENCE. 

Where  L.,  who  was  the  first  to  conceive  and  the  last  to  rednoe  to  prac- 
tice, testifies  that  at  the  time  he  was  given  a  contract  by  the  €k>vernm«it 
for  the  construction  of  a  submarine,  which  was  prior  to  G.'s  reduction  to 
practice,  it  was  his  intaition  to  place  the  device  of  the  issue  upon  this  sub- 
marine, but  he  is  uncorroborated  as  to  this  and  the  testimony  does  not 
establish  the  making  of  drawings  showing  this  device  until  after  O.'s  filing 
date,  Held  that  L.  was  lacking  in  diligence  and  priority  was  properly 
awarded  to  G. 

Mr.  J.  Edgar  BvJl^  Mr.  W.  H.  Finckely  Jr.,  and  Mr.  M.  D.  Blondel 
for  the  appellant. 
Mr.  Dean  8.  Edwards  and  Mr.  John  C.  Permie  for  the  appellee. 

Smyth,  C.  J. : 

The  invention  of  this  interference  relates  to  fair-water  doors  and 
torpedo-tube  caps  used  in  launching  torpedoes  from  the  torpedo-tube 
of  a  boat. 

Gunn's  application  was  filed  November  80, 1912,  and  Liake's  April 
7,  1914.  Gunn  is,  therefore,  the  senior  party,  and  the  burden  of 
proving  priority  by  a  preponderance  of  the  evidence  rests  on  Lake. 
{SmUh  V.  SmUh,  C.  D.,  1908,  501;  136  O.  G.,  860;  81  App.  D.  C, 
518.)  Neither  party  alleges  an  actual  reduction  to  practice  before 
filing  his  application.  Gunn  satisfactorily  established  invention 
in  June,  1912.    Lake  claims  conception  and  disclosure  in  Bussia  in 
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1906.  Gunn  became  active  in  the  latter  part  of  June  or  about  the 
1st  of  July,  1912,  and  continued  so  jintil  he  filed  in  the  following 
November. 

Assuming  that  Lake  was  the  first  to  conceive  and  disclose  the  in- 
vention, was  he  diligent  when  Gunn  entered  the  field  in  June  or 
July,  1912?  He  claims  that  he  was,  and  asserts  in  this  connection 
that  he  was  given  a  contract  by  the  Government  for  the  construction 
of  a  submarine  in  1911,  that  it  was  then  his  intention  to  place  the 
structure  of  the  issue  upon  the  boat  and  that  this  intention  is  dis- 
closed by  certain  tracings  in  evidence  prepared  by  him  prior  to 
March  15,  1913 ;  but  we  are  unable  to  discover  in  these  tracings  any 
evidence  of  such  an  intention,  nor  is  there  anything  in  his  proposal 
to  construct- the  boat  or  in  any  other  document  prepared  by  him  or 
under  his  direction  which  supports  his  claim.  Mills,  a  draftsman 
engaged  by  the  Government,  testified  that  a  blue-print  of  a  traced 
plan  was  received  from  Lake  in  December,  1912,  (after  Gunn  had 
filed,)  and  that  work  on  the  fair- water  doors  was  begun  by  Lake 
December  9, 1912.  Esmond,  of  the  Lake  Company,  places  the  dates 
of  the  drawings  disclosing  the  fair- water  doors  in  June,  1912,  which, 
if  correct,  would  show  that  Lake  was  at  work  on  the  invention  of  the 
issue  before  Gunn's  constructive  reduction  to  practice,  but  it  de- 
velops that  Esmond's  memory  of  dates  is  not  reliable — for  example, 
he  said  that  the  contract  with  the  Government  was  awarded  to 
Lake  in  1910,  whereas  Lake  himself  says  that  it  was  in  1911.  He 
also  said  that  materials  for  the  construction  of  the  doors  were 
ordered  in  September  and  delivered  in  October,  1910,  several  months 
before  the  contract  was  awarded.  This  is  not  probable.  We  cannot 
accept  his  testimony. 

In  1913,  the  Lake  Company  being  imable  to  finish  the  boat  within 
the  contract  time,  surrendered  it  to  the  Government.  Early  in  the 
same  year  it  was  equipped  with  the  doors  of  the  issue;  but  this  in 
itself  is  not  sufficient  to  establish  that  Lake  intended  from  the  be- 
ginning to  supply  the  boat  with  the  doors.  His  testimony  that  it 
was  his  purpose  to  do  so  is  not  corroborated.  This  is  fatal  to  his 
case.  {Malcolm  v.  Richards,  C.  D.,  1918,  171;  250  O.  G.,  1000;  47 
App.  D.  C,  582,  and  cases  there  cited.) 

We  think  the  decision  of  the  Commissioner  of  Patents,  awarding 
priority  to  Thomas  McCheyne  Owtrn^  is  correct  amd  should  he 
a^rmed. 

Affirmed. 
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[Court  of  Appeals  of  the  DiBtrlct  of  Columbia.] 

FiEux  AND  Wheeler  v.  Coppus. 

Decided  March  S,  1919. 
261  O.  G.,  631 ;  48  App.  D.  C,  422. 

t 

Intebfebence — Priobity — ^Redtjction  to  Practice. 

Evidence  Held  to  establish  that  a  machine  built  by  C.  prior  to  the  earliest 
date  to  which  F.  and  W.  are  entitled  embodied  the  invention  and  consti- 
tuted a  reduction  to  practice  thereof  and  that  priority  was  properly 
awarded  to  0. 

(For  Commissioner's  decisUm  see  ante,  iS;  261  O.  G.,  629.) 

Mr.  F.  P.  Fish,  Mr.  W.  B.  Morton^  and  Mr.  Wm.  M.  Davis  for  the 
appellants. 
Mr.  George  H.  Kennedy,  Jr.,  for  the  appellee. 

EOBB,  /..• 

Appeals  from  concurrent  decisions  of  the  Patent  OflSce  in  an  inter- 
ference proceeding  in  which  priority  was  awarded  the  appellee 
Coppus. 

The  claims  are  four  in  number  and  we  reproduce  the  1st  and  4th 
as  sufficiently  illustrative: 

1.  An  air  propelling  device,  comprising  a  fixed  casing  having  an  opening,  a 
rotatable  blower  having  vanes  fitting  closely  in  the  plane  of  the  opening  creating 
a  current  of  air  composed  of  several  componentsi,  one  a  main  stream  and 
another  a  stray  stream  tending  to  exert  a  choking  effect  between  the  vanes 
and  the  walls  of  the  opening,  and  means  for  relieving  the  choking  effect  of  the 
stray  stream  and  for  directing  said  stray  stream  Into  substantially  the  same 
path  as  the  main  stream,  the  casing  being  constructed  to  confine  the  main 
stream  and  deflected  stray  stream  into  a  single  path. 

4.  An  air  propelling  device,  comprising  a  rotatable  blower  having  vanes  con- 
structed to  create  a  current  of  air  having  several  components,  one  of  said  com- 
pon^ts  traveling  substantially  parallel  to  the  axis  of  rotation  of  the  vanes 
and  the  other  of  said  components  traveling  in  a  general  radial  direction 
with  respect  to  said  axis  and  a  fixed  casing  of  generally  cylindrical  contour 
surrounding  said  vanes  providing  an  inlet  opening  of  substantially  the  same 
diameter  as  that  of  the  vanes  and  providing  an  outlet  of  larger  diameter,  the 
said  vanes  extending  into  said  enlarged  outlet. 

As  stated  by  the  Commissioner,  who  personally  reviewed  the  de- 
cision of  the  Examiners-in-Chief ,  the  invention  is  simple — 

being  an  improvement  In  a  rotary  air-pump  or  blower,  the  improvement  con- 
sisting in  the  provision  of  means  to  prevent  the  choking  effect  caused  by  cen- 
trifugal and  longitudinal  streams  of  air  Issuing  from  the  edges  of  the  fan. 

It  will  be  noted  that  these  are  apparatus  claims  and  that  the  lan- 
guage employed  is  quite  general. 

Coppus  claims  disclosure  and  reduction  to  practice  late  in  1912, 
which  is  earlier  than  the  earliest  date  claimed  by  appellants.  He  has 
introduced  in  evidence  a  blower  constructed  and  used  in  December 
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of  1912,  which  each  of  the  tribunals  of  the  Patent  Office  has  found 
embodies  this  invention.  There  is  no  doubt  whatever  that  the  blower 
was  constructed  and  used  at  the  time  slated  and,  owing  to  the 
phraseology  of  these  claims,  we  are  prepared  to  apcept  the  view  of 
the  Patent  Office  that  it  embodies  the  issue.  It  is  true  that  the  vanes 
do  not  extend  very  far  "  into  said  enlarged  outlet,''  but  it  is  equally 
true  that  claim  4  is  silent  as  to  how  far  they  must  extend.  Since 
they  extend  to  an  appreciable  degree,  Coppus  was  entitled  to  what- 
ever benefit  flowed  from  such  a  construction,  for — 

a  patentee  is  entitled  to  every  use  of  which  his  invention  is  susceptible, 
whether  such  use  be  known  or  unknown  to  him.  (Potts  v.  Creoffer,  C.  D., 
1895.  143;  70  O.  G.,  494;  155  U.  S.,  597.) 

The  decision  is  affmned. 

A-ffirmed, 

Mr.  Justice  Van  Obsdel  dissents. 


[Court  of  Appeals  of  tbe  Dijrtrlct  of  Columbia.] 

Vincent  v.  Landsiedel. 

Decided  March  3, 1919. 

261  O.  G.,  632 ;  48  App.  D.  C,  427. 

Intebfebence — Pbiority — ^Appeal  to  the  CJottbt  of  Appeals. 

Where  on  an  appeal  from  an  award  of  priority  the  Commissioner  held 
that  the  successful  party  could  not  make  the  claims  and  dissolved  the  in- 
terference, Held  that  appeal  from  his  decision  lay  to  the  Court  of  Appeals 
of  the  District  of  Columbia. 

Mr,  F.  P.  Davis,  Mr.  Reeve  Lewis,  and  Mr.  W.  B.  Kerkam  for 
the  appellant. 
Mr.  J.  D.  Rippey  and  Mr.  L.  G.  KingsVmd  for  the  appellee. 

Smtth,  C.  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference.  The  invention  upon  which  the  pi'oceeding  is 
based  is  an  improvement  in  adding  and  recording  machines,  and  the 
counts  of  the  issue  are : 

1.  In  an  adding  machine,  a  series  of  keys,  a  series  of  plates  movable  by  opera' 
tion  of  said  keys,  an  element  settable  to  prevent  movement  of  said  plates  and 
thereby  locking  said  keys,  a  device  for  setting  and  holding  said  element  in 
position  to  prevent  movement  of  said  plates,  connections  for  operating  said 
device,  and  means  indicating  when  said  device  is  in  position  to  hold  said  ele- 
ment to  prevent  movement  of  said  plates. 

8.  In  an  adding  machine,  a  series  of  depressible  keys,  a  series  of  plates  for 
locking  said  keys,  an  element  movable  to  and  from  position  to  cause  said  plates 
to  lock  said  keys,  an  adjustable  actuator  controlling  said  element,  means  for 
setting  said  actuator  in  position  to  actuate  said  element  at  a  predetermined 
occasion,  means  indicating  the  position  of  said  actuator,  means  for  holding 
said  actuator  in  its  different  positions,  means  for  releasing  said  actuator,  and 
means  for  restoring  said  actuator  to  its  starting  point. 
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4.  In  an  adding  machine,  an  item  counting  device  comprising  a  support,  a 
numeral  scale  on  said  support,  a  second  numeral  scale  adjustable  with  respect 
to  the  first  one,  a  latching  device  whereby  said  second  numeral  scale  may  be 
held  in  any  desired  adjustmoit  with  respect  to  the  first-named  scale,  an  actu- 
ator for  holding  s^id  latching  device  in  engagement,  a  signaling  element,  and 
means  operated  by  said  second  numeral  scale  for  caushig  said  signaling  ele- 
meitt  to  signaL 

When  the  interference  was  declared  it  embraced  four  counts. 
Landsiedel,  the  junior  party,  moved  to  dissolve  the  interference. 

The  motion  was  sustained  by  the  Law  Examiner  as  to  coimts  1,  2, 
and  4,  and  denied  as  to  count  3.  On  appeal  the  Examiners-in-Chief 
reversed  the  Law  Examiner  as  to  counts  1  and  4  and  affirmed  him  as 
to  count  2.  Vincent  waived  his  right  to  appeal  from  the  decision 
against  him  on  count  2  and  asked  for  judgment  in  his  favor  on  the 
remaining  counts.  The  request  was  granted  and  priority  was 
awarded  to  him  by  the  Examiner  of  Interferences  as  to  those  counts. 
From  this  decision  Landsiedel  appealed  to  the  Examiners-in-Chief , 
who  affirmed  the  action  of  the  lower  tribunal. 

On  appeal  to  the  Commissioner  the  decision  of  the  Examiners-in- 
Chief  was  reversed  and  the  interference  dissolved.* 

Landsiedel,  contending  that  this  decision  did  not  settle  the  ques- 
tion of  priority  between  the  parties,  moves  in  this  court  to  dismiss 
the  appeal,  on  the  ground  that  we  are  without  jurisdiction  to  review 
the  action  of  the  Commissioner.  In  support  of  his  position  he  cites 
Carlin  v.  Goldberg  (C.  D.,  1917, 128;  236  O.  G.,  1222;  45  App.  D.  C, 
540)  and  Field  v.  CoTman  (C.  D.,  1918, 135;  247  O.  G.,  246;  47  App. 
D.  C,  189.)    We  do  not  think  that  either  case  is  in  point. 

In  the  Caaim  case  the  question  of  priority  was  not  presented  to 
any  of  the  tribunals  of  the  Patent  Office.  The  issue  before  each  re- 
lated solely  to  the  contention  that  Carlin  could  not  make  the  claims. 
The  decision,  then,  was  with  reference  to  a  purely  ancillary  matter 
and  was  in  no  sense  final.  This  is  made  very  clear  by  Mr.  Justice 
Van  Orsdel,  who  spoke  for  the  court.    He  said : 

A  motion  to  dissolve  is  interlocutory,  and  appeal  will  not  lie  to  tills  court 
from  an  order  thereon. 

The  Field  case  is  to  the  same  effect.  It  was  there  observed  that 
ther0*«vas — 

no  judgment  of  priority  entered  by  the  Commissioner,  but  such  a  judgment 
could  not  have  been  entered,  since  the  case  was  appealed  through  the  various 
tribunals  of  the  Patent  Office  upon  the  sole  question  of  whether  the  motion  to 
dissolve  the  interference  should  be  sustained  or  denied.  At  no  stage  of  the  pro- 
ceedings was  the  question  of  priority  tried  or  determined. 

^  Note  by  tbe  Patent  Office. — ^Thls  decision,  in  whlcb  it  was  held  that  Vincent  could  not 
make  the  claims,  concludes  as  follows :  "  None  of  these  claims  have  any  logical  support 
in  Vincent's  construction.  The  deciaUm  of  the  B»aminer94n^Ohtef  it  reversed,  and  the 
interferenee  is  dieeolved." 
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The  situation  is  quite  different  in  the  case  before  us.  Here  the 
question  of  priority  was  presented  to  each  of  the  lower  tribunals  and 
passed  uponi  It  was  from  the  decision  of  the  Examiners-in-Chief 
awarding  priority  to  Vincent  that  Landsiedel  appealed  to  the  Com- 
missioner. Undoubtedly  Landsiedel  had  a  right  on  that  appeal  to 
have  the  ruling  of  the  lower  tribunal  on  the  motion  to  dissolve  re- 
viewed as  a  matter  ancillary  to  the  decision  on  the  question  of 
priority,  and  therefore  necessarily  involved  in  the  appeal.  {Podlesak 
V.  Mclnnemey,  C.  D.,  1906, 558;  120  O.  Q.,  2127;  26  App.  D.  C.,  399; 
Cosper  V.  Gold,  C.  D.,  1910, 282;  151  O.  G.,  194;  34  App.  D.  C.,  194.) 
This  court,  speaking  of  the  Commissioner  in  in  re  FvZlagar,  (C.  D., 
1909,  270;  138  O.  G.,  259;  32  App.  D.  C,  222,)  said  that  if  he  decided 
that  FuUagar — 

had  no  right  to  make  the  claims  of  the  interference,  because  not  disclosed  in  his 
application,  he  would  necessarily  have  awarded  priority  to  Emmett.  {United 
States,  ex  t€L,  Newcomb  Motor  Co.  v.  Moore,  (C.  D.,  1908,  332;  133  O.  G..  1680; 
80  App.  D.  C,  464. )  The  latter*s  application  having  been  aUowed,  and  Fullagar 
having  been  put  out  of  the  case,  there  would  remain  nothing  else  to  do. 

In  re  Creveling  (C.  D.,  1918, 145;  247  O.  G.,  747;  46  App.  D.  C, 

536)  is  authority  for  the  proposition  that  where  it  was  ruled  on  a 

motion  to  dissolve  that  a  party  could  not  make  the  claims,  his 

remedy — 

was  to  await  a  final  decision  in  the  interference  proceeding,  whatever  might  be 
the  form  of  that  decision,    ♦    ♦    ♦    and  appeal  therefrom  to  this  court. 

The  question  of  priority,  as  we  have  noted,  was  before  the  Com- 
missioner for  decision  in  the  instant  case.  If  in  addition  to  reversing 
the  Examiners-in-Chief  and  dissolving  the  interference  he  had  ad- 
judged priority  to  Landsiedel,  it  would  be  clear  that  his  decision 
would  be  appealable;  but  that  in  effect,  albeit  not  in  form,  is  what  he 
did.  In  the  language  of  the  FuUagar  case  there  was  for  him  "  nothing 
else  to  do.^  We  think  the  motion  to  dismiss  for  want  of  jurisdiction 
must  be.  overruled. 

On  the  record  it  must  be  conceded  that  if  Vincent  had  a  right  to 
make  the  claims,  he  is  entitled  to  priority.  The  appellee's  position 
with  respect  to  this  is  that  Vincent's  application  does  not  contain  a 
disclosure  affording  a  basis  for  the  claims.  The  Board  of  Examiners- 
in-Chief  went  into  the  matter  very  thoroughly  in  their  opinion  upon 
the  motion  to  dissolve,  and  reexamined  it  upon  the  appeal  from  the 
decision  of  the  Examiner  of  Interferences  awarding  priority  to  Vin- 
cent They,  as  we  have  said,  affirmed  the  action  of  the  Examiner  of 
Interferences. 

We  are  satisfied  with  their  reasoning  and  conclusion,  and  therefore 
reverse  the  decision  of  the  Corrmiissioner  of  Patents  and  award 
priority  of  invention  of  the  mbject-matter  of  cotmts  i,  5,  a/nd  i  to 
Jesse  G,  Vincent. 

Reversed. 
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[Court  of  Appeals  of  the  District  of  Colambia.] 

The  Atlas  Underwear  Company  v.  B.  V.  D.  Company. 

Decided  March  5,  1919. 

26i  O.  G.,  801 ;  48  App.  D.  C,  425. 

1.  Tbade-Mabks — Opposition — Tbade-Mabk  Use  by  the  Opfoseb  Not  Kbces- 

SABY. 

In  order  that  an  opposition  may  be  sustained  it  is  not  necessary  that 
the  opposer  establish  a  trade-mark  use  of  the  mark.  It  is  sufficient  if  he 
has  acquired  a  right  to  use  the  mark,  though  not  an  exclusive  one,  prior 
to  the  applicant's  adoption  of  the  mark. 

2.  Same — Similarity. 

a  mark  for  underwear  consisting  of  an  oval  within  which  is  the  picture 
of  a  young  man  wearing  a  union-suit  being  measured  with  a  tape-line  Held 
not  registrable  where  it  appeared  that  the  opposer  had,  prior  to  the  appli- 
cant's date  of  adoption  of  the  word,  used  upon  its  catalogues  and  the  boxes 
containing  its  goods  a  picture  of  a  man  dressed  in  underwear  only  and 
inclosed  in  a  circle. 

Mr.  C,  H.  DueU  and  Mr,  F.  P.  Warfield  for  appellant. 
Mr.  Hans  v.  Briesen  for  the  appellee. 

Smyth,  C,  J.: 

The  B.  V.  D.  Company  opposed  the  application  of  the  Atlas  Un- 
derwear Company  for  the  registration  of  a  trade-mark  for  under- 
wear, consisting  of  an  oval  within  which  is  the  picture  of  a  young 
man  wearing  a  union-suit  while  he  is  being  measured  with  a  tape- 
line  extending  from  the  crotch  to  the  right  shoulder,  where  it  is  held 
by  two  hands  of  a  second  person.  A  decision  in  favor  of  the  opposer 
was  given  by  the  Commissioner  of  Patents. 

It  is  clearly  established  that  for  many  years  the  opposer  has  been 
engaged  in  the  distribution  and  sale  of  men's  union-suits  throughout 
the  United  States  and  in  foreign  countries,  and  that  for  sometime 
it  has  been  accustomed  to  use  representations  quite  similar  to  appli- 
cant's in  its  catalogues  and  on  the  boxes  containing  its  goods;  that 
the  covers  of  some  of  these  boxes,  and  advertising-matter  put  out 
by  it,  carry  a  picture  of  a  man  dressed  in  underwear  only,  and  in- 
closed in  a  circle  similar  to  the  one  in  the  mark  which  the  applicant 
seeks  to  register.  The  illustrations  on  the  boxes  have  been  in  use  by 
the  opposer  since  1912,  and  those  in  the  catalogues  since  1910.  Appli- 
cant claims  no  use  of  its  mark  prior  to  April  1, 1915. 

Applicant  does  not  deny  the  identity  of  the  marks,  as  we  under- 
stand the  argument,  but  contends  that  its  mark  is  registrable  in  the 
absence  of  a  superior  right  in  the  opposer ;  that  the  latter  has  failed 
to  prove  trade-mark  use,  or  use  analogous  thereto,  of  its  mark,  and 
therefore  it  has  not  a  superior  right  and  is  not  entitled  to  object  to 
the  registration  of  applicant's  mark. 
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We  do  not  think  the  opposer  is  required  to  show  a  superior  right 
in  order  that  it  may  successfully  resist  the  application.  If  it  is  on 
an  equal  footing  with  the  applicant  and  can  show  probable  damage, 
that  will  be  enough.  This  court  has  declared  more  than  once  that 
a  trade-mark  use  of  a  mark  by  an  opposer  is  not  necessary  in  a  pro- 
ceeding such  as  the  one  before  us.  {Ncvtural  Food  Gompmiy  v.  WUr 
liams,  C.  D.,  1908,  320;  133  O.  G.,  232;  30  App.  D.  C,  348;  H.  W. 
Jokns-McmviUe  Company  v.  Americcm  Stecmu  PacHnff  Compimyy 
C.  D.,  1909,  425;  145  O.  G.,  257;  33  App.  D.  C,  224;  Electro  Steel 
Company  v.  Linderibrrg  Steel  Company^  C.  D.,  1915, 144;  215  O.  G., 
977;  43  App.  D.  C,  270.)  The  record  discloses  that  the  opposer  was 
using  the  mark  under  consideration  in  connection  with  its  business 
prior  to  the  applicant's  coming  into  the  field.  It  thereby  acquired  a 
right  to  its  use,  although  not  necessarily  an  exclusive  one.  If  regis- 
tration is  granted  to  the  applicant's  mark,  that  right  would  be  se- 
questered and  the  applicant  given  a  monopoly  of  the  mark.  This 
would  likely  result  in  damage  to  the  opposer;  hence,  the  latter  has  a 
right  to  resist  the  registration. 

The  deeision  of  the  Com/nussioner  of  Patents^  sustairdng  the  oppo- 
sition of  the  B,  V,  D.  Compcmy  and  denying  to  the  Atlas  Underwear 
Company  the  registration  of  the  mark  shown  in  Us  application  on 
the  goods  therein  specified  is  aftrwjed. 

Affirmed. 

[Coart  of  Appeals  of  the  DiBtrict  of  Colambla.] 

In  re  Cijtler. 

Decided  March  S,  1919, 

261  O.  G.,  801 ;  48  App.  D.  C.  444. 

Res  Jxjdicata — Claims  Copied  fbom  Patent  Afteb  Adverse  Decision  on 
Pkiobity. 
In  an  interference  between  H.  and  C.  priority  was  awarded  to  H.  and 
a  patent  was  granted  to  him.  Thereafter  C.  discovered  an  earlier-filed 
application  which  supported  some  of  the  claims  of  H.'s  patent  and  sought 
an  interference,  which  was  denied  because  the  application  was  in  issue 
and  the  proposed  claims  were  for  a  different  species.  Thereupon  a  divi- 
sional application  was  filed  containing  such  claims  and  an  interference  was 
declared,  which  was  dissolved  on  the  ground  of  res  judicata.  Upon  appeal 
from  an  ex  parte  rejection  on  this  ground  Held  that  the  question  of 
priority  was  res  judicata^  since  the  claims  were  in  H.'s  application  during 
the  first  interference  and  in  accordance  with  New  Departure  Mfg.  Co.  v. 
Robinson  (C.  D.,  1913,  332;  188  O.  G.,  1055;  39  App.  D.  C,  504)  should 
then  have  been  made  by  C,  even  though  it  had  been  necessary  to  declare 
another  interference.  (In  re  Curtiss,  C.  D.,  1917,  142;  238  O.  G.,  660;  46 
App.  D.  C,  183,  distinguished.) 

Mr,  Frank  H.  Hubbard  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 
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Van  Orsdel,  /. ; 

This  appeal  was  taken  from  the  decision  of  the  Commissioner  of 
Patents  rejecting  appellant's  application  for  an  invention  relating 
to  starters  for  electric  motors.  It  is  unnecessary  to  state  the  claims, 
since  the  appeal  turns  upon  a  single  question  of  law. 

It  appears  that  appellant  filed  an  application  for  a  patent  on 
February  10, 1902,  on  which  patent  issued  September  28, 1915.  This 
will  hereafter  be  referred  to  as  the  original  application.  On  Feb- 
ruary 27, 1907,  he  filed  a  division  of  the  original  application,  which 
will  be  referred  to  as  the  divisional  application.  He  also  filed  an 
application  on  April  9,  1904,  on  which  patent  was  issued  November 
5, 1912,  herein  referred  to  as  the  1904  application. 

The  1904  application  was  involved  in  an  interference  with  one 
Hall,  which  resulted  in  a  judgment  of  priority  for  Hall.  Hall 
secured  a  patent  July  8,  1906.  Appellant's  1902  application  was 
not  involved  in  the  interference.  Subsequently,  appellant  discov- 
ered claims  in  his  original  application,  which  would  have  supported 
claims  in  Hall's  application.  He,  therefore,  under  Office  Rules  78 
and  165,  on  December  24, 1906,  sought  to  insert  in  the  original  appli- 
cation then  in  course  of  issue  an  amendment,  consisting  of  certain 
claims  taken  from  the  Hall  patent.  This  petition  was  denied,  on 
the  ground  that  the  claims  were  directed  to  a  species  different  from 
that  claimed  in  the  application. 

Appellant  then  filed  the  divisional  application — the  application  at 
bar — claims  1  and  8  of  which  correspond  to  claims  18  and  17,  re- 
spectively, of  the  Hall  patent.  A  second  interference  between  ap- 
pellant and  Hall  was  declared.  This  interference  was  dissolved  in 
successive  appeals  to  the  Commissioner,  on  the  ground  that  the  judg- 
ment in  the  former  interference  was  res  judicata.  The  application 
was  then  returned  to  the  Primary  Examiner,  where  it  was  rejected 
on  the  same  ground.  The  rejection  was  affirmed  by  the  Board  of 
Examiners-in-Chief,  and  also  by  the  Commissioner,  who  based  his 
decision  both  on  res  judicata  and  equitable  estoppel.  From  that 
decision,  this  appeal  was  taken. 

The  tribunals  below  rejected  claims  2,  4,  5,  and  6,  on  the  groimd 
that  they  were  drawn  substantially  to  the  same  subject-matter  as 
claims  1  and  3,  and  were  not  patentably  different  from  those  claims. 
With  this  holding,  we  are  in  accord.  This  leaves  the  single  ques- 
tion, whether  or  not  the  judgment  in  the  first  interference  is  res 
judicata  of  appellant's  right  to  make  claims  1  and  8,  which  cor- 
respond with  claims  of  the  Hall  patent. 

When  the  Examiner  of  Interferences  decided  in  favor  of  Hall  in 
the  first  interference,  appellant  appealed  to  the  Board  of  Examiners- 
in-Chief,  who  affirmed  the  Examiner.  No  appeal  was  taken  from 
^hat  decision,  and  the  judgment  of  tibie  Board  became  final  between 
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the  parties  as  to  the  cause  of  action  there  involved  and  as  to  every 
issue  which  was,  or  might  have  been,  decided  therein.  {Blachfard  v. 
Wilder,  C.  D.,  1903,  567,  573,  578;  104  O.  G.,  578,  580,  582;  21  App. 
D.  C,  1.)  The  present  claims  were  in  Hall's  application.  Appel- 
lant's original  application  was  in  the  Patent  Office,  and  had  he 
brought  it  into  the  case,  his  right  of  priority  over  Hall  could  there 
have  been  decided  and  settled.  Even  had  a  nominal  second  inter- 
ference  been  necessary,  the  interferences  would  have  been  one  and 
could  have  been  considered  on  a  single  record,  since  the  claims  were 
conunon  to  both  inventions.  {Cross  v.  Rushy,  C.  D.,  1914,  212;  204 
O.  G.,  321 ;  42  App.  D.  C,  841 ;  New  Departwre  Mfg.  Co.  v.  Robin- 
son, C.  D.,  1913,  332;  188  O.  G.,  1055;  39  App.  D.  C,  504.)  . 

Clearly,  imder  our  ruling  in  the  Robinson  case,  appellant  was  es- 
topped to  prosecute  his  second  interference.  That  being  so,  the  same 
rule  will  apply  to  the  present  case.  Nor  can  he  take  refuge  behind 
our  decision  in  the  case  of  in  re  CvHiss,  (C.  D.,  1917,  142;  238 
O.  G.,  650 ;  46  App.  D.  C,  183. )  In  that  case,  it  appeared  that  in  an 
earlier  interference  {Jamn  v.  CwriisSy  C.  D.,  1916,  233;  231  O.  G., 
1539;  45  App.  D.  C,  362)  the  count  in  issue  called  for  a  hydroaero- 
plane capable  of  rising  from  and  alighting  upon  the  water,  while  the 
claims  of  the  later  divisional  application  related  to  a  device — 

capable  of  safe. operation  at  high  speed  on  the  water,  regardless  of  whether  the 
machines  are  constructed  so  as  to  be  able  to  subsequently  rise  from  the  water 
and  fly  in  the  air. 

We  held  the  decision  in  the  interference  was  not  res  judicata  of  the 
claims  of  the  divisional  application  undeV  consideration  in  the  later 
case.  The  machine  involved  in  the  interference  and  the  one  involved 
in  the  later  application  were  entirely  different  and  performed  differ- 
ent functions.  In  that  case  {in  re  Curtiss)  we  held  the  causes  of  ac- 
tion were  different,  but  here  the  cause  of  action  is  the  same  in  both 
cases.  They  are  directed  to  the  same  device  or  invention — a  starter 
for  an  electric  motor  which  automatically  cuts  out  resistance.  The 
distinction  between  the  Curtiss  case  and  the  case  at  bar  is  supported 
by  the  rule  of  res  judicata  announced  in  Cromwell  v.  County  of  Sac^ 
(94  TT.  S.,  351,)  where  the  suit  was  upon  four  county  bonds  and  four 
coupons  thereto  attached.  A  judgment  had  been  returned  upon 
earlier-maturing  coupons  attached  to  the  same  bonds,  which,  it  was 
claimed,  constituted  an  estoppel  to  the  second  suit  between  the  same 
parties.    The  Court,  speaking  through  Mr.  Justice  Field,  said : 

In  considering  the  operation  of  this  Judgment,  it  should  be  borne  in  mind, 
as  stated  by  counsel,  that  there  is  a  difference  between  the  effect  of  a  Judgment 
as  a  bar  or  estoppel  against  the  prosecution  of  a  second  action  upon  the  same 
claim  or  demand,  and  its  effect  as  an  estoppel  in  another  action  between  the 
same  parties  upon  a  different  claim  or  cause  of  action.    In  the  former  case,  the 
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judgment,  if  rendered  upon  the  merits,  constitutes  an  absolute  bar  to  a  subse- 
quent action.  *  *  *  But  where  the  second  action  between  the  same  parties 
is  upon  a  different  claim  or  demand,  the  judgment  in  the  prior  action  operates 
as  an  estoppel  only  as  to  those  matters  in  issue  or  points  controverted,  upon  the 
determination  of  which  the  finding  or  verdict  was  rendered. 

The  decision  of  the  Commissioner  of  Patents  denying  the  claims 
to  appellant  on  the  ground  of  res  judicata  is  right. 

The  decision  is^  therefore^  affirmed^  and  the  clerk  is  directed  to 
certify  these  proceedings  as  by  law  required. 

Affirmed. 

[Court  of  Appeals  of  the  District  of  Colambia.] 
HAUSCHHiD,  BY  THB  ASSIQNEE  OF   HiS   EnTIKE   INTEREST,   BeGEJSR,  V. 

Sfeidel. 

Decided  March  5,  1919,    * 
261  O.  G.,  803 ;  48  App.  D.  C,  410. 

I NTERFEKBNCE — PMOBFTY — DILIGENCE. 

Where  during  the  prosecution  of  an  application  S.,  who  was  a  resident 
of  Germany,  Introduced  amendments  which  embodied  the  invention  in 
issue,  but  which  the  Examiner  held  to  be  new  matter  in  that  application, 
and  two  months  thereafter  he  canceled  this  amendment,  stating  that  it 
was  removed  "  for  probable  presentation  elsewhere,"  and  then  four  months 
thereafter  filed  the  application  involved  herein,  Held  that  S.,  who  was  the 
first  to  conceive  the  invention,  was  not  lacking  in  diligence  and  that  priority 
was  properly  awarded  to  him. 

Mr.  H.  R.  M.  Everett  for  Appellant. 

Mr.  B.  G.  Foster  and  Mr.  C.  G.  Campbell  for  appellee. 

Smyth,  C.  J. : 

Hauschild,  by  his  assignee  Becker,  appeals  from  a  decision  against 
him  in  an  interference  proceeding  relating  to  a  process  for  soldering 
chain-links  made  from  wire  in  which  the  solder  is  contained  as  a 
core.  The  issue  is  expressed  in  eight  counts,  of  which  1,  2,  6,  and  7 
are  typical.    They  read ; 

1.  A  process  of  soldering  chain  made  from  solder  wire,  consisting  in  coating 
the  chain  with  a  soldering  salt,  removing  the  said  coating  except  from  the  joint 
surfaces,  and  then  closing  the  joints  by  heating  the  chain  with  said  joints  so 
coated  and  the  rest  of  its  surface  bare  or  uncoated  with  soldering  salt 

2.  A  process  of  soldering  chain  made  from  solder  wire,  consisting  in  coating 
the  chain  wltli  a  soldering  salt,  removing  the  said  coating  except  from  the 
joint  surfaces  of  the  links,  and  then  closing  the  joints  with  a  soldering  flame. 

6.  Process  of  preventing  intersoldering  of  solder-cored  metal  chain  links, 
consisting  in  applying  a  deoxidizer  to  the  work  piece,  removing  it  again  there- 
from except  at  the  joints,  heating  the  work  piece  until  a  compound  of  the 
metal  component  of  the  shell  of  the  links  is  produced  on  the  surface  of  the 
links,  and  then  continuing  the  heat  to  the  fusing  point  of  the  solder  core,  sub- 
stantially as  set  forth. 
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7.  In  the  method  of  automatically  soldering  chains,  applying  a  flux  to  the 
Joints  of  the  links,  removing  the  surplus  flux,  and  subjecting  the  joints  to  an 
oxidizing  heat  capable  of  fusing  the  solder. 

When  heat  was  applied  to  the  solder  for  the  purpose  of  forming  a 
joint,  the  solder  would  run  out  from  the  joints  and  freeze  the  links 
together,  thus  producing  what  is  called  stiff  solder.  How  to  over- 
come this  was  the  problem  which  claimed  the  attention  of  the  in- 
ventors. 

Speidel  obtained  a  patent  for  a  process  relative  to  the  subject  in 
February,  1912,  upon  an  application  filed  April  22, 1910.  While  this 
application  was  pending  he  presented  certain  amendments.  One 
was  filed  in  August,  1910,  one  in  February,  1911,  and  one  in  May, 

1911.  All  were  objected  to  by  the  Examiner  as  constituting  new 
matter.    The  application  here  involved  was  filed  by  him  February  23, 

1912.  Hauschild's  application  was  filed  October  14,  1911.  The 
Examiner  gave  the  claims  to  Hauschild.  His  action  was  reversed 
by  the  Board  of  Examiners-in-Chief,  and  on  appeal  the  Commis- 
sioner in  a  carefully-prepared  opinion  affirmed  the  Board. 

Hauschild  asserts  that  the  process  revealed  in  his  application  is 
different  from  that  disclosed  in  Speidel's  patent,  but  admits  that 
there  is  no  difference  between  his  process  and  the  process  of  Speidel's 
present  application.  He  urges,  however,  that  since  Speidel  did  not 
reduce  to  practice  until  February,  1912,  his  filing  date,  he,  Hauschild, 
having  filed  in  October,  1911,  is  entitled  to  priority. 

We  agree  with  the  Commissioner  that  there  is  no  difference  be- 
tween the  process  of  the  Speidel  patent  and  that  disclosed  in  Haus- 
child's application.    He  says : ' 

If  it  be  a  fact  as  contended  by  Hauschild,  that  diluted  sulfuric  acid  wiU 
not  form  a  protective  coating  on  the  copper,  but  will  assist  only  in  removing 
the  borax  crystals,  then  the  same  is  true  of  the  process  in  which  the  chain  is 
treated  with  sawdust  moistened  with  diluted  sulfuric  acid.  On  the  other  hand, 
if  in  Speidel's  process  the  acid  does  form  a  protective  coating,  then  necessarily 
it  must  do  the  same  in  Hauschild's  process,  where  the  sand  is  similarly 
moistened. 

Moreover,  if  we  accept  the  Hauschild  theory  that  the  preheating 
apparently  contemplated  by  the  claims  means  only  that  as  the  metal 
is  raised  to  a  soldering  temperature,  oxid  is  first  formed,  the  inven- 
tion was  disclosed  by  Speidel  when  he  tendered  the  amendments  to 
his  original  application  which  we  have  referred  to  above. 

In  the  amendment  of  February,  1911,  he  said : 

I  can  make  use  of  the  oxid  coating  which  forms  eo  ipso  upon  the  heat  at  the 
soldering  place  being  gradually  raised  to  the  point  of  melting  the  solder  core. 

This  was  repeated  in  the  following  May  when  he  withdrew  the 
amendments.  Each  date  being  prior  to  Hauschild's  filing  date, 
Speidel  is  entitled  to  prevail  if  he  was  diligent  between  the  date  of 
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his  disclosure  and  the  filing  of  his  present  application.  Both  parties 
were  residents  of  Germany.  The  Patent  Office  letter  informing 
Speidel  that  his  amendments  contained"  new  matter  was  mailed  on 
July  17, 1911.  In  the  following  October  he  canceled  the  new  matter, 
stating  that  he  removed  it  "  fbr  probable  presentation  elsewhere." 
Within  four  months  after  this  he  filed  the  present  application.  Con- 
sidering the  fact  that  he  was  a  resident  of  Germany  and  the  time 
necessary  to  communicate  between  the  two  countries,  we  think  he 
was  diligent  and  therefore  is  entitled  to  a  date  of  disclosure  prior 
to  that  of  Hauschild. 

The  decision  of  the  Com/rmssioner  is  afi/rmed  <md  priority  of  ior 
mention  of  the  suhject-matter  awarded  to  Eugen  Speidel. 

Affirmed.  ' 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Barbara  Hauss,  Administratrix  of  the  Estate  of  David  J.  Hauss, 

Deceased,  v.  Merrell. 

Dec%ae6,  March  3,  1919. 

261  O.  G.,  956 ;  48  App.  D.  C,  433. 

Reissue — ^New  Matter — Right  of  tNTESFEBANT  to  Make  Claims. 

Where  a  patent  to  H.  for  a  process  of  producing  desiccated  milk  was 
allowed  over  the  prior  art  because*  he  disclosed  a  desiccating-chamber 
having  heated,  walls,  Held  that  M.  was  not  entitled  to  make  the  process 
claims  in  an  application  for  the  reissue  of  a  patent  which  did  not  disclose 
a  chamber  having  heated  walls.  '* Attempts  to  enlarge  the  scope  of  an 
application  once  filed  or  of  a  patent  once  granted  should  be  frowned  upon, 
especially  where  the  result  would  be  the  appropriation  of  an  intervening 
invention." 

Mr.  C.  W.  Miles  and  Mr.  Harry  B.  Rook  for  the  appellant. 
Mr.  H.  P.  Derdson  for  the  appellee. 

RoBB,  J.: 

Appeal  from  a  decision  of  an  Assistant  Commissioner  of  Patents 
in  an  interference  proceeding  in  which  priority  was  awarded  the 
appellee  Merrell. 

The  invention  relates  to  an  improved  process  of  preparing  desic- 
cated milk  and  other  similar  food  products  in  a  finely  divided  or 
powdered  state.  Hauss's  application  was  filed  November  16,  1914, 
and  a  patent  issued  on  December  7,  1915.  The  Hauss  specification 
declares  that  one  of  the  objects  of  his  invention — 

is  to  provide  an  improved  method  whereby  soluble  finely  divided  or  flour 
desiccated  milk  may  be  prepared  free  from  mechanical  or  foreign  material,  or 
hard  gritty  or  insoluble  lumps  or  particles,  and  in  sterilized  condition.    Another 
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object  is  to  provide  an  improved  method  capable  of  being  continuously  carried 
out,  and  enabling  the  product  to  be  conveniently  isolated  and  recovered. 

In  an  accompanying  drawing  is  shown — 

a  deHccaiing  chamher  A  having  a  jacket  2  ty  means  of  which  the  side  walls  of 
said  chamber  are  heated. 

Heating-coils  3,  through  which  steam  or  other  heating  medium  is 
circulated  through  said  jacket  to  be  heated  by  contact  with  said 
coil  and  thereby  uniformly  heat  the  walls  of  the  chamber  A  to  the 
desired  degree  without  liability  of  overheating  said  walls  at  any 
point,  or  locality.    Later  in  the  specification  it  is  stated  that — 

the  Jacket  2  serves  to  keep  the  upper  portion  of  the  chamber  heated  and  pre- 
vents any  condensation  of  moifitore  on  Its  Inner  walls  to  which  the  milk  or 
particles  might  adhere. 

The  claims  involved  are  as  follows: 

1.  The  process  of  producing  desiccated  milk  powder  which  comprises  remov- 
ing a  portion  of  the  water  contents  of  the  milk  by  evaporation,  atomizing 
the  heated  condensed  mUk  in  a  chamber,  introducing  sufficient  heat  to  desiccate 
the  milk  in  a  current  of  heated  air  introduced  through  the  atomizer,  and 
separating  the  desiccated  milk  from  the  air  and  water  vapor  before  condensa- 
tion of  the  water  vapor  carried  by  the  air  occurs, 

2.  The  process  of  producing  desiccated  milk  powder  which  comprises  remov- 
ing a  portion  of  the  water  contents  of  the  milk  by  evaporation,  atomizing  the 
heated  condensed  milk  by  means  of  an  excess  of  heated  air  In  a  chamber 
thereby  utilizing  the  air  employed  to  atomize- the  condensed  milk  as  a  carrier 
for  all  the  heat  necessary  to  desiccate  the  condensed  milk,  and  separating  the 
desiccated  milk  powder  from  the  air  while  the  air  is  stiU  in  a  heated  condition 
and  free  from  moisture  resulting  from  condensation  of  the  water  vapor  carried 
thereby. 

After  the  issuance  of  the  Hauss  patent,  containing  the  above  claims, 
"Merrell  applied  for  a  reissue  of  his  patent,  No.  1,136,356,  dated  April 
20,  1915,  the  application  for  which  was  filed  on  February  16,  1912, 
and  he  finally  was  permitted  to  copy  claims  1  and  2  of  the  Hauss 
patent,  this  interference  following.  Hauss  moved  to  dissolve  on  the 
ground  that  Merrell's  patent  fails  to  disclose  the  invention  in  contro- 
versy, and  hence  that  Merrell  has  no  right  to  make  the  claims.  The 
Examiner  and  Assistant  Commissioner  sustained  Merrell's  conten- 
tion, while  the  Examiners-in-Chief  found  for  Hauss.  That  tribunal 
invited  attention  to  the  fact  that  the  Hauss  process  calls  for  the 
heating  of  the  desiccating-chamber  walls;  that  there  is — 

a  clear  difference  between  the  Merrell  and  Hauss  devices,  the  only  point  in  the 
.  case  being  whether  or  not  the  difference  is  brought  out  in  the  counts. 

The  Board  then  stated  that  the  counts  originated  with  Hauss  and 
that  the  above-mentioned  difference  between  the  two  devices  was  the 
principal  argument  successfully  advanced  for  the  allowance  of  his 
claims. 

In  Manly  v.  WUUams  (C.  D.,  1911,  397;  168  O.  G.,  1034;  37  App. 
D.  C,  194)  this  court  had  occasion  to  state  the  rule  relating  to 
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the  reissue  of  patents,  in  effect  that  attempts  to  enlarge  the  scope  of 
0  an  application  once  filed  or  of  a  patent  once  granted  should  be 
frowned  upon,  especially  where  the  result  would  be  the  appropriation 
of  an  intervening  invention.  So,  in  this  case,  it  should  clearly  ap- 
pear that  MerrelPs  original  specification  furnishes  a  proper  basis 
for  these  claims,  especially  as  he  had  taken  out  other  patents  relating 
to  this  art.  Thus,  his  patent  dated  July  23,  1907,  No.  860,929,  dis- 
closes a  process  for  desiccating  milk  which  broadly  anticipates  the 
present  process. 

In  fact,  there  is  perhaps  less  difference  between  that  process  and 
the  process  disclosed  in  the  Merrell  specification  here  in  review  than 
there  is  between  the  later  Merrell  process  and  that  of  Hauss.  Merrell 
Patent  No.  954,451^  dated  April  12,  1910,  discloses  another  process 
for  desiccating  milk  very  similar  to  that  of  the  prior  patent,  except 
that  provision  is  ^lade  in  the  later  patent  for  a  heat-resisting  jacket 
to  prevent  excessive  heating  of  the  milk  in  its  passage  through  die 
atomizer.  When  the  application  for  the  Merrell  patent  here  in- 
volved was  filed,  therefore,  the  art  was  so  well  developed  that  he 
should  have  known  exactly  what  improvements  he  had  made.  The 
walls  of  the  desiccating-chamber  shown  and  described  by  him  are  not 
heated,  and  we  agree  with  the  Examiners-in-Chief  that,  the  Patent 
OflSce  having  found  this  element  in  the  Hauss  disclosure  to  be  ma- 
terial and  to  constitute  a  patentable  improvement  over  the  prior  art, 
it  would  be  inconsistent  and  unjust  now  to  permit  Merrell,  who  did 
not  disclose  this  element,  to  appropriate  it.  These  claims  having 
originated  with  Hauss  they  should  be  given  an  interpretation,  if 
possible,  that  will  vitalize  the  disclosure  in  his  specification ;  in  other 
words,  an  interpretation  consistent  with  and  protecting  that  dis- 
closure. 

We  therefore  are  of  opinion  that  the  Merrell  patent  contains  no 
basis  for  the  words — 

and  separating  the  desiccated  milk  from  the  air  and  water  vapor  before  con- 
densation of  the  water  vapor  carried  by  the  air  occurs, 

as  used  in  the  Hauss  patent,  where  they  originated  and  with  ref- 
erence to  which  they  must  be  interpreted.  Hauss's  dr^^wing  and 
specification  not  only  fully  disclose  the  heated  desiccating-chamber 
walls  but  carefully  point  out  the  advantages  to  be  derived  therefrom. 
Merrell,  on  the  contrary,  shows  no  such  heated  walls,  nor  does  his 
specification  indicate  that  he  appreciated  that  any  advantages  would 
result  from  such  a  construction.  In  short,  there  is  nothing  to  indi- 
cate that  the  idea  ever  occurred  to  him.  Hauss,  on  the  contrary,  did 
disclose  it  and,  at  that  time,  the  Patent  Office  evidently  was  satisfied 
that  this  step  in  the  process  was  patentably  different  from  the  prior 
art.    At  all  events,  we  are  convinced  that  there  is  no  real  basis  in  the 
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Merrell  application  for  the  allowance  of  these  claims,  if  they  are  to 
be  given  an  interpretation  consistent  with  the  Hauss  specification, 
in  which  they  originated. 

The  decision  is  reversed  and  priority  awarded  Homss. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Hillard. 

Decisions  per  Curiam  March  SI,  1919. 

262  O.  G.,  167 ;  48  App.  D.  C,  493. 

(No.  1,177.) 

Mr.  Thomas  Swing  and  Mr.  Vernon  M,  Dorsey  for  the  appellant. 
Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  certain  claims  for  an  invention  relating  to  escapement  mech- 
anism for  type-writing  machines,  covering  broadly  the  beveling  of 
the  faces  of  the  pawls  or  dogs  engaging  the  rack  to  regulate  the  move- 
ment of  the  carriage. 

The  case  has  been  pending  in  the  courts  arid  the  Patent  Office  in 
one  form  or  another  for  about  twenty-three  years.  The  record  is 
very  voluminous.  The  decisions  of  the  three  tribunals  of  the  Patent 
Office  are  unanimous  in  holding  that  the  claims  are  anticipated  by  an 
invention  of  one  Diss  incorporated  into  a  Remington  machine  as  early 
as  1890,  and,  therefore,  are  not  patentable  to  appellant. 

The  contention  of  appellant  that  the  Diss  invention  is  only  an 
abandoned  experiment  is  without  merit.  That  what  Diss  did 
amounted  to  a  valuable  contribution  to  public  use  was  held  in  HiUard 
V.  Remington  Typewriter  Co.  (163  Fed.  Rep.,  281.)  Granting,  how- 
ever, that  but  one  Diss  machine  was  built  and  used  prior  to  the  date 
appellant  entered  the  field,  this  would  constitute  a  sufficient  anticipa- 
tion. {Twentieth  Century  MaxiTrnte  Co.  v.  Lowe  Mfg.  Co.^  243  Fed. 
Rep.,  373;  Coffin  v.  Ogden,  5  O.  G.,  279;  85  TJ.  S.,  120;  Brush  v. 
Condit,  C.  D.,  1889, 637;  49  O.  G.,  1211 ;  132  U.  S.,  39.) 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed, 
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[Court  of  Ap];>eal8  of  the  District  of  Columbia.] 

In  re  The  Barbett  Company,  Formerly  Barrett  Manufacturing 

Company. 

262  O.  G.,  167 ;  48  App.  D.  O,,  586. 
(No.  1^211.) 

Mr.  C,  W.  MortvmeT  for  the  appellant. 

Mr,  T.  A,  Hostetler  for  the  Commissioner  of  Patents. 

Appellant  appeals  from  the  refusal  of  the  Commissioner  of  Patents 
to  grant  registration  of  a  trade-mark  for  roofing  material  consisting 
of  a  design  formed  by  horizontal  and  vertical  lines  embossed  or  in- 
dented into  the  material  in  such  manner  as  to  leave  the  entire  surface 
of  the  roofing  corrugated  in  square& 

The  surface  of  the  goods  in  this  instance  does  not  denote  origin  or 
anything  which  would  indicate  a  trade-mark  use.  The  corrugated 
surface  is  a  mere  structural  feature  of  the  goods,  and,  as  such,  the 
design  is  not  registrable  as  a  trade-mark.  {Herz  v.  Lowenstein^ 
C.  D.,  1913,  438;  192  O.  G.,  993;  40  App.  D.  C,  277.) 

The  Assistant  Commissioner  briefly  disposes  of  appellant's  conten- 
tion as  follows: 

The  appUcant  suggests  that  if  its  mark  had  been  one  or  two  squares  stamped 
in  the  corner  of  the  sheet  of  roofing,  there  would  have  been  no  objection  to  Its 
registrabiUty  if  new,  and  asks  what  reason  there  is  for  refusing  registration 
merely  because  the  appUcant  has  applied  the  mark  all  over  the  surface  of  the 
goods.  The  answer  to  this  is  that  by  applying  the  mark  aU  over  the  surface, 
the  mark  ceases  to  be  a  mark  on  the  surface  and  becomes  the  surface  itself. 
The  mark,  if  there  was  one,  is  entirely  lost  by  the  mere  fact  of  uniform  repeti- 
tion over  the  whole  surface.  It  is  no  longer  capable  of  appealing  to  the  beholder 
as  a  mark  of  origin  but  would  Inevitably  create  the  impression  that  it  was  some- 
thing else. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Affirmsd, 

[Court  of  Appeals  of  the  District  of  Columbia.  1 

In  re  Kawneer  Manufacturing  Company. 

262  O.  G.,  167 ;  48  App.  D.  C,  587. 
(No.  i;213.) 

Mr,  WaUaee  R,  Lcme  and  Mr.  Thom,as  E.  Robertson  for  the 
appellant. 
Mr,  T\  A,  Hostetler  for  the  Commissioner  of  Patents. 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
refusing  appellant  registration  of  the  word  ^  Easyset "  as  a  trade- 
mark for  window-sash. 


FIELD  v.   BUGH.  201 

The  rejection  is  based  upon  the  descriptive  character  of  the  word. 
It  appears  from  the  record  that  the  term  "  set "  is  common  among 
builders  as  descriptive  of  the  placing  of  structural  elements  in  posi- 
tion. The  thing  upon  which  the  mark  is  used  is  metal-frame  win- 
dow-sash, used  for  plate-glass  store- fronts.  In  Detroit  Showcase  Co. 
V.  Kawneer  Mfg.  Co.,  C.  D.,  1918,  281 ;  254  O.  G.,  655 ;  250  Fed. 
Sep.,  234)  the  court  described  the  product  of  appellant  company  as 
follows: 

The  basis  of  this  charge,  broadly  speaking,  is  thkt  plaintiff  and  its  prede- 
cessor were  the  first  to  make  an  all-metal  store  front  construction,  the  nearest 
approach  in  the  prior  art  being  metal  covered  wood;  that  the  all-metal  con- 
struction is  lighter,  more  artistic,  and  more  easily  set. 

Considering  the  impression  which  the  mark  would  make  on  those 

familiar  with  the  use  to  which  the  product  of  appellant  is  put,  we 

think  the  mind  would  at  once  be  directed  to  the  superior  qualities 

of  adjustment  possessed  by  appellant's  product.    As  was  said  by 

the  Commissioner: 

« 

When  it  is  said  that  this  construction  is  an  "Easyset**  metal  sash,  it  will 

probably  convey  to  the  mind  of  those  familiar  with  such  goods  that  the  parts 

2ite  easily  set  in  place,  that  the  fitting  is  easy,  and  perhaps  that  the  glass  is 

Itself  set  in  the  sash  in  a  manner  where  it  rides  easily  without  danger  of 

breakage.    • 

The  decision  of  the  Cormrdssioner  of  Patents  is  osffirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Afirmed.'  . 

[Court  of  Appeals  of  the  District  of  Colambla.] 

Field  v.  Rugh.    • 

262  O.  G.,  168 ;  48  App.  D.  C,  589. 
(No.  1,214.) 

Mr.  J.  G.  Robertson^  Mr.  H.  A.  Pattison,  and  Mr.  D.  C.  Turner 
for  the  appellant. 

Mr.  H.  D.  Williams  and  Mr.  Wm.  S.  Pritchard  for  the  appellee. 

This  is  an  interference  proceeding  in  which  appellant  Field  ap- 
peals from  the  decision  of  the  Commissioner  of  Patents  awarding 
priority  of  invention  to  appellee  Rugh. 

Field  filed  his  application  June  24,  1911.  Rugh  filed  September 
14,  1911,  and  was  granted  a  patent  August  11,  1914.  v 

The  invention  in  issue  relates  to  a  substation  signal-receiving 
device  for  use  in  railway  telephone  service.  It  consists  of  a  step-by- 
step  mechanism  which  may  be  placed  in  operative  position,  held  and 
released  at  the  will  of  the  operator.  By  means  of  this  device,  the 
138555**— 20 16 
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operator  may  call  any  one  of  a  series  of  stations  on  the  line  without 
signaling  the  others. 

The  case  turns  largely  upon  a  single  issue  of  fact.  Rugh  claims 
to  have  reduced  the  invention  to  practice  by  successfully  operating 
what  is  known  as  the  improved. 9-B  type  of  signal  on  the  Randolph 
street  station  of  the  Illinois  Central  Railroad  on  October  1,  1910, 
and  also  on  the  Tyrone  division  of  the  Pennsylvania  Railroad  on 
November  28,  1910.  The  9-B  type  was  held  by  all  the  tribunals 
below  to  fully  meet  the  claims  of  the  issue.  Field  claims  a  reduc- 
tion to  practice  on  September  26,  1910,  but  all  the  tribunals  of  the 
Patent  Office,  in  elaborate  opinions  carefully  analyzing  the  testi- 
mony, have  rejected  Field's  claim  and  sustained  Rugh.  While  the 
dates  of  essential  activity  in  each  instance  are  brought  within  the 
compass  of  a  few  days,  which  makes  the  case  an  exceedingly  close 
one,  we  find  no  reason,  especially  in  view  of  the  presumption  attend- 
ing uniform  decisions  by  the  tribunals  below  on  questions  of  fact,  to 
disturb  the  award. 

The  decision  of  the-  Corwnmsioner  of  Patents  is  affirmedj  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Afirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  be  Seiss. 

262  O.  G.,  168 ;  48  App.  D.  C,  581. 
(No.  1,215.) 

Mr.  H.  L.  Dodson  for  the  appellant. 

Mr,  T.  A,  Hostetler  for  the  Commissioner  of  Patents. 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
holding  appellant's  application  abandoned  under  section  4894,  Re- 
vised Statutes.  The  appeal  is  dismissed  on  the  authority  of  in  re 
CarvaXho,  (C.  D.,  1918,  165;  250  O.  G.,  514;  47  App.  D.  C,  584.) 

Dismissed. 


[Court  of  Appeals  of  the  District  of  CoJumbia.] 

In  re  Hurt. 

262  O.  G.,  168 ;  48  App.  D.  C,  591. 
(No.  1,217.) 

Mr.  A.  M.  Houghton  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  certain  claims  of  appellant  for  a  process  relating  to  a  com- 
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position  alleged  to  possess  tanning  properties  and  the  method  of 
making  it. 

The  rejection  in  each  of  the  tribunals  below  was  for  non-invention 
in  view  of  the  state  of  the  art.  Five  references  were  cited  as  antici- 
pating appellant's  invention.  The  process  involved  is  highly  techni- 
cal, and  we  find  nothing  to  indicate  error  in  the  conclusion  reached 
by  the  experts  of  the  Patent  Office. 

The  decision  of  the  Cormnissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Afftrmed. 

[Oomt  of  Appeals  of  the  District  of  Columbia.] 

In  re  Eckroad. 

282  O.  G.,  168 ;  48  App.  D.  C,  593. 
(No.  1,220.) 

Mr.  L.  P.  Loving  and  Mr.  L.  L.  Hammer  for  the  appellant. 
Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Appeal  from  a  decision  of  the  Patent  Office  rejecting  twenty 
claims  relating  to  a  so-called  shock-absorber  in  an  automobile-wheel. 

Each  of  the  tribunals  of  the  Patent  Office  has  very  carefully  con- 
sidered and,  in  our  view,  fully  answered  the  contentions  of  the  ap- 
plicant. 

We  therefore  afjirm  the  decision  without  fv/rtJier  discussion. 

Affirmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Fischer  v.  Chas.  E.  Long,  Jr.,  Co. 

262  O.  G.,  168 ;  48  App.  D.  C,  594. 
(No.  1,221.) 

Mr.  F.  A.  Whiteley  and  Mr.  J.  H,  Ruchmcm  for  the  appellant. 
Mr.  F.  S.  Appiemcm  and  Mr.  Pavl  Carpevvter  for  the  appellee. 

This  case  is  here  on  appeal  from  the  decision  of  the  Commissioner 
of  Patents  sustaining  the  opposition  of  appellee  to  the  registration 
to  appellant  of  the  word  "  StaBrite  "  as  a  trade-mark  for  a  varnish 
and  paint-preserver, 

Appellee  has  extensively  used  the  mark  "  Stabrite "  for  the  coat- 
ing of  the  front  ends  and  stacks  of  locomotives  to  preserve  the  metal 
over  which  it  is  applied.  The  marks  are  the  same.  Opposer  used 
the  mark  long  prior  to  any  date  claimed  by  appellant.  The  sole 
question  is:  Are  the  goods  to  which  they  are  applied  of  the  same 
descriptive  properties  ?    The  product  of  each  party  is  used  to  polish 
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painted  surfaces,  and  they  can  be  interchangeably  used  for  the  same 
purpose.  The  Commissioner  properly  adjudged  the  case  to  be  ruled 
by  Pkoemx  P.  <&  V.  Co.  v.  J.  T.  Lewis  <&  Bras.  (C.  D.,  1909,  303;  139 

0.  G.,  990;  32  App.  D.  C,  285)  and  FiscKbeck  Soap  Co.  v.  Kleeno 
Mfg.  Co.  (C.  D.,  1915, 158;  216  O.  G.,  663;  44  App.  D.  C,  6.) 

The  decision  of  the  C orwmAssioner  is  affirtned^  and  the  clerk  is  di- 
rected to  certify  these  proceedings  as  by  law  required. 
A^TVned. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Sabgent  and  Koch  v.  Veiter.    Vetter  v.  Sargent  and  Koch. 

Decided  March  SI,  1919. 
262  O.  G.,  646 ;  48  App.  D.  C,  582. 

1.  Intbbfebence — ^Pbiobity. 

Evidence  reviewed  and  Held  to  estabUsh  that  V.  reduced  to  practice  the 
invention  of  counts  2  and  3  of  the  issue  prior  to  S.  and  K.'s  conception,  and 
priority  Held  properly  awarded  to  V. 

2.  Same — Same — Dn.ioENCE. 

V,,  who  was  the  first  to  conceive  the  Invention,  but  the  last  to  reduce  to 
practice,  testified  that  at  the  time  he  made  his  Invention  he  was  con- 
nected with  a  company  which  subsequently  went  Into  bankruptcy;  that 
he  then  started  to  organize  a  new  company,  but  met  with  difficulties  In 
Interesting  persons  with  capital;  that  some  months  later  he  succeeded  In 
forming  a  company  and  Immediately  thereafter  began  preparations  for 
commercial  manufacture  and  put  lamps  on  the  market  embodying  the  In- 
vention. Held  that  V.  was  not  lacking  in  diligence  and  was  entitled  to 
the  award  of  priority. 

(For  Commissioner's  decision  see  ante,  54;  S62  O.  G.,  6Jlii5.) 

Mr.  A.  G.  Dams^  Mr.  W.  W,  Arrmien^  Mr.  J.  F.  Bartlett^  and  Mr. 
S.  0.  Edmonds  for  the  appellants. 
Mr.  F.  W.  Winter  for  the  appellee. 

Van  Orsdel,  /.; 

These  appeals  are  from  the  decision  of  the  Commissioner  of  Pat- 
ents in  an  interference  proceeding. 

I^argent  and  Koch  filed  their  application  for  patent  on  January 
27,  1914.  Vetter  filed  July  31,  1913,  and  renewed  January  7,  1916, 
on  which  patent  issued  October  19,  1915. 

The  invention  relates  to  sockets  for  incandescent  electric  lamps  in 
which  the  metal  sleeve  into  which  the  lamp  is  screwed  may  be  freely 
rotated  in  the  opposite  direction,  so  that  the  lamp  cannot  be  un- 
screwed from  the  receiving-socket.  The  object  of  the  invention  is  to 
prevent  the  theft  of  lamps.  Before  the  lamp  can  be  removed,  a 
key  is  inserted — 

through  the  outer  shell  to  ragage  directly  with  the  periphery  of  an  InsulatlDg 
member  on  the  rotatable  socket. 
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The  invention  is  defuied  in  the  following  counts : 

1.  In  an  incandescent  lamp  socket,  the  combination  of  a  shell,  an  insulating 
body  whereof  a  part  is  stationary  in  the  shell  and  a  part  rotatable  with  the 
lamp,  means  for  holding  said  latter  part  against  rotation,  and  a  barrier  ar- 
ranged to  prevent  said  holding  means  from  engaging  said  rotatable  part. 

2.  In  an  incandescent  lamp  socket,  the  combination  of  a  shell  provided  with 
a  keyway,  of  a  body  of  insulating  material  in  said  Shell  and  stationary  therein, 
of  an  insulating  disk  rotatable  r^ative  to  said  Insulating  body  and  with  the 
lamp  and  located  Immediately  adjacent  said  insulating  body  and  provided  on 
its  periphery  with  a  key  engaging  part  which  is  removed  from  the  lamp  re- 
ceiving threaded  metal  sleeve,  and  a  key  adapted  to  be  inserted  through  said 
keyway  to  engage  only  said  Insulating  disk. 

3.  In  an  incandescent  lamp  socket,  the  combination  of  a  shell  provided  with 
a  keyway,  of  an  Insulating  body  stationary  in  said  shell,  an  insulating  disk 
located  directly  adjacent  said  insulating  body  and  rotatable  thereon  and 
with  the  lamp  and  projecting  peripherally  beyond  the  lamp  receiving  threaded 
metal  sleeve  and  provided  with  a  key  engaging  part,  and. a  key  adapted  to  be 
inserted  through  the  keyway  in  the  shell  and  engage  only  said  insulating  disk. 

The  Examiner  of  Interferences  and  the  Board  of  Examiners-in- 
Chief  awarded  priority  as  to  all  the  counts  to  Vetter.  The  Com- 
missioner affirmed  the  Board  as  to  counts  2  and  St  and  reversed  it 
as  to  count  1 ;  hence,  the  cross  appeals. 

The  earliest  date  claimed  by  Sargent  and  Koch  is  their  alleged 
date  of  conception — October,  1912;  while  Vetter  alleges  reduction 
to  practice  in  August  of  that  year.  We  agree  with  the  tribunals 
below  that  the  evidence  conclusively  establishes  the  making  of  a 
socket  by  Vetter  in  September,  1912,  which  amounted  to  a  reduction 
to  practice  of  the  invention  described  in  counts  2  and  8.  Counts 
2  and  3  do  not  include  the  "  barrier  "  defined  in  count  1,  but  only 
call  for  a  keyway  and  key  which  may  be  inserted  in  such  manner 
as  to  engage  the  insulating-disk.  That  Vetter  had  a  socket  answer- 
ing these  conditions  and  drawings  of  a  device  meeting  the  require- 
ments of  count  1  as  early  as  September,  1912,  is  settled  by  reliable 
testimony  beyond  reasonable  controversy. 

The  contention  of  Sargent  and  Koch  that  any  device,  such  as  a 
toothpick,  nail,  or  wire,  can  be  inserted  through  the  hole  of  Vetter 's 
1912  socket  and  hold  it  from  rotating,  is  completely  answered  by 
the  tribunals  below  by  reference  to  prior  patents  which  demonstrate 
that  it  is  old  to  lock  a  rotating  socket  with  a  key  inserted  through  the 
shell.  (Sargent  Patent  No.  954,823 ;  Kempien  Patent  No.  1,032,362.) 
The  novelty  here  consists  in  the  key  engaging  the  periphery  of  the 
insulator,  as  provided  in  count  2,  the  insulator  projecting  periph- 
erally beyond  the  lamp-receiving  threaded  metal  sleeve,  as  defined 
in  count  3. 

This  brings  us  to  a  more  difficult  question — the  diligence  of  Vetter 
as  to  the  invention  defined  in  count  1.  Unquestionably,  Vetter  had 
disclosed  the  invention  of  count  1  before  Sargent  and  Koch  entered 
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the  field,  but  he  does  n6t  claim  to  have  reduced  it  to  practice.  It 
was  on  the  ground  of  lack  of  diligence  that  the  Commissioner  refused 
to  award  priority  as  to  this  count  to  Vetter.    . 

It  appears,  briefly,  that,  during  the  period  from  September,  1912, 
to  April,  1913,  Vetter  was  engaged  in  an  effort  to  interest  parties 
to  take  up  his  invention  in  order  to  raise  additional  capital.  He 
was  connected,  at  this  time,  with  the  Penn  Auto  Specialty  Com- 
pany, and  offered  his  invention  to  it;  but  it  was  apparently  in  finan- 
cial straits,  since  it  went  into  bankruptcy  in  November,  1912.  Vetter 
then  started  out  to  organize  a  new  company,  but  met  with  difficulty 
in  interesting  persons  with  capital  until  he  finally  succeeded  in 
forming  the  Best  Electric  Company  in  April,  1918.  Following  the 
organization  of  that  company,  Vetter  immediately  began  prepara- 
tions for  commercial  manufacture,  and  had  lamps  on  the  market 
during  that  year.-  We  think  that,  for  a  man  in  Vetter's  circum- 
stances, the  time  occupied  in  exploiting  his  invention  was  not  un- 
reasonably long.  It  is  not  a  case  of  an  inventor  laying  his  inven- 
tion aside  to  look  after  other  business;  for  Vetter,  according  to  the 
testimony,  did  nothing  else.  He  devoted  his  whole  time  and  energy 
in  devising  means  to  put  his  invention  on  the  market. 

The  application  of  the  rule  of  diligence  depends,  more  or  less, 
upon  the  circumstances  in  each  case,  and  it  is  for  the  court,  in  each 
instance,  to  draw  the  inferences  from  the  testimony  upon  which  to 
base  its  conclusions.  What  would  be  held  to  constitute  lack  of  dili- 
gence in  one  case,  may  be  excused  in  another.  Much  depends  upon 
the  character  of  the  invention,  the  skill  of  the  inventor  and  his  ability 
to  develop  and  commercialize  it.  True,  as  suggested  by  the  Com- 
missioner— 

in  the  present  case  it  admittedly  would  have  cost  but  a  few  dollars  to  have 
had  a  device  embodying  the  invention  made,  but  this  was  not  done. 

Undoubtedly,  that  would  have  been  the  safe  course  to  pursue,  but 
Vetter  seems,  by  his  conduct,  to  have  been  oblivious  of  any  danger 
in  delay,  since  he  was  moving  forward  from  day  to  day  in  constant 
expectancy  that  his  object  would  immediately  be  achieved.  Per- 
sistent efforts  of  this  sort  are  not  to  be  discouraged  by  a  too  strict 
application  of  the  rule. 

The  decision  of  the  Corwndssioner  of  Patents  is  reversed  as  to 
count  1  cmd  affirmed  as  to  counts  2  and  5,  and  the  clerk  is  directed 
to  certify  these  proceedings  as  by  law  required. 

Reversed  as  to  cowrU  i.  and  affirmed  as  to  counts  2  amd  S* 
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[Court  of  Appeals  of  the  I>istrlet  of  Columbia.] 

Wadsworth,  Howland  &  Co.,  Inc.,  v.  Trussed  Concrete  Steel.  Co. 

Decided  March  SI,  1919, 
264  O.  G.,  161 ;  48  App.  D.  C,  592. 

1.  TrAD&MaSKS — QOODB   OF  THE   SAME    DfiSCRIFnVE   PBOFEBTIES — ^TEST. 

Id  determining  whether  the  goods  of  two  parties  are  of  the  same  descrip- 
tive properties  the  fact  that  the  goods  of  the  first  to  adopt  the  word  have 
actually  been  used  for  the  same  purpose  as  the  goods  of  the  second  is  not 
important  if  it  appear  that  the  goods  can  be  put  to  the  same  use,  since  "  the 
likelihood  of  confusion  d^ends  as  much  upon  the  probabilities  of  the  future 
as  upon  the  experience  of  the  past" 

2.  Same — Same — ^Liquid  Concbetb-Habdenino  Matebial  and  Vabnish. 

•  Held  that  a  liquid  concrete-hardening  material  constitutes  goods  of  the 
same  descriptive  properties  as  varnish,  since  it  appears  that  the  latter  is 
capable  ef  being  used  for  the  same  purpose  as  the  former. 

Mr.  E.  E,  Kent  for  the  appellant. 
Mr,  W.  Merle  Smith  for  the  appellee. 

Per  Curiam  : 

Appellant  corporation  appeals  from  a  decision  of  the  Commis- 
sioner of  Patents  dismissing  its  opposition  to  the  registration  by 
appellee  of  the  word  "Agatex"  as  a  trade-mark  for  a  liquid  con- 
Crete-hardening  material. 

The  decision  of  the  Assistant  Commissioner  reads  as  follows: 

The  opposer  of  registration  of  a  trade-mark  appeals  from  an  order  t>f  dis- 
missal of  its  opposition,  rendered  upon  proofs  taken. 

The  applicant's  mark  is  the  word  "  Agatex  "  for  a  concrete  hardening  ma- 
terial which  appears  to  be  a  liquid  chemical  reagent  The  opposer  had  previ- 
ously used  the  words  '*  Agate  '*  and  '*  Agatene  "  for  varnishes.  It  asserts  that 
inasmuch  as  varnish  has  the  effect  of  *'hard«iing"  a  concrete  floor  or  pave- 
ment when  applied  thereto,  and  has  been  sold  and  used  for  that  purpose  by  the 
opposer,  therefore  the  proposed  registration  would  injure  the  opposer  by  pre- 
venting it  from  selling  its  varnish  as  a  *'  concrete  hardener  *'  under  its  trade- 
mark *'  Agate,"  which  is  similar  to  "  Agatex."  It  is  asserted  moreover  that  the 
applicant  would  profit  by  the  opposer*s  reputation,  customers  supposing  that 
**  Agatex  "  concrete  hardener  was  made  by  the  trader  who  made  varnish  called 
"Agate"  or  "Agatene."  The  opposer  asserts  that  both  parties  have  been 
known  as  varnish  makers  and  also  makers  of  specialized  products  for  treating 
concrete  surfaces,  and  that  the  applicant  is  "merely  using  the  opposer's  vt^ish 
mark  for  a  varnish  substitute." 

The  evidence  does  not  sustain  any  of  these  contentions,  as  I  think  is  clear 
from  examination  of  the  actions  of  the  parties  in  sequence  of  time. 

The  Trussed  Concrete  Steel  Co.  applied  on  December  28,  1914,  for  registration 
of  Its  trade-mark  "  Agatex,"  filing  labels  which  showed  the  words  "  Trus-Con  " 
in  still  larger  letters  placed  over  the  word  "Agatex."  It  alleged  use  of  this 
mark  since  1913.  It  appears  that  at  the  time  of  its  application  it  used  as  a 
general  trade-mark  the  term  "  Trus-Con,"  and  used  this  mark  "  Agatex  "  on  a 
special  material  which  permeates  and  chemically  tmites  with  the  concrete,  and 


208         DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  1919. 

which  remains  fluid  and  soluble  until  it  has  reacted  and  formed  a  new  and 
harder  material  in  and  on  the  surface  of  the  concrete.  It  appears  that  in  the 
use  of  the  material  it  is  applied,  several  times  and  after  each  reaction  the  sur- 
plus is  washed'  away ;  and  that  finally  no  coating  is  left  on  the  concrete-surface. 
"  Concrete  hardener  "  is  a  proper  term  for  such  a  substance. 

At  the  time  of  the  applicant's  application  for  registration,  the  opposer  was 
making  various  coating  materials,  the  most  important  of  which  were  var- 
nishes under  a  general  trade-mark  "Bay  State,"  and  among  others  it  had  a 
varnish  called  "Agate"  and  another  called  "Agatene."  These  were  for  wood 
and  iron,  as  usual;  and  it  did  not  market  any  material  which  could  properly 
be  called  a  concrete  hardener  under  either  of  these  names,  or  in  any  way  claim 
to  have  any  "hardener"  for  concrete.  CJoncelving  that  the  Trussed  Concrete 
Steel  Company  was  invading  its  rights^  the  c^poser  thereafter  deliberately 
undertook  to  combat  the  applicant  by  starting  in  to  making  a  special  form  of 
varnish  which  it  now  asserts  had  some  chemical  action  on  concrete,  and  could 
properly  be  called  a  concrete  hardener.  And  it  deliberately  changed  its  trade- 
mark from  "Agate"  to  "Agatex."  This  occurred  in  1916.  long  after  the  appli- 
cant had  ai^lied  for  registration. 

Very  much  of  the  opposer's  testimony,  and  of  its  argument  in  its  brief,  is 
quite  irrelevant  because  of  its  use  of  the  present  tense  of  the  verbs.  It 
asserts  that  it  has  used  "Agates;"  that  it  has  called  "Agatex *V  a  concrete 
hardener;  that  as  a  matter  of  fact  it  is  a  concrete  hardener;  and  it  shows 
that  there  may  be  confusion  between  its  "Agatex  "  and  the  applicant's  "Agatex." 
All  these  things  may  be  true,  and  yet  have  nothing  to  do  with  the  case.  The 
question  is  not  the  condition  now,  but  the  condition  In  1914.  Certainly  It  Is 
not  material  to  show  a  confusion  which  the  opposer  has  deliberately  brought 
about  for  the  specific  purpose  of  being  able  to  assert  that  there  Is  confusion. 
In  these  matters  it  is  the  business  that  is  to  be  protected ;  not  the  trade-mark 
itself.  (Carrol  v.  Mcllvaine,  171  Fed.  Rep.,  125.)  The  real  question  Is 
whether  in  1914  the  opposer  had  any  business  which  was  Interfered  with  by 
this  applicant's  registering  "Agatex  "  for  a  particular  material  properly  called 
a  concrete  hardener. 

In  this  connection  I  think  there  should  be  some  distinction  between  a  purely 
arbitrary  and  Invented  mark,  and  those  marks  which  are  generally  adopted 
because  of  obvious  and  desirable  suggestlveness.  The  word  "Agatex  "  suggests 
a  texture  like  agate.  It  is  far  more  appropriate  to  a  concrete  hardener  than 
it  Is  to  a  varnish.  The  opposer  is  not  entitled  to  monopolize  what  it  calls 
the  whole  "Agate  family  "  of  names,  for  the  public  has  an  interest  in  many  uses 
of  the  word  "Agate"  for  purposes  of  description  and  purposes  of  suggestion. 
The  word  "Agate  "  as  a  trade-mark  for  concrete  Itself,  for  example,  might  be 
purely  descriptive.  When  the  opposer  adopted  the  word  "Agatex"  It  did  not 
adopt  It  In  place  of  its  known  mark  "  Agate,"  but  applied  it  to  a  new  product, 
which  was  itself  gotten  up  rather  in  imitation  of  the  applicant's  business.  In 
1914tf»ne  familiar  with  "Agatex"  concrete  hardener  could  not  have  supposed  It 
was  varnish;  nor  had  there  ever  been  anything  other  than  varnish  called 
"Agate"  or  "Agatene." 

As  a  matter  of  fact  no  varnish  is  a  concrete  hardener  In  any  proper  sense. 
To  call  It  so  Is  to  make  the  word  harden  mean  nothing.  It  Is  as  If  one  said 
that  he  hardened  a  carborundum  grind-stone  by  painting  it  with  tar.  He  may 
Indeed  have  filled  the  pores  and  Interstices  with  a  binder,  and  might  thereby 
prevent  what  Is  called  "  dusting,"  by  keeping  the  small  particles  from  separat- 
ing from  the  main  body  of  the  stone;  but  there  Is  no  hardening  of  the  ma- 
terial,— which  Is  already  the  hardest  known  material.    No  varnish  is  as  hard 
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as  concrete.  No  varnish  Is  hard  at  all,  being  Invariably  a  gummy  flowing 
substance  with  a  quality  which  is  the  very  antipode  of  hardness.  But  even  if 
it  became  hard  Itself  It  could  not  be  called  a  hardener  of  concrete,  upon  which 
it  effects  no  change  toward  hardness. 

As  for  the  prevention  of  dusting  In  a  concrete  floor,  this  is  accomplished,  not 
by  hardening  it,  but  by  coagulating  the  dust,  or  at  best  filling  the  pores. 
It  has  been  done  from  time  immemorial  by  sprinkling  the  floor  with  oil  or 
water,  which  certainly  could  not  be  called  hardeners.  The  iUogic  of  the  argu- 
ment that  varnish  is  a  hardener  is  illustrated  by  the  opposer's  irrelevant  testi- 
mony that  varnish  increases  the  tensile  strength  of  concrete.  Hardness  has 
notbing  to  do  with  tensile  strength.  Surface  hardening  might  just  as  well 
decrease  the  tensile  strength  as  Increase  it.  Moreover,  any  Increase  in  tensile 
strength  is  due  to  the  varnish,  and  not  the  concrete. 

The  opposer  makes  an  apparently  plausible  argument  on  the  basis  of  a  cer- 
tain previous  opposition  proceeding  herein.  It  appears  that  for  some  reason, 
when  the  applicant  first  applied  for  registration  it  called  its  material  a  "  floor 
coatingf^  under  the  class  of  painters'  materials,  notwithstanding  it  is  clear 
that  the  material  is  not  a  coating  at  all.  The  opposer  showed  a  prior  right  to 
use  the  words  "Agate"  and  "Agatene"  for  floor  coatings,  that  is,  varnishes. 
The  registration  therefore  was  refused  for  a  floor  coating,  because  "Agatex" 
was  too  similar  to  "  Agate."  But  the  previous  opposition  decided  nothing  more 
than  this.  It  decided  nothing  with  respect  to  the  applicant's  right  to  register 
the  word  "  Agatex  "  as  a  trade-mark  for  something  else,  not  a  floor  coating. 

As  to  confusion  of  goods  I  think  it  clear  that  no  one  seeking  a  varnish  by 
the  name  of  "Agate"  would  be  misled  into  buying  a  liquid  acid  reagent  for 
chemically  treating  concrete  under  the  name  "Agatex,"  any  more  than  one 
seeking  white  lead  would  buy  a  package  of  calcimine.  (TAe  Muralo  Co,  y.  2Va- 
tional  Lead  Co,,  C.  D.,  1911,  324;  165  O.  G.,  475;  36  App.  D.  C,  541.)  Indeed 
not  as  mucU  so ;  for  white  lead  and  calcimine  are  both  coatings,  and  both  wall 
coatings,  whereas  I  can  see  no  similarity  whatever  between  a  varnish  and  a 
concrete  hardener.  As  to  confusion  of  reputations,  I  think  that  as  conditions 
stood  in  1914  no  one  would  have  supposed  that  "Agatex"  concrete  hardener 
was  made  by  the  manufacturer  of  "  Agate  "  varnish.  It  was  the  opposer  who 
brought  about  whatever  confusion  there  now  is.  He  cannot  deliberately  alter 
his  business  to  bring  about  the  confusion,  and  then  object  to  it.  So  far  as  this 
record  shows,  the  applicant's  hardening  material  was  In  1914  a  new  thing  en- 
tirely unknown  to  the  opposer's  trade.  It  is  more  likely  that  In  the  trade  In 
that  material  the  opposer  will  profit  by  the  applicant's  reputation  than  that  the 
applicant  will  profit  by  the  opposer's  reputation  as  a  varnish  maker. 

The  opposer  dwells  much  upon  its  "  right  to  grow,"  but  the  doctrine  of  the 
right  to  grow  more  properly  relates  to  general  trade-marks.  The  fact  Is  that 
"  Agatex  "  used  by  the  opposer  would  mislead  the  public  as  applied  to  anything 
but  a  varnish  or  a  paint  or  some  other  coating  material.  The  applicant  In  the 
present  proceedings  has  nothing  to  do  with  varnishes,  paints,  or  any  coating 
material  whatever. 

The  decision  of  the  Examiner  is  affirmed  and  the  opposition  is  dismissed. 

The  opposition  is  based  upon  the  prior  registration  and  use  by 
appellant  of  the  words  "  Agate  "  and  "  Agatene  "  as  trade-marks  for 
varnishes.  It  clearly  appears  that  the  goods  bearing  the  marks  of 
the  opposer  are  capable  of  being  used  for  the  same  purposes  as  the 
goods  of  appellee.    There  is  evidence  that  such  use  has  been  made. 
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The  matter  of  actual  use  is  not  important,  for  it  appears  that  the 
goods  can  be  put  to  the  same  use,  and  the  likelihood  of  confusion 
depends  as  much  upon  the  probabilities  of  the  future  as  upon  the 
experience  of  the  past.  The  same  or  similar  use  of  the  goods  of  the 
respective  parties  demonstrates  like  qualities,  and  the  similarity  of 
the  marks  furnishes  convincing  proof  of  the  likelihood  of  confusion. 

TJte  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbta.] 

In  re  American  Steel  Foundries. 

Decided  May  5,  1919. 

m 

264  O.  G.,  354;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  160. 

Tbade-Makks — "  Simplex  " — ^Namb  of  Ck)BPOBATioN. 

The  word  "  Simplex  "  Held  properly  refused  registration  as  a  trade-mark 
on  the  ground  that  it  Is  a  mere  name  of  a  corporation. 
{For  Commissioner's  decision  see  ante,  60;  264  0.  O.,  S5S,) 

Mr,  Geo.  L.  Wilkinson  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Per  Curiam: 

The  Patent  Office  refused  registration  of  the  word  "  Simplex  "  as  a 
trade-mark  for  brake-riggings,  on  the  ground  that  it  was  merely  the 
name  of  a  corporation,  and  several  corporations  are  referred  to  in  the 
opinion  of  the  Office  denying  the  registration  which  have  the  word 
"Simplex"  as  the  predominating  word  in  their  respective  names. 

The  refusal  is  in  accord  with  our  decisions.  {The  Ashe  stone  Co. 
V.  The  Carey  Mfg.  Co.,  C.  D.,  1914,  146 ;  200  O.  G.,  857 ;  41  App. 
D.  C,  507;  in  re  United  Drug  Co.,  C.  D.,  1916,  115;  222  O.  G.,  729; 
44  App.  D.  C,  209 ;  Mansfield  Tire  <&  Rubber  Co.  v.  Ford  Motor  Co., 
C.  D.,  1916,  116;  222  O.  G.,  1056;  44  App.  D.  C,  205;  BurreU  v. 
Simplex  Electric  Heating  Co.,  C.  D.,  1916,  152;  225  O.  G.,  737;  44 
App.  D.  C,  452;  Simplex  Electric  11  eating  Co.  v.  The  Ramey  Co., 
C.  D.,  1917,  197;  243  O.  G.,  793;  46  App.  D.  C,  400.) 

For  the  reasons  given  by  the  Assistant  Commissioner  in  his  opinion, 
ivhich  appears  in  the  record,  where  he  reviews  all  the  contentions  of 
the  applicant  in  the  light  of  the  adjudged  cases^  we  affirm  the  decision 
of  the  Patent  Office. 

Affirmed. 
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[Court  of  Appeals  of  tbe  District  of  Columbia.] 
BUSSELL  V,  BOBESTSON. 

DeoteioiM  per  Curiam^  March  SI,  1919. 

264  O.  O.,  533 ;  48  App.  D.  C,  579. 
(No.  1,191.) 

Mr.  E.  C,  Seward  for  the  appellant. 

Mr.  C.  Z.  Sturtevant  and  Mr.  E.  G.  Mason,  for  the  appellee. 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
awarding  priority  of  invention  to  appellee  Robertson.  The  Exam- 
iner of  Interferences  awarded  priority  to  appellee.  The  Board  of 
Examiners-in-Chief  reversed  the  Examiner  and  awarded  priority  to 
appellant  Russell. 

The  invention  relates  to  lacquered  sheet-metal  caps  for  bottles  or 
jars  having  interfolded  seams  enveloping  the  raw  cut  edges  of  the 
metal  to  prevent  oxidization  caused  by  the  cut  edges  coming  in  contact 
with  the  contents  of  the  receptacle. 

The  case  turns  upon  an  issue  of  fact  involving  the  question  of 
originality.  Without  stopping  to  review  the  evidence,  we  agree  with 
the  Board  of  Examiners-in-Chief  that  Russell  is  entitled  to  the  award 
of  priority. 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  RE  Meyer. 

264  O.  G.,  533 ;  48  App.  D.  C,  580. 
(No.  1,206.) 

Mr.  A.  M.  Houghton  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

The  application  for  patent  here  in  issue  relates  to  a  composition 
for  furnace-lining  capable  of  withstanding  a  high  degree  of  heat 
without  being  chemically  aflPected  in  the  reduction  of  ores. 

The  three  tribunals  below  were  unanimous  in  holding  that  the  in- 
vention is  anticipated  by  a  patent  issued  to  applicant  in  1915;  hence, 
to  allow  the  claims  of  the  present  application  would  amount  to  double 
patenting. 

Th^  ruling  is  clearly  supported  hy  the  record^  and  the  decision  of 
the  Com/missioner  of  Patents  is  affirmed^  and  the  clerk  is  directed  to 
certify  these  proceedings  as  by  law  required. 

Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Alaska  Packers  Association  v.  Getz  Bros.  &  C!o. 

Decided  May  5,  1919, 
264  O.  G.,  534 ;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  527. 

TsADE-MabKS — SiMILABITY — USE   OF  VaBIOUS   MABKS   BY   PbIOB   UsEB. 

Where  It  appeared  that  the  opposer  was  organized  by  combining  several 
minor  companies,  each  of  which  had  used  as  a  trade>mark  a  flag  bearing 
a  distinguishing-letter,  and  after  the  merger  these  flags  were  continued 
to  be  used  to  designate  different  brands  of  salmon,  Held  that  such  use 
would  not  prevent  the  registration  by  another  of  the  words  "  Our  Flag  "  as 
a  trade-mark  for  the  same  goods. 

Mr,  A,  S.  Steuart  for  the  appellant. 

Mr.  E.  T.  Fenwick  and  Mr.  L.  Z.  Morrill  for  the  appellee. 

Per  Curiam: 

Alaska  Packers  Association  opposed  the  registration  by  Getz  Bros. 
&  Co.  of  the  mark  "  Our  Flag  "  for  canned  salmon  and  canned  oys- 
ters. It  appears  that  the  opposer  was  organized  in  1893  by  combin- 
ing several  minor  companies.  Each  of  the  merged  companies  had 
been  accustomed  to  use  a  flag,  bearing  a  distinguishing-letter,  as  a 
mark  and  the  opposer  after  the  merger  continued  to  use  the  flags 
of  its  constituent  companies  to  designate  diflferent  brands  of  salmon. 
In  Alaska  Packers  Association  v.  The  Admiralty  Trading  Co.  (C.  D., 
1915, 117;  214  O.  G.,  1026;  43  App.  D.  C,  198)  the  Trading  Company 
applied  for  registration  of  "a  flag  "  having  a  blue  background,"  etc., 
with  the  red  monogram  "A.  T.  Co.,"  to  be  used  as  a  mark  on  canned 
salmon,  and  was  opposed  by  the  Packers  Association,  appellant 
herein,  on  the  ground  that  the  use  of  the  flag  by  the  Trading  Com- 
pany would  be  likely  to  produce  confusion  in  trade.  We  ruled  that 
since  the  Packing  Association  used  several  different  flags  in  the  sale 
of  different  brands  of  its  goods  it  was  hardly  in  a  position — 

to  contend  that  the  mark  of  the  applicant  will  be  likely  to  cause  -confusion  in 
trade,  since  that  mark  differs  from  each  of  its  marks  as  much  as  they  differ 
from  one  another. 

Applying  this  decision  to  the  case  at  bar  when  it  was  before  him 
the  Commissioner  said: 

I  do  not  see  why  this  holding  does  not  apply  in  the  present  case.  It  cer- 
tainly decided  that  the  Admiralty  Trading  Co.  could  not  be  stopped  by  the 
Alaska  Packers  Association,  the  present  opposer,  in  its  use  of  a  flag  as  a 
trade-mark.  If  then  the  Admiralty  Trading  Co.  can  use  its  flag  as  a  trade- 
mark, it  is  drawing  pretty  fine  distinctions  to  say  that  the  present  applicant 
is  not  entitled  to  use  the  words  "  Our  Flag  "  as  Its  mark.  The  distinction  is 
entirely  too  fine  to  be  noticed  by  the  purchasing  public. 

We  believe  that  the  Commissioner  was  right  and  for  that  reason 
his  decision  is  affirmed. 
Affirmed. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

Getz  Bros.  &  Co.  v.  Alaska  Packers  Association. 

Decided  May  5,  1919. 

264  O.  G.,  584 ;  49  App.  D.  C,  — ;  258  Fed.  Rep..  526. 

Trade-Masks — Similarity — "  Premium  "  and  "  Premieb." 

The  word  "Premium"  Held  properly  refused  registration  as  a  trade- 
Diark  for  canned  salmon  in  view  of  the  prior  use  of  the  word  **  Premier  " 
as  a  trade-mark  for  the  same  kind  of  goods. 

Mr.  E.  T.  Fenwick  and  Mr,  L.  L,  Morrill  for  the  appellant. 
Mr.  A.  S.  Steuart  for  the  appellee. 

Per  Curiam  : 

The  appellant  sought  the  registration  of  the  word  "Premium" 
as  a  trade-mark  for  canned  salmon.  This  was  opposed  by  the  ap- 
pellee who  asserted  that  it  was  the  prior  user  of  the  word  "  Premier  " 
as  a  mark  on  the  same  kind  of  goods ;  that  its  mark  was  registered  in 
the  Patent  Office  in  1894;  that  the  two  words  had  much  the  same 
sound  and  appearance,  and  a  similar  meaning,  and  that  the  use  of 
them  by  both  parties  upon  the  goods  in  question  would  be  likely 
to  produce  confusion  in  trade.  The  opposition  was  sustained  by  the 
Examiner  of  Interferences  and  his  action  affirmed  on  appeal  by 
the  Commissioner. 

We  think  the  Patent  O'ffice  was  rights  and  we  affirm  the  Com/miS' 
siansT^B  decision  for  the  reasons  given  in  his  opinion^  as  well  as  upon 
the  authority  of  Thomas  Manufacturing  Company  v.  Aeolian  Comr 
pany  {C.  D.,  1918,  157;  £49  O.  G.,  606;  47  App.  D.  (7.,  376)  and 
cases  there  cited. 

Affirmed.  , 


[Court  of  Appeals  of  the  District  of  Columbia.] 
DeRR  V.  GUSASON. 

Decided  June  2,  1919. 

264  O.  G.,  864 ;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  969. 

1.  Interference — Reduction  to  Practice — Attachment  to  Machine  Operated 
Idly. 
The  coDstruction  and  operation  of  an  attachment  to  a  gear-cutting  ma- 
chine, which  attachment  was  designed  to  cut  a  curved  gear-tooth,  but 
which  was  operated  idly,  no  attempt  being  made  to  cut  a  gear-tooth,  does 
not  constitute  a  reduction  to  practice.  The  demonstration  might  have 
supplemented  proof  of  a  prior  actual  test,  but  could  not  take  the  place  of 
such  a  test 
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2.  Sams — Diligence — ^Wobk  on  Machine  fob  Use  of  Govesitment. 

Where  the  inyentor  conceived  the  invention  in  1911  and  claims  to  have 
completed  and  successfully  reduced  it  to  practice  at  that  time,  at  which 
time  he  might  have  applied  for  a  patent  his  lack  of  diligence  up  to  the 
time  of  an  unquestioned  reduction  to  practice  may  not  be  excused  on  the 
ground  that  he  was  worlcing  on  a  large  and  unusual  machine  for  use  in 
work  for  the  Government 

3.  Same — Same — ^Activitt  Due  to  Knowledge  of  Work  of  Rival. 

Evidence  considered  and  Held  to  show  that  O.  was  not  exercising  dili- 
gence when  D.  entered  the  field  and  that  he  was  spurred  to  activity  only 
by  knowledge  that  D.  was  in  the  field. 

4.  Same — Appeal — Weight  Given  to  Concubsent  Decisions  of  Patent  Office. 

"  While,  ordinarily,  much  weight  is  accorded  concurrent  decisions  of  the 
Patent  Office,  we  ought  not  to  hesitate  to  overrule  them  'where  we  are 
convinced  that  an  incorrect  conclusion  has  been  reached.'  {Arhetter  t. 
Letois,  C.  D.,  1910,  371;  154  O.  G.,  516;  34  App.  D.  C,  491.)" 

Mr.  Milton  Tibhetts  and  Mr.  Frank  Parker  Davis  for  the  appel- 
lant. 
Mr.  Melville  Church  and  Mr.  H.  E.  Stonebraker  for  the  appellee. 

KoBB,  J. : 

Appeal  from  concurrent  decisions  of  the  Patent  Office  tribunals 
in  an  interference  proceeding  awarding  priority  of  invention  to  the 
junior  party  Gleason,  the  ground  of  the  decision  being  that  Gleason 
had  shown  priority  of  conception  and  diligence. 

The  invention  is  a  method  for  cutting  curved  gear-teeth,  (gears 
of  that  character  now  being  very  generally  used  in  the  rear  axles  of 
automobiles,)  and  a  machine  for  practising  the  method.  The  issue 
is  expressed  in  a  number  of  counts  but  counts  1  and  12,  here  repro- 
duced, are  sufEiciently  illustrative: 

1.  The  method  of  forming  the  side  face  of  a  curved  gear  tooth,  consisting  in 
causing  a  cutter  to  describe  a  curved  path  across  the  face  of  the  blank  and 
simultaneously  producing  relative  rolling  motion  between  the  blank  and  cutter 
along  the  plane  of  the  curved  path  of  movement  of  the  cutter. 

12.  A  gear  cutting  machine,  comprising  a  cutter,  means  for  moving  said 
cutter  in  a  curved  path  in  a  plane,  and  means  for  rolling  a  blank  along  tlie 
plane  of  the  curved  path  of  movement  of  said  cutter. 

The  curved  gear-teeth  covered  by  this  invention  are  alleged  to 
possess  certain  advantages  over  the  straight  teeth  of  the  prior  art, 
such  as  improved  power-transmitting  capacity  and  reduced  friction. 
Prior  to  this  invention  there  were  two  well-known  types  of  machines 
for  making  or  "generating"  the  straight-tooth  bevel-gears, — the 
"  Gleason  "  and  the  "  Bilgram."  The  Gleason  Works,  a  corporation 
of  which  appellee  was  vice-president,  manufactured  and  sold  the 
former,  in  which  two  reciprocating  knives  or  tools  would  cut  alter- 
nately upon  opposite  sides  of  the  same  tooth.  Appellee  was  the 
patentee  of  that  machine  and  during  the  winter  of  1910-11  designed 
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and  caused  to  be  constructed  for  it  an  attachment  that  in  June  of 
1911  was  applied  to  the  machine  and  which,  it  is  said,  caused  the 
single  knife  of  the  attachment  to  trace  a  curved  path  at  each  recipro- 
cation of  the  knife.  Strange  to  say,  however,  no  attempt  was  made 
to  cut  a  gear.  Gleason  contends  that  the  construction  and  idle 
operation  of  this  one  tool  or  knife  attachment  constituted  reduction 
to  practice.  Each  of  three  tribunals  of  the  Patent  Office  held  that  it 
did  not,  and  of  the  correctness  of  their  ruling  we  entertain  no  doubt. 
After  this  partial  and,  in  view  of  the  nature  of  the  invention,  uncon- 
vincing operation  of  the  attachment,  it  was  removed  from  the  ma- 
chine and  not  replaced  until  this  interference  was  in  progress,  when 
it  was  operated.  As  the  Examiners-in-Chief  well  suggested,  the 
demonstration  then  made  might  have  supplemented  proof  of  a  prior 
actual  test  but  could  not  take  the  place  of  such  a  test. 

In  January  of  1912  a  woodej  model  of  a  supposed  improved  ar- 
rangement was  completed  by  Gleason,  and  from  that  time  until  after 
Derr's  entry  into  the  field  there  was  a  period  of  total  inactivity  on 
the  part  of  Gleason,  a  circumstance  to  which  we  shall  advert  later. 

In  May  of  1912,  or  about  four  months  after  Gleason's  activity 
entirely  had  ceased,  Derr,  a  tool-maker  in  the  factory  of  the  Packard 
Automobile  Company,  entered  the  field  and  by  May  25th  had  com- 
pleted drawings  which  the  Patent  Office  tribunals  found  disclosed 
this  invention.  These  drawings  covered  an  attachment  for  the  type 
of  Bilgram  machine  in  use  by  the  Packard  Company.  Before  June 
20,  1912,  the  attachment  had  been  constructed  and  gears  responding 
to  the  issue  actually  generated.  On  June  20th  a  test  of  these  gears 
was  started  in  the  Packard  plant  and  on  July  28th,  following,  a 
Packard  car  equipped  with  curved  gears  was  sent  from  Detroit  to 
the  Pacific  coast  as  a  further  practical  test.  The  trip  was  maide 
and  demonstrated  the  success  of  the  invention.  The  Patent  Office 
tribunals  question  whether  it  was  clearly  shown  that  the  curved 
gears  which  were  in  this  car  were  produced  on  the  Derr  machine. 
Witnesses  have  testified  that  they  were,  however,  and  it  would  be  a 
rather  violent  assumption  that  they  were  not,  for  at  that  time  no 
other  machine  for  producing  such  gears  was  in  existence.  But  the 
question  is  of  no  particular  importance,  for  drawings  were  started 
shortly  after  this  test  was  made  and  Derr's  application  was  filed  on 
October  11,  1912.  It  thus  appears  that  within  a  period  of  about 
five  months  Derr  designed,  constructed,  and  successfully  operated 
his  machine  and  filed  application  thereon.  Not  only  that,  but  the 
Packard  Company  immediately  commenced  equipping  its  Biljrram 
machines  with  Derr's  attachment  and  thousands  of  curved  gears 
were  turned  out  and  used  in  Packard  cars. 
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In  July  of  1912  Gleason  directed  two  of  his  draftsmen  to  design 
what  is  now  known  as  the  "  1912  special  generator."  Mr.  Gleason 
now  says  that  this  generator,  which  admittedly  was  a  mere  improve- 
ment upon  the  Gleason  machine  of  the  prior  art,  was  to' be  equipped 
with  an  attachment  for  making  curved  teeth.  Derr  meets  this  con- 
tention with  the  observation  that  actions  speak  louder  than  words, 
and  hence  that  Gleason's  intent  should  be  deduced  from  what  he 
did,  rather  than  from  what  he  now  says  he  intended  to  do.  It  is 
undisputed  that  the  earliest  date  of  any  drawing  disclosing  Mr. 
Gleason's  purpose  thus  to  equip  this  special  generator  was  January 
17,  1913.  All  the  drawings  prior  to  that  date  were  for  a  machine 
admittedly  incapable  of  performing  this  invention.  The  tribunals 
of  the  Patent  Office  have  been  at  a  loss  to  understand  why  the  1912 
generator  was  designed  at  all  unless  it  was  intended  to  equip  this 
generator  with  the  device  for  cutti^jg  curved  teeth.  The  draftsmen 
who  designed  the  special  generator  thought  they  were  designing  an 
improved  generating-machine,  and  so  testified.  This  testimony, 
which  evidently  was  overlooked  by  the  Patent  Office,  offers  a  reason- 
able explanation  for  the  designing  of  the  1912  machine.  Moreover, 
other  factfii  and  circumstances  irresistibly  lead  to  the  same  conclu- 
sion, namely,  that  it  was  not  until  a  much  later  period  that  Gleason 
determined  to  equip  this  special  generator  with  the  device  of  the 
issue.  In  November  of  1912  Mr.  Gleason  learned  of  Derr's  activity. 
He  admitted,  under  cross-examination,  that  he  then — 

heard  that  Packard  was  doing  something  in  the  line  of  spiral  bevel  gears. 

To  a  manufacturer  of  automobile-gears  and  a  man  so  highly  skilled 
in  the  art  as  was  Mr.  Gleason,  that  information  was  quite  sufficient, 
and  we  are  satisfied  that  it  accounts  for  the  renewal  of  his  activity. 
The  time  intervening  between  this  discovery  of  Derr's  activity  and 
the  date  of  Gleason's  drawings  for  an  attachment  embodying  the 
invention  was  just  about  sufficient  for  the  production  of  such  draw- 
ings. Even  then,  Gleason  did  not  file  an  application  for  patent  until 
May  26, 1913,  after  he  had  devised  a  rotary  cutter  which  was  capable 
of  producing  curved  gears  with  as  great  rapidity  as  prior  machines 
could  produce  straight  gears,  and  here,  we  think,  is  the  real  secret 
of  Mr.  31eason's  long  delay.  He  was  not  desirous  of  giving  his  in- 
vention to  the  world  unless  and  until  he  could  produce  a  machine 
that  would  enable  him  to  monopolize  the  manufacture  of  automobile- 
gears, — a  machine  that  would  practically  displace  the  machines  of 
the  prior  art.  This  statement  is  made  in  the  brief  filed  for  him  in 
this  court: 

The  key  to  the  history  of  the  development  of  Gleason's  Invention  In  Inter- 
ference, which  must  be  constantly  kept  in  mind,  Is  his  effort  to  produce  a 
curved  tooth  bevel  gear  generator  which  the  Gleason  Works  could  manufacture 
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and  sen  to  the  trade,  and  that  such  a  machine  must  necessarily  be  as  fast  and 
economical  In  operation  as  his  standard  two  tool  straight  tooth  bevel  gear 
generator  on  which  90%  of  such  bevel  gears  were  being  cut.  ♦  ♦  ♦  Gleason 
knew  while  "Exhibit  11'*  (the  attachment  partially  operated  in  June  of  1911) 
was  being  designed  and  built  that  it  would  be  too  slow  for  adoption  as  a  com- 
mercially salable  machine.       « 

It  thus  appears  that,  after  a  period  of  ahnost  a  year's  somnolence, 
Mr.  Gleason  was  stirred  into  activity  by  knowledge  that  Derr  was  in 
the  field.  He  testified  that  in  1911  he  received  an  order  for  a  large 
and  unusual  machine  for  use  in  producing  gears  for  the  Panama 
Canal  gates,  and  that  this  work  interfered  with  the  completion  of  the 
invention  of  the  issue.  We  are  unable  to  accept  this  excuse.  In  the 
first  place,  Mr.  Gleason  now  contends  that  he  had  completed  his  inven- 
tion by  successfully  reducing  it  to  practice  in  June  of  1911.  Certainly, 
he  might  have  applied  for  a  patent  at  that  time.  Assuming,  there- 
fore, that  he  had  conceived  the  specific  invention  of  the  issue  prior 
to  Derr's  entry  into  the  field,  we  are  constrained  to  hold  that  he  has 
not  sustained  the  burden  of  proof  resting  upon  him  as  the  junior 
party  on  the  question  of  diligence.  While,  ordinarily,  much  weight 
is  accorded  concurrent  decisions  of  the  Patent  Office,  we  ought  not  to 
hesitate  to  overrule  them — 

Where  we  are  convinced  that  an  Incorrect  conclusion  has  been  reached.  {Ar- 
better  v.  Letois,  C.  D.,  1910,  371 ;  154  O.  G.,  516;  34  App.  D.  C,  491.) 

A  limited  monopoly  under  the  patent  law  is  granted  that  the  public 
may  be  benefited,  and  he  who  slumbers  on  his  rights  does  so  at  his 
own  risk.  In  the  present  case,  when  Derr  entered  the  field  it  was 
open,  and,  as  he  in  good  faith  proceeded  promptly  to  give  the  world 
the  benefit  of  his  discovery,  we  are  convinced  that  under  the  law  he 
is  the  prior  inventor.  (Hubbard  v.  Berg^  C.  D.,  1913,  460;  195  O.  G., 
818 ;  40  App.  D.  C,  677 ;  Brown  v.  Campbell,  C.  D.,  1914,  170 ;  201 
O.  G.,  905;  41  App.  D.  C,  499.) 

Th^  decision  is  reversed  and  priority  awarded  the  senior  party 
Derr. 

Reversed. 

Mr.  Chief  Justice  Smyth  dissents. 


[Court  of  Appeals  of  the  District  of  Colnmbla.l 

Erickson  and  Erickson  V.  Dtson. 

* 

Decided  June  2,  1919. 
265  O.  G.,  147;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  986. 

INTEBFEBENCE — PBIOBITY — DILIGENCE — REVIEW  OF  PATENT  OFFICE  DECISION. 

Where  there  was  a  period  of  inactivity  by  E.  and  E.  of  several  months 
just  before  and  after  D.  entered  the  field  and  the  circumstances  were  such 
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that  the  court  is  unable  to  say  that  there  was  error  in  the  ruling  of  the 
Patent  Office  that  they  were  lacking  in  diligence,  the  decision  will  be 
affirmed. 

(For  Commissioner's  decision  see  ante,  68;  265  0.  G.,  H5,) 

Mr.  O.  G.  Bulkley  for  the  appellants. 

Mr,  C.  B.  Camp  and  Mr,  C.  C,  BradhuYy  for  the  appellee. 

Memorandum  Opinion  bt  Direction  of  the  Court,  bt  Mr.  Justice 

KOBB. 

Appeal  from  concurrent  decisions  of  the  Patent  Office  tribunals  in 
an  interference  proceeding  awarding  priority  of  invention  to  Alfred 
H.  Dyson,  the  senior  party. 

The  invention  relates  to  improvements  in  automatic  telephone  sys- 
tems, and  the  issue  is  expressed  in  eleven  counts.  Each  of  the  three 
tribunals  of  the  Patent  Office  found  that  appellants  had  failed  to 
establish  conception  of  the  invention  prior  to  Dyson's  filing  date. 
The  Examiner  of  Interferences  made  no  finding  on  the  question  of 
diligence,  but  the  Examiners-in-Chief  and  the  Assistant  Commis- 
sioner found  that,  even  assuming  prior  conception  on  the  part  of  the 
appellants,  the  result  would  be  the  same  because  appellants  had 
failed  to  show  diligence  in  reducing  the  invention  to  practice. 

Apellants'  contentions  have  been  very  thoroughly  and  ably  pre- 
sented, both  by  brief  and  argument,  but,  having  in  mind  that  appel- 
lants are  the  junior  parties  and  that  there  are  three  concurrent  de- 
cisions against  them,  we  are  not  so  clearly  convinced  that  the  ruling 
of  the  Patent  Office  on  the  question  of  diligence  was  erroneous  as  to 
feel  warranted  in  reversing  the  case  on  that  point.  There  was  a  pe- 
riod of  several  months  of  inactivity  at  a  critical  period,  or  just  be- 
fore and  after  Dyson  entered  the  field,  and  the  circumstances  were 
such  that  we  are  unable  to  say  that  the  Patent  Office  clearly  was  in 
error  in  ruling  that  this  delay  constituted  lack  of  diligence.  It  is 
unnecessary,  therefore,  for  us  to  make  any  finding  on  the  question  of 
priority  of  conception,  and  we  express  no  view  thereon. 

The  decision  rn/uat  he  affirmed. 

Affirmed.  * 

[Court  of  Appeals  of  the  District  of  ColamMa.] 

Hart  and  Barber  v.  Who,  Braden,  and  Prather. 

Decided  June  2,  1919. 

265  O.  G.,  147;  49  App.  D.  C,  —;  258  Fed.  Rep.,  978. 

Interference — Orioinalitt — Employer  and  Employee. 

Upon  the  issue  of  originality  evidence  considered  and  Held  that  only 
one  of  the  three  joint  inventors,  W.,  B.,  and  P.,  gave  any  instructions  to 
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H.  and  B.,  the  other  applicants,  who  were  in  the  employ  of  the  company  of 
which  W.  was  president,  that  such  instructions  were  insufficient  in  detail 
to  enable  H.  and  B.  to  construct  the  machine  of  the  issue,  and  priority 
awarded  to  H.  and  B. 

Mr.  Lynn  A.  Williams  and  Mr.  A.  O.  McCaleh  for  the  appellants. 
Mr.  Percy  J.  Moore  for  the  appellees. 

Memorandum  Opinion  by  Mr.  Justice  Van  Orsdel 

This  appeal  is  by  the  senior  parties,  Hart  and  Barber,  from  the 
decision  of  the  Commissioner  of  Patents  awarding  priority  of  inven- 
tion to  appellees,  the  junior  parties.  Appellants  filed  their  applica- 
tion August  14, 1914,  on  which  a  patent  was  issued  May  9, 1916.  Ap- 
pellees filed  their  application  August  24, 1915.  The  invention  relates 
to  a  grain-shocker  to  be  attached  to  and  operated  in  conjunction  with 
a  grain-binder.  The  Examiner  of  Interferences  awarded  priority  to 
appellees.  This  decision  was  reversed  by  the  Board  of  Examiners-in- 
Chief.  The  Commissioner  reversed  the  Board,  and,  in  effect,  sus- 
tained the  Examiner. 

It  is  unnecessary  to  examine  the  claims  of  the  issue,  since  the  inter- 
ference turns  solely  upon  the  question  of  originality.  The  appellees 
are  ofiicers  or  stockholders  in  the  Peerless  Shocker  Manufacturing 
Company,  of  Sioux  City,  Iowa.  Appellants  were  mechanics  in  the 
employ  of  the  Peerless  Company  at  the  time  they  constructed  the 
machine  in  issue.  The  first  machine  constructed  in  the  winter  or 
spring  of  1914,  was  found  to  be  inoperative.  A  second  machine  was 
begun  about  May  1,  1914,  and  completed  and  tested  out  in  the  July 
following.  Appellants  conducted  their  work  in  a  private  room  con- 
structed for  the  purpose  in  the  factory  of  the  Peerless  Company. 

Appellee  Wiig,  the  president  of  the  company,  is  the  only  one  who, 
it  is  claimed,  gave  appellants  instructions  as  to  the  construction  of 
the  machine.  While  Wiig  is  corroborated  in  some  particulars  by  a 
number  of  the  witnesses,  all  but  one  of  whom  are  stockholders  in  the 
Peerless  Company,  it  does  not  appear  that  either  Braden  or  Prather 
gave  appellants  any  instructions  as  to  how  they  should  proceed  to 
construct  the  machine.  Nor  is  any  witness  able  to  testify  to  any 
specific  instructions  alleged  to  have  been  given  by  Wiig.  Although 
appellees  allege  the  making  of  drawings  in  their  preliminary  state- 
ment, it  does  not  appear  that  any  sketch  or  any  drawing  of  any  kind 
was  furnished  by  Wiig  as  a  guide  to  appellants.  On  the  contrary. 
Wiig  depends  upon  certain  verbal  instructions  which,  in  our  opinion, 
standing  alone,  do  not  amount  to  such  a  specific  disclosure  of  the  in- 
vention as  would  enable  a  mechanic  to  construct  it 

The  Board,  in  its  opinion,  analyzing  the  testimony  of  Wiig  as  to 
the  instructions  given,  said: 


220         DECISIONS  OF  THE  17.  S.  COUBTS  IN  PATENT  CASES,  1919. 

Probably  the  most  specific  statemeDt,  and  in  fact  the  only  statement  made 
by  Wiig  as  to  details  of  construction,  is  that  contained  in  his  answer  to  Q.  20, 
W.  B.  and  P.  records.  Asked  by  his  attorney  what  description  he  gave  to 
Hart  when  he  first  talked  to  Hart  about  working  on  this  invention,  Wiig  says : 
'*  I  laid  out  the  plans  to  him  to  give  him  the  idea  as  to  how  the  shocker  was 
to  receive  the  bundle  from  the  binder,  conveyed  back  into  a  shock-former, 
properly  compressed,  with  a  needle  and  knotter  to  tie  around  the  shodc;  also 
the  proper  means  for  delivering  this  shock  was  gone  over  with  him.  My  Ideas 
were  to  roll  the  shock  off  by  some  means,  either  canvas  or  some  other  way 
of  constructing  a  roller  platform.  This  was  all  thoroughly  gone  over  with 
him  at  the  time."  There  is  no  corroboration  of  this  testimony  of  Wiig  and  it 
is  denied  by  Hart  that  he  ever  received  any  Instructions  from  Wllg  which 
enabled  him  working  with  Barb^  to  construct  the  machine  made  and  tested 
in  the  summer  of  1914.  It  may  be  noted  here  that  the  instructions  alleged 
to  have  been  given  to  Hart  would  naturally  have  been  embodied  in  the  unsuc- 
cessful machine  completed  in  the  winter  or  spring  of  1914.  The  successful 
machine  that  was  begun  on  or  about  May  1st,  1914,  and  finished  in  July  of  that 
year,  involved  features  of  construction  not  referred  to  in  the  answer  of  Wllg 
to  Q.  20  quoted  above.  It  is  dear  to  us  that  there  is  nothing  in  the  testimony 
of  the  junior  parties  or  their  witnesses  to  show  that  there  was  In  the  minds 
of  the  Junior  parties  any  clear  conception  of  the  invention  in  issue  including 
not  only  the  result  to  be  attained  but  a  concrete  embodiment  of  means  by 
which  the  desired  result  was  to  be  secured. 

While  the  case  is  a  close  one,  and  whichever  way  decided  may  leave 
the  impression  of  possible,  or  even  probable,  mistake,  we  are  of 
opinion,  after  a  careful  review  of  the  testimony,  that,  in  view  of  the 
burden  resting  upon  the  junior  parties  and  their  delay  of  over  one 
year  in  filing  their  application  after  notice  that  appellants'  applica- 
tion had  been  filed,  the  conclusion  reached  by  the  Board  of  Exam- 
iners-in-Chief  is  correct. 

Therefore,  the  decmon  of  the  Commissioner  of  Patents  is  reversed. 

Reversed. 


[Court  of  ApfMaU  of  ili«  District  of  Colombia.] 
BONINE  V.  Buss. 

Decided  June  2,  1919. 
205  O.  G.,  807 ;  49  App.  D.  C,  --;  258  Fed.  Bep.,  089. 

1.   IJUTEBTEBXNCB — ALLOWABLE  APPLICATION  IB  A  RXDUCTION  TO  PRACTICE. 

"  The  rule  of  the  Patent  OiRce  that  the  filing  of  an  allowable  application 
is  eonstructlTe  reduction  to  practice  is  only  the  expression  in  another  form 
of  the  rale  that  the  application  of  a  patented  invention,  if  it  sufficiently 
describes  the  invention,  is  conclusive  evidence  that  the  invention  was  made 
at  least  as  early  as  that  date.  {Automatic  Weighing  Mach.  Co,  v.  Pneu- 
matic Scale  Corp,,  C.  D.,  1909,  498;  139  O.  G.,  991;  166  Fed.  Rep.,  288,)" 

2.  Same — ^Appeal  to  Coubt — Scope  of  Review. 

The  question  whether  or  not  an  application  is  allowable  and  one  upon 
which  the  issuance  of  a  patent  can  be  predicated  is  primarily  for  the  ex- 
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perts  of  the  Patent  Office  and  will  not  be  Inquired  into  in  an  interference 

proceeding  except  for  manifest  error. 

(Far  Commisaioner's  decision  see  ante,  16;  9(95  O.  G.,  $06,) 

Mr.  C.  Z.  Sturtevanty  Mr.  E.  G.  Mason^  and  Mr.  Jos.  C.  Frdky 
for  the  appellant. 
Mr.  R.  H.  Van  Nest  for  the  appell^. 

m 

Memosandum  Opinion  bt  Mr.  Justice  Van  Orsdel. 

This  interference  involves  an  invention  relating  to  an  electric- 
lighting  and  engine-starting  system  described  in  the  single  count  of 
the  issue  as  follows: 

The  combination  of  an  engine,  an  electric  machine  connected  thereto,  a 
secondary  battery,  an  automatic  switch  for  controlling  the  charge  of  the  battery 
by  the  electric  machine,  and  a  switch  for  cutting  out  the  automatic  switch  and 
connecting  the  battery  to  the  electric  machine,  whereby  the  same  may  be 
operated  as  a  motor  for  starting  the^engine. 

Bonine  filed  his  application  July  7,  1911,  on  which  a  patent  was 
granted  April  16, 1912.    Bliss  filed  his  application  June  25, 1910. 

The  tribunals  of  the  Patent  Office  unanimously  found  on  the  issue 
of  fact  that  Bliss  was  the  first  to  conceive  and  reduce  the  invention ' 
to  practice.  The  rule  that  we  will  not  disturb  such  a  finding,  ex- 
cept for  palpable  error,  applies  with  exceptional  force  to  this  case. 
No  other  reasonable  conclusion  could  have  been  reached  from  th^ 
evidence. 

The  further  contention  that  the  application  of  Bliss  did  not 
amount  to  a  constructive  reduction  to  practice  is  without  merit.  It 
is  settled  by  repeated  decisions  of  the  courts  that  the  filing  of  an 
allowable  application  constitutes  a  reduction  to  practice.  {Porter 
V.  Louden,  C.  D.,  1896, 707 ;  73  O.  G.,  1551 ;  7  App.  D.  C,  64 ;  Davis  v. 
Garrett,  C.  D.,  1906,  724;  128  O.  G.,  1991;  28  App.  D.  C,  9;  Tele- 
fhone  Cases,  C.  D^,  1888,  321;  43  O.  G.,  377;  126  U.  S.  2.) 

The  question  of  whether  or  not  an  application  is  allowable  and  one 
upon  which  the  issuance  of  a  patent  can  be  predicated,  is  primarily 
for  the  experts  of  the  Patent  Office,  and  will  not  be  inquired  into  in 
this  sort  of  a  proceeding  except  for  manifest  error. 

The  rule  of  the  Patent  Office  that  the  fiUng  of  an  allowable  application  is 
oonstructive  reduction  to  practice  is  only  the  expression  in  another  form  of 
the  rule  that  the  appUcation  of  a  patented  invention,  if  it  sufficiently  de- 
scribes the  iuTention,  is  conclusive  evidence  that  the  invention  was  made  at 
least  as  early  as  that  date.  {Automatic  Weighing  Much.  Co.  v.  Pneumatic 
Scale  Corp.,  0.  D.,  1909»  4d8;  139  O.  G.,  991;  166  Fed.  Rep.,  288.) 

The  decision  of  the  Commissioner  of  Patents  is  affirmed,  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
Affirmed. 
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[Court  of  Ai^peals  of  the  District  of  Columbia.] 

In  re  Otto,  Jr. 
Decided  June  2,  1919. 

265  O.  G.,  308 ;  49  App.  D.  C,  — ;  269  Fed.  Rep.,  985. 

1.  Reissues — Bboadened  Claims — Delay  in  Filing  Application. 

The  rule  Is  well  established  that  a  reissue  applied  for  more  than  two 
years  after  the  date  of  the  issue  of  the  original  patent,  where  it  amounts 
to  merely  a  broadening  of  the  claims  of  the  patent,  ordinarily  will  not  be 
allowed. 

2.  Same — Same — Same. 

Undoubtedly  there  are  exceptions  to  the  rule  that  an  application  for 
reissue  with  broadened  claims  must  be  filed  within  two  years;  but  in  such 
a  case  the  applicant  will  be  held  to  a  strict  rule  of  diligence,  and  it  must 
clearly  appear  that  he  moved  promptly  after  the  discovery  of  the  error  in 
the  original  patent 

3.  Same — Same — Sams. 

Claims  considered  and  Held  to  be  broader  than  the  claims  of  the  patent, 
and,  further,  Held  that  the  facts  do  not  bring  the  case  within  any  ex- 
ceptions of  the  rule  that  such  reissues  must  be  filed  within  two  year& 

Mr,  L.  K,  Gillson  and  Mr.  C,  B.  GUlson  for  the  appellant. 
Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Van  Orsdel,  /.; 

This  appeal  ife  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  certain  claims  of  appellant's  application  for  the  reissue  of 
a  patent  awarded  to  him  on  August  1, 1911. 

The  invention  relates  to  a  hay-loader,  and  the  following  claim 
illustrates  suflSciently  the  issue  here  involved : 

In  a  hay  loader,  in  combination,  a  traveling  frame  having  a  forwardly  and 
upwardly  inclined  deck,  a  transverse- toothed  gathering  cylinder  located  In  rear 
of  the  lower  end  of  the  deck  and  rotating  forwardly  at  its  underside  upon  an 
axis  which  is  above  the  plane  of  the  deck  and  a  plurality  of  toothed  elevator 
bars  longitudinally  reciprocable  over  the  deck  and  oscillating  in  a  plane  which 
is  perpendicular  to  the  plane  of  the  deck,  the  said  elevator  bars  extending  in 
their  movement  immediately  adjacent  the  front  of  the  said  gathering  cylinder. 

Without  stopping  to  compare  the  claims,  we  agree  with  the  three 
tribunals  below  that  to  grant  the  claims  of  the  reissue  would 
broaden  the  claims  of  the  patent.    As  stated  by  the  Commissioner: 

The  only  point  involved  in  this  appeal  is  whether  the  applicant  is  entitled  to 
a  reissue  of  his  patent,  which  was  granted  August  1,  1911,  and  the  present 
application  for  reissue  filed  June  30,  1916,  nearly  five  years  thereafter,  where 
the  object  is  admittedly  to  broaden  the  claims. 

The  rule  is  well  established  that  a  reissue  applied  for  more  than 
two  years  after  the  date  of  the  issue  of  the  original  patent,  where  it 
amounts  merely  to  a  broadening  of  the  claims  of  the  patent,  ordi- 
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narily  will  not  be  allowed.  The  two-year  period  seems  to  have  been 
adopted  by  analogy  to  the  statute  affecting  public  use  before  appli- 
cation for  a  patent,  which  operates  as  a  bar. 

When  a  patentee  takes  out  a  patent,  he,  in  effect,  disclaims  all 
that  is  not  claimed.  It  is  notice  to  the  public  that  the  claim  to  in- 
vention is  for  the  elements  or  combination  described,  and  for  noth- 
ing more.  That  which  is  not  claimed  immediately  becomes  public 
property,  and  the  public  has  the  right  to  adopt  and  use  it;  hence, 
the  necessity  of  prompt  action  on  the  part  of  a  patentee,  since  tardy 
reissues  may  conflict  with  intervening  public  rights.  The  obvious 
intent  of  the  statute  providing  for  reissues,  where,  through  inad- 
vertence, accident,  pr  mistake,  the  full  scope  of  the  invention  has 
not  been  claimed,  is  to  secure  to  the  inventor  a  monopoly  of  that 
which  he  has  actually  discovered  or  invented.  This,  however,  will 
not  excuse  unreasonable  delay  in  moving  to  correct  the  error  in  the 
original  claims.  The  rule  is  clearly  stated  by  Mr.  Justice  Brown  in 
Topliif  V.  TopUff,  (C.  D.,  1892,  402;  59  O.  G.,  1257;  145  U.  S.,  156,) 
as  follows: 

That  due  diligence  must  be  exercised  in  discovering  the  mistake  in  the  orig- 
inal patent,  and  that,  if  it  be  sought  for  the  purpose  of  enlarging  the  claim, 
the  lapse  of  two  years  will  ordinarily,  though  not  always,  be  treated  as  evi- 
dence of  an  abandonment  of  the  new  matter  to  the  public  to  the  same  extent 
that  a  failure  by  the  Inventor  to  apply  for  a  patent  within  two  years  from  the 
public  use  or  sale  of  his  invention  is  regarded  by  the  statute  as  conclusive 
evidence  of  an  abandonment  of  the  patent  to  the  public. 

This  court  in  in  re  Starkey,  (C.  D.,  1903,  607;  104  O.  G.,  2150;  21 
App.  D.  C,  519,)  citing  a  long  line  of  Federal  cases  in  support  of 
the  rule,  said : 

We  must  now  regard  the  law  as  well  settled  by  the  Supreme  Ck)urt  of  the 
United  States,  that,  after  the  lapse  of  two  years  after  the  issue  of  a  patent, 
a  reissue  which  seeks  to  enlarge  the  claims  of  the  original  patent  will  not  be 
granted,  or  if  granted  will  be  held  invalid,  unless  special  circumstances  are 
shown  to  excuse  the  delay. 

The  reason  for  the  rule  is  clearly  stated  in  American  Automo- 
toneer  Co.  v.  Porter^  (232  Fed.  Rep.,  456,)  where  the  court  said : 

We  think  It  must  be  assumed  that  the  principle  of  estoppel  (perhaps  in 
favor  of  the  public  generally)  is  at  the  bottom  of  the  rule.  By  the  issue  of 
a  pateit,  the  Inventor  dedicates  to  the  public  everything  which  he  does  not 
claim  as  his  monopoly.  Upon  this  dedication,  the  public  has  a  right  to  rely, 
and  if  members  of  the  pubUc  devote  time  and  money  to  the  manufacture  of  a 
device  which  the  inventor  has  so  dedicated,  or  to  the  devising,  inventing,  and 
patenting  of  structures  which  embody  such  a  feature,  it  may  be  presumed 
that  this  is  done  upon  the  faith  of  the  dedication;  and  so  the  inventor  may 
not  be  permitted  thereafter  to  enlarge  his  monopoly  to  the  prejudice  of  these 
new  rights,  even  though,  except  for  them,  the  reissue  would  be  permissible. 
The  settled  doctrine  has  come  to  be  that  after  a  delay  of  more  than  two  years, 
and  in  the  absence  of  any  sufficient  contrary  evidence,  these  fatal  intervening 
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rights  (public  or  private)  will  be  presumed ;  in  the  presence  of  less  delay  they 
must  be  proved. 

Undoubtedly,  there  are  exceptions  to  the  rule,  and  there  are  cases 
where  to  hold  that  a  patent  could  not  be  reissued  for  an  enlarged 
claim  after  the  expiration  of  the  two-year  period,  would  work  a 
great  hardship  and  nullify  the  obvious  intent  of  the  statute.  But, 
even  in  such  a  case,  the  applicant  will  be  held  to  a  strict  rule  of 
diligence,  and  it  must  clearly  appear  that  he  moved  promptly  after 
the  discovery  of  the  error  in  th^  original  patent.  On  the  questions 
of  fact  touching  applicant's  failure,  through  inadvertence,  accident, 
or  mistake,  to  make  originally  the  broad  claims  now  sought,  the  tri- 
bunals below  are  agreed,  and  we  find  no  reason  to  disturb  their  find- 
ing. On  the  question  of  law  relating  to  applicant's  delay  in  seeking 
a  reissue  of  his  patent,  we  find  nothing  in  this  case  to  bring  it  within 
any  exception  to  the  foregoing  rule. 

The  decision  of  the  Coinrrdsaioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

AffiTfnedm 


[Court  of  Appeals  of  the  District  of  Colambla.] 

Parkeb  V,  Craft  and  Reynolds. 

Decided  June  2,  19t9, 

265  O.  G.,  800 ;  49  App.  D.  O.,  — ;  258  Fed.  Rep.,  988. 

Intebference — Appeal  to  the  Court  of  Appeals — Jumsdiction  of  the  Cotnrr. 

Held  that  no  appeal  lies  to  the  court  of  appeals  from  a  decision  of  the 

Commissioner  "dissolving  the  interference  on  the  ground  that  count  1 

-  is  unpatentable  and  count  2  cannot  be  made  by.  Parker,"  since  the  order 

is  not  even  the  equivalent  of  a  Judgment  of  priority. 

(For  Commissioner* 8  decision  see  ante,  72;  265  0.  G.,  SOS,) 

Mr.  Frederick  R.  Parker  pro  se. 

Mr.  D.  C.  Tammsr  and  Mr.  W.  R.  Ballard  for  the  appellees. 

Memorandum  Opinion  by  Mr.  Justice  Van  Orsdeu 

This  is  an  interference  proceeding  in  which  appellant  Parker  ap- 
peals from  an  order  of  the  Commissioner  of  Patents  affirming  the 
decision  of  the  Board  of  Examiners-in-Chief — 

dissolving  the  Interference  on  the  ground  that  count  1  is  unpatentable  and 
count  2  cannot  be  made  by  Parker. 

We  are  confronted  at  the  threshold  with  a  motion  to  dismiss  the 
appeal  for  lack  of  jurisdiction.    We  have  held  in  many  cases  that 
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an  order  dissolving  an  interference  b  a  mere  interlocutory  order 
from  which  no  appeal  lies  to  this  court.  {Carlin  v.  Goldberg^  C.  D., 
1917,  128;  236  O.  G.,  1222;  45  App.  D.  C,  540;  Field  v.  Colman, 
C.  D.,  1918, 135;  247  O.  G.,  246;  47  App.  D.  C,  189.)  This  is  based 
upon  the  ruling  that,  in  interference,  appeal  will  lie  to  this  court* 
only  from  a  judgment  of  priority.  {In  re  Fullagar^  C.  D.,  1909,  270; 
138  O.  G.,  259;  32  App.  D.  C,  222;  Cosper  v.  Gold,  C.  D.,  1910, 
282 ;  151  O.  G.,  194 ;  34  App.  D.  C,  194 ;  in  re  Carvalho,  C.  D.,  1918, 
165;  250  O.  G.,  514;  47  App.  D.  C,  584.) 

Not  only  was  there  no  order  of  priority  in  this  case,  but  such  a 
finding  would  have  been  inconsistent  with  the  order  of  dissolution. 
A  motion  to  dissolve  an  interference  fundamentally  challenges  the 
right  of  one  of  the  parties  to  make  the  claims.  An  order  sustaining 
the  motion,  therefore,  is  equivalent  to  a  holding  that  no  interference 
in  fact  exists.  Before  an  interference  can  exist,  or  a  judgment  of 
priority  be  rendered,  not  only  must  both  parties  have  a  right  to 
make  the  claims  of  the  issue,  but  the  parties  must  have  the  right  to 
claim,  and  in  fact  be  claiming,  the  same  thing. 

/^,  therefore^  foUows  that  the  order  of  the  Commissioner  in  this 
case  was  not  even  the  equivalent  of  a  judgment  of  priority. 

The  appeal  is  dismissed. 

Dismissed. 

[Court  of  Appeals  of  tbe  Diatrict  of  ColumMa.] 

Hadlbt  V.  Ellis. 

Decided  June  2,  1919. 
265  O.  G.,  458 ;  49  App.  D.  O.,  — ;  258  Fed.  Bep.,  984. 

1.  Interfcbence — Priority — ^Reduction  to  Practice — Simple  Device. 

A  linked  bracelet  is  not  such  a  simple  device  that  the  mere  making  of  it, 
without  some  test  of  its  ntility,  will  amount  to  reduction  to  practice. 

2.  Same — Same — Diligence. 

Conceding  that  a  device  made  by  H.  in  April,  1912,  showed  a  concep- 
tion  of  the  invention,  it  was  not  a  reduction  to  practice,  and  as  he  did 
nothing  further  toward  completing  the  invention  until  after  the  entry  of 
B.  into  the  field  in  the  fall  of  1912,  but  worked  on  an  invention  of  another, 
and  did  not  file  his  application  for  over  a  year  and  a  half  after  the  filing 
of  E.'s  application,  Held  that  H.  was  lacking  in  diligence  and  that  priority 
was  properly  awarded  to  El 

Mr.  Charles  D.  Davis  and  Mr.  James  H.  Thurston  for  the  appel- 
lant. 
Mr.  A.  D.  Salinger  for  the  appellee. 

Memorandum  Opinion  by  Mr.  Justice  Van  Orsdel. 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  of  invention  to 
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appellee  Ellis  for  an  invention  relating  to  the  manner  in  which  the 
parts  of  an  expansible  bracelet  are  connected  together,  and  includes 
the  means  for  connecting  the  two  parts  of  the  guide-links. 
The  issue  is  in  three  counts,  of  which  count  1  is  illustrative. 

*  1.  In  a  bracelet,  an  Interconnecting  guide>llnk  and  slide-link,  said  guide-link  ^ 
comprising  a  pair  of  trough-shaped  members  connected  together  at  one  end  by 
an  integral  bridge  and  folded  at  said  bridge  to  set  opposite  and  spaced  apart 
from  each  other,  the  free  ends  of  said  members  being  provided  with  extending 
portions  folded  one  about  the  other  to  positively  lock  said  free  ends  together, 
said  extensions  also  serving  as  a  cross-bar  for  guiding  the  slide-link,  said 
slide-link  being  slidably  mounted  between  said  trough-shaped  members  and  a 
spring  for  normally  retaining  said  links  in  contracted  position. 

The  application  of  Ellis  was  filed  November  4,  1912,  on  which 
patent  issued  November  24,  1914.  Hadley  filed  his  application 
November  4,  1914. 

While  Ellis  alleges  conception  of  the  invention  on  June  15,  1912, 
he  was  properly  held  by  the  tribunals  below  to  his  filing  date  for 
constructive  reduction  to  practice.  Hadley  pitches  his  case  upon  an 
alleged  reduction  to  practice  in  April,  1912.  He  testified  that  he 
made  a  link  at  this  time  and  later  a  bracelet  which  he  showed  to 
witnesses  Kuehner  and  Tost.  Tost  was  a  tool-maker  employed  by  the 
Hadley  Jewelry  Company.  Hadley  relies  upon  this  for  a  reduction 
to  practice.  It  does  not  appear  that  it  was  tested,  and  Hadley  ad- 
mits that  the  links  were  thrown  away  and  nothing  further  done  with 
the  device  until  the  fall  of  1912,  after  Ellis  had  come  into  the  field. 
As  to  these  links,  Kuehner  testified  that  he  did  not  regard  them  as 
satisfactory,  and  that  he  told  Hadley  so. 

The  device  in  issue  is  not  so  simple  that  the  mere  making  of  it, 
without  some  test  of  its  utility,  will  amount  to  reduction  to  practice. 
We,  therefore,  agree  with  the  Commissioner  that  what  Hadley  did 
in  1912  amounted  to  merely  an  abandoned  experiment.  Conceding 
that  Hadley  had  establised  conception  of  .the  invention  in  1912,  he 
spent  the  summer  of  that  year  perfecting  an  invention  for  Kuehner, 
and  did  nothing  until  after  Ellis  came  into-  the  Patent  Office.  In- 
deed, nothing  was  done  toward  making  application  for  a  year  and 
a  half,  and  then  the  application  was  not  filed  until  the  fall  of  1914. 
The  tribunals  of  the  Patent  Office  were  in  agreement  upon  the  issues 
of  fact,  and  we  find  no  occasion  to  interfere  with  their  conclusions. 

The  decision  of  the  Commissioner  of  Patents  is  affirm^d^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Afjirnied. 
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[Court  of  Appeals  of  the  District  of  Columbia.]  .* 

Leonard  and  Leonard  v.  Young. 

Decided  June  2,  1919. 

265  O.  G.,  458 ;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  985. 

Interference — ^Priority. 

Evidence  reviewed  and  Held  Insufficient  to  establish  that  the  appellants, 
who  filed  their  application  after  the  patent  had  issued  to  thie  appellee, 
were  the  prior  inventors. 

Mr,  Frmik  E,  Liverance^  Jr.,  for  the  appellants. 
Mr.  Stuart  C.  Barnes,  Mr.  J.  H.  Milans,  Mr.  C.  T.  Milans,  and  Mr. 
G.  /?.  Stickney  for  the  appellee. 

Memoranditm  Opinion  bt  Mr.  Justice  Van  Orsdel. 

This  appeal  is  from  an  award  of  priority  of  invention  to  appellee 
Young. 

Appellants  filed  their  application  in  the  patent  Office  after  patent 
had  issued  to  Young;  hence,  to  succeed  they  must  establish  their  case 
beyond  a  reasonable  doubt.  {Blackstone  v.  WUd,  C.  D.,  1915,  137; 
215  O.  G.,  667;  43  App.  D.  C,  392.) 

The  case  turns  upon  a  question  of  fact.  While  the  Examiner  of 
Interferences  awarded  priority  to  appellants,  he  was  reversed  by 
both  the  Board  of  Examiners-in-Chief  and  the  Commissioner.  On 
the  same  evidence  the  right  of  Young  to  priority  was  sustained  by 
Judge  Sessions  in  a  suit  brought  in  the  United  States  District  Court 
for  the  Western  District  of  Michigan  for  the  infringement  of  the 
Young  design  patent  against  the  assignee  of  the  Leonard  applica- 
tion. {Young  v.  Grand  Rapids  Refrigerator  Co.,  decided  July  11, 
1918,  and  not  reported.)    In  the  opinion  the  court  said: 

Depositions  taken  in  an  interference  case  in  the  Patent  Office  have  been  stip- 
ulated into  the  record  and  constitute  the  evidence  upon  which  this  question 
of  fact  must  be  decided.  ♦  ♦  ♦  Construing  this  testimony  most  favorably 
to  defendant,  its  officers  had  but  a  vague  and  general  idea'  of  what  was  desired 
and  did  not  attempt  to  go  into  the  details  of  the  design.  In  fact,  they  make 
no  claim  to  the  invention  as  a  completed  whole.  The  testimony  of  the  super- 
intendent of  plaintiff's  factory  and  the  draftsman  who  made  the  drawings  tends 
to  sustain  the  contentions  of  plaintiff  rather  than  those  of  defendant.  *  *  * 
Upon  the  whole  record,  I  am  constrained  to  hold  that  defendant  has  not  sus- 
tained the  burden  of  proof  required  to  overcome  the  presumption  of  validity  and 
priority  of  invention  arising  from  the  issuance  of  the  patent  to  plaintiff. 

From  a  careful  review  of  the  evidence,  we  are  convinced  that  the 
decision  of  the  Cormrmsioner,  sustained  hy  the  able  opinion  of  Judge 
Sessions,  is  right.  The  decison  of  the  Commissioner  of  Patents  is 
affirmed. 

Affirmjed. 


\ 
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•  [Court  of  Appeals  of  ibe  District  of  Columbia.] 

SWINGLEHURST  V.   BaLLARD. 

Decided  June  2,  1919. 
285  O.  G.,  459 ;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  978. 

1.  Interfebence — Evidence — Originality — Rertjttal. 

Where  S.  sought  to  show  that  B.  was  not  the  original  Inventor,  but 
derived  his  knowledge  from  him  through  one  L.,  testimony  offered  In 
rebuttal  to  show  that  L.  was  In  the  employ  of  B.'s  company  Held  properly 
excluded  as  Improper  rebuttal,  since  It  was  a  part  of  S.*s  case-in-chief. 

2.  Same — Same — Same. 

Evidence  that  L.  was  in  the  employ  of  B.'s  assignee  Held  insufficient  to 
establish  that  B.  derived  his  knowledge  of  the  Invention  from  S.,  espe- 
daily  as  when  L.  was  called  by  S.  as  a  witness  in  making  out  his  i^ma 
facie  case  he  was  not  asked  as  to  any  disclosure  to  B. 

3.  Same — Same. 

The  fact  that  B.  was  not  called  as  a  witness  to  testify  that  he  was  the 
Inventor  Is  immaterial.  He  swore  that  he  was,  in  his  application,  and 
having  filed  first  he  was  presumably  the  first  inventor,  which  presump- 
tion remains  with  him  until  it  has  been  overcome  by  proof. 

4.  Same — ^Priority — ^Reduction  to  Practice. 

Where  the  machine  Involved  in  the  issue  was  made  for  the  purpose  of 
eliminating  dog-lines  in  knitted  fabrics.  Held  that  a  machine  which  did 
not  do  this,  but  only  made  the  dog-lines  somewhat  less,  and  which  was 
not  put  upon  the  market,  though  a  machine  for  the  purpose  indicated 
was  much  desired  by  the  trade,  was  not  a  reduction  to  practice. 

5.  Same — Same — Diligence. 

Assuming  that  an  early  machine  made  by  S.  embodied  the  invention, 
the  tests  made  thereof  did  not  demonstrate  its  practicability,  and  S.  was 
lacking  In  diligence  at  the  time  that  B.  entered  the  field,  and  priority 
was  properly  awarded  to  B. 

Mr.  T.  Walter  Fowler  and  Mr.  Hubert  Howson  for  the  appellant. 
Mr.  William  F.  Hall  for  the  appellee. 

Smyth,  C.  J.: 

The  invention  involved  in  this  interference  relates  to  an  attach- 
ment for  rib-knitting  machines.  There  are  thirteen  counts,  of  which 
the  following  two  are  typical : 

1.  In  combination  in  a  circular  knitting  machine,  a  needle  cylinder,  a  needle 
dial  and  connecting  means  between  them  to  maintain  them  in  fixed  relation  to 
each  other,  said  connecting  means  having  a  plurality  of  passes  for  the  fabric, 
with  means  for  effecting  the  opening  of  said  passes  in  succession  for  the 
unrestrained  movement  of  the  fabric  therethrough,  the  opening  of  each  pass 
being  followed  by  the  closing  of  its  members  to  thereby  maintain  the  needle 
cylinder  and  dial  in  said  fixed  relation  while  another  pass  is  open,  sab- 
Btantially  as  described. 

18.  In  a  knitting  machine,  dial  holding  means  comprising  relatively  fixed 
abutments,  two  or  more  dogs,  levers  carrying  said  dogs,  an  operating  con- 
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nection  for  said  levers,  fnd  means  for  moTing  said  operating  connections  to 
hold  one  or  more  of  said  dogs  in  an  operative  position  with  respect  to  said 
fixed  abutments  dnring  release  of  another  of  said  dogs. 

Ballard  filed  his  application  on  January  9,  1916;  Swinglehurst 
filed  his  on  February  6,  1915.  Swinglehurst  is  therefore  the  junior 
party,  and)  of  course,  the  burden  is  on  him. 

The  machines  of  the  prior  art  made  in  the  knitted  fabric  what 
was  known  as  "  dog  lines."  This  was  undesirable.  To  develop  a 
machine  which  would  not  make  the  lines  was  the  problem  to  be  solved. 
Ballard  proved  that  a  machine  embodying  the  claims  of  the  issue 
was  constructed  under  his  supervision  on  or  about  January  1;  1915, 
more  than  a  month  before  Swinglehurst  filed.  Swinglehurst  claims 
that  he  conceived  the  invention  in  March,  1912,  and  soon  thereafter 
disclosed  it  to  one  Larkin,  who  made  a  drawing  of  it  at  or  about 
the  time.  This  drawing  is  the  same  as  that  set  forth  in  Swingle- 
hurst's  application.  At  the  time  that  Ballard  filed  Swinglehurst  was 
inactive  and  there  is  nothing  to  show  he  had  done  anything  upon 
his  invention  for  months  prior  thereto. 

Swinglehurst  contends  that  Ballard  is  not  an  original  inventor, 
but  derived  his  knowledge  of  the  invention  from  Larkin,  and  thereby 
indirectly  from  him.  He  says  in  this  regard  that  during  the  fall  of 
1914  Larkin  was  employed  as  a  designer  of  knitting-machines  by  the 
Wildman  Manufacturing  Company,  Ballard's  assignee,  and  from  that 
circimistance  he  reasons  that  Ballard  had  an  opportunity  of  acquiring 
the  requisite  knowledge  from  Larkin,  and  therefore  that  he  had 
thus  acquired  it.  In  support  of  the  claim  that  Larkin  was  employed 
by  the  Manufacturing  Company  he  presented  in  rebuttal  a  deposi- 
tion of  Larkin  to  that  effect,  but  it  was  excluded  on  the  ground  that 
it  was  not  proper  rebuttal.  He  asserts  that  this  was  error.  If  he 
is  wrong  there  is  no  evidence  of  Larkin's  employment  by  the  Manu- 
facturing Company,  and  the  basis  of  his  claim  that  Ballard  derived 
the  invention  from  him  disappears. 

The  purpose  of  his  offer  was  to  show  that  he  was  entitled  to  pri- 
ority over  Ballard  by  reason  of  the  fact  that  the  latter  had  derived 
the  invention  from  him.  This  was  manifestly  a  part  of  his  case-in- 
chief,  and  no  error  was  committed  in  denying  it  admission  as  re- 
buttal. Besides,  if  it  was  permissible  in  rebuttal,  no  prejudice  could 
have  resulted  from  its  exclusion.  The  mere  fact  that  Larkin  pos- 
sessed the  knowledge  and  worked  for  the  Wildman  Manufacturing 
Company,  the  establishment  in  which  Ballard's  machine  was  con- 
structed, did  not  prove,  or  even  tend  to  do  so,  that  Ballard  had  an 
opportunity  of  acquiring  the  knowledge.  It  was  under  the  control 
of  Larkin  and  he  does  not  show  in  his  deposition  that  he  was  willing 
to  impart  it  to  Ballard  or  anybody  else.  How,  then,  can  it  be  said 
that  Ballard  had  an  opportunity  to  get  it?    Moreover,  Larkin  does 
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not  say  that  he  divulged  the  knowledge  either  directly  or  indirectly 
to  Ballard.  He  was  Swinglehurst's  witness,  called  by  him  in  chief, 
and  the  fact  that  he  was  not  interrogated  upon  the  point  at  that  time, 
or  when  he  was  put  on  in  rebuttal,  tends  strongly  to  show  that 
Swinglehurst  knew  he  had  not  revealed  the  information  to  Ballard. 
Swinglehurst  had  it  in  his  power  to  extract  the  truth,  from  Larkin 
when  he  was  on  the  witness  stand.  Why  did  he  not  do  it  instead  of 
asking  the  court  to  draw  an  unwarranted  inference  from  the  circum- 
stance of  Larkin's  employment?  His  failure  to  do  so  raises  a  pre- 
sumption against  the  verity  of  the  contention  which  he  makes. 
{Gallagher  v.  Hastings,  C.  D.,  1908,  531;  103  O.  G.,  1165;  21  App. 
D.  C,  88;  Alexander  v.  Blackman,  C.  D.,  1906,  602;  121  O.  G.,  1979; 
26  App.  D.  C,  641;  Schmidt  v.  Clark,  C.  D.,  1909,  280;  138  O.  G., 
768;  32  App.  D.  C,  290;  Huff  v.  Gvlick,  C.  D.,  1912,  488;  179  O.  G., 
579;38  App.  D.  C,  334.) 

Complaint  is  made  because  Ballard  was  not  called  to  prove  his 
inventorship,  and  in  this  relation  it  is  asserted  that  an  application 
is  a  mere  pleading — ^not  proof.  But  this  is  a  misconception  of  the 
law.  He  who  files  first  is  presumably  the  inventor,  and  that  pre- 
sumption remains  with  him  until  it  has  been  overcome  by  proof. 
(Patent  Office  Practice  Rules,  116;  Hunter  v.  Stikeman,  C.  D.,  1898, 
564;  85  O.  G.,  610;  13  App.  D.  C,  214;  Smith  v.  Smith,  C.  D.,  1908, 
601 ;  136  O.  a,  850 ;  31  App.  D.  C,  518.) 

Ballard  is  assailed  for  not  testifying  that  he  was  the  inventor.  He 
swore  that  he  was  in  his  application,  and  that  was  enough  until  there 
was  evidence  to  the  contrary.    There  is  no  ground  for  the  criticism. 

Swinglehurst  urges  that  he  reduced  the  invention  to  practive  in  the 
early  part  of  March,  1912,  by  building  a  machine  embodying  it,  and 
that  a  satisfactory  test  of  the  machine  was  made  about  that  time. 
The  testimony  of  Swinglehurst  and  the  witness  Morley,  the  only 
other  person  interrogated  concerning  the  matter,  is  to  the  effect  that 
by  the  machine  in  question  the  objectionable  dog-lines  were  made 
''somewhat  less" — ^'^that  there  was  not  evidence  cf  the  same  ex- 
treme dog  marks  "  that  had  been  "  noticed  in  other  machines  of  this 
character."  But  this  did  not  remove  the  difficulty  which  the  workers 
in  the  art  complained  of.  They  required  a  machine  that  would  do 
more  than  somewhat  lessen  the  undesirable  lines,  and  this  machine, 
according  to  Swinglehurst's  testimony  and  that  of  his  witness  Mor- 
ley, did  not  answer  that  purpose. 

If  Swinglehurst  believed  in  1912,  at  the  time  he  made  the  test  just 
mentioned,  that  his  machine  met  the  requirements  of  the  situation, 
why  did  he  not  build  it  and  put  it  upon  the  market?  He  knew  that 
such  a  machine  was  much  desired  by  the  trade  and  would  command 
a  large  sale,  but  he  did  nothing  until  another  had  entered  the  field, 
nearly  three  years  afterward. 
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In  view  of  all  the  facts,  the  Acting  Examiner  of  Interferences 
found  that  the  test  did  not  demonstrate  the  practicability  of  the 
machine ;  that  even  if  it  did,  Swinglehurst  was  not  diligent,  and  that 
having  failed  to  prove  that  Ballard  was  not  the  original  and  inde- 
pendent inventor,  Swinglehurst's  case  failed,  and  priority  must  be 
awarded  to  Ballard.  The  Examiners-in-Chief  and  the  Assistant 
Commissioner  concur  in  the  finding  of  the  Acting  Examiner  of  In- 
terferences. We  have  made  an  independent  investigation  of  the  facts 
and  wholly  agree  with  the  action  of  the  three  tribunals.  But  this 
investigation  was  not  necessary,  since  it  is  an  established  rule  of 
decision  that  where  the  three  tribunals  concur  with  respect  to  the 
facts  we  will  not  disturb  the  ruling,  unless  it  is  palpably  wrong. 
{Malcolm  v.  Richards,  C.  D.,  19;L8,  171;  250  O.  G.,  1000;  47  App. 
D.  C,  582;  Jobski  v.  Johnson,  C.  D.,  1918,  140;  247  O.  G.,  479;  47 
App.  D.  C,  230;  Bourn  v.  Hill,  C.  D.,  1906,  699;  123  O.  G.,  1284;  27 
App.  D.  C,  291;  Flora  v.  Powrie,  C.  D.,  1904,  636;  109  O.  G.,  2443; 
23  App.  D.  C,  195 ', -Gammeter  v.  Thropp,  C.  D.,  1915,  59;  210  O.  G., 
1397;  42  App.  D.  C,  664.)  The  case  does  not  come  within  the 
exception. 

The  decision  of  the  Com^misswner  is  afp/nned* 

Affirmed, 

[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Wilson. 

Decided  June  2,  1919. 

265  O.  G.,  460 ;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  976. 

Patentabujty — Doubts  Resolved  in  Favor  of  the  Appucant. 

The  question  whether  two  of  the  appealed  claims  define  an  Invention 
over  the  art  Held,  under  all  the  circumstances,  not  to  be  so  clear  that  the 
patent  should  be  refused,  the  doubts  as  to  the  patentability  being  resolved 
in  favor  of  the  applicant 

Mr.  H.  S.  Hill  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Smyth,  C.  J. : 

This  is  an  appeal  from  a  decision  of  the  Patent  Office  rejecting 
claims  4  to  19,  inclusive,  of  appellant's  application  for  a  patent  on  a 
device  relating  to  an  elevator  for  raising  casings  or  tubings  out  of 
oil-wells  and  the  like.  We  have  no  doubt  with  respect  to  the  correct- 
ness of  the  decision  except  as  to  claims  4  and  10,  which  read : 

4.  Improvements  of  the  character  disclosed,  comprising  two  relatively  mov- 
able clamping  and  holding  members  having  a  htnge  connection  and  capable  of 
being  opened  or  closed  at  such  hinge  connection  when  a  pipe  Is  between  the 
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same,  suspension  means  connected  with  one  only  of  the  clamping  members,  and 
securing  means  whereby  said  members  are  heM  together  in  working  relation; 
said  member  with  which  suspension  means  are  connected  being  provided  with 
an  abutment  upon  which  is  seated  the  swinging  end  of  the  other  clamping 
member. 

10.  In  improvements  of  the  charncter  disclosed,  two  relatively  movable 
clamping  and  holding  members,  suspension  means  connected  with  only  one  of 
said  members  and  at  both  ends  thereof,  connection  means  whereby  the  members 
are  hinged  at  an  end  of  each,  and  securing  means  whereby  the  free  ends  of  the 
members  ar0  held  together ;  said  securing  means  comprising  a  device  applied 
to  said  members  parallel  with  the  vertical  axis  of  the  bore  between  the 
members. 

These  claims  were  rejected  on  Patent  471,896  issued  to  Richards 
and  on  Patent  834,537  to  Eiggs.  The  tribunals  of  the  Patent  Office 
do  not  agree  as  to  the  grounds  on  which  they  place  these  rulings. 
The  Examiner  says  that  claim  4  is  anticipated  by  Kiggs,  although 
he  admits  that  Eiggs's  device  is  probably  inoperative.  He  holds, 
however,  that  invention  would  not  be  necessary  to  make  it  work. 
Claim  10  is  disposed  of  by  him  on  the  footing  that  it,  with  other 
claims,  is  a  perfectly  obvious  variation  over  the  construction  shown 
by  Eiggs.  On  the  other  hand,  the  Examiners-in-Chief  find  that  the< 
Eiggs  structure  is  not  necessarily  inoperative,  but  do  not  decide  the 
question.  They  say  that  both  claims  read  on  Eichards's,  which  they 
admit  might  have  to  be  changed  by  cutting  a  slot  in  member  B  and 
placing  a  tongue  on  member  F.  This,  they  assert,  is  suggested  by 
the  Eiggs  patent.  The  change,  according  to  them,  would  not  require 
invention  but  could  be  accomplished  by  any  skilled  mechanic. 

The  First  Assistant  Commissioner  holds  that  the  Eiggs  device  is 
"  obviously  inoperative,"  and  does  not  suggest  a  modification  of  the 
Kichards  device.  He  placed  his  decision  upon  the  ground  that  claims 
4  and  10,  with  others,  do  not  fully  bring  out  the  difference  between 
the  appellant's  device  and  the  construction  of  the  references. 

The  Eichards  device  was  patented  in  1892  and  the  Eiggs  in  1906. 
In  one  case  about  seventeen  and  in  the  other  three  years  elapsed 
after  the  patents  emerged  before  Wilson  entered  the  Patent  Office, 
which  was  in  1909.  During  this  period  no  skilled  mechanic  suc- 
ceeded in  making  the  changes  which  the  Examiner  believes,  and 
the-Examiners-in-Chief  think,  might  be  necessary  to  produce  the 
Wilson  device.  If  the  changes  were  taught  by  the  references,  is 
it  not  somewhat  singular  that  no  one  had  learned  how  to  make 
them  prior  to  Wilson's  time?  While  this  is  not  conclusive  it  is 
worthy  of  consideration.  Persons  needing  an  elevator,  and  familiar 
presumably  with  the  Eichards  and  Eiggs  structures,  have  adopted 
the  Wilson  device,  which  has  practically  driven  the  other  structures 
from  the  commercial  field.  We  have  compared  a  model  of  the  Eiggs 
patent  and  the  Eichards  drawings  with  Wilson's  application  and 
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think  that  the  difference  between  the  latter's  device  and  those  of 
the  references  is  quite  clear.  Giving  full  weight  to  the  contrariety 
of  opinion  among  the  experts  of  the  Patent  Office  and  considering 
the  other  pertinent  facts  mentioned,  we  are  in  doubt  as  to  whether 
or  not  Wilson  is  entitled  to  claims  4  and  10,  and  this  being  so  it  is  our 
duty  to  resolve  the  doubt  in  favor  of  the  applicant.  (In  re  Rowellj 
ante  J  164 ;  259  O.  G.,  778 ;  48  App.  D.  C,  238 ;  in  re  Thomson,  C.  D., 
1906,  566 ;  120  O.  G.,  2756 ;  26  App.  D.  C,  419 ;  in  re  Schraubatadter, 
C.  D.,  1906,  541 ;  120  O.  G.,  1167;  26  App.  D.  C,  831 ;  in  re  Eastwood, 
C.  D.,  1909,-418;  144  O.  G.,  819;  83  App.  D.  C,  291;  in  re  Harheck, 
C.  D.,  1913,  405;  191  O.  G.,  586;  39  App.  D.  C,  555;  in  re  Ham^d- 
schuck,  C.  D.,  1917,  211;  245  O.  G.,  279;  46  App.  D.  C,  155.) 

The  Commissioner's  decision  is  afflrmed  as  to  all  the  claims  in- 
volved in  the  appeal  excepting  4  ci^  ^0,  and  as  to  them  it  is  re- 
versed and  those  claims  are  allowed  as  patentable  to  Elihu  C.  Wilson. 


[Court  of  Appeals  of  the  Dletrict  of  Columbia.] 

In  re  Link-Belt  Company. 

Decided  June  2,  1919. 

265  O.  G.,  634;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  987. 

Trade  -  Masks  —  "  Sebvick,"  roB  Rubbeb  and  Fabbig  Belts — ^Descbiptive. 

A  mark  for  mbber  and  fabric  belts  consisting  of  the  word  '*  Service  *'  sur- 
mounting a  bar  with  V-shaped  ends.  Eeld  properly  refused  registra- 
tion, since  this  word  has  a  fixed  meaning  in  the  trade,  indicating  that 
the  goods  are  serviceable  and  will  not  only  wear  well,  but  are  especially 
adapted  to  meet  the  requirements  of  the  user. 

Mr.  J.  S.  Barker  for  the  appellant. 

Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

V 

Memorandum  Opinion  by  Mr.  Justice  Van  Orsdel. 

—^  _  • 

This  appeal  is  from  the  decision  of  the  Commissioner  of  Patents 

refusing  registration  of  the  word  "  Service,"  surmoimting  a  bar  with 

V-shaped  ends,  as  a  trade-mark  for  rubber  and  fabric  belts. 

We  are  of  opinion  that  the  word  "  Service  "  in  this  instance  would 
be  descriptive  of  the  quality  of  the  goods.  It  has  a  fixed  meaning  in 
trade  generally  as  indicating  that  goods  so  described  are  serviceable, 
and  will  not  only  wear  well,  but  are  especially  adapted  to  meet  the 
requirements  of  the  user  of  the  goods  to  which  the  mark  is  applied. 
It  was  not  error  to  refuse  registration  of  the  mark  under  the  provi- 
sions of  section  5  of  the  Trade-Mark  Act  of  February  20, 1905. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirm^. 

ISSSSS'*— 20 18 
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ICourt  of  Appeals  of  the  District  of  Columbia.] 
RUPPEL     V.     BOQART. 

r 

Decided  June  j8,  1919. 
2e5  O.  G.,  634 ;  49  App.  D.  C, , 

iNTEBFEaiENGE — CONSTBUCTIVB     REDUCTION     TO     PRACTICE — ^EaBLIEB     APPLICATION 

Fajunq  to  Disclose  Issite. 

Concurring  decisions  of  the  tribunals  of  the  Patent  Office  holding  that  a 
prior  application  of  R.,  relied  upon  for  a  constructive  reduction  to  prac- 
tice, failed  to  disclose  the  invention  and  awarding  priority  to  B.  affirmed. 

{For  Commissioner's  decision  see  ante,  80;  266  O.  G.,  6S3.)    - 

Mr.  Theo.  K.  Bryant  and  Mr.  Chistav  Drews  for  the  appellant. 
Mr.  Oeorge  E.  Tew  and  Mr.  William  Macomher  for  the  appellee. 

Memorandum  Opinion  by  Mr.  Jttstice  Van  Orsdel. 

This  is  an  appeal  in  an  interference  proceeding  between  the 
applications  of  appellant  Euppel  filed  March  10,  1916,  and  appellee 
Bogart  filed  September  3,  1915.  It  is  unnecessary  to  set  out  the 
counts  of  the  issue.  The  invention  relates  to  an  improvement  in  ex- 
pansion-joints consisting  of  a  casing  secured  to  one  section  of  pipe 
and  a  tubular  member  secured  to  the  other  section,  in  such  manner 
that  the  one  will  slide  within  the  other  when  the  pipe  contracts  or 
expands. 

The  junior  party  Bogart  alleges,  and  has  sustained  by  sufficient 
proof,  conception  and  disclosure  in  August,  1913,  and  reduction  to 
practice  in  November,  1914.  The  senior  party  Ruppel  has  taken  no 
testimony.  In  a  preliminary  statement  he  referred  to  an  earlier  ap- 
plication upon  which  he  relies  for  constructive  reduction  to  practice. 
A  petition  by  Bogart  for  access  to  the  earlier  application  was  allowed 
by  the  Commissioner.  The  tribunals  of  the  Patent  Office  were 
unanimous  in  holding  that  the  earlier  application  of  Ruppel  does  not 
disclose  the  invention  here  in  issue,  and  that  Ruppel  must  be  held, 
for  conception  and  constructive  reduction  to  practice,  to  his  filing 
date — March  10, 1915.    This  holding  is  fully  supported  by  the  record. 

The  decision  of  the  Commissioner  of  Patents  is,  therefore^  afftrmed. 

Affirmed. 

[Court  of  Appeals  of  the  District  of  ColumUa.l 
GREENAWALT  V.  DWIGHT.      DwiGHT  V.  GrEENAWALT. 

Decided  June  2,  1919, 

266  O.  G.,  138 ;  49  App.  D.  C,  — ;  258  Fed.  Rep.,  982. 

1.  Intebfebence — ^Testimony — GsEDiBrLrrr. 

The  credibility  of  the  testimony  of  the  brother  of  one  of  the  interfering 
parties  'Ms  challenged  on  the  sole  ground  that  he  is  a  brother  of  the  ap- 
pellant, but  we  do  not  think  that  tliis  is  sufficient  reason  for  denying  him 
credence," 
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2.  Same — Same — Same. 

Where  in  an  interference  between  G.  and  D.,  G.  and  liis  brother  testified 
as  to  the  test  of  an  apparatus.  Held  that  it  cannot  be  disregarded  merely 
because  it  was  a  private  test,  witnessed  only  by  the  two  brothers.  "  If 
the  record  disclosed  that  at  the  time  it  was  made  G.  had  been  aroused  to 
action  by  knowledge  of  what  D.  was  doing,  there  might  be  force  to  the 
request,  but  the  record  is  devoid  of  any  evidence  to  that  effect" 

Mr,  Emit  Starek  for  Greenawalt. 
Mr,  H.  H,  Bliss  for  Dwight. 

Smtth,  (7.  J.: 

.This  is  an  appeal  and  cross-appeal  from  a  decision  of  the  Patent 
Office  in  a  consolidated  interference  of  three  related  interferences 
covering  nine  applications,  and  has  to  do  with  an  apparatus  and 
process  for  sintering  ores.  Thirty  claims  are  involved.  The  three 
tribunals  of  the  Patent  Office  united  in  awarding  to  Dwight  all  the 
claims  excepting  8,  14,  15,  16,  19,  20,  21,  23,  24,  26,  27,  and  28.  It 
may  also  be  said  that  they  agree  as  to  claims  23  and  24,  because  we 
concur  in  the  view  of  the  Assistant  Commissioner  that  they  were 
given  by  the  Examiners-in-Chief  to  Greenawalt  through  inad- 
vertence. It  is  well  established  that  where  the  three  tribunals 
agree  upon  a  question  of  fact  this  court  will  not  disturb  their  de- 
cision, unless  it  is  clear  that  a  mistake  was  made'.  (Jobski  v.  John- 
son, C.  D.,  1918,  140;  247  O.  G.,  479;  47  App.  D.  C,  230;  Bourn  v- 
HUl,  C.  D.,  1906,  699 ;  123  O.  G.,  1284 ;  27  App.  D.  C,  291 ;  Flora  v. 
Potorie,  C.  D.,  1904,  636;  109  O.  G.,  2443;  23  App.  D.  C,  196;  Gam- 
meter  V.  Thropp,  C.  D.,  1915,  59 ;  210  O.  G.,  1397 ;  42  App.  D.  C, 
564.)  And  it  is  not  so  here.  This  brings  us  to  a  consideration  of 
the  ten  claims  upon  which,  as  we  find,  the  three  tribunals  did  not 
agree. 

Upon  the  evidence  Dwight  is  entitled  to  December  23,  1907,  and 
Greenawalt  to  February  2,  1910,  as  their  respective  filing  dates. 
Dwight  built  a  machine  for  sintering  ores,  at  Perth  Amboy,  N.  J., 
in  1907;  one  at  Salida,  Colo.,  in  1908,  and  one  at  Douglas,  Ariz., 
in  1909,  and  claims  the  installation  of  several  others  prior  to  No- 
vember, 1910.  In  July,  1907,  Greenawalt,  according  to  his  clear 
and  positive  testimony,  built  and  tested  a  device  designated  in  the 
record  as  a  "slag  pot''  which  embodies  all  the  claims  we  are  now 
dealing  with.  He  fixes  the  date  by  an  interview  which  he  had  with 
one  Carpenter  concerning  patents  which  had  been  taken  out  by  him 
a  few  months  before.  During  the  interview  a  question  arose  as  to 
whether  a  porous  hearth  was  a  necessary  feature  in  a  downdraft 
sintering  apparatus.  Soon  thereafter,  Greenawalt  says,  he  con- 
structed the  "slag  pot"  and  tested  it.  His  brother  fully  cor- 
roborates him  and  fixes  the  date  of  the  test  by  a  trip  which  he  took 
to  Costa  Rica  in  the  following  August.    The  credibility  of  the 
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brother's  testimony  is  challenged  on  the  sole  ground  that  he  is  9 
brother  of  the  appellant,  but  we  do  not  think  that  this  is  sufficient 
reason  for  denying  him  credence.  We  are  asked  to  disregard  the 
test  because  it  was  a  private  one,  witnessed  only  by  the  two  brothers. 
If  the  record  disclosed  that  at  the  time  it  was  made  Greenawalt 
had  been  aroused  to  action  by  knowledge  of  what  Dwight  was  do- 
ing, there  might  be  force  to  tiie  request,  {Mason  v.  Hepburn^  C.  D., 
1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86,)  but  the  record  is  devoid 
of  any  evidence  to  that  effect 

Furthermore,  it  appears  that  the  Dwight-Lloyd  patent,  No. 
882,517,  shows  in  Figure  2  an  apparatus  for  carrying  out  a  process 
of  treating  ores  by  desulfurizing  and  agglomerating  ore  ^^ fines'' 
to  produce  "relatively  large  masses,  blocks,  or  cakes,"  (p.  1,  1.  93). 
The  operativeness  of  this  apparatus  is  not  denied.  We  agree  with 
the  Examiners-in-Chief  that  if  it — 

is  suitable  for  carrying  out  such  a  process,  there  can  be  no  doubt  that  Greena- 
wait's  slag  pot  is  equally  suitable. 

Oreenawalt  has,  in  our  judgment,  established  a  reduction  to  prac- 
tice of  his  "  slag  pot "  in  July,  1907. 

If,  however,  the  claims  under  examination  read  on  Dwight's  Perth 
Amboy  machine  installed  in  April,  1907,  Greenawalt  is  not  entitled 
to  them.  All  of  the  claims  are  limited  to  a  hood  that  is  air-tight 
with  respect  to  the  ore-holder.  Neither  the  Perth  Amboy  nor  any 
other  structure  or  disclosure  of  Dwight's  prior  to  July,  1907,  sup- 
ports those  claims.  As  was  said  by  the  Assistant  Commissioner, 
Dwight's  applications — 

never  disclosed  an  igniter  in  a  closed  chamber  at  all,  for  any  purpose,  until 
December,  1907,  and  then  not  in  an  igniting  hood  properly  so  called. 

From  this  it  must  follow  that  he  is  not  entitled  to  those  claims. 

We  might  elaborate  the  argument  in  support  of  the  conclusion 
which  we  have  been  constrained  to  reach,  but  we  think  it  unneces- 
sary, as  well  as  unprofitable,  to  do  so.  The  questions  involved  are 
of  facts  construed  in  the  light  of  technical  knowledge.  Every  con- 
tention advanced  by  the  parties  was  met  by  the  Assistant  Commis- 
sioner, who  set  down  in  his  opinion  with  painstaking  care  the  reasons 
which  induced  his  conclusions.  We  adopt  those  reasons  and  affirm 
his  decision  in  all  respects. 

A-ffimied, 

Mr.  Justice  Sobb  dissents  on  the  ground  that  in  his  judgment  aU 
the  claims  should  be  awarded  to  Dwight 
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[Coart  of  Appeals  of  the  District  of  Columbia,] 

In  sx  Swan  &  Finch  CoMPANr, 

Decided  June  2,  1919. 
266  O.  a,  139 ;  49  App.  D.  C,  259  Fed.  Rep.,  990. 

Tsadb-Mabks — "Tkxtul,**    fob  an    Oil    to   Olkan    Wool    and    WoK8TEa>a — 

DsSCBIPTiyB. 

The  word  "  TextuI "  is  a  mere  misspelling  of  the  word  '*  textile  *'  and  is 
descriptive  as  applied  to  an  oil  for  cleaning  textiles. 

Mr.  Perry  B.  T^wrfin  and  Mr.  J.  K.  Brachvogel  for  the  appellant. 
Mr.  T,  A.  Hostetler  for  the  Commissioner  of  Patents. 

Memosandum  Opinion  by  Dibection  of  the  CJoubt,  by  Mb.  Justice 

BOBB. 

Appeal  from  a  decision  of  the  Patent  Office  refusing  to  register 
the  word  "  TextuI "  as  a  trade-mark  "  for  an  oil  to  clean  wool  and 
worsteds,"  on  the  ground  that  it  is  descriptive  of  character  or 
quality,  within  the  meaning  of  the  Trade-Mark  Act. 

We  agree  with  the  Patwit  Office  that  "TextuI"  is  a  misspelling 
of  the  word  textile  and,  since  an  oil  for  cleaning  textiles  such  as 
those  covered  by  this  application  might  properly  be  designated  as 
textile-oil,  that  "  TextuI "  is  not  registerable. 

The  decision  is  affirmed. 

Affinned. 

[Coart  of  Appeals  of  the  District  of  Columbia.] 

In  be  Swan  &  Finch  Company. 

Bedded  June  2,  1919, 

266  O.  G.,  189 ;  49  O.  G.,  — ;  259  Fed.  Rep.,  991. 

TaABB-MABKS — **  Slo  Flo,'*  vaa,  Lubbicattno-Gbeass — Dkscbiftivb. 

The  words  ''Slo  Flo/'  as  applied  to  lubricating-grease  for  high-speed 
machines,  Held  descriptive,  and  therefore  not  registerable,  since  the  quality 
of  flowing  slowly  Is  an  essential  property  of  snch  lubricating-greases. 

Mr.  Perry  B.  Turpin  and  Mr.  J.  K.  Brachvogel  for  the  appellant. 
Mr.  T.  A.  Hostetler  for  the  Commissioner  of  Patents. 

Memobanditm  Opinion  by  Dibection  of  the  Coubt,  by  Mb.  Justice 

Sobb. 

Appeal  from  a  decision  of  the  Patent  Office  refusing  to  register 
the  words  "  Slo  Flo  "  as  a  trade-mark  "  for  lubricating  grease  for 
high-speed  machines,"  the  ground  of  the  decision  being  that  the 
words  are  descriptive  of  character  or  quality. 
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The  Examiner  pointed  out  that — 

the  essential  properties  of  lubricating  grease  for  high  speed  machinery  are  a 
high  flashing  point  and  viscosity  or  the  quality  of  flowing  slowly. 

Applicant  evidently  had  these  properties  in  mind  when,  a  few 
days  prior  to  the  filing  of  the  application,  it  adopted  this  mark. 
The  decision  is  affirmed. 
Affirmed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

In  RE  Trust. 

Decided  October  18,  1919. 

268  O.  G.,  382 ;  49  App.  D.  C, . 

NoncE  OF  Appeal — ^Late — Delay  in  the  Mail. 

A  notice  of  appeal  filed  late,  though  mailed  In  ample  time,  considered. 
In  the  absence  of  objection  by  the  appellee,  as  having  been  filed  in  time. 

Smyth,  C.  J.: 

On  consideration  of  the  petition  in  the  above-entitled  cause,  show- 
ing that  the  notice  of  appeal  to  the  court  of  appeals,  in  the  case  of 
Franklin  J.  Truhy^  appellant^  v.  Clifford  C.  Bradbury^  interference 
No.  38,639,  was  not  received  by  the  Commissioner  of  Patents  within 
the  time  prescribed  by  the  rules  of  this  court,  though  forwarded  by 
mail  in  ample  tjjne  for  delivery  in  due  course,  and  praying  that  said 
Commissioner  be  authorized  to  file  same  nwnc  pro  ttmc^  as  of  July 
6,  1919,  the  appellee  interposing  no  objection  thereto,  it  is  by  the 
court  this  day  ordered  that  inasmuch  as  the  transcript  is  now  in 
this  court  and  appellee  interposes  no  objection  on  the  ground  that 
said  notice  was  not  filed  with  the  Commissioner  of  Patents  within 
the  time  prescribed,  said  notice  he  considered  as  having  been  fled 
in  time. 

[U.  S.  circuit  Court  of  Appeal»~Eightb  Circuit.] 

W.  S.  TrLER  Co.  V.  Ludlow-Saylor  Wire  Co. 

Decided  November  18,  1918, 
260  O.  Q.,  894 ;  254  Fed.  Rep.,  436. 

PATENTABILTrY — SUBSTITUTION  OF  MaTEBIAL. 

Where  It  was  old  to  form  an  ore-screen  of  soft  wire,  with  the  weft- 
wires  larger  than  and  spaced  farther  apart  than  the  warp-wires,  Held  that 
there  was  no  invention  in  making  the  smaller  wire  of  harder  material  than 
the  larger,  so  as  to  give  to  the  screen  greater  durability. 

Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
ern District  of  Missouri;  David  P.  Dyer,  judge. 
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Suit  by  the  W.  S.  Tyler  Company  against  the  Ludlow-Saylor 
Wire  Company.  From  a  decree  dismissing  the  hUl^  plaintiff  appeals. 
Affirmed. 

The  following  is  the  opinion  of  the  court  below : 

I  haYe  listened  with  a  great  deal  of  interest  to  all  that  was  said,  and  have 
given  attention  to  all  the  testimony  that  was  offered.  I  do  not  think  that  a 
further  discussion  of  this  matter  will  enable  the  court  to  do  more  than  it  is 
now  able  to  do  from  all  the  testimony  in  the  case.  I  have  specially  examined 
the  exhibits  that  were  filed,  and  I  am  satisfied,  from  those  exhibits  and  from 
the  evidence  in  the  case,  that  there  is  neither  novelty  nor  invention  in  this 
patent,  and  the  result  is  that  the  bill  wiU  he  dismissed. 

Mr.  Frederick  P.  Fish  {Mr.  Jam^s  Negley  Cooke  and  Mr.  W,  K. 
Richardson  on  the  brief)  for  the  appellant. 

Mr.  William  E*  Garvin  {Mr,  Jam^s  P.  Dawson  on  the  brief)  for 
the  appellee. 

Before  Hook  and  Carland,  Circuit  Judges,  and  AMmoN,  District 

Judge. 
AMnx)N,  Dis.  J.: 

(1)  This  suit  is  brought  to  restrain  infringement  of  Patent  No. 
966,599,  applied  for  May  27,  1907,  and  issued  August  9,  1910,  for 
woven-wire  screens.  The  answer  sets  up  numerous  defenses.  The 
only  one  to  which  we  shall  refer  is  want  of  patentable  invention. 
The  bill  was  dismissed,  and  plaintiff  appeals. 

The  patented  article  is  for  a  woven-wire  fabric  principally  used 
for  screening  ore.  The  screen  is  made  of  rolled,  woven  wire.  Its 
meshes  are  oblong.  The  weft-wires  are  larger,  made  of  softer  metal 
and  spaced  farther  apart,  than  the  warp^wires.  By  the  rolling  the 
warp-wire  is  pressed  into  the  weft-wire,  so  that  it  is  interlocked 
with  it,  and  thus  the  wires  are  held  in  place  and  prevented  from 
sliding  upon  each  other.  These  screens  are  fitted  into  a  frame  which 
revolves  rapidly.  The  pulverized  metal  by  centrifugal  force  is 
thrown  against  the  sides.  Particles  smaller  than  the  meshes  pass 
through;  larger  particles  are  returned  to  the  rolls  for  further  pul- 
verizing. The  desideratum  was  to  produce  a  screen  whose  meshes 
would  remain  tiniform  during  the  life  of  the  screen,  would  not 
clog,  and  would  provide  the  largest  amount  of  air-space  for  the 
passage  of  the  ore  to  be  screened. 

The  principal  competitor  of  the  woven-wire  screen  was  the  per- 
forated slot-screen  made  of  plates  containing  perforations.  It  is 
conceded  that  plaintiff  had  manufactured,  advertised,  and  sold  a 
wire  screen  identical  in  form  and  size  of  wire,  and  serving  the  same 
purpose  as  the  patented  article,  for  at  least  two  yea"rs  prior  to  the 
invention.  In  that  screen,  however,  both  the  weft  and  warp  wires 
were  of  soft  metal.   .The  result  was  that  the  smaller  wire  wore  out 
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more  quickly  that  the  larger  one.  This  impaired  the  durability  of 
the  screen  to  such  an  extent  as  to  greatly  restrict  its  sale.  The 
patent  calls  for  a  screen  in  which  the  small  warp-wire  is  of  harder 
metal  than  the  weft>wire.  All  that  skilful  argument  can  do  to  con- 
vince us  that  this  change  from  a  soft  to  a  hard  wire  produced  ^  new 
structure,  having  new  functions,  has  been  done;  but  it  has  failed  to 
convince.  It  is  urged  that  the  substitution  of  the  harder  wire  gave 
to  the  new  screen  resiliency,  and  imparted  to  it,  what  we  must  think 
for  purposes  of  mystery,  is  spoken  of  as  ^the  breathing  of  the 
screen.''  The  screen,  when  in  operation,  is  subjected  to  varying 
pressure,  and  it  is  claimed  that,  if  it  is  made  wholly  of  the  soft  metal, 
it  is  bent  and  remains  permanently  out  of  form,  and  thus  becomes 
subjects  to  greater  wear;  whereas  the  harder  wire  gives  to  the  screen 
a  springy  or  resilient  power,  so*  that  after  the  pressure  is  withdrawn 
it  returns  promptly  to  its  original  shape.  After  the  most  careful 
study  that  we  can  give  to  the  evidence,  we  are  compelled  to  regard 
this  as  simply  a  '^  talking  point.''  It  is  something  that  never  oc- 
curred to  the  patentee.  What  he  claims  in  his*  patent  and  likewise 
in  his  testimony,  is  that  the  substitution  of  the  harder  wire  gave  to 
his  screen  greater  durability.  That  is  the  only  added  merit  which 
is  claimed,  and  we  believe  it  is  the  only  one  which  the  screen  possesses. 
(2)  This  brings  us  to  the  real  point  in  the  case.  Did  the  substitu- 
tion of  a  hard  warp- wire  in  place  of  a  soft  one  constitute  patentable 
invention?  We  think  it  quite  obvious  that  that  question  should  re- 
ceive a  negative  answer.  The  substitution  of  a  different  material 
in  a  structure  has  sometimes  been  held  to  be  patentable.  As  a  rule 
such  substitution  has  produced  difference  in  structure  and  in  function. 
(Smith  V.  Dental  Vulcanite  Co.,  C.  D.,  1877,  171 ;  11  O.  G.,  246 ; 
93  U.  S.,  486 ;  Potts  v.  Creager,  C.  D.,  1895,  143 ;  70  O.  G.,  494 ;  155 
U.  S.,  597;  15  Sup.  Ct.,  194;  Edison,  etc.,  Co.  v.  Electric  Lighting 
Co.,  C.  D.,  1892,  606;  61  O.  G.,  664;  52  Fed.  Rep.,  308;  3  C.  C.  A^ 
83.)  The  general  principle  has  been  from  the  early  case  of  Hotch- 
kiss  V.  Greenwood  (11  How.,  248;  13  L.  Ed.,  683)  that  to  substitute 
a  superior  for  an  inferior  material  in  one  of  the  parts  of  a  machine 
does  not  involve  patentable  invention.  Here,  however,  the  patentee 
does  not  do  even  that  much.  All  he  does  is  to  substitute  a  harder 
metallic  wire,  where  he  had  been  using  a  soft  one  of  the  same  metaL 
He  did  this  for  the  simple  and  obvious  purpose  of  making  the  two 
parts  of  his  screens  which  for  functional  reasons  were  of  different 
sizes,  equally  durable.  He  found  from  experience  in  the  three  years 
that  he  had  made  and  sold  the  screen  prior  to  his  alleged  invention 
that  the  smaller  wires,  being  made  of  iron  of  the  same  degree  of 
hardness  as  the  larger  wires,  wore  out  faster.  So,  for  the  purpose 
of  producing  a  screen  whose  two  wires,  while  varying  in  size,  should 


JOKES  BT  AL.   V.  GENERAL  FIBEPROOPING  CO.  241 

possess  equal  durability,  he  made  the  smaller  wire  of  harder  metal. 
After  this  change  plaintiff's  screen  worked  precisely  as  it  had 
worked  before.  In  so  far  as  his  invention  has  merit,  its  important 
elements  were  all  embraced  in  the  structure  which  plaintiff  began 
making  and  selling  in  1902.  Consciously  or  unconsciously,  what 
eminent  counsel  are  trying  to  do  is  to  bring  forward  all  those  ele- 
ments and  embody  them  with  the  patented  improvement.  That  can- 
not be  done.  The  sale  of  the  old  structure  caused  all  its  elements  to 
pass  to  the  public  beyond  plaintiff's  power  to  recall. 

We  do  not  consider  that  this  case  lies  close  to  the  line ;  on  the  con- 
trary, it  lies  well  back  in  that  field  of  non-patentability  whose 
boundary  was  first  marked  in  Hotckkiss  v.  Greenwood  (11  How., 
248;  18  L.  Ed.,  683)  and  has  since  been  illustrated  and  more  clearly 
defined  in  Hicks  v.  Kehey  (5  O.  G.,  94;  18  Wall.,  670;)  Union  Hard- 
ware Co.  V.  Sdchow^  (C.  C;  112  Fed.  Rep.,  1006;)  Oeorge  Frost  Co. 
V.  Cohn,  (C.  C;  112  Fed.  Eep.,  1009;)  Drake  Castle  Pressed  Steel 
Co.  V.  Brownell^  (123  Fed.  Rep.,  86;  59  C.  Cj  A.,  216;)  Columbia 
Metal  Box  Co.  v.  Halper,  (C.  D.,  1915,  210;  216  O.  G.,  664;  220 
Fed.  Rep.,  912;  136  C.  C.  A.,  478.) 

The  decree  is  afp/rmed. 


[U.  S.  Circuit  Court  of  Appeals — Sixth  Circuit.] 

Jones  et  at.  'o.  General  Fireproofing  Co. 

BedCiea  June  4,  1918. 

260  O.  6.,  562 ;  254  Fed.  Rep.,  97. 

1.  Claims — Functional — ^Mere  Change  fbok  Hand  to  Axjtomatic  Operation 

Not  Patentable. 
The  Curtis  patent.  No.  670,606,  on  machines  for  expanding  sheet  metal, 
claim  13  Held  invalid  as  not  inyolving  Inyention,  but  the  thought  that 
automatic  opening  mechanism  could  be  made  to  operate  in  a  transverse 
plane,  It  not  being  patentable  merely  to  do  by  automatic  machinery  what 
has  commonly  been  done  by  hand. 

2.  Same — ^Pabt  of  Device. 

Claims  for  a  patent  intended  to  reach  the  operation  of  half  of  the 
device,  considered  by  itself,  may  be  valid. 

8.  Yaliditt — Shebt-Metal-Expanding  Machines. 

The  Curtis  patent.  No.  796,402,  on  machines  for  expanding  sheet  metal, 
claim  3  Beld  to  be  for  the  diagonal  edge  over  which  the  sheet  should  be 
drawn  into  another  plane  as  it  progressed  longitudinally,  a  new  element 
is  the  association,  and  to  be  valid. 

4.  Construction — Limiting  Words. 

Limiting  words  in  the  claim  of  a  patent,  relied  on  in  Patent  Offlce  to 
differentiate  it  from  a  prior  patent,  while  to  be  given  their  full  meaning,  if 
clear  and  definite,  when  developing  ambiguity  should  not  be  read  any  more 
.broadly  than  is  reasonably  necessary  to  serve  such  purpose  of  difPer- 
entiatlon. 
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5.   INFBINOEHENT — SHEET-MeTAL-ExPANDINO   MACHINES — "  DaAWING." 

The  Curtis  patent,  No.  796,402,  Sn  machines  for  expanding  sheet  metal, 
claim  3  Held  Infringed  by  defendant's  machine,  as  *' drawing"  the  sheet. 
Claims  5  and  9  also  Held  valid  and  infringed. 

6.  Validity — Sheet-Metal-Expanding  Machines. 

The  Curtis  patent,  No.  796,402,  on  machines  for  expanding  sheet  metal, 
claims  1,  8,  and  10  Held  Invalid  as  too  broad. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  Division  of  the  Northern  District  of  Ohio ;  John  M.  Killits, 
judge. 

Suit  by  Breckenridge  Jones,  trustee,  and  others,  against  the  Gen- 
eral Fireproofing  Company.  Bill  dismissed^  and  complainants  ap- 
peal.   Reversed  and  remanded. 

Messrs.  Dyrenforth^  Lee^  Chritton  <&  WHes  and  Mr.  RusseU  Wiles 
and  Messrs.  Bates  <&  Macklin  for  the  appellants. 

Messrs,  Hoyt^  Dustin,  Kelley^  McKeehan  <&  Andrews  {Mr.  Charles 
N^ve  and  Mr.  Fred  L.  Chappell  of  counsel)  for  the  appellee. 

Before  Knappen  and  Denison,  Circuit  Judges,  and  Sessions,  Dis- 
trict Judge. 
Denison,  Cir.  J.: 

(1)  For  lack  of  infringement,  the  court  below  dismissed  the  bill  of 
the  appellants  charging  infringement  of  two  patents  issued  to  Curtis, 
one  No.  670,606,  of  March  26,  1901,  and  the  other  No.  796,402,  of 
August  1, 1905,  upon  machines  for  expanding  sheet  metal.  Both  pat- 
ents relate  to  a  device  which  receives  as  its  raw  material  to  be  acted 
upon  a  slitted  sheet  of  metal  prepared  as  described  in  our  opinion 
to-day  filed  in  No.  3032,  Jones  v.  Sykes  Co.,  (264  Fed.  Kep.,  91.)  The 
final  product  of  the  machines  of  the  patents  in  suit  was  intended  to 
be  used  as  metal  lath.  It  was  not  new  in  itself.  ^  It  is  fully  enough 
described  in  the  opinion  of  the  Supreme  Court  in  Expamded  Co.  v. 
Bradford  (C.  D.,  19U9,  521;  143  O.  G.,  863;  214  U.  S.,  366;  29  Sup. 
Ct.,  652)  as  being  the  product  of  the  methods  which  the  patentee  in 
that  case  undertook  to  supersede  by  his  patent  there  involved.  It  had 
also  been  known  that  after  a  sheet  was  fully  cut,  as,  for  example,  by 
the  Curtis  machine  of  the  patent  involved  in  the  Sykes  case,  and  after 
the  sheet  was  thus  ready  for  expanding  by  a  pulling  or  stretching 
force,  such  force  would  be  much  more  effective  if  exerted  at  a  lateral 
angle  to  the  plane  of  the  sheet  than  if  exerted  in  the  same  plane. 
This  was  obvious,  since,  if  the  force  were  exerted  in  the  same  plane, 
the  sheet  could  yield  and  expand  only  by  a  distortion  and  twisting  at 
and  under  the  bonding  points,  while,  if  an  equivalent  force  were  ex- 
erted at,  e.  g.y  a  right  angle  to  the  plane  of  the  sheet,  the  necessary 
yielding  and  expansion  would  call  only  for  a  bending  of  the  strands 
without  material  twisting,  and  would  produce  an  approximately  dia- 
mond-shaped mesh  (quasi-hexagonal)  with  the  strands  lying  edgewise 
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in  the  new  plane  instead  of  flat  in  the  old.  This  had  been  accom- 
plished by  taking  the  finished  sheet  after  it  had  come  from  the  slit- 
ting-machine,  seizing  the  opposite  edges  by  suitable  holders,  and  then 
carrying  them  apart  from  each  other  in  a  transverse  plane.  This  had 
been  an  essentially  manual  operation,  although  aided  by  hand-oper- 
ated mechanism.  Curtis  was  the  first  to  construct  any  machine  whidi 
would  receive  at  one  end  a  ready-slitted  sheet,  carry  the  same  longi- 
tudinally along  through  the  machine,  and  deliver  at  the  other  end  the 
transversely-expanded  product  ready  for  use — all  without  interme- 
diate handling  or  attention.  The  novel  characteristic  of  his  machine 
was  to  expand  transversely  and  progressively  as  an  incident  to  the 
longitudinal  feed  and  travel  of  this  slitte<J  sheet  In  his  first  machine 
(670,606)  he  did  this  by  employing  traveling  grips  which  seized  the 
edges  of  the  sheet  as  it  passed  longitudinally  off  the  end  of  the  hori- 
zontal feed-table,  and  which  grips  traveled  in  angling  paths  forward 
from,  and  transversely  up  and  down  from,  the  feed-table,  thereby 
gradually  expanding  the  sheet  in  this  transverse  plane  until  the  full 
intended  width  was  reached.  His  thirteenth  claim,  the  one  said  to  be 
infringed,  reads  as  follows: 

The  machine  for  opening  or  expanding  sheet  metal  the  silts  in  which  have  been 
previously  cut,  wherein  are  combined  means  for  feeding  the  slitted  sheets  and 
means  acting  to  open  them  by  opening  the  strands  between  the  slits  in  a  direction 
substantiaUy  at  right  angles  to  the  plane  of  the  sheet,  substantially  as  specified. 

The  other  claims  of  the  patent  covered,  with  various  breadth  of 
expression,  the  specific  means  which  Curtis  showed  and  described, 
and  daim  13  must  be  considered  as  reaching  any  suitable  feeding 
means  combined  with  any  suitable  opening  means  which  automati- 
cally bend  the  strands  at  right  angles  to  the  plane  of  the  sheet  as  it 
leaves  the  end  of  the  feed-table.  Thus  construed,  the  claim  did  not 
express  a  patentable  invention.  The  history  of  the  transaction  makes 
this  clear.  CaldwelJ  had  devised  a  machine  which  gripped  the 
slitted  sheet  by  its  edges  as  it  left  the  horizontal  feed-table  and 
opened  it  in  its  own  plane.  Curtis,  as  a  mechanical  expert,  was 
asked  by  the  owner  of  the  Caldwell  invention  to  see  if  he  could  im- 
prove it.  He  knew  that  the  sheet  ought  to  be  opened  in  a  transverse 
plane,  and  knew  that  it  was  common  practice  to  do  this  manually, 
and  he  modified  and  adopted  the  Caldwell  mechanism  so  that  the 
grips  moved  away  from  each  other  up  and  down  instead  of  side- 
wise.  He*  was  entitled  to  a  patent  upon  the  devices  by  which  he 
caused  this  to  be  done  and  to  a  fair  measure  of  equivalency ;  but  we 
see  no  invention  involved  in  the  mere  thought  sought  to  be  monopo- 
lized by  this  thirteenth  claim,  that  automatic  opening  mechanism 
could  be  made  to  operate  in  the  transverse  plane.  To  find  invention 
in  such  thought  would  be  to  say  that  it  is  broadly  patentable  merely 
to  do  by  automatic  machinery  what  has  commonly  been  done  by 
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hand,  and  the  general  rule  is  to  the  contrary.    {Marclumd  v.  Emken^ 
C.  D.,  1889,  674;  49  O.  G.,  1841;  132  U.  S.,  195;  10  Sup.  Ct.,  66,) 

The  prosecution,  under  the  second  patent  in  suit,  is  based  upon 
claims  1,  8,  5,  8,  9,  and  IQ.    Claim  3  reads  thus : 

In  a  machine  for  expanding  previously  slitted  sheets,  the  combination  with  a 
support  over  which  the  slitted  sheet  is  moved,  of  means  for  continuously  feed- 
ing the  sheet  lengthwise  along  said  support  and  means  for  drawing  it  away 
from  the  plane  of  the  support  as  it  passes  off  the  same,  substantially  as  eped" 
fled. 

(2)  In  this  patent,  Curtis  took  a  completely-slitted  sheet  and  con- 
veyed it  longitudinally  along  a  feed-table.  This  feed-table  was 
broken  away  on  a  diagonal  line  commencing  at  one  of  the  forward 
comers  and  extending  back  at  the  desired  angle  to  the  other  side. 
The  result  was  that,  as  the  sheet  fed  forward,  first  one  comer  would 
pass  off  the  supporting  means,  and  then  a  gradually-increasing  tri- 
angular section  would  do  so,  until,  eventually,  the  whole  sheet  would 
be  passing  over  and  beyond  this  diagonal  edge.  Means  were  then 
provided  for  carrying  the  free  edge  of  the  sheet  downwardly  at  an 
angle  to  the  plane  of  the  feed-table,  and,  accordingly,  the  sheet  was 
expanded  by  pulling  it  over  the  diagonal  edge.  It  is  true  that  Curtis 
showed  a  double-acting  device,  so  that,  in  order  to  apply  thereto  the 
foregoing  description,  his  sheet  should  be  thought  of  as  divided  into 
two  by  a  longitudinal  center  line,  the  first-opening  corner  of  each 
half -sheet  being  at  the  central  division-point  between  them,  and  one 
half  being  pulled  downwardly  and  the  other  half  pulled  upwardly 
over  diagonal  edges  extending  from  the  two  outer  comers  of  the 
feeding  means  inward  to  the  center.  However,  there  are  claims  de- 
voted to  this  double  construction,  and  the  claims  in  suit  clearly  have 
no  reference  thereto,  but  are  intended  to  reach  the  operation  of  one- 
half  the  device  considered  by*  itself ;  and  there  is  no  inherent  reason 
why  claims  drawn  on  that  theory  may  not  be  valid. 

(3)  Our  conclusion  is  that  this  is  a  proper  case  for  the  application 
for  the  principle  to  which  we  referred  in  Davis  Sewing  Machine  v. 
New  Departwre  Co,,  (C.  D.,  1915, 180;  212  O.  G.,  1057;  217  Fed.  Rep., 
775;  138  C.  C.  A.,  505.)  From  the  broad  point  of  view  involved  in 
claim  3,  the  new  thing  provided  by  Curtis  was  the  diagonal  edge  over 
which  the  sheet  should  be  drawn  into  another  plane  as  it  progressed 
longitudinally.  This  we  consider  a  new  element  in  this  association, 
and  it  imparts  both  validity  and  character  to  the  claim.  •Curtis  did 
not  merely  provide  a  new  association  of  old  elements;  the  thought 
that  the  feed-table  or  supporting  means  could  be  cut  away  on  a 
diagonal  line  so  that  this  diagonal  edge  would  serve  as  the  resisting 
means  over  which  the  sheet  might  be  pulled  into  expanded  form  was 
the  novel  thought,  and  the  other  recited  elements  of  the  claim  only  pro- 
y  ide  its  necessary  working  environment.  There  is  therefore  no  occasion 
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to  confine  the  claim  to  the  particular  operative  mechanism  shown  and 
described,  but  infringement  will  be  found  if  a  defendant  has  adopted 
substantially  this  novel  element  of  the  claim,  even  though  it  is  put 
into  association  with  other  elements  of  distinctly  different  form  from 
those  shown  in  the  patent,  provided  that  they  furnish  the  necessary 
field  for  the  novel  element  to  operate  and  to  function  as  contemplated 
by  the  patent,  and  do  not  omit,  in  specie  and  by  equivalent,  any  speci- 
fied part. 

We  do  not  overlook  the  fact  that  this  diagonal  edge  is  not,  in  so 
many  words,  specified  in  claim  3;  but  we  conclude  that  it  is  im- 
peratively implied.  The  claim  calls  for  "  a  support  over  which  the 
slitted  sheet  is  moved,"  and  since  such  a  sheet  could  not  be  moved 
lengthwise  of  the  support  and  drawn  away  from  the  plane  of  the  sup- 
port into  expansion  as  it  passes  off  the  same,  unless  it  passes  off  in 
a  diagonal  line,  we  must  conclude  that  the  ^^  support  '^  of  the  claim 
is  the  support  thus  described.  If  there  were  doubt  about  the  neces- 
sary presence  of  this  element  in  claim  3,  there  could  be  none  as  to 
claim  5. 

There  is  the  common  controversy  whether  the  patented  device  has 
been  largely  used.  If  the  patent  is  of  the  relatively  generic  scope 
claimed  for  it,  then  it  has  been  embodied  in  machines  which  have 
been  extensively  adopted;  if  it  is  of  the  precise  and  limited  scope 
insisted  on  by  defendant,  it  has  had  no  commercial  use.  In  such  a 
case,  to  argue  against  validity  because  the  specific  form  has  not  been 
marketed  is  to  beg  the  question. 

(4-6)  Having  determined  that  the  claim  is  valid  and  has  the 
scope  which  we  have  attributed  to  it,  the  question  of  infringement 
remains.  We  conclude  that  this  question  depends  upon  the  force  to 
be  given  to  the  word  "  drawing,"  found  in  the  claim.  Defendant's 
machine  does  not  draw  the  sheet  over  the  diagonal  edge  in  the  same 
manner  nor  to  the  same  degree  that  the  Curtis  device  does.  The 
allusion  to  the  drawing  function  was  relied  upon  during  its  progress 
through  the  Patent  Office,  to  avoid  a  reference,  and  it  therefore  must 
'have  the  limiting  effect  which  the  circumstance  requires;  but  of 
course  it  does  not  follow  that  the  "  drawing "  must  be  of  the  same 
kind  and  extent  as  shown  by  Curtis.^  The  file-wrapper  discloses  that 
Pitkin  had  an  earlier  patent  upon  a  device  which  (for  the  purpose  of 
construing  claim  8)  we  may  assume  discloses  a  longitudinal  feed- 
table  or  support  broken  away  in  a  diagonal  line;  but  Pitkin  fed 
through  this  device  an  unslitted  sheet,  and  above  the  angling  edge 
he  placed  a  corresponding  row  of  star- wheels,  which  operated  to  slit, 
punch,  stretch,  and  expand  that  line  of  the  metal  sheet  progressing 

'  We  girt  defendant  the  .benefit  of  all  donbts,  by  aasamlng  that  the  effect  Is  the  same 
as  If  the  limiting  words  had  been  inserted  by  amendment. 
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thereunder.  The  strand  thus  cut  and  punched  was  forced  down  and 
away  from  the  plane  of  the  support,  and  thereupon  another  strand 
was  treated  in  the  same  manner.  The  result  was  that  the  sheet,  as 
a  whole,  was  carried  somewhat  away  from  the  plane  of  the  support; 
but  Pitkin  did  not  disclose  the  idea  of  drawing  or  pulling  the  sheet 
over  this  edge  and  thereby  accomplishing  the  expanding.  When 
Pitkin  was  cited,  Curtis  met  the  rejection  by  pointing  out  this  draw- 
ing function.  If  wo^^ds  so  inserted  or  relied  upon  as  indicating  dif- 
ference, and  which  thereby  become  words  of  limitation,  are  clear 
and  definite,  they  must  have  their  full  meaning,  even  though  it  later 
appear  that  the  patentee  thereby  measurably  lessened  the  monopoly 
to  which  he  was  really  entitled ;  but,  if  these  limiting  words  develop 
ambiguity,  they  should  not  be  read  any  more  broadly  than  is  reason- 
ably necessary  to  serve  that  purpose  of  diflFerentiation  for  which 
they  were  adopted.  (See  Clipper  Co.  v.  E-W.  Co.^  G.  D.,  1917,  268; 
239  O.  G.,  323 ;  C.  C.  A.  6 ;  237  Fed.  Rep.,  602 ;  150  C.  C.  A.,  484,  and 
cases  cited.)  When  we  come  to  consider  defendant's  form  of  turning 
the  sheet  over  the  edge,  it  is  evident  that  the  limitation  to  "  drawing  " 
is  ambiguous,  and  we  therefore  must  inquire  whether  defendant's 
operation  draws  the  sheet  over  the  edge  in  the  sense  in  which  Curtis 
said  that  he  did  and  that  Pitkin  did  not. 

Defendant's  machine  is  very  different  in  appearance  from  Curtis's, 
and  its  operation  is  obscure.  It  has  been  necessary  to  study  it  in 
detail  and  observe  the  function  of  each  part,  but  we  are  finally 
satisfied  that  it  responds  to  the  terms  of  the  claim.  It  clearly  accom- 
plishes the  general  result;  it  feeds  in  longitudinally  a  completely- 
slitted  sheet  and  delivers  the  sheet  at  the  other  end  fully  expaivded 
and  in  a  plane  right-angled  to  the  plane  of  feed.  It  accomplishes 
this  by  turning  the  sheet  over  a  diagonal  edge  in  the  feed-table. 
This  turning  is  done  by  a  series  of  cams  or  wedges  each  of  which 
meets  and  directs  away  in  a  right-angled  plane  one  of  the  diagonal 
strands,  and,  as  it  does  so,  it  pulls  open  the  space  between  this  strand 
and  the  next  one  and  bends  the  intermediate  connectors  into  the  new 
plane.  The  result  is  certainly  not  the  effect  of  a  pushing  force, 
applied  from  beyond  or  above  the  plane  of  feed,  as  in  Pitkin.  It 
certainly  is  the  result  of  a  pulling  strain,  applied  in  the  plane  of  the 
expanded  sheet,  as  in  Curtis.  A  detailed  discussion  of  the  opera- 
tion involved  would  serve  no  good  purpose.  It  is  enough  to  say  that, 
taking  Curtis  and  Pitkin  as  the  prototypes  of  differentiated  classes, 
we  feel  confident  that  defendant's  device  must  be  classified  with 
Curtis;  and,  consequently,  infringement  must  be  found. 

We  see  no  vital  distinction  in  the  fact  that  Curtis's  machine  shows 
a  pull  transmitted  from  the  farther  margin  through  the  entire  ex- 
panded portion,  while  defendant's  bending  and  turning  force  comes 
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directly  from  the  next  strand,  and  is  exerted  strand  by  strand.  Theo- 
retically, Curtis  completes  his  expansion  strand  by  strand;  practi- 
cally, he  probably  does  not.  In  theory,  defendant's  cam  or  abutment 
has  served  its  full  office  when  it  has  turned  a  strand  away  in  the 
other  plane  and  bent  the  connectors;  in  practice,  the  cams  are  con- 
tinued so  that  they  control  the  whole  expanding  portion.^  The  essence 
of  Curtis's  invention— turning  the  slitted  sheet  at  an  angle  as  it 
flows  over  the  diagonal  edge  of  the  support — is  present  just  as  much 
if  ^the  effective  strain  comes  from  the  nearest  strand  as  if  from  one 
or  several  farther  away.  There  are  claims  which  say  or  imply  that 
this  operating  pull  is  to  come  from  the  farther  margin  of  the  sheet, 
according  to  the  form  shown  in  the  drawing;  not  so  with  claim  3. 

Claim  5  we  think  controlled  by  the  same  consideration  as  claim  3, 
and  it  also  should  be  held  infringed.  Claim  1,  when  compared  with 
other  claims,  cannot  well  be  confined  to  a  device  having  the  diagonal 
edge  which  we  think  the  essence  of  the  invention.  It  seems  intended 
to  be  broad  enough  to  reach  a  sheet  moving  laterally  over  the  edge 
of  the  support.  Unless  it  has  this  construction,  it  does  not  seem  to 
add  anything  to  the  other  claims,  and,  with  this  construction,  we 
think  it  too  broad  to  be  valid.  Claims  8  and  10  are  invalid  for  the 
same  reasons.  In  view  of  our  other  conclusions,  it  is  not  very  im- 
portant whether  claim  9  is  valid  and  infringed;  but  we  think  it  is. 
The  claim  was  not  rejected  on  Pitkin,  does  not  contain  the  limitation 
to  "  drawing,"  and  infringement  is  clearer  than  of  claim  3.  As  to 
validity,  Pitkin  comes  nearest  to  anticipating.  Since  Curtis  regards 
his  form  as  duplex,  divided  by  a  longitudinal  center  line,  he  must 
treat  Pitkin  from  the  same  standpoint;  but  we  cannot  regard  Pit- 
kin's series  of  lower  cutting- jaws,  diagonally  arranged,  as  tj^e  full 
equivalent  of  Curtis's  diagonal  edge  over  which  the  previously-slitted 
sheet  is  turned  and  opened.  We  are  not  here  constrained  by  the 
estoppel  from  any  action  by  Curtis  in  the  Patent  Office. 

The  decree  helow  is  reversed  and  the  case  remanded  for  the  entry 
of  a  new  decree  in  accordance  herewith  and  purstuzii^t  to  the  dis- 
claimer practice  pointed  out  in  Westinghouse  Co.  v.  Cooper  Co.^ 
{246  Fed.  Rep.,  46S;  167  C.  C.  A.^  626.)  AjypeUants  wiU  recover  one- 
half  the  costs  of  this  court.  • 


ON  MOTION  FOR  REHEARING  AND  TO  REOPEN. 
260  O.  O.,  565;  254  Fed.  Rep.,  970. 

Per  Curiam: 

An  application  for  rehearing  demonstrates  inaccuracy  in  the 
opinion  filed,  and  necessitates  further  discussion. 

It  was  the  theory  of  the  opinion  that  the  diagonally-edgiBd  support 
is  the  essence  of  the  invention,  and  that  the  language  of  the  claims 
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which  we  sustained  justifies,  and  the  whole  case  requires,  the  con- 
clusion that  such  support  should  be  implied  as  an  element  in  these 
claims.  It  is  now  pointed  out  that  this  diagonal  support  is  ex- 
pressly specified  in  certain  other  claims  not  in  suit,  and  hence  that  it 
should  not  be  read  into  claims  where  it  is  not  named.  The  rule 
invoked  does  not  go  to  the  extent  which  requires  its  application  here. 
We  suppose  the  reason  of  the  rule  is  that  each  claim  is  supposed  to 
have  a  distinguishing  characteristic,  and  that  no  construction  should 
be  unnecessarily  adopted  which  would  cause  two  claims  to  be  identi- 
cal. From  this  reason,  it  follows  that  the  prohibition  is  directed, 
not  broadly  against  importing  into  one  claim  a  specific  limitation 
expressed  in  another,  but,  when  stated  with  precision,  is  aimed 
against  importing  a  limitation  of  that  character  when,  by  it  alone, 
the  two  claims  come  to  be  different.  If  we  apply  the  rule  thus  stated 
to  the  present  case,  and,  for  example,  to  claim  3,  and  compare  it 
with  claim  2,  which  bears  the  closest  resemblance  to  claim  3,  we  must 
concede  that  claim  2  expressly  calls  for  the  diagonal  support  by 
saying  "  the  edge  of  the  support  being  arranged  at  an  angle  to  the 
direction  of  the  feed,"  while  claim  3  includes  it  only  by  the  implica- 
tion arising  from  the  call  for  feedmg  the  sheet  lengthwise  and  ex- 
panding the  sheet  by  drawing  it  away  from  the  plane  of  the  sup- 
port, thus  employing  the  support  with  the  diag9nal  edge;  but  we 
further  observe  that  claim  2  calls  for  "means  for  continuously 
drawing  the  sheet  over  the  edge  of  the  support,"  while  claim  3  calls 
for  "means  for  drawing  it  away  from  the  plane  of  the  support," 
and  that  claim  3  specifies,  while  claim  2  does  not,  "  means  for  con- 
tinuously feeding  the  sheet  lengthwise."  These  distinctions  may  not 
be  very  substantial ;  but  the  draftsman  intended  them  to  have  dis- 
tinguishing effect,  and  we  are  not  inclined  to  overlook  them  for 
the  sake  of  compelling  what  we  think  a  substantially  wrong  result. 
With  respect  to  this  particular  question,  there  is  even  less  objection 
to  importing  this  same  element — ^the  diagonal  edge — into  claim  9. 
There  is  no  other  claim  closely  similar  to  9  which  contains  the 
limitation  in  express  form. 

In  this  connection,  two  models  have  been  submitted  with  the 
rehearing  application  which  are  designed  to  show  that  a  structure 
can  be  made  fully  responding  to  claim  3  and  yet  having  no  diagonal 
edge  support.  As  to  that  model  which  illustrates  tixe  progressive 
operation,  it  is  to  be  observed,  first,  that  for  the  missing  diagonal 
support  it  provides  an  approximate  substitute  in  the  form  of  two 
points  of  support  diagonally  disposed;  and,  second,  that  the  claim 
by  its  terms  fairly  contemplates  expansion  as  the  sheet  is  drawn  off 
the  support;  while  in  the  model  the  sheet  "passes  off  the  same" 
(the  suppoi-t)  mostly  unexpanded.  We  are  not  satisfied  that  thei^ 
was  error  in  our  construction  of  the  claim  in  this  respect. 
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The  opinion  stated  that  claim  9  ^  was  not  rejected  on  reference  to 
Pitkin;  and  hence  we  gave  no  consideration  to  the  alleged  limiting 
effect  of  such  rejection.  This  statement  was  not  accurate.  Claim  9 
was  not  rejected  on  reference  to  Pitkin  at  the  same  time  that  several 
other  claims  were,  nor  was  claim  9  amended  to  distinguish  from  Pit- 
kin by  inserting  the  "  drawing "  feature ;  but  at  a  later  time,  and 
when  claim  9  had  taken  the  same  form  as  when  issued,  excepting 
that  it  did  not  contain  the  word  ^^  marginal,"  it  was  so  rejected,  and 
the  word  "  marginal "  was  then  inserted  to  avoid  the  reference.  It 
follows  that  the  phrase  "  holding  a  longitudinal  marginal  portion  of 
the  unexpandejl  sheet  in  a  fixed  plane  "  must  be  deemed  to  have  been 
adopted  by  Curtis  in  the  sense  necessary  to  distinguish  his  device 
from  Pitkin,  and  if,  when  used  in  this  sense,  it  will  also  distinguish 
the  patented  machines  from  the  defendant's,  the  claim  cannot  be  so 
construed  as  to  cover  the  defendant's  device.  Pitkin  held  an  entire 
sheet  upon  the  plane  surface,  except  as  the  edges  were  forced  away ; 
he,  therefore,  by  inclusion,  held  a  "  longitudinal  portion  "  of  the  sheet. 
Curtis  gripped  and  held  both  longitudinal  edges  of  his  sheet  and  be- 
-gan  his  expansion  at  the  center.  However,  claim  9  we  think  clearly 
intended  to  refer  to  and  cover  the  treatment  of  one-half  of  the 
Curtis  sheet.  It  was  foreseen  that,  without  departing  from  the 
basic  principle,  one  margin  only  might  be  held  and  the  other  margin 
proceed  into  expansion.  Other  claims  refer  specifically  to  the  hold- 
ing of  both  margins,  and  we  do  not  doubt  that  claim  9  was  intended 
to  describe  the  handling  of  one-half  of  the  sheet  shown  by  the  draw- 
ings, without  including  the  simultaneous,  similar  handling  of  the 
other  half.  Hence,  it  is  apparent  that  in  the  Curtis  device,  as  in 
the  defendant's,  one  entire  longitudinal  margin  of  the  sheet  is  firmly 
held  while  expansion  progresses  upon  the  other  side;  while,  in  the 
Pitkin  machine,  the  whole  central  part  is  held  while  both  sides  are 
expanded.  It  is  true  enough  that  if  we  draw  an  imaginary  line 
through  the  center  of  the  Pitkin  sheet  and  consider  it  as  two  units, 
as  we  do  in  the  Curtis  sheet,  we  will  find  that  Pitkin  holds  one 
longitudinal  margin  of  each  half -sheet;  but,  to  do  this,  we  must  put  a 
construction  upon  Pitkin  not  recognized  either  by  Curtis  or  by  the 
Patent  Office;  because,  if  they  had  viewed  Pitkin  in  that  light  and 
if  they  also  intended — as  we  think  they  certainly  did — that  claim 
9  should  refer  to  one-half  of  the  Curtis  sheet,  the  force  of  Pitkin  as 
a  reference  would  not  have  been  avoided  by  the  amendment  insert- 
ing the  limitation  to  "  marginal."    Here,  again,  we  are  not  inclined 


*  Claim  9.  Tbe  machine  for  expanded  prevloasly  alltted  sheet  metal  whereizi  are  com- 
bined means  for  feeding  the  sheet  longitudinally  and  contlnnously,  with  means  for  holding 
a  longitudinal  marginal  portion  of  the  unezpanded  sheet  in  a  fixed  plane  and  means  for 
deflecting  the  adjacent  longitudinal  portion  of  the  sheet  from  said  plane  and  simul- 
taneously expanding  It.  ^ 

138555**— 20 Id 
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to  give  an  overstrict  application  to  rather  technical  reasoning  when 
the  effect  is  to  reach  an  unsatisfactory  result. 

The  opinion  said  that  claim  6  should  also  be  construed  to  include 
the  limitation  to  the  diagonal  support.  This  seems  to  have  been  an 
inadvertent  reading  ot  claim  6  instead  of  claim  5.  Claim  6  contains 
this  express  limitation ;  claim  5  is  the  same,  verbatim,  excepting  the 
limitation.  It,  therefore,  most  certainly  cannot  be  read  into  claim  5 ; 
and  claim  5  must  be  classed  with  1,  8,  and  10,  and  be  considered 
invalid.  Claim  6  was  at  first  sued  upon,  but  later  plaintiff  omitted 
it  from  the  list  of  those  upon  which  he  intended  to  depend.  This 
was  done  because  he  adopted  a  theory  of  the  respective  meanings  of  5 
and  6  which  we  have  not  been  able  to  approve,  and  which  seems  to 
have  been  nothing  more  than  that  hypothesis  which  is  not  an  elec- 
tion.^ We  do  now  see  that  it  is  important,  in  any  practical  way, 
whether  claim  6  is  added  to  3  and  9  to  serve  as  the  basis  of  the  decree. 
If  plaintiff  thinks  it  is,  application  may  be  made  to  the  court  below 
to  shape  the  decree  so  as  to  include  claim  6,  and  the  court  below  will 
grant  or  refuse  the  application,  or  grant  it  upon  terms  as  to  a  further 
opportunity  for  defendant  to  be  heard  thereon — all  as  to  that  court^ 
may  seem  proper. 

There  is  no  occasion  to  open  the  case  at  this  stage  for  further  proof 
regarding  defendant's  new  machine.  Whether  that  infringes  may  be 
considered  in  the  court  below  in  any  way  in  which  such  questions  are 
commonly  presented. 

Upon  what  may  be  considered  the  main,  meritorious  question, 
reargued  and  presented  most  exhaustively,  we  are  not  convinced  that 
we  reached  the  wrong  conclusion.  We  think  the  substance  of  Curtis's 
invention  lay  in  the  diagonal  supporting  edge  over  which  the  longi- 
tudinally-moving slitted  sheet  was  deflected  and  expanded  at  an 
angle  to  the  plane  of  the  sheet,  and  that  defendant's  device  is  rightly 
thus  described.  We  also  adhere  to  the  view  that  the  sheet  is  "  drawn  " 
over  the  edge  in  the  fair  sense  which  the  whole  record  requires  should 
be  given  to  that  word  in  the  patent. 

The  application  for  rehearing  and  the  motion  to  reopen  are  denied, 

^  Mr.  Justice  Holmes  in  Northern  Co,  v.  Qrandvieio  Co,  (208  U.  S.,  106 ;  27  Sup.  Ct., 
27 ;  51  L.  Ed.,  109). 
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[U.  S.  Circuit  Court  of  Appeals — Sixth  Clrcalt.] 

HuEBNER-ToLEDO  Breweries  Co.  V.  Mathews  Gravity  Carrier  Co, 

Decided  October  8,  1918, 
262  O.  G.,  313 ;  253  Fed.  Rep.,  435. 

1.  Patents— Invention — Adaptation  of  Old  Devices. 

To  adapt  an  old  and  familiar  device  to  another  structure  equally  old 
and  well  known  is  not  to  exerci.se  the  inventive  faculty,  but  to  apply  the 
skill  of  the  mechanic. 

2.  Same — Same — ^Imfboved  Result. 

a  mere  carrying  forward  of  the  original  idea,  a  change  In  form,  an  im- 
provement in  degree,  without  substantial  change  in  either  means  or  result, 
is  not  invention. 

3.  Same — Same — (Combination  of  Old  Elements. 

The  selection  and  putting  together  of  the  most  desirable  parts  of  dif- 
ferent machines  in  the  same  or  kindred  arts,  making  a  new  machine, 
but  in  which  each  part  operates  in  the  same  way  as  it  operated  before 
and  effects  the  same  result,  cannot  be  invention. 

4.  Same — Same — Commebcial  Success. 

CJommercial  success  is  never  a  safe  criterion  of  invention,  except  in 
cases  of  doubtful  validity  of  the  patent 

5.  Same — Same — Gravity-Carbiee. 

The  Mathews  and  Lister  patent,  No.  890,917,  and  the  Mathews  patent, 
No.  978,466,  each  for  improvements  in  gravity-carriers,  are  both  void  for 
lack  of  invention  In  view  of  the  prior  art. 

Appeal  from  the  District  Court  of  the  United  States,  for  the 
Western  Division  of  the  Northern  District  of  Ohio ;  John  M.  Killits, 
judge. 

Suit  in  equity  by  the  Mathews  Gravity  Carrier  Company  against 
the  Huebner-Toledo  Breweries  Company.  Decree  for  complainant^ 
and  defendant  appeals.    Reversed. 

Mr.  Russell  Wiles,  Mr.  George  A.  Chritton,  and  Mr.  Wm.  H. 
Dyrenforth  for  the  appellant. 

Mr.  A.  C.  Paul  and  Mr.  Wilber  Owen  for  the  appellee. 

Before  Warrington,  Knappen,  and  Denison,  Circuit  Judges. 

Warrington,  Cir.  J.: 

This  suit  is  based  upon  alleged  infringement  of  two  patents;  it 
is  met  in  the  answer,  not  only  by  denial,  but.  particularly  by  allega- 
tion that  the  claims  of  these  grants  are — 

whoUy  and  entirely  void,  as  not  involving  anything  more  than  ordinary  me- 
chanical skill  over  what  is  common  knowledge  in  the  art, 

and  a  great  many  prior  patents  are  referred  to.  The  patents  in  suit 
are  (1)  No.  890,917,  issued  June  16,  1908,  to  Mathews  and  Lister, 
assignors  to  Mathews  Gravity  Carrier  Company,  and  (2)  No.  978,- 
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466,  issued  December  13,  1910,  to  Mathews,  assignor  to  the  same 
company.  That  company  was  a  Minnesota  corporation,  and  its 
rights,  ^o  far  as  this  suit  is  concerned,  have  passed  to  the  appellee, 
a  Pennsylvania  corporation.  The  patents  were  each  in  terms  granted 
for  "improvements^ in  gravity  carriers,"  and  will  be  mentioned 
hereafter,  in  the  order  of  their  dates,  as  the  first  patent  and  the 
second  patent.  Claims  2,  4,  5,  6,  7,  8,  and  9  of  the  first,  and  all 
the  claims  of  the  second,  patent  are  in  issue;  and  both  patents,  as 
respects  the  claims  in  issue,  were  held  valid  and  infringed  by  the 
court  below.  The  cause  was  referred  for  an  accounting  and  dam- 
ages, and  perpetual  injunction  was  issued.  By  consent  the  master 
reported  that  appellant  had  purchased  from  a  company  named 
(though  not  a  party  to  the  suit,)  and  had  used  in  its  business, 
"  material  found  by  the  court  in  its  decree  to  be  an  infringement," 
and  stated  the  amount  of  appellee's  loss  of  profits  thereon.  The 
Breweries  Company  appeals. 

We  may  as  well  say  at  the  outset  that,  if  the  patents  are  valid,  they 
are,  at  least  as  to  some  of  the  claims  in  issue,  infringed.  The  im- 
portant feature  of  the  case  is  found  in  the  issue  of  validity.  This 
issue  in  the  end  is  one  of  fact.  It  is  whether  the  disclosures  of  the 
patents,  when  compared  with  the  prior  art,  amount  to  anything  more 
than  the  natural  developments  of  the  skilled  mechanic.  The  firbt 
patent  relates,  in  the  language  of  the  specification — 

to  carriers  designed  particularly  for  transporting  brick  and  similar  articles  of 
comparatively  small  dimensions  by  gravity. 

Generally  speaking,  the  carrier  comprises  two  parallel  side  rails, 
with  a  series  of  transverse  metal  tubular  rollers  having  ball-bearings 
at  their  ends  and  having  rods  extending  through  their  longitudinal 
centers,  and  also  through  the  side  rails,  where  they  are  held  by  means 
of  lock-nuts ;  the  rollers  so  mounted  rotating  freely  on  their  respec- 
tive rods  or  axles.  The  carriers  are  constructed  in  sections  of  lengths 
suitable  for  removal  from  one  place  to  another,  and  the  sections  are 
provided  with  projecting  ends  adapted  to  fasten  one  section  to  an- 
other, and  so  to  form  a  continuous  carrier  of  such  length,  along  such 
courses,  and  at  such  a  grade  as  the  convenience  of  the  user  may  re- 
quire. Another  feature  of  this  patent  is  that  the  rollers  are  provided 
with  flanges  or  rims  at  the  ends,  on  which  packages  of  greater  width 
than  the  length  of  the  roUers  may  be  placed  and  transported.  The 
specification  states :  Side  guards  or  other  frictional  interference  with 
packages  moving  on  the  carrier  are  dispensed  with;  the  packages 
follow  "  the  line  of  least  resistance  "  and  travel  "  in  the  direction  of 
rotation  of  the  wheels,"  and  may  thus  be  moved  from  one  point  to 
another  along  the  roller  surface  of  the  carrier,  when  maintained  at  a 
slight  grade.    The  character  and  details  of  the  structure  wiU  be 
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readily  understood  by  reference  to  tbe  following  drawings  which 
accompany  the  Letters  Patent. 

It  will  be  observed  that  the  rods  witli  threaded  terminals  not  only 
pass  through  the  rolls  (including  the  ball-bearing  appliances,)  but 
also  through  the  side  rails,  upon  the  outside  of  which  they  are  fas- 
tened by  lock-nuts  4.  This  seems  to  have  rendered  it  inconvenient 
to  remove  a  single  rod  with  its  accompanying  roller,  since -it  required 
removal  of  one  of  the  side  rails  entirely.    It  was  sought  to  overcome 


Fig,  1  Is  8  plan  view  of  a  bricli  carrier  embodying  our  Invention.  Fig.  2  1b  a 
transverse  eectiooal  view,  one  end  of  a  roller  being  broken  away  to  Ulnstrate  tbe 
bearing  for  the  same.  Pig,  S  is  a  perspective  view  showing  a  portion  of  a  car- 
rier and  the  bricks  thereon.* 

this  by  the  second  patent.    The  chief  difference  between  the  two 
patents  is  thus  stated  by  counsel  for  appellee: 

The  second  patent  differs  from  the  first  principally  In  ttae  provision  of  con- 
venient means  for  removing  a  single  rod  wltb  its  accompanylDg  roll  without  In 
any  way  disturbing  tlie  adjustment  of  any  other  roll,  Tbis  Is  accomplished  by 
baring  the  side  rails  provided  with  slots  or  notches  In  the  upper  edges,  with  the 
rods  detachably  mounted  In  such  notches,  thus  making  It  possible  to  Immedi- 
ately remove  any  roll  from  the  carrier  without  disturbing  the  other  rolls. 

'Althongb  claim  1  Is  not  In  Umie,  yet  tbe  flanged  rollera  displayed  Id  th«  drawings 
vUl  be  eiplaioed  by  that  clHlm. 

"A  ginyttr  carrier  comprislDB  side  rallB,  rods  eonnectlDg  aald  rails  at  interrals.  metal 
rollers  having  OaoKed  aids  and  ways  and  boUa  flttlng  therein,  cones  moonted  on  said 
rods  and  having  bearing  snntaces,  and  betveen  which  aarfaces  and  said  ways  aald  balls 
are  arranged." 

And  as  further  explanatory  of  the  elements  comprised  In  the  patented  device  we  think 
it  aiilBclent  for  present  purposes  to  add  a  claim  that  Is  In  laane : 

"  2.  A  ETSTlt;  carrier  comprlslnE  side  ralla  and  means  connecting  them  at  Interrala, 
and  rollers  bavUig  antlfrlctlan  bearings  at  their  ends  upon  said  connecting  means  and 
formtog  a  way  over  which  comparatlrely  small  articles  such  as  brick  may  be  transported, 
■aid  rollers  being  of  sabttautlally  uniform  diameter  between  their  ends  and  extending 
above  tbe  tops  of  said  rails,  aobgtantlall;  aa  deterilMd." 
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The  means  so  provided  in  the  second  patent  may  be  seen  in  Fig.  2 
of  the  drawings  accompanjdng  the  Letters  Patent.    It  follows : 


In  the  drawing,  2  represents  the  side  rails  of  the  carrier,  composed  prefer- 
ably of  flat  steel  bars.  These  bars  are  provided  at  intervals  In  their  upper 
edges  with  vertical  slots  or  notches  3  adapted  to  receive  rods  4  having  threaded 
ends  and  provided  with  lock  nuts  5  and  6,  the  former  on  the  outside  of  the  bars 
and  the  latter  between  them.  ♦  ♦  ♦  Any  roller  can  be  easily  removed  from 
the  carrier  by  loosening  the  lock  nuts  5. 

We  may  mention  one  or  two  other  changes  that  were  made  in  the 
device  of  the  second  patent.  One  involves  the  sectional  coupling.  It 
is  said  in  the  specification  of  the  first  patent  that  the  sections  aro 
made  of  any  suitable  length  and  "  coupled  together  at  their  ends ; ' ' 
while  in  the  second  patent  it  is  stated  that  various  forms  of  coupling 
devices  may  be  provided,  but  preference  is  given  to — 

a  tongue  19  on  the  end  of  each  rail  2  bent  outwardly  to  offset  it  from  the  plane 
of  the  rail  and  adapted  to  fit  between  a  plate  20  and  the  end  of  the  abutting  ralU 

These  parts  may  be  riveted  or  bolted  together.  Another  change 
was  made  through  the  use  of  additional  braces.  Apparently  three 
within  each  section  are  disposed  at  right  angles  with  the  side  rails 
and  fastened  to  them,  and  between  these  braces  are  two  sets  of  diag- 
onally-crossing braces;  the  object  being  to  hold  the  sides  of  the 
carrier  in  "  parallel  relation  with  one  another."  Claims  1  and  4  are 
copied  in  the  footnote  further  to  illustrate  the  second  patent.^ 

Appellee  offered  in  the  court  below  one  section  of  the  Mathews 
gravity-carrier  as  an  exhibit.  This  exhibit,  as  we  understand,  and 
additional  sections  of  the  carrier,  were  displayed  and  operated  as  a 
unitary  structure  at  the  hearing  in  our  court.  The  exhibit  seems 
to  comprise  the  main  features  of  the  two  patented  devices  in  suit,  ex- 
cept in  two  or  three  respects:  The  rollers  have  no  flanges,  but  are  dis- 
posed so  that  their  upper  plane  is  above  that  of  the  side  rails ;  thus 
flanges  are  rendered  unnecessary  for  transporting  "  articles  of  greater 
length  than  the  width  of  the  carrier;"  the  flanges  were  distinct  fea- 
tures of  the  first  patent,  and  of  the  specification  and  drawings  of 
the  second  patent,  though  they  appear  to  have  been  given  up  in  the 
structure  exhibited.    Further,  this  exhibit  omits  lock-nuts  4  of  the 

1 1.  A  grayity  carrier  having  side  rails  composed  of  flat  metal  bars  having  slots  or 
notches  In  their  upper  edges,  rods  detachably  mounted  in  .said  slots  and  connecting  said 
rails,  and  rollers  having  antifriction  bearings  on  said  rods,  substantially  as  described. 

4.  A  gravity  carrier  comprising  side  rails,  diagonally  arranged  brace  bars  connecting 
said  rails,  cross  rods  also  connecting  said  rails,  the  upper  edges  of  said  rails  being  pro- 
Tided  with  vertical  slots  or  notches  and  rollers  detachably  mounted  In  said  aotchei. 
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first  and  5  and  6  of  the  second  patent,  and  also  the  threads  upon  the 
end  portions  of  the  cross-rods  passing  through  the  rollers  of  both 
patents.  The  notches  of  the  second  patent,  it  is  true,  are  preserved 
in  the  side  rails  of  the  exhibit ;  but  instead  of  lock-nuts  5  a  metal  bar, 
extending  throughout  the  length  of  a  section  and  having  slots  dis- 
posed therein  so  as  to  engage  the  ends  of  the  cross-rods,  is  bolted 
to  the  outer  and  upper  surface  of  each  side  rail.  Lock-nuts  6  are 
replaced  in  function  by  {a)  notches  cut  into  the  cross-rods  near  their 
ends  so  as  to  fit  into  and  be  held  fast  by  the  notches  of  the  side 
rails,  and  (6)  tubular  portions  of  the  ball-bearing  devices  surround- 
ing the  cross-rods  and  extending  from  the  ends  of  the  rollers  almost 
to  the  side  rails;  the  purpose  seems  to  be  to  hold  the  rails  in  "  parallel 
relation  with  one  another",  and  also  free  from  the  ends  of  the 
rollers.  This  substitution  of  a  slotted  metal  bar  and  notched  cross- 
rods  apparently  has  the  further  purposes  of  facilitating  the  separate 
removal  of  rollers.  Whether  we  have  or  not  rightly  interpreted  the 
objects  of  these  differences  between  the  patents  in  suit  and  the  ex- 
hibit, the  changes  serve  to  characterize  methods  of  progress  which 
may  well  be  considered  in  trying  under  the  facts  of  this  case  to  dis- 
tinguish between  skill  and  invention.  We  come  now  to  an  inquiry 
into  the  stifte  of  the  art  prior  to  the  dates  of  the  patents  in  suit. 

(1)  Gravity-carriers  old. — In  point  of  equivalency  more  of  the 
present  elements,  whether  considered  singly  or  in  combination,  are 
perhaps  to  be  found  in  Alvey's  gravity-conveyer,  patented  in  1902, 
No.  714,432,  than  in  any  other  prior  patent  Alvey  stated  in  his 
specification : 

My  Invention  relates  to  conveyers  for  the  purpose  of  transferring  goods 
from  place  to  place — such  as  boxes,  barrels,  and  packages — the  movement  of 
the  packages  or  other  articles  being  ordinarily  effected  by  gravity;  but  it 
is  to  be  understood  that  the  invention  is  not  confined  necessarily  to  a  con- 
veyer on  which  the  articles  are  moved  by  that  force  alone.  •  •  •  The  in- 
vention has  for  its  objects  to  enable  goods  to  be  transferred  from  one  point 
to  another,  as  in  a  warehouse,  expeditiously  and  with  a  minimum  of  hand 
labor  and  to  allow  of  the  apparatus  being  adjusted  to  receive  goods  at  different 
points,  and  to  deliver  them  at  different  points  as  may  be  required,  expeditiously 

and  with  certainty. 

• 

Among  the  drawings  accompanying  the  Letters  Patent  are  the 
following : 

Fig.  1  is  a  perspective  view  showing  a  conveyer  of  portable  character  em- 
bodying my  invention  set  up  in  a  warehouse  for  the  transfer  of  goods  from  one 
point  to  another.  ♦  •  •  Fig.  3  is  a  plan  view  of  a  portion  of  the  same. 
♦  ♦  ♦  Fig.  7  is  a  sectional  view  of  the  roller  bearing.  •  •  ♦ 
Each  of  the  straight  sections  A  comprises  side  pieces  1,  of  wood  or 
other  suitable  material,  united  at  suitable  points  by  transverse  connecting 
members  or  tie  rods  2.  These  side  pieces  have  formed  in  them  or  attached  to 
them  bearings  3  for  the  shafts  or  journals  4  of  the  transverse  rollers  C.  The 
latter  are  spaced  apart,  but  are  sufficiently  close  together  to  enable  the  goods 
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to  be  convened  to  pass  from  one  roller  to  the  next  without  falllDg  throng 
The  curved  sections  B  are  constructed  on  dmllar  principles,  but  nith  Inner  snd 
outer  curved  side  pieces  S  and  6,  the  rollers  C  of  said  curved  sections  being 
arranged  on  lines  r&dlal  to  the  center  of  the  curve  on  which  the  sectloQ  Is  con- 
structed.   •    •    * 

It  is  highly  Important  that  the  rollers  should  revolve  freely  under  packages 
of  relatively  light  weight,  to  which  end  the  rollers  mast  not  be  too  heavy  or 
have  too  much  Inertia,  On  the  other  hand,  they  must  be  strong  enough  to  carry 
heavy  weights  when  required.  I  have  constructed  the  rollers,  after  much  ex- 
perimentation, of  a  material  which  meets  both  these  requirements.  They  are 
made  from  a  pulp  of  hard  fiber  of  relatively  light  specific  gravity,  known  as 
leatherold."  They  are  thus  also  seamless,  wlthont  grain,  and  not  liable  to 
crack. 


As  illustrative  of  the  combinations  and  essential  elements  involved, 
two  of  the  claims  are  copied  in  the  footnote.* 

Alvey  further  developed  the  gravity-carrier  art  through  Lis  pat- 
ent of  May  23,  1905,  No.  790,776,  under  an  application  filed  Septem- 
ber 5,  1904.  He  introduced  a  spiral  gravity-conveyer  adapted  to 
carry  all  kinds  of  articles  usually,  stored  in  warehouses,  from  any  of 
the  upper  floors  to  the  basement  or  shipping-room,  and  to  discharge 
packages  at  any  of  the  intermediate  floors.  The  spiral  conveyer  is 
adjusted  to  and  supported  by  a  vertical  post  extending  through  such 
floors  of  the  building  as  may  be  desired,  with  suitable  openings 
through  which  to  maintain  the  conveyer  and  carry  packages;  in 
order  to  distribute  packages  at  intermediate  floors,  gravity-switdies 
are  removably  connected  with  the  spiral  portions  of  the  conveyer; 

'  1.  la  a  portable  oinTerer,  the  combinatloii  of  a.  plurality  of  sectloai  provided  wltb 
tranBverse  rotlecB,  and  eapporta  for  said  BecUons,  the  upper  part  of  each  support  belnK 
hlDged  to  the  coDTe^er-BcctloD  and  the  lower  part  of  each  support  being  adjoatable  oD 
aald  upper  part. 

S.  Id  a  grarttr  coDverer,  the  comblnabon  of  a  Berles  ot  aepatatel;  and  freely  rotatabta 
tollers,  aad  meaoH  tor  gopportlos  the  lamc  to  form  an  Inclined  way,  said  rollers  belnc 
constructed  wllb  sboulders  IS  and  Intermediate  recened  portions,  and  adapted  to  aato- 
matlcall;  maintain  packages  in  tlie  middle  of  said  wa; .  Bubstantlally  as  Bet  forth. 
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provision  is  made  for  carrying  articles  to  the  spiral  parts  by  gravity- 
conveyers,  which,  as  also  the  switches,  are  similar  in  form  to  the 
structures  above  shown  in  Alvey's  patent  of  1902,  No.  714,432.  Alvey 
went  still  farther  in  1905,  under  an  application  of  September  5, 1904, 
through  his  patent,  No.  790,811.  There  he  provided  for  lifting,  in- 
stead of  lowering,  packages  from  floor  to  floor.  The  conveyer  is 
maintained  at  an  ascending  grade  and  driven  by  power.  It  is  to  be 
observed  of  both  of  Alvey's  later  structures  that  the  carriers  are  di- 
vided into  sections  with  angle-iron  side  rails. 

Some  fourteen  years  before  the  issue  of  Alvey's  first  patent,  Pusey 
secured  a  patent.  No.  387,733,  upon  a  structure  called  an  "  artificial 
toboggan  or  coasting  hill,"  which  is  instructive  in  the  gravity-carrier 
art*    The  specification  states : 

The  trackway  consists  of  a  series  of  rollers  Joornaled  transversely  in  a  suit- 
able framework. 

The  simplicity  of  the  structure  will  be  seen  by  reference  alone  to 
some  of  the  accompanying  drawings : 


,fa.aj,i,<,.igr; 


Fig.  1  is  a  side  elevation.  Fig.  2  is  a  plan.  *  *  •  Fig.  5  is  an  elevation 
of  roller  detached,  with  end  view  of  the  toboggan  thereon.  •  •  ♦  a,  Figs.  1 
and  2,  represents  longitudinal  frames  or  stringers  supported  by  a  trestlework 
or  posts,  6,  and  provided  with  bearings  o,  for  the  Journals  of  the  series  of  wide 
transverse  rollers  D. 

The  cylindrical  portions  of  the  rollers  are  made  of  waterproofed 
paper  or  strawboard,  or  similar  light  and  strong  material.  The 
patentee  states  in  his  specification : 

I  am  aware  of  the  fact  that  roller  trackways  for  sleds  are  old,  ♦  ♦  ♦  in 
which  trackway  were  inserted  roUers  or  balls  for  the  runners  of  the  sleds  to 
descend  upon ;  and  I  do  not  therefore  claim  broadly,  as  new,  an  Inclined  track- 
way with  rollers  therein. 

The  patentee's  idea  of  the  scope  of  invention  open  to  him  is  im- 
portant arfd  is  sufficiently  explained  by  claim  1  copied  in  the  footnote.* 

^An  artificial  coasting  course  or  toboggan  slide,  consisting  of  the  combination  of  the 
inclined  longitudinal  frames  or  stringers,  the  supporting  frame  or  trestlework,  and  the 
series  of  rollers  joumaled  in  and  between  said  stringers,  adjacent  to  and  oat  of  contact 
with  each  other,  substantially  as  and  for  the  purpose  set  forth. 
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In  1885  Hinds  and  Mace  received  a  patent  on  a  portable  chute,  No. 
312,468,  saying  in  their  specification : 

The  invention  relates  to  Inclined  slideways,  and  is  specially  adapted  to  trans- 
fer tiles,  bricks,  or  similar  articles  from  the  drying  shed  to  the  kiln,  or  from 
the  kiln  to  the  yard.  The  slideway  is  made  in  sections,  each  of  which  has  its 
floor  composed  of  rollers  having  bearings  in  the  sides  of  the  sections. 

Palmer  obtained  a  patent  in  1888,  No.  376,340,  on  an  elevator, 
which  may  properly  be  regarded  as  a  distributing  contrivance;  it 
was  designed  for  carrying  goods  or  other  materials  up  or  down  in  a 
warehouse,  store,  manufactory,  or  other  similar  place  of  business, 
and  automatically  delivering  them  at  different  floors  or  stations,  and' 
there  depositing  them  upon  an  "  inclined  series  of  rollers  "  disposed 
transversely  between  parallel  side  rails,  whence  they  were  moved  by 
gravity  to  the  place  desired;  the  particular  use  illustrated  by  the 
drawings  related  to  the  manufacture  and  handling  of  bricks. 

()?)  Metal  8ide  rails  and  rollers, — It  will  be  noticed  that  none  of 
the  prior  patents  thus  far  considered  in  terms  calls  for  metal  rollers ; 
but  it  is  to  be  remembered  that  the  last  two  Alvey  patents  mentioned 
call  for  metal  side  rails.  Assuming  that  a  change  of  material,  say 
from  wood  to  metal,  was  important  in  a  frictional  sense  or  other- 
wise, there  were  kindred  power-driven  conveyers  which  expressly 
provided  for  metal  rollers;  and  we  think  such  conveyers  may  fairly 
be  treated  as  part  of  the  prior  art  in  question.  They  are  certainly 
of  a  closely  analogous  art.  Holman  provided  for  the  use  of  metal 
rollers  in  1886  in  his  power-driven  railway-track  layer,  Patent  No. 
315,034.  He  fastened  to  the  outer  sides  of  cars  a  sectional  tramway, 
comprising  parallel  side  rails,  called  "  parallel  bars,"  with  transverse 
metal  rollers  joumaled  in  the  bars.  The  rollers  were  used  to  con- 
vey ties  and  rails  from  the  cars  to  points  in  front  of  the  train  in  the 
line  of  the  proposed  railway  construction.  Again,  in  Hanna's  car- 
rying-roll, patented  October  28,  1902,  No.  712,061,  we  find  a  design 
for  metal  tubular  rollers  of  uniform  diameter,  with  integral  journal 
portions,  which  are  intended  as  carriers  of  belts  for  "elevators, 
conveyers,  and  similar  classes  of  machinery."  The  patentee  made  no 
provision  for  side  rails  or  other  familiar  bearings  upon  which  to 
operate  his  rollers  as  carriers ;  nor  was  such  omission  unusual.  See, 
for  instance,  the  carriage  with  rollers  in  the  brick  and  tile  machine 
of  McKenzie,  patented  in  1878,  No.  203,284,  and  in  Aiken's  feed- 
table  for  rolling-mills,  patented  in  1890,  No.  439,925.  Further,  Alvey 
emphasized  in  the  portion  of  his  specification  above  quoted  the  im- 
portance of  rollers  that  would  revolve  freely  under  packages  of  rela- 
tively light  weight  and  yet  be  strong  enough  to  carry  heavy  weights 
when  required ;  and  he  says  that  "  after  much  experimentation  "  he 
adopted  a  material  for  rollers  called  "  leatheroid,"  which  was  "  seam- 
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less,  without  grain,  and  not  liable  to  crack.^  Pusey  had  pointed 
out  years  before,  that  rollers  might  be  made  of  "  suitable  light  ma- 
terial," saying  that  th< 


ease  with  whicli  the  Inertia  and  friction  of  the  rollers  are  overcome  •  ♦  ♦ 
of  course  depends  mainly  upon  the  weight — 

of  the  rollers.  He  preferred  "  compacted  water-proofed  paper  or 
strawboard,"  and  as  we  have  seen  used  such  rollers  in  his  gravity- 
toboggan.  The  experience  of  Alvey  and  that  of  Pusey  as  expressed 
by  each  in  his  specification,  and  more  particularly  the  use  made  of 
the  metal  rollers  as  above  stated,  were  manifestly  suggestive  of  the 
adoption  of  metal  rollers  for  gravity-carriers.  {Wright  v.  Tobacco 
Co.,  252  Fed.  Rep.,  146.) 

(3)  Stationary  axles  with  revoluble  rollers. — Appellee  points  out 
a  difference  between  the  patents  in  suit  and  the  gravity-conveyers  of 
the  prior  art  as  respects  the  relations  between  the  axles  and  rollers 
of  the  two  sets  of  structures.  True,  as  we  have  seen,  the  axles  of 
the  former  are  stationary  and  the  rollers  with  ball-bearings  revolve 
upon  them;  while  the  rollers  of  the  latter  have  rigid  and  axially- 
connected  journals  which  are  mounted  on  bearings  in  the  side  rails 
and  revolve  with  the  rollers.  Apart  from  the  ball-bearings  of  the 
patents  in  suit,  considered  later,  the  plan  of  an  exterior  roller  (com- 
posed of  "sleeves")  distinct  from  an  interior  pa^rt  axially  carried 
by  side  bearings  was  shown,  for  instance,  by  McKenzie  in  1878  in 
his  brick  and  tile  machine  before  pointed  out.  Holman,  above  men- 
tioned, provided  metal  rollers  with  annular  flanges  at  their  ends; 
but  he  also  stated  in  his  specification  that  he — 

proposed  to  make  these  rollers  hollow,  and  of  metal,  and  to  mount  such  con- 
struction of  roller  on  a  stationary  axle  which  passes  through  the  closed  ends 
of  the  roller,  whereby  the  bearing  is  entirely  at  the  ends  of  the  roller. 

Perhaps  the  commonest  examples  of  this  latter  construction  are 
found  in  the  ordinary  road-wagon,  having  rigid  axles  and  spindles 
with  hubs  turning  upon  the  spindles,  and  in  the  idle  wheel  to  which 
a  belt  is  shifted  when  not  in  use  for  transmission  of  power,  while  the 
bicycle  furnishes  a  complete  illustration,  as  for  instance,  the  Douglas 
bicycle,  patented  in  1892,  No.  469,627. 

(4)  Sectional  carriers, — ^In  view  of  what  has  been  pointed  out  it  is 
scarcely  necessary  to  allude  to  this  feature  of  the  patents  in  suit. 
We  have  seen  that  Alvey's  patent,  No.  714,432,  divides  the  carrier 
into  sections  with  "firm  connection  of  the  various  sections  end  to 
end,"  the  connecting  parts  being  described  in  the  specification  and 
shown  in  the  drawings;  this  in  substance  is  true  of  Alvey's  patent. 
No.  790,776,  of  the  Hinds  and  Mace  patent,  and  also  of  the  Spence 

^  Alvey's  roller  metal  journals  and  metal  bearings  with  oil-retaining  chamber  22  to 
lubricate  tbem.  are  another  important  feature  to  be  observed.  They  are  illustrated  In 
Sigs.  7  and  8  of  his  drawings,  supra. 
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portable  conveyer.  Patent  No.  779,139.  We  do  not  stop  to  consider 
the  horizontal  and  diagonal  braces  of  the  sections,  because  such  brac- 
ing is  familiar  in  structures  of  every-day  use,  such  as  the  ordinary 
step-ladder,  trestle,  or  scaffold. 

(6)  Notched  frames. — ^It  is  contended  that  the  patentee  of  the  sec- 
ond patent  in  suit — 

introduced  for  the  first  time  the  feature  of  the  slotted  side  rails  whereby  any 
through  shaft  and  roller  could  be  remoyed  separately. 

This  is  to  overlook  Winter's  provision  of  the  same  character  in  his 
skid  for  moving  rails,  patented  September  19,  1905,  under  applica- 
tion of  1904,  No.  799,699.  The  rollers  are  there  mounted  in  open  slots 
and,  as  his  specification  states — 

may  be  easily  removed  when  broken  or  worn  out  and  replaced  by  others. 

Such  slots  or  notches  were  old  when  Winter  adopted  them.  The 
drawings  of  the  McKenzie  patent  of  1878,  before  cited,  plainly  show 
notches  in  the  upper  edges  of  the  side  bars  in  which  the  rollers  were 
journaled,  though  the  patentee  does  not  seem  to  have  thought  it  worth 
while  even  to  mention  the  notches  in  his  specification  or  claims. 
However,  the  notches  must  be  regarded  as  "  described  "  in  a  "  printed 
publication  "  within  the  meaning  of  the  patent  act  {Keene  v.  New 
Idea  Spreader  Co.,  C.  D.,  1916,  255 ;  230  O.  G.,  1185 ;  231  Fed.  Rep., 
701 ;  145  C.  C.  A.,  587,  and  citations;  C.  C.  A.,  6;)  this  is  true  of  the 
drawings  of  Aiken's  and  Spence's  patents,  supra.  Apart  from  Win- 
ter, these  patentees  do  not  state,  though  it  is  manifest,  that  the 
notches  shown  were  designed  in  part  to  admit  of  separate  removals 
of  rollers.  Further,  the  convenience  of  open  slots  with  parallel  sides 
adjusted  to  corresponding  sides  cut  upon  stationary  axles  near  their 
ends  was  in  practical  purpose  shown  in  the  Douglas  patent;  indeed, 
in  the  respects  mentioned  the  slots  and  axles  of  the  gravity-carrier 
exhibit  offered  in  evidence  closely  resemble  the  slots  and  axle  of  the 
Douglas  bicycle. 

(6)  Ball-hearings. — ^The  ball-bearings  of  the  patents  in  suit  and 
the  carrier  produced  in  court  differ  in  some  details,  but  in  essential 
respects  they  are  all  like  those  commonly  used  in  bicycles;  in  fact, 
these  carrier-rollers  with  their  ball-bearings  are  clear  equivalents 
of  the  hubs  and  ball-bearings  of  the  ordinary  bicycle.  This  is  suffi- 
ciently shown  by  the  following  patents:  Teetor  in  1891  for  "ball 
bearing,"  No.  456,664;  Douglas,  supra;  Sturgis  in  1897  for  a  bicycle 
training  device.  No.  581,835;  Svensson  in  1897  for  antifriction  jour- 
nal-bearings. No.  580,994;  and  it  appears  in  Teetor's  specification, 
besides  being  well  known,  that  bicycle  ball-bearings  were  old  in 
1891.  The  analogy  to  appellee's  designs  for  ball-bearing  rollers 
found  in  the  Sturgis  bicycle  training  device  is  very  persuasive. 
This  device  comprises  three  rollers  mounted  transversely  between 
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uprights' fastened  to  the  longer  sides  of  a  rectangular  adjustable 
frame;  the  rollers  are  provided  with  axles  passing  through  and 
beyond  their  longitudinal  centers  and  joumaled  in  the  uprights. 
A  sprocket-chain  connects  the  middle  and  forward  rollers,  and  the 
three  rollers  are  so  disposed  upon  the  frame  as  to  engage  the  wheels 
of  a  bicycle  and  to  enable  the  rider  to  operate  it  the  same  as  if  riding 
on  a  road;  and  although  the  body  of  the  bicycle  remains  station- 
ary, its  wheels  revolve  upon  the  rollers.    The  specification  states : 

The  rollers  are  Joumaled  on  their  respective  axles  by  means  of  suitable 
ball  bearings. 

The  ball-bearings  are  not  otherwise  describe  except  as  they 
are  shown  in  Fig.  4  of  the  drawings.  They  appear  to  be  of  the 
usual  bicycle  type  and  to  be  operated  similarly  to  those  of  the 
appellee's  carrier.  It  is  to  be  noticed  however  that  the  Sturgis  ball- 
bearing device  is  for  the  most  part  extended  beyond  instead  of 
being  countersunk  into  the  ends  of  the  roller;  the  cups  seem  to  be 
integral  parts  of  the  roller,  while  the  cones  are  threaded  upon  the 
ends  of  the  axle,  and  opposed  annular  rings  are  provided  in  the 
cups  and  cones  for  ball  races  or  containers.  Although  the  material 
of  which  the  rollers  are  composed  is  not  shown  and  is  not  very 
important,  yet  apparently  it  is  metal. 

We  have  thus  been  at  pains  to  point  out  earlier  devices  as  means 
for  testing  the  issue  of  fact  concerning  the  validity  of  the  patents  in 
suit;  and  we  are  unable  to  find  in  these  patents  any  advance  over 
the  prior  art  except  in  degree.  The  idea  of  a  gravity-carrier  was 
not  new.  In  one  form  or  other  such  carriers  had  been  designed, 
patented,  and,  inferentially  at  least,  put  into  use.  Alvey  had  de- 
signed them  for  purposes  precisely  similar  to  those  of  the  patents 
in  suit.  Even  the  kinds  of  business  which  Alvey's  carriers  and 
those  of  appellee  were  intended  to  aid,  the  emplacements  of  the 
carriers  and  their  modes  of  operation,  the  results  to  be  attained, 
all  are  practically  the  same.  The  marked  resemblances  in  matters 
of  equivalency  between  the  two  sets  of  devices  cannot  escape  at- 
tention. In  a  word,  the  devices  themselves,  the  new  and  the  old, 
as  they  are  shown  in  the  drawings  and  in  the  descriptions  of  the 
patentees,  speak  in  terms  amounting  to  a  demonstration. 

We  understand  it  to  be  admitted,  it  certainly  is  true,  that  every 
element  of  the  claims  in  suit  is  old.  What  has  been  done  here  is  to 
adapt  and  substitute  some  old  and  familiar  devices  in  place  of  cer- 
tain parts  of  the  earlier  gravity-carriers,  particularly  AJvey's.  This 
involved  for  the  most  part  simply  a  change  in  the  material  of  parts 
comprised  in  the  earlier  carriers ;  and  these  substituted  devices  prac- 
tically perform,  not  only. the  same  functions  as  had  been  performed 
by  the  replaced  parts,  but  also  the  same  functions  as  they  themselves 


262         DECISIONS  OF  THE  U.  S.  COUBTS  IN  PATENT  CASES,  1919. 

had  performed  in  devices  of  the  prior  art.  It  may  not  be^  amiss  to 
show  again  where  some  of  the  important  substituted  parts  may  be 
found  in  the  prior  art :  Appellee's  metal  roller  was  described  by  Hol- 
man,  in  1885,  and  the  rigid  axle  (with  whatever  incidental  support 
the  axle  furnishes  to  the  side  rails)  and  ball-bearings  were  shown  by 
Sturgis,  and  the  perfectly  plain  equivalency  of  the  bicycle-hub  with 
its  ball-bearings  and  rigid  axle  should  also  be  borne  in  mind;  the 
notches  or  slots  of  the  side  rails  and  the  facilities  they  afford  for 
separate  removal  and  replacement  of  rollers  were  shown  and  ex- 
plained by  Winter  and  Douglas ;  as  to  the  metal  side  rails,  it  is  nec- 
essary only  to  recjll  those  of  Alvey's  last  two  patents;  the  remain- 
ing parts  of  appellee's  devices  are  negligible;  and  after  all  the  old 
and  the  new  carriers  in  precisely  the  same  way  transport  pack- 
ages by  gravity. 

(1)  It  must,  of  course,  be  conceded  that  patentable  novelty  may 
exist  in  a  combination  of  old  elements;  but  here  the  combination 
claims  in  suit  are  lacking  in  the  usual  and  essential  tests  of  invention. 
No  new  function  of  elements  or  new  methods  of  operation  is  evolved, 
and  the  result  achieved  is  exactly  the  same  as  the  old  one.  The 
settled  rule  under  such  facts  is  that  to  adapt  an  old  and  familiar  de- 
vice to  another  structure  equally  old  and  well  known  is  not  to  exercise 
the  inventive  faculty;  it  is  to  apply  the  skill  of  the  mechanic.  {Avon 
V.  Mcmhattm  Railway  Co.,  C.  D.,  1889,  650;  49  O.  G.,  1365;  132 
U.  S.,  84;  10  Sup.  Ct.,  24;  Peters  v.  Active  Mfg.  Co.,  C.  D.,  1889, 
453,  473;  47  O.  G.,  948,  1219;  129  U.  S.,  530,  537;  9  Sup.  Ct.,  389 
Crescent  Brewing  Co^  v.  Gottfried,  C.  D.,  1888,  527;  45  O.  G.,  944 
128  U.  S.,  158;  9  Sup.  Ct.,  83;  Penn.  Railroad  v.  Locotnotive  Truck 
Co.,  C.  D.,  1884, 168;  27  O.  G.,  207;  110  U.  S.,  490;  4  Sup.  Ct,  220 
Weir  Frog  Co.  v.  Porter,  206  Fed.  Rep.,  670;  124  C.  C.  A.,  470 
C.  C.  A.  6;  Frederick  R.  Steams  (&  Co.  v." Russell,  C.  D.,  1898,  541 
85  O.  G.,  1434;  85  Fed.  Rep.,  218;  29  C.  C.  A.,  121;  C.  C.  A.  6 
Indiana  Novelty  Mfg.  Co.  v.  Crocker  Chair  Co.,  103  Fed.  Rep.  496 ; 
43C.  C.A.,287;C.  C.  A.  7.) 

(2)  It  may  further  be  conceded  that  appellee's  carriers  are  better 
than  the  Alvey  carriers  or  any  others  of  the  prior  art;  this,  too,  is 
unavailing.  It  is  met  by  the  old  rule  that  a  mere  carrying  forward 
of  the  original  idea,  a  change  in  foi-m,  an  improvement  in  degree, 
without  substantial  change  in  either  means  or  result,  is  not  invention. 
{Railroad  Supply  Co.  v.  Elyria  Iron  Co.,  C.  D.,  1917,  420;  239  O.  G., 
656;  244  U.  S.,  285;  37  Sup.  Ct.,  502;  Wagner  v.  Meccano  Limited, 
C.  D.,  1918, 231 ;  248  O.  G.,  233 ;  246  Fed.  Rep.,  603 ;  158  C.  C.  A.,  573 ; 
C.  C.  A.  6,  and  citations.)  Superiority  is  not  enough.  {Grinnell 
Washing  Machine  Co.  v.  Johnson  Co.,  C.  D.,  1918,  363;  254  O.  G., 
225 ;  247  U.  S.,  426 ;  38  Sup.  Ct.,  547.)    It  can  scarcely  be  doubted  that 
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the  defects  if  any  in  the  Alvey  structures  might  have  been  remedied 
by  the  skilled  mechanic.  {Keene  v.  New  Idea  Spreader  Co.^  C.  D., 
1916,  255;  230  O.  G.,  1185;  231  Fed.  Rep.,  701;  145  C.  C.  A.,  589; 
C.  C.  A.  6.)  This  derives  emphasis  from  the  changes  made  in 
appellee's  carrier,  as  we  have  pointed  them  out  in  the  exhibit  pro- 
duced in  court. 

(3)  It  is  said  that  appellee's  carrier  is  not  anticipated  by  any 
single  patent;  but  it  is  not  necessary  to  show  complete  anticipation 
in  a  single  patent.  The  selection  and  putting  together  of  the 
most  desirable  parts  of  different  machines  in  the  same  or  kindred 
art,  making  a  new  machine,  but  in  which  each  part  operates  in  the 
same  way  as  it  operated  before  and  effects  the  same  result,  cannot 
be  invention ;  such  combinations  are  in  the  nature  of  things  the  evo- 
lutions of  the  mechanic's  aptitude  rather  than  the  creations  of  the 
inventor's  faculty.  (Thompson  v.  Boisselier^  C.  D.,  1885,  224;  31 
O.  G.,  377 ;  114  U.  S.,  1 ;  5  Sup.  Ct.,  1042 ;  Luten  v.  Whittier,  251  Fed. 
Rep.,  590;  Elite  Mfg,  Co.  v.  Ashland  Mfg.  Co.,  C.  D.,  1917,  238;  234 
O.  G.,  374;  235  Fed.  Rep.,  893;  149  C.  C.  A.,  205;  C.  C.  A.  6;  Kelly  v. 
Clow,  89  Fed.  Rep.,  297 ;  32  C.  C.  A.,  205 ;  C.  C.  A.  7 ;  Keene  v.  New 
Idea  Spreader  Co.,  supra,  C.  D.,  1916, 255 ;  230  O.  G.,  1185 ;  231  Fed. 
Rep.  at  pages  708-709;  145  C.  C.  A.,  589.) 

(4)  Assuming,  as  counsel  claim,  that  large  sales  have  been  made  of 
the  carriers  in  issue,  still  commercial  success  is  never  a  safe  criterion, 
except  in  cases  of  doubtful  validity  of  the  patent ;  such  success  can- 
not aid  claims  that  are  clearly  without  patentable  novelty.  Olin  v. 
Timken,  C.  D.,  1894,  645 ;  69  O.  G.,  1361 ;  155  U.  S.,  141 ;  15  Sup.  Ct., 
49 ;  Grinnell  Washing  Machine  Co.  v.  Johnson  Co.,  supra;  Keene  v. 
New  Idea  Spreader  Co.,  supra,  C.  D.,  1916,  255;  230  O.  G.,  1185;  231 
Fed.  Rep.,  at  page  710;  145  C.  C.  A.,  589.) 

(5)  We  conclude  that  the  claims  in  issue  under  the  first  patent  in 
suit  and  all  the  claims  of  the  second  one  are  null  and  void  for  want 
of  invention. 

The  decree  is  accordingly  reversed,  and  the  canise  remanded,  with 
di7*ection  to  dismiss  the  hill;  and  appellant  will  recover  costs,  except 
such  a£  arise  from,  one-half  of  the  copies  of  Letters  Patent  introduced 
by  it,  sixty  in  all^  and  embodied  in  the  record. 
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J.  E.  Baker  Co.  v.  E^ennedt  Refractories  Co.  et  al. 

Decided  November  SO,  1918. 
262  O.  G.,  481;  253  Fed.  Bep.,  7S9. 

1.  PATENTABrLITY — INVENTION — MATERIAL    KNOWN    AS    "  MaODOXJTE.'* 

The  Baker  patent.  No.  1,063,102,  for  a  material  for  use  in  making  up, 
repairing,  and  replacing  linings,  etc.,  of  metallurgical  furnaces,  known  as 
'*  magdolite,"  which  consisted  of  a  product  having  new  characteristics 
produced  by  successive  burnings  of  dolomite  by  two  old  methods,  Held 
valid,  showing  Invention. 

2.  iNFBINOElfENT — PBODUCTS   SIMILAB  IN  FUNCTION,  BUT  OF  DIFFERENT  ChARAO- 

TEBISTICS. 

The  Baker  patent.  No.  1,063,102,  for  a  material  for  use  tn  making  up, 
repairing,  and  replacing  linings,  etc.,  of  metallurgical  furnaces,  which 
consisted  In  a  double-burned  dolomite  known  as  "magdolite,"  having  cer- 
tain specified  characteristics.  Held  not  infringed  by  a  product  known  as 
"  kendymag,*'  which  had  different  characteristics,  although  it  accomplished 
substantially  the  same  results. 

8.  Same — Product  Patent — Idenitt. 

Where  the  issue  of  Infringement  arises  on  a  product  patent,  the  processes 
are  immaterial,  except  as  they  show  characteristics  of  the  two  products 
that  are  either  identical  or  different 

Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
em  District  of  Pennsylvania;  Oliver  B.  Dickinson,  judge. 

Suit  by  the  J.  E.  Baker  Company  against  the  Kennedy  Refrac- 
tories Company  and  H.  A.  Kennedy.  From  a  decree  for  defendants 
(244  Fed.  Kep.,  812),  complainant  appeals.    Modified  and  affirmed. 

Mr.  Frederick  P.  Fish^  Mr.  J.  L.  Stackpole^  and  Cyrus  N.  Ander- 
son for  the  appellant. 

Mr.  J.  E.  Brickenstevn  and  Mr.  Joseph  G.  Fraley  {Messrs.  Fraley 
€&  Paul  on  the  brief)  for  the  appellees. 

Before  Buffington,  MgPherson,  and  Woollet,  Circuit  Judges. 

WooLLEY,  Cir.  J.: 

This  suit  is  on  Letters  Patent  No.  1,063,102  for  "  material  for  use 
in  making  up,  repairing,  and  replacing  linings,  etc.,  of  metallurgical 
furnaces,"  issued  May  27,  1913,  to  John  E.  Baker.  The  claims  in- 
volved are  2,  3,  4,  and  6;  the  issues,  validity  and  infringement.  The 
district  court  found  the  claims  invalid,  and  indicated  in  its  opinion, 
that,  if  valid,  they  are  not  infringed.  (244  Fed.  Hep.,  812.)  The 
plaintiff  appealed. 
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Th«  succinct  statement  of  the  prior  art  and  of  the  invention  ap- 
pearing in  the  patent  specification,  and  the  thorough  discussion  of 
both  in  the  court's  opinion,  make  an  extended  presentation  of  the 
case  unnecessary. 

(1)  For  linings  of  metallurgioal  furnaces  and  particularly  of 
basic  open-hearth  steel-furnaces,  a  material  that  is  both  basic 
and  refractory  is  required.  The  basic  quality  of  tiie  material 
enhances  metallurgical  reactions ;  the  refractory  quality  sustains  the 
furnace-lining  and  prolongs  its  life.  Prior  to  the  patent,  various 
kinds  of  basic  and  refractory  products  were  used.  They  were  cal- 
cined or  burned  minerals  containing  magnesia,  lime,  alumina,  silica, 
and  iron.  Of  these  substances,  magnesia  is  the  most  basic ;  it  is  also 
intensely  refractory.  Its  purest  form  occurs  in  magnesite.  The  best 
grade  of  this  mineral  is  found  in  Austria. 

Magnesite  contains  a  large  percentage  of  magnesia  and  very  little 
lime.'  In  preparing  it  for  use  as  a  furnace-lining,  it  is  subjected  to  a 
temperature  equal  at  least  to  the  temperature  of  the  furnace  in  which 
it  is  to  be  placed,  in  order  to  expel  all  volatiles  and  consume  all  com- 
bustible ingredients.  Before  the  patent,  Austrian  magnesite  was  the 
only  satisfactory  material  used  for  lining  bottoms  of  basic  open- 
hearth  steel-furnaces. 

In  addition  to  foreign  magnesites,  a  rock  found  in  the  United 
States  and  known  commercially  and  chemically  as  dolomite  is  used 
in  repairing  furnace-linings.  Dolomite  is  a  magnesian  limestone, 
containing  in  varying  proportions  the  same  chemical  ingredients  as 
magnesite,  but  differing  radically  from  magnesite  in  the  prepon- 
derance of  the  relatively  low  basic  element  of  lime  over  the  high 
basic  element  of  magnesia.  The  principal  objection  to  a  lime  base  is 
its  tendency  to  absorb  atmospheric  moisture,  and  in  consequence  to 
slake,  thereby  interfering  with  its  proper  behavior  in  the  open-hearth 
furnace. 

Dolomite,  either  in  its  raw  state  or  burned,  has  long  been  used  for 
repairing  and  patching  furnace-linings  under  certain  conditions,  but, 
being  open  to  objections  arising  from  its  lime  base,  it  never  has  been 
regarded  even  remotely  as  a  substitute  for  Austrian  magnesite. 

Dolomite,  like  all  furnace-lining  materials,  must  be  burned  before 
it  is  used.  Prior  to  the  patent,  dolomite  was  burned  by  two  methods, 
a  cupola  method  and  a  rotary-kiln  method.  In  the  cupola  method  the 
furnace  was  charged  with  alternate  layers  of  coke. and  raw  dolomite- 
rock.  After  the  heat  had  driven  off  the  moisture,  carbonic-acid  gas, 
and  other  volatiles,  the  material  was  taken  from  the  furnace  and  re- 
duced by  grinding  to  the  desired  granular  size.  This  method  was 
imperfect  because  it  left  in  the  product  powdered  material,  coke- 
breeze,  cinder,  ash,  and  a  small  quantity  of  volatiles.    The  results 
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were  that  the  product  absorbed  moisture  readily  and  slaked  quickly 
and  combustion  of  the  unconsumed  ingredients  continued  after  it  was 
placed  in  the  furnace-lining. 

Burning  in  a  rotary  roasting-kiln  likewise  failed  to  expel  all  vola- 
tiles  from  the  rock  and  likewise  left  the  product  readily  pervious  to 
moisture  and  consequent  slaking.  For  these  reasons,  dolomite,  burned 
by  one  or  the  other  of  the  trade  methods,  contained  such  objectionable 
features  that  it  was  not  considered  in  the  same  class  with  Austrian 
magnesite,  either  chemically  or  commercially.  The  way  the  art  re- 
garded their  relative  values  is  shown  by  the  prices  it  paid  for  them. 
Burned  dolomite  sold  for  about  four  dollars  a  ton,  while  Austrian 
magnesite  sold  for  about  thirty  dollars  a  ton. 

Baker  conceived  a  new  method  of  burning  dolomite.  Its  novelty 
consisted,  not  in  disregarding  and  breaking  away  from  either  of  the 
old  methods,  but  in  employing  both  of  them.  On  first  view  this  would 
seem  a  simple  and  a  natural  expedient,  whereby  the  advantages 
of  each  method  are  aggregated  in  a  thoroughly-burned  product.  The 
result,  however,  was  more  than  this;  it  was  startling  and  revolution- 
ary. 

In  making  the  product  of  the  patent  by  his  method.  Baker  first 
ground  the  rock  to  the  size  of  railroad-ballast  and  burned  it  by  the 
cupola  method.  He  got  a  product  lacking  uniformity  in  the  expul- 
sion of  volatiles  and  containing  the  objectionable  ingredients  of  ash 
and  cinder.  This  product  he  ground  to  the  proper  size  for  use  in  the 
furnace  and  then  burned  it  by  the  rotary-kiln  method.  The  double 
burning  produced  several  novel  and  highly-valuable  results.  It  uni- 
formly condensed  the  product,  uniformly  expelled  all  volatiles,  com- 
pletely eliminated  combustible  ingredients,  and  coated  at  least  the 
surface  of  its  condensed  grains  or  particles  by  reaction  of  its  chemical 
constituents  in  a  manner  that  made  them  resistant  to  moisture  for 
a  longer  time  than  single-burned  dolomite  and  made  them  corre- 
spondingly slow  to  slake.  By  the  apparently  simple  expedient  of 
double  burning,  the  patentee  got  a  product  chemically  and  com- 
mercially unlike  any  dolomite  product  theretofore  known,  which 
the  metallurgical  art,  notwithstanding  the  predominating  lime  base 
of  the  product,  accepted  at  once  as  the  equal  of  and  a  fair  substitute 
for  Austrian  magnesite  with  its  magnesia  base.  It  is  manufactured 
and  sold  under  the  trade-name  of  "  magdolite." 

The  patent  in  i^sue  being  a  product  patent,  we  are  not  concerned 
with  the  process  by  which  the  product  is  produced;  that  forms  the 
subject  of  another  patent  to  Baker  (No.  1,063,013).  The  first  ques- 
tion, therefore,  is:  Does  this  product  involve  patentable  invention? 

The  claims  in  issue  described  the  patented  product  in  the  follow- 
ing terms,  d^erences  in  the  claims  being  indicated  by  the  bracketed 
portions: 
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As  a  new  article  of  manufacture,  burned  dolomite  in  the  form  of  a  granu- 
lated mass,  the  particles  (or  substantially  all  of  the  particles)  of  which  are 
uniformly  substantially  free  from  volatiles  (and  cinder)  and  are  uniformly 
condensed  (having  a  substantially  uniformly  condensed  surface  part)  and 
(being  of  a  uniform  physical  character)  rendering  the  same  slow  to  absorb 
moisture. 

The  defendant  challenged  the  validity  of  the  claims  on  two 
grounds:  fii-st,  that  the  patented  product  is  an  improvement  upon 
the  old  article  only  in  degree  and  excellence;  and,  second,  that  the 
qualities  claimed  for  it  are  the  natural  results  of  thorough  burning, 
and,  in  consequence,  are  the  "mere  results  of  the  operation  of  natural 
causes.  It  was  on  the  latter  ground  that  the  claims  were  held  invalid. 
In  reaching  this  decision  the  learned  trial  judge  realized,  and  very 
frankly  said,  that  the  issue  of  invention  is  so  evenly  balanced  that 
he  yielded  with  some  hesitation  to  his  inclination  that  invention  is 
wanting.  We  also  realize  that  in  some  aspects  the  issue  is  close ;  but 
after  giving  the  case  very  full  and  deliberate  consideration  we  are 
inclined  to  the  opposite  view. 

Being  of  opinion  that  the  product  of  the  patent  involves  invention 
and  that  the  claims  in  issue  are  valid,  it  is  not  necessary  to  state  the 
grounds  of  our  opinion  with  the  elaboration  of  which  the  subject  is 
capable.  It  is  sufficient  to  say,  that,  though  nothing  is  added  to 
dolomite-rock  when  it  is  manufactured  into  magdolite,  so  much  is 
taken  from  it  that  it  is  freed  of  its  objectionable  features,  and  it  is 
so  transformed  that  new  characteristics,  both  physical  and  chemical, 
are  given  it,  with  the  result  that  the  product  is  raised  from  the 
low  level  in  which  dolomite  was  regarded  by  the  art  as  a  material 
for  repairing  furnace-linings  to  the  high  level  of  equality  with 
Austrian  magnesite,  admittedly  the  best  furnace-lining  known.  We 
regard  magdolite  as  "  a  new  article  of  manufacture  "  in  the  sense  at 
least  of  being  wholly  different  from  any  article  previously  manu- 
factured and  from  anything  existing  in  nature,  containing  elementb 
of  novelty  and  utility  in  such  a  degree  that  its  effect  upon  the  arts 
to  which  it  directly  and  indirectly  relates  was  immediate  and  im- 
mensely beneficial.  While  the  chemical  and  commercial  values  of 
magdolite  were  established  by  its  introduction  and  use  as  a  substi- 
tute for  Austrian  magnesite  before  the  war,  its  use  as  a  substitute 
since  Austrian  magnesite  has  become  unobtainable,  has  contributed, 
it  may  safely  be  said,  in  no  small  measure  to  the  ability  of  the  steel  . 
industry  of  this  country  to  meet  the  demands  which  the  war  has  made 
upon  it. 

(2, 8)  The  claims  of  the  patent  in  issue  being  valid,  the  remaining 
question  is  one  of  infringement. 

The  alleged  infringing  product  is  made  by  the  defendant  under  a 
patent  with  which  we  are  not  here  concerned.    It  is  sold  in  competi- 


268         DECISIONS  OF  THE  U.  B.  COUBXS  IN  PATENT  CASES,  1919. 

tion  with  the  product  of  the  patent  under  the  trade-name  of  ^  kendy- 
mag  "  and  is  offered  to  the  metallurgical  art  for  the  same  uses,  under 
representations  and  warranties  that  it  is  the  equal  of  Austrian  mag- 
nesite. 

So  different  are  the  processes  of  the  two  products  that  they  bear 
no  resemblance  to  each  other.  As  the  issue  of  infringement  arises 
on  a  product  patent,  the  processes  are  of  course  not  material,  except 
as  they  show  characteristics  of  the  two  products  that  are  either  iden- 
tical or  different  and  that  bear  accordingly  on  the  issue  of  infringe- 
ment. 

Kendymag  like  magdolite  is  made  from  dolomite.  The  rock  used 
is  not  the  run  of  the  quarry  but  is  selected  with  regard  to  its  chem- 
ical composition.  It  is  then  ground  to  an  impalpable  powder.  Dur- 
ing the  pulverization  process  there  is  added  a  definite  and  substantial 
amount  of  iron  oxid  usually  in  the  form  of  rolling-mill  scale.  The 
pulverized  mass  is  then  fed  into  an  inclined  rotary  kiln,  such  as  is 
used  in  the  cement  art,  and  is  subjected  to  a  temperature  equal  to  that 
of  an  open-hearth  furnace.  The  pulverized  materials  travel  down 
the  kiln  through  progressively-increasing  temperatures  and  become 
aggregated  by  fusion  and  chemical  reaction  into  nodules  of  increas- 
ing size  until  they  are  discharged.  The  nodules  are  then  ground  to 
commercial  size  and  the  process  ends. 

I  For  proof  of  infringement,  the  plaintiff  relies  on  the  identity  of 
the  characteristics  of  the  two  products.  It  claims  broadly,  that  in 
both  magdolite  and  kendymag  the  same  ingredients,  in  whatever  con- 
dition they  are,  make  up  a  material  that  has  the  same  character  of  an 
artificial  substitute  for  Austrian  magnesite.  This  contention,  though 
true,  obviously  cannot  alone  sustain  the  charge  of  infringement,  for 
i  it  does  not  follow  that  invention  of  the  first  substitute  for  Austrian 
*  magnesite  confers  upon  the  inventor  a  monopoly  over  all  substitutes 
subsequently  invented,  without  regard  to  considerations  of  their  dis- 
tinguishing characteristics  of  composition  and  performance. 

The  plaintiff  goes  farther,  however,  and  claims  identity  of  char- 
acteristics specifically,  in  that  both  products  are  used  for  the  same 
purposes  and  accomplish  the  same  results;  each  is  made  by  burning 
the  same  kind  of  rock,  whereby  each  is  condensed,  made  uniformly 
free  from  volatiles  and  uniformly  non-hydroscopic. 

Referring  generally  to  the  plaintiff's  claims  of  identity,  it  is  true 
that  the  two  products  are  made  from  the  same  rock  and  are  used  for 
the  same  purposes,  but  we  are  persuaded  that  they  do  not  accomplish 
just  the  same  results.  Kendymag  accomplishes  more  results.  While 
each  is  "  uniformly  free  "  from  volatiles  when  made,  that  is,  while 
all  parts  of  the  same  material  are  uniformly  free  from  volatiles,  each 
material  as  compared  with  the  other  does  not  remain  equally  free 
from  volatiles.    Kendymag  maintains  a  greater  freedom  from  vola- 
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tiles  for  a  longer  time.  Each  is  not  uniformly  condensed  when  in  the 
form  in  which  it  is  intended  to  be  used.  Kendymag  is  not  condensed 
at  all;  it  is  enlarged.  While  each  Is  uniformly  non-hydroscopic,  in 
the  sense  of  uniformity  in  its  own  parts,  the  two  products  are  not 
equally  non-hydroscopic.  Iq  differences  arising  from  the  lack  of 
equality  in  essential  characteristics,  we  discern  lack  of  identity. 

In  considering  the  defendant's  contention  that  its  product  differs 
in  structure  and  physical  characteristics  from  that  of  the  plaintiff, 
we  find  differences  that  are  obvious.  Magdolite  retains  substantially 
the  solid  crystalline  structure  of  its  initial  dolomitic  rock;  but  kendy- 
mag loses  the  crystallization  of  the  initial  dolomite  in  the  process  of 
burning  and  is  transformed  into  a  material  that  is  amorphous  and 
porous.  Its  substance  is  composed  not  of  the  original  rock  crystalliza- 
tion, but  of  clinkers  built  into  nodulose  masses,  the  particles  of  which 
are  aggregated  by  chemical  reactions,  in  which,  not  only  each  nodule 
but  every  grain  or  particle  of  each  nodule  is  made  resistant  to  mois- 
ture, not  temporarily  as  in  magdolite,  but  almost  permanently  so. 
This  difference  goes  directly  to  the  qualities  of  the  products  as  ar- 
ticles of  commerce  to  be  transported  and  stored  and  to  the  manner 
of  their  performance  as  furnace-linings. 

Incident  to  its  crystalline  structure,  a  characteristic  of  magdolite 

claimed  by  the  patent  is  that  it — 

Is  much  heavier,  volume  for  volume,  than  any  manufactured  dolomite  hereto- 
fore produced,  which  has  rendered  the  product  available  for  purposes  for 
which  it  has  heretofore  been  thought  impossible  to  use  dolomite. 

This  characteristic  is  obtained  by  condensing  the  rock  when  vola- 
tiles  are  expelled.  But  the  defendant's  product,  instead  of  being 
condensed  in  the  process,  is  enlarged  into  a  porous  structure,  with  the 
result  that,  instead  of  its  weight  being  increased,  it  is  decreased,  and, 
volume  for  volume,  it  is  about  twenty-eight  per  cent,  lighter  than  the 
patented  product.  It  was  shown,  however,  that  when  both  products 
are  finely  ground  they  are  of  the  same  specific  gravity.  But  the 
metallurgical  art  does  not  use  the  products  in  a  ground  state.  Grind- 
ing or  pulverization  is  the  very  thing  the  art  desires  to  avoid.  On 
ail  issue  of  infringement,  we  are  concerned  only  with  identity  of 
characteristics  of  two  products  in  the  form  in  which  they  are  in- 
tendv '.  for  use. 

We  incline  also  to  the  contention  of  the  defendant  that  there  is  a 
difference  in  the  chemical  composition  of  the  two  products. 

It  is  not  clear  just  what  chemical  reactions  take  place  in  the  processes 
of  burning.  It  is  known  that  certain  of  the  constituent  chemicals — 
silica,  alumina,  iron — are  fluxes,  and,  in  their  fusion,  cause  chemical 
reactions  which  transform  the  rqck  in  some  unexplained  way  into 
moisture-resistant  and  refractory  products.  In  the  magdolite  proc- 
ess, the  patentee  first  relied  solely  on  the  natural  fluxing  contents  of 
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the  rock  for  chemical  reactions,  seeking,  however,  to  keep  the  silica 
content  at  a  low  level  of  from  four  to  six  per  cent.  Acting  on  an 
opposite  theory,  the  defendant  in  producing  kendymag  seeks  a  high 
silica  content  running  from  twelve  to  fourteen  per  cent,  and  to  the 
natural  iron  content  of  less  than  one  per  cent,  adds  about  four  and  one- 
half  per  cent,  of  iron,  whereby  it  is  claimed  that  ferrates  of  lime  and 
magnesia  are  formed  which  cover  the  myriads  of  clinkers  and  give  to 
its  product  the  characteristic  of  persistent  resistance  to  the  action  of 
moisture.  This  characteristic  admittedly  it  contains,  and  by  it  there 
is  eliminated  almost  permanently  the  highly-objectionable  feature  of 
slaking,  which  occurs  promptly  in  single-burned  dolomite,  and  which 
occurs  after  a  time  in  the  double-burned  dolomite  of  the  patent. 

Although  the  chemistry  of  this  subject  justified  the  elaborate  dis- 
cussion in  the  evidence  anil  briefs,  its  repetition  in  this  opinion  is  not 
necessary  to  the  decision.  We  are  inclined  to  the  opinion  that  the 
iron  added  to  the  defendant's  product,  and  added  after  the  invention 
to  a  portion  of  the  plaintiff's  product — ^the  main  controversial  point 
in  the  chemistry  of  the  case — performs  an  important  chemical  func- 
tion in  aiding  the  formation  of  nodules  in  the  defendant's  product 
and  in  facilitating  in  both  the  chemical  reaction  that  takes  place  be- 
tween lime  and  silica.  Iron  is  a  flux,  and  it  is  a  flux  which  very  cer- 
tainly tends  to  regulate  and  equalize  the  otljer  fluxes.  We  are  of 
opinion  that  the  chemical  composition  of  the  two  products  is  not 
identical. 

Considering  the  question  of  identity  a  step  farther,  it  is  to  be  ob- 
served that  the  defendant's  process  for  making  its  product  was  taken 
evidently  from  the  cement  art.  Kendymag  is  not  dolomite,  unless  it 
can  be  said  that  Portland  cement  is  limestone,  or  is  blast-furnace  slag. 
Here  as  there,  one  thing  is  the  product  of  the  other.  They  are  not  the 
same  thing.  The  material  out  of  which  kendymag  is  made  is  dolo- 
mite, but  in  the  process  of  making  it  dolomite  with  its  rocklike  and 
crystalline  characteristic  is  destroyed  and  a  new  product  is  obtained 
having  no  resemblance  to  the  original.  Though  radically  trans- 
formed in  its  making,  magdolite  still  is  dolomite;  it  is  described  as 
such  throughout  the  specifications  and  the  claims  of  the  patent,  where 
it  is  referred  to  as  "manufactured  dolomite,"  "burned  dolomite," 
"  double  burned  dolomite."  If  kendymag  is  not  dolomite,  it  cannot 
infringe  the  patented  product,  which  is  dolomite.  If,  however,  it 
should  be  that  the  defendant's  material  because  initially  dolomite 
remains  dolomite  in  its  ultimate  form,  and,  in  consequence,  both  mate- 
rials are  dolomite,  then,  in  our  opinion,  the  distinguishing  character- 
istics of  the  two  dolomitic  materials  in  their  structure,  physical  prop- 
erties and  chemical  composition  are  such  as  preclude  infringement. 

TJie  decree  below^  when  modified  in  accordance  with  this  opinion^ 
is  affirmed. 
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Ballardvale  Springs  Co.  v.  United  Metal  Seal  Co. 

Decided  September  12,  191S, 
262  O.  6.,  648 ;  253  Fed.  Rep.,  432. 

1.  Patents — Validity — Cap  fob  Bottles. 

The  Recht  pateiit,  No.  796,356,  for  improvement  In  caps  for  bottles, 
Held  void  for  lack  of  patentable  novelty  in  view  of  the  prior  art. 

2.  Same — Impbovement  Patents — Validity.  *«^.,^ 

In  considering  the  claims  of  a  first  improver  upon  a  specific  device  when 
asserted  against  third  persons  it  is  often  useful  to  inquire  whether  his 
claims  could  have  been  asserted  by  the  improver  against  the  inventor  and 
patentee  of  the  specific  device  upon  which  the  improvement  was  made. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Massachusetts ;  Frederic  Dodge,  Judge. 

Suit  in  equity  by  the  United  Metal  Seal  Company  against  the  Bal- 
lardvale Springs  Company.  Decree  for  complainant^  and  defendant 
appeals.    Reversed. 

Mr.  James  Q.  Rice  {Mr.  Alfred  H.  HUdreth  on  the  brief)  for  the 
appellant. 

Mr.  Harrison  F.  Lymam,  {Messrs.  Fish^  Richardson  <&  Neave  on 
the  brief)  for  the  appellee. 

Before  Bingham  and  Johnson,  Circuit  Judges,  and  Brown,  District 

Judge. 
Brown,  Dis.  J.: 

This  is  an  appeal  from  a  decree  of  the  district  court,  holding  valid 
and  infringed  claims  1  and  5  of  Letters  Patent  to  F.  Recht,  No. 
796,356,  August  1,  1905,  for  improvements  in  caps  for  bottles. 

Claim  1  is  typical :  •• 

1.  The  combination,  with  a  metal  cap  adapted  to  be  locked  over  the  mouth  of 
a  bottle,  of  a  tenacious  metal  disk  contained  within  the  cap,  and  a  disk  of  com- 
pressible material  interposed  between  the  cap  and  metal  disk,  the  whole  organ- 
ized to  effect  a  sealing  contact  between  the  metal  contained  In  the  cap  and 
the  mouth  of  the  bottle. 

The  ^^  tenacious  metal  disk  "  is  the  element  claimed  to  be  new ;  the 
other  elements  being  contained  in  prior  art  devices. 

The  manufacturer  of  defendant's  device  has  taken  a  bottle-cap  of 
the  old  type,  described  in  the  earlier  patent  to  W.  Painter,  No. 
468,258,  February  2,  1892,  consisting  of  a  cap  of  hard  metal  with  a 
corrugated  flange  and  a  sealing-disk  of  cork,  a  kind  of  bottle  closure 
in  very  extensive  use,  and  known  as  the  "  crown  cork  and  seal,"  and 
for  the  purpose  of  preventing  contamination  of  the  contents  of  the 
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bottle,  and  to  prevent  leakage  through  the  pores  or  defects  of  the 
cork  sealing-disk,  has  applied  to  the  side  of  the  disk  which  comes  in 
contact  with  the  contents  of  the  bottle  a  disk  of  tin-foil  or  a  thin 
sheet  of  tin. 

(1)  The  defendant  relies  upon  the  patented  art  prior  to  Recht  as 
disclosing  this  protective  means,  and  as  justifying  its  use  by  defend* 
ant,  irrespective  of  the  patent  in  suit. 

The  use  of  a  "  thin  sheet  of  pure  tin  "  for  this  purpose  in  sealing 
devices  for  bottles,  jars,  and  other  vessels,  is  shown  in  the  British 
patents  to  Weissenthanner,  No.  7,597  of  1893,  and  No.  13,352  of 
1879.  The  use  of  ttn-fpil  is  described  in  the  Laurent  British  patent, 
No.  6,920  of  1887,  the  Jovignot  British  patent,  No.  12.957  of  1902, 
the  United  States  patent  to  Chrysler,  No.  51,020  of  1865,  and  other 
patents. 

The  district  court  said : 

The  use  of  cork  disks  covered  with  a  tin  foil  coating  was  old,  as  is  not 
denied ;  such  coating  being  intended  to  prevent  contact  between  the  cork  and 
the  liquid  contents  of  the  bottle — a  contact  found  liable  to  injure  carbonated 
or  other  waters  when  so  contained. 

The  plaintiff  seeks  to  avoid  the  disclosures  of  the  prior  art  by 
contending  that  the  Recht  patent  relates  to  the  special  art  of  ^  crown- 
caps  "  for  bottles,  which  began  with  the  Painter  patent,  No.  468,258, 
and  which  involves  the  use  of  considerable  pressure  in  applying  the 
caps  to  the  bottles. 

It  seems  clear  that  Painter,  the  prior  patentee  of  the  crown-cap, 
who  had  invented  a  new  form  of  bottle-cap,  could  not  be  deprived 
of  the  right  to  use  in  connection  with  that  invention  the  familiar 
and  well-known  means  of  avoiding  contamination,  which  was  appli- 
cable to  the  general  art  of  bottle-closure  upon  which  he  improved. 
In  the  present  case  it  appears  that  the  problem  of  preventing  the 
contamination  of  the  contents  of  a  bottk  by  a  cork,  or  by  reason  of 
imperfections  of  a  sealing-disk,  had  been  solved  by  interposing  a 
sheet  of  tin  between  cork  and  contents. 

The  mere  fact  that,  after  Painter,  Recht,  or  any  one  else  may  have 
been  first  to  do  this  for  a  crown-cap,  does  not  in  the  least  assist  in 
showing  that  invention  was  involved  in  so  doing.  Nor  (Jpes  the 
fact  that  it  has  proved  very  useful,  because  so  many  crown-caps  are 
used,  tend  to  show  invention.  It  is  useful  with  crown-caps,  exactly 
as  it  was  useful  with  caps  of  other  kinds,  and  for  the  same  reason. 

The  idea  of  using  with  Painter's  new  type  of  cap  the  same  pro- 
tection— tin — ^which  was  commonly  used  for  that  purpose  was  not 
an  inventive  idea,  unless  the  new  construction  presented  obstacles  to 
its  use  non-existing  in  old  forms  and  requiring  to  be  overcome  by  a 
new  idea  of  means. 
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The  new  feature  introduced  by  Recht  is  said  to  be  ^^  a  tenacious 
metal  disk" — i.  e,^  a  disk  which  will  not  be  torn  when  it  is  sub- 
jected to  the  considerable  pressure  used  in  attaching  crown-caps  to 
bottles.   The  patentee  says  of  his  protective  disk : 

It  is  of  sach  thickness,  usually  three  to  five  thousandths  of  an  inch,  and  of 
such  tenacity  that  when  the  requisite  pressure  is  applied  for  fixing  the  cap 
and  the  metal  disk  is  clamped  between  the  wood  disk  and  the  mouth  of  the 
bottle  the  metal  disk  will  properly  fold  and  adjust  itself  to  the  mouth  of  the 
bottle  without  tearing  and  effect  a  proper  sealing  contact 

There  is  no  evidence  from  which  it  caA  be  inferred  that  the  prob- 
lem of  preventing  disruption  of  a  protective  disk  presented  any 
practical  difficulty  that  required  more  than  ordinary  common  sense 
for  its  solution. 

Assuming  that  there  was  presented  the  problem  of  providing  a 
lining  that  would  withstand  a  pressure  heavier  than  that  applied  to 
former  bottle-caps,  and  that  this  problem  was  solved  by  thickening 
the  material  already  selected  by  prior-art  users  on  account  of  its 
insolubility,  we  are  unable  to  regard  this  as  involving  invention. 

In  estimating  the  value  of  the  defendant's  argument  that  the 
patent  in  suit  was  for  an  improvement  in  a  special  class  of  bottle- 
closures,  we  must'^  remember  that  the  crown-cap  was  an  old  and 
complete  invention,  which  in  common  with  other  closures  uses  a 
cork  which  comes  into  contact  with  the  liquid.  The  means  for  obviat- 
ing the  direct  contact  between  cork  and  contents  was  well  known. 
Tin  or  tin- foil  had  been  selected  because  of  the  quality  of  insolubil- 
ity, and  it  performed  the  protective  function  in  the  devices  of  the 
prior  art  exactly  as  in  the  crown-caps  protected  by  the  same  kind  of 
substance.  The  fact  that  there  are  many  patents  for  other  means  of 
protection  for  corks,  whether  in  crown-caps  or  in  'caps  of  other  kinds, 
and  that  various  experiments  were  made  to  find  other  means,  does 
not  detract  from  the  fact  that  tin  was  already  described  in  prior 
patents,  relating  to  the  art  of  sealing  devices  for  bottles  and  other 
vessels,  as  suitable  for  this  purpose. 

(2)  In  considering  the  claims  of  a  first  improver  upon  a  specific 
device  when  asserted  against  third  persons  it  is  often  useful  to  inquire 
whether  his  claims  could  have  been  asserted  by  the  improver  against 
the  inventor  and  patentee  of  the  specific  device  upon  which  the  im- 
provement was  made.  The  inventor  of  a  specific  improvement  in 
the  art  of  sealing  bottles  does  not  by  securing  an  improvement  patent 
cut  off  himself  or  others  from  resort  to  the  prior  art  upon  which 
he  improved.  That  he  established  a  new  art  or  subart  by  his  species 
improvement  must  be  shown  by  contrasting  what  he  did  with  the 
devices  of  the  prior  art  upon,  which  he  improved.  Upon  the  ques- 
tion of  the  scope  of  his  invention  the  prior  art  may  be  cited  against 
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him,  and  against  all  improvers  upon  his  specific  device.  The  crown- 
cap  patents  do  not  begin  that  branch  of  the  art  of  bottle-closure 
which  has  to  do  with  protection  interposed  btetween  cork  and  con- 
tents. This  is  an  old  and  special  feature  of  the  general  art,  and  in 
order  to  show  that  what  was  old  when  applied  to  other  structures 
is  new  when  applied  to  a  crown-cork  we  must  consider  first  whether 
any  new  function  was  effected.  So  far  as  appears,  the  function  of 
the  insoluble  tin  was  the  same  as  before. 

We  may  next  inquire  whether  there  was  any  mechanical  difficulty 
in  applying  tin  to  a  crown-cap  which  did  not  exist  in  applying  it 
to  prior  devices,  and  which  had  to  be  overcome  by  inventive  skill. 
It  is  said  that,  as  the  crown-cap  was  subjected  to  greater  pressure,  it 
had  to  be  made  of  material  sufficiently  tenacious  to  resist  that  pres- 
sure. The  Weissenthanner  patents  and  the  Jovignot  patent  show 
the  protective  sheet  of  tin  conforming  to  pressure  and  adapting  its 
form  to  the  compression  of  the  cork  which  it  covers  and  keeps  from 
contact  with  the  contents,  and  are  a  sufficient  indication  to  a  me- 
chanic that  the  protective  sheet  must  be  strong  enough  to  withstand 
such  strains  as  are  used  to  compress  the  cork.  Aside  from  this  we 
think  it  obvious  that  a  protective  sheet  applied  to  cork  which  is  to 
undergo  pressure  must  be  strong  enough  to  withstand  the  degree  of 
pressure  to  be  applied,  and  that  this  would  be  obvious  to  any  per- 
son of  ordinary  skill  who  was  seeking  to  apply  to  crown-caps  the 
same  kind  of  protective  covering  used  on  caps  of  other  descriptions. 

The  history  of  the  experiments  and  failures  of  others  is  much  relied 
upon  to  prove  invention.  It  is  true  that  the  argument  that  apparent 
simplicity  in  means  shows  non-invention  may  be  met  by  the  answer 
that  many  tried  and  nobody  thought  of  it;  but  this  avails  nothing 
against  prior  patent^  which  describe  the  means  and  show  that,  even 
if  there  was  reinvention  at  a  later  time,  there  was  nevertheless  no 
patentable  novelty. 

As  we  are  of  the  opinion  that  the  claims  in  suit  are  invalid  for 
want  of  patentable  novelty,  it  is  unnecessary  to  consider  the  defenses 
of  double  patenting  and  laches. 

The  decree  of  the  district  court  is  reversed^  and  the  case  is  re* 
manded  to  that  court,  with  instructions  to  dismiss  the  hiU»  The  ap» 
peUant  recovers  costs  in  both  courts. 
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[U.  S.  Circuit  Court  of  Appeals — Seventh  Circuit.] 

Liquid  Carbonic  Co.  et  ai.  v.  Gilchrist  Co. 

Decided  January  2,  1918;  rehearing  denied  March  11,  1918;  on  petition  for 

modification  May  i,  1918. 

263  O.  G.,  165 ;  253  Fetl.  Rep.,  54. 

1.  Patentability — ^New  Use — Enlargement  in   Size  and  Further  Modifica- 

tion May  be  Invention. 
While  one  who  by  enlarging  the  size  of  a  patented  article  makes  it  suit- 
able for  a  new  use  is  not  entitled  to  a  patent,  yet  where  the  inventor  com- 
bines a  new  element  with  the  old  device,  whereby  a  new  and  useful  result 
is  obtained,  there  is  "  invention,"  which  is  patentable. 

2.  Claims — Construction  of  Terms  **  Fit  "  and  "  Secured  to." 

The  word  "fit"  does  not  necessarily  mean  a  tight  fit,  as  a  piston  in  a 
cylinder;  nor  does  "secured  to"  mean  rigidly  secured  to,  and  a  claim 
using  these  terms  is  infringed  by  a  similar  device  in  which  a  like  part  is 
loosely  fitted  and  another  part  is  slidably  secured,  which  answers  to  the 
requirement  "secured  to." 

3.  Validity — Infringement. 

The  Herman  patent,  No.  962,300,  for  a  dispensing  apparatus  for  use  at 
bars  and  soda-fountains  to  contain  straws  for  drinking  purposes,  Ueld  valid 
and  infringed  as  to  claim  2,  invalid  as  to  claim  1. 

4.  Excessive  Claim — Disclaimer  Prior  to  Bringing  Suit  Necessary  to  Re- 

cover Costs. 
Where,  through  inadvertence,  etc.,  a  patentee  has  claimed  that  of  which 
he  was  not  the  first  inventor,  he  cannot,  under  Revised  Statutes,  .section 
4922,  (Comp.  St.,  1916,  sec.  9468,)  recover  costs  for  infringement  of  the 
valid  portion  of  the  patent  where  his  disclaimer  was  not  filed  prior  to  the 
beginning  of  suit. 

5.  Same — Right  to  Recovery  Dependent  Upon  Filing  of  Discij^imer. 

Under  Revised  Statutes,  section  4917,  4922,  (Comp.  St.,  1916,  sees.  9462, 
9468,)  where  a  patentee,  through  inadvertence,  etc.,  claimed  that  of  which 
he  was  not  the  original  discoverer,  but  a  disclaimer  was  not  filed  before 
suit,  no  recovery  by  the  patentee  for  infringement  of  the  valid  portion  of 
the  patent  can  be  allowed  unless  disclaimer  be  filed  within  a  reasonable 
time. 

Appeal  from  the  District  Court  of  the  United  iStates  for  the 
Eastern  Division  of  the  Northern  District  of  Illinois. 

Suit  by  the  Gilchrist  Company  against  the  Liquid  Carbonic  Com- 
pany and  William  J.  Eisenhardt.  From  a  decree  for  complainant^  de- 
fendants appeal.    Reversed^  with  directions, 

STATEMENT  OF  THE  CASE. 

The  patent  involved  is  for  a  straw-dispensing  device  for  use  at 
bars,  soda-fountains,  and  the  like,  to  contain  straws  used  for  drinking 
purposes,  so  that  customers  may  take  some  therefrom,  leaving  the 
rest  covered  and  protected.  A  patent  therefor,  No.  962,300,  was 
issued  to  Berman  June  21,  1910.  The  device  is  shown  in  patent 
Figure  1. 

C  is  the  plate  or  straw-holder,  attached  in  its  center  to  rod  B, 
which,  by  grasping  the  handle  H,  is  moved  up  or  dowiK  within  the 
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outer  cylinder  A.  Cover  M  is  attached  to  the  upper  part  of  the  rod 
just  below  the  handle,  so  that,  when  the  holder  C  is  lowered  to  the 
bottom  of  the  cylinder,  the  cover  engages  the  top  of  the  cylinder, 
closing  it  to  air,  dust,  flies,  etc.  Indentations  P  in  the  cylinder  ar- 
rest at  the  proper  point  the  upward  movement  of  the  plate  or  holder. 
When  the  handle  is  raised,  the  straws  S  S  are  placed  in  the  cylinder, 
resting  on  the  plate  or  hoider.  They  naturally  spread  out  at  1^  top 
and  arrange  themselves  in  spiral  form,  as  shown  in  Fig.  1.  Releasing 
the  handle,  the  holder  drops,  and  with  it  the  straws,  which  in  de- 
scending contract  together  in  the  cylinder,  and  when  they  reach 


the  bottom  are  wholly  contained  within  it;  the  cover  closing  over 
the  top.  When  it  is  desired  to  use  a  straw,  the  customer  or  the 
attendant  at  the  bar  lifts  the  handle,  and  when  high  enough  the 
straws  spread  out  as  shown,  one  or  more  are  withdrawn,  and  the 
handle  released,  whereupon  the  straws  again  drop  into  the  cylinder 
as  before. 
The  two  claims  of  the  patent  are  alleged  to  be  infringed.  They  are: 

1.  In  a  dispensing  apparatus,  an  outer  cylinder  haTing  a  perforation  In  Its 
bottom,  a  carrier  comprising  a  central  rod,  a  lower  plate  arranged  to  fit  wittalB 
said  outer  cylinder,  an  upper  plate  secured  to  said  rod  and  constituting  a 
cover  for  said  outer  cylinder,  and  an  Integral  handle  projecting  npwardly  from 
said  cover. 

2.  In  n  straw  dispensing  device,  an  outer  cylinder,  a  carrier  comprising  a 
central  rml,  a  lower  plate  arranged  to  fit  within  said  cylinder  secured  to  said 
rod  and  constituting  a  support  for  the  straws,  an  upper  plate  secured  to  said 
rod  and  constituting  a  cover  for  said  cylinder,  an  upwardly  projecting  handle 
for  said  cover,  and  means  carried  by  said  outer  cylinder  for  limiting  the  movft- 
ment  of  the  carrier. 

The  defense  is  invalidity  of  the  patent,  on  the  prior  art,  and  non- 
infringement.  The  district  court  found  hoth  claims  valid  and  in- 
fringed, and  decreed  accordingly. 
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Mr.  Oewge  P.  Fisher  for  the  appellants. 
Mr.  Fred  Oerlach  for  the  appellee. 

Before  Baker,  Alschttler.  and  Evans,  Circuit  Judges. 

Alsohitleb,  Cir.  /.,  (after  stating  the  facts  as  above :) 

The  nearest  citation  in  the  prior  art,  and  the  one  mainly  relied  on 
ior  reversal,  is  Mclntyre,  No.  629,586,  1899.  It  assumes  to  be  in  the 
*^  box  or  case  "  art,  and  to  relate  more  particularly  to  boxes  ^^  adapted 
to  receive  and  hold  pencils,  penholders,  rules,^'  etc  Fig.  2  of  that 
patent  shows  the  device. 


The  rod  B  is  connected  with  the  top  Q,  which  dwarves  also  the 
purpose  of  a  handle  to  grasp  it,  and  to  the  lower  disk  C.  When  G  is 
grasped  and  raised  it  also  raises  disk  C,  bringing  up  and  exposing 
pencils,  etc.,  which  have  been  placed  within  the  cylinder  A,  and 
when  C  is  lowered  the  contents  are  retained  wholly  within  the  then 
covered  cylinder. 

Mclntyre's  device,  used  as  a  "scholar's  companion"  for  holding 
pencils,  etc.,  clearly  presents  in  reduced  form  the  structure  of  Ber- 
man's  claim  1.  If  Mclntyre's  device  had  only  to  be  made  on  a  larger 
scale,  in  order  to  use  it.  as  a  straw-dispenser,  as  described  in  Berman's 
claim  1,  the  latter  would  not  be  patentable  over  Mclntyre.  The  fact 
that  a  patented  article,  without  addition,  subtraction,  or  reorganiza- 
tion, except  to  change  its  size,  may  be  suited  to  a  use  wholly  different 
from  that  contemplated  by  its  inventor,  does  not  entitle  the  one  who 
so  enlarges  it  and  subjects  it  to  the  new  use,  to  a  patent  for  the  en- 
larged device.  But  if,  to  adapt  the  patented  device  to  the  new  use, 
an  element  must  be  brought  in,  not  found  in  the  patented  article,  the 
combining  of  the  new  element  with  the  old  device,  whereby  a  new 
and  useful  result  is  obtained,  generally  involves  invention,  which  is 
patentable. 

Unlike  Mclntyre's  device,  which  was  evidently  designed  for  the 
individual  use  of  its  possessor,  Berman's  contrivance  is  intended  to 
be  placed  on  bars  and  counters  where  the  public  may  operate  it, 
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helping  themselves  to  straws  as  may  be  required  for  use  in  drinking. 
If  just  the  enlarged  Mclntyre  box  were  devoted  to  this  udie,  it  would 
find  serious  handicap  in  the  fact  that,  in  lifting  the  straws,  they 
would  frequently  be  raised  too  high,  thereby  causing  them  to  fall 
out  of  the  cylinder  onto  the  bar  or  floor,  exposing  them  to  unsanitary 
conditions,  subjecting  them  to  breakage,  and  involving  the  annoyance 
and  labor  of  gathering  them  up  and  replacing  them  in  the  cylinder, 
perhaps  only  to  be  thrown  out  again  by  the  next  user.  If  Berman 
may  be  said  to  have  had  the  Mclntyre  device  in  mind,  he  not  only 
conceived  its  possible  adaptability  to  the  new  use,  but  realized  that 
to  make  practical  and  successful  the  intended  new  use  would  require 
a  limitation  on  the  upward  movement  of  the  straws  to  avoid  the 
danger  of  spilling  them  out  of  the  cylinder.  This  result  he  achieved 
by  the  very  simple  expedient  of  making  indentations  in  the  cylinder 
at  places  where  the  straws  would  be  prevented  from  going  higher 
than  just  high  enough  to  spread  them  so  the  customer  may  with- 
draw such  as  he  desires,  retaining  the  others  in  the  cylinder,  without 
danger  of  their  being  thrown  out  through  being  lifted  too  high. 

Appellant  maintains  that  the  expedient  of  an  indentation  for  such 
a  purpose  is  so  old  and  so  simple  that  its  employment  would  not 
involve  invention.  Considered  merely  as  an  element  in  a  device 
this  is  undoubtedly  true.  But,  simple  as  it  is,  it  remained  for  Ber- 
man to  conceive,  not  only  the  possibility  of  the  Mclntyre  device  in 
this  new  use,  but  also  the  additional  element  essential  to  make 
the  new  structure  practical  and  desirable  for  that  use.  In  this  we 
find  Berman  exercised  invention  which  was  patentable,  and  which 
is  covered  by  his  claim  2.  Claim  1  omits  this  added  element.  Re- 
specting the  validity  of  the  patent,  we  therefore  conclude  that  claim 
2  is  valid,  and  that  claim  1  is  invalid  on  Mclntyre. 

To  escape  the  charge  of  infringement,  it  is  claimed  appellant's  de- 
vice does  not  show  that  the  lower  plate  or  holder  "  fits  "  in  the  cylin- 
der, as  stated  in  claim  2,  and  does  not  have  "  an  upper  plate  secured 
to  said  rod."  We  do  not  think  that  the  word  "  fit,"  as  employed  in 
claim  2,  is  to  be  considered  as  indicating  such  a  fitting  of  parts  as 
might  be  implied  between  a  steam-cylinder  and  its  piston,  but  must 
be  considered  with  reference  to  the  object  of  the  patent  and  the 
function  of  the  plate  or  holder  in  such  structures.  There  is  no 
reason  why  the  fit  of  the  plate  or  holder  in  the  cylinder  should  be 
exact,  and  diflFerence  shown  in  this  regard  between  appellant's  and 
appellee's  device  is  not  at  all  functional  or  essential.  Appellant  does 
not  avoid  infringement  by  fitting  his  plate  within  the  cylinder  more 
loosely  than  the  patentee  seems  to  have  done.  Appellant's  upper 
plate  or  lid  does  not  appear  to  be  rigidly  secured  to  the  rod,  but  it 
is  slidably  secured  to  it.    The  lid  could  not  be  removed  from  the  rod 
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without  removing  screws  or  cutting  the  metal.  The  construction 
of  appellant's  device  is  such  that  the  user  must  lift  a  handle  at  the 
upper  part  of  the  lid.  But  in  lifting  this  handle  he  must  at  the 
same  time  lift  the  rod  thus  slidably  secured  to  it,  and  in  lifting  the 
rod  he  lifts  the  lower  plate  on  which  the  straws  repose,  and  he  thus 
lifts  and  exposes  the  straws  in  the  precise  manner  of  Berman's  claim 
2.  Therefore  to  all  intents  and  purposes  appellant's  lid  is  secured 
to  the  rod  the  same  as  is  Berman's.  It  accomplishes  the  same  result 
and  in  the  same  manner,  and  does  not  escape  infringement  merely 
because,  after  his  lid  is  raised,  there  is  the  possibility  of  an  additional 
movement  by  sliding  the  lid  down  the  rod.  This  slidability  in  ap- 
pellant's device  is  protected  by  a  junior  patent  grant  to  Eisenhardt, 
No.  1,195,451,  1916;  and,  while  this  may  show  improvement  of  de- 
cided merit,  which  is  not  necessary  here  to  be  considered,  yet,  in  so 
far  as  appellant's  device  incorporates  the  Berman  conception  of  a  rod 
to  be  lifted  at  its  upper  end  whether  by  grasping  a  handle  integral 
with  the  rod  proper,  or  a  handle  on  the  upper  end  of  the  lid,  which 
engages  the  rod,  it  infringes  in  this  respect.  The  alleged  infringing 
device  incorporating  as  it  does,  also,  the  indentations  in  the  outer 
cylinder  for  arresting  at  the  proper  place  the  upward  movement  of 
the  plate  or  straw-holder,  we  find  claim  2  is  infringed. 

The  decree  of  the  district  court  should  be  modified^  by  finding 
claim  1  invalid^  and^  as  so  modified^  it  is  affirmed. 

ON  PETITION  FOR  MODIFICATION. 

Petition  for  modification  of  the  order  of  this  court  directs  attention 
to  sections  4917  and  4922,  Revised  Statutes  of  the  United  States, 
(Comp.  St.,  1916,  sees.  9462,  9468,)   (see  footnote^)  and  it  is  urged 

>  Sbc.  4917.  Whenever,  through  Inadvertence,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  a  patentee  has  claimed  more  than  that  of  which  he 
was  the  original  or  first  inventor  or  discoverer,  his  patent  shall  be  valid  for  all  that  part 
which  is  truly  and  justly  his  own,  provided  the  same  is  a  material  or  substantial  part 
of  the  thing,  paten  ted ;  and  any  such  patentee,  his  heirs  or  assigns,  whether  of  the  whole 
or  any  sectional  interest  therein,  may,  on  payment  of  the  fee  required  by  law,  make  dis- 
claimer of  such  parts  of  the  thing  patented  as  he  shall  not  choose  to  claim  or  to  hold 
by  virtue  of  the  patent  or  assignment,  stating  therein  the  extent  of  his  interest  in 
such  patent. 

Sec.  4922.  Whenever,  through  inadvertence,  accident,  or  mistake,  and  without  any 
wilful  default  or  intent  to  defraud  or  mislead  the  public,  a  patentee  has,  in  his  specifica- 
tion, claimed  to  be  the  original  and  first  inventor  or  discoverer  of  any  material  or 
substantial  part  of  the  thing  patented,  of  which  he  was  not  the  original  and  first 
Inventor  or  discoverer,  every  such  patentee^  his  executors,  administrators,  and  assigns, 
whether  of  the  whole  or  any  sectional  interest  in  the  patent,  may  maintain  a  suit  at  law 
or  in  equity,  for  the  Infringement  of  any  part  thereof,  which  was  Jutna  Ude  his  own,  if  it 
is  a  material  and  substantial  part  of  the  thing  patented,  and  definitely  distinguishable 
from  the  parts  claimed  without  right,  notwithstanding  the  specifications  may  embrace 
more  than  that  of  which  the  patentee  was  the  first  inventor  or  discoverer.  But  in  every 
such  case  in  which  a  Judgment  or  decree  shall  be  rendered  for  the  plaintiff  no  costs  shall 
be  recovered  unless  the  proper  disclaimer  has  been  entered  at  the  Patent  Office  before  the 
commencement  of  the  suit.  But  no  patentee  shall  be  entitled  to  the  benefits  of  this 
section  if  he  has  unreasonably  neglected  or  delayed  to  enter  a  disclaimer. 


280         DECISIONS  OF  THE  U.  S.  OOUBTS  IN  PATENT  CASES,  1919. 

there  should  be  no  decree  in  appellee's  favor  under  valid  and  in- 
fringed claim  2  of  the  patent,  unless  claim  1,  which  we  found  to  be 
void,  was  disclaimed  as  in  these  statutes  provided,  and  that  in  no 
event  is  appellee  entitled  to  recover  any  costs. 

.  That  under  the  circumstances  indicated  in  these  statutes,  benefit  of 
any  recovery  by  the  patentee  is  denied  unless  or  until  disclaimer  is 
filed,  and  that  he  is  entitled  to  recover  no  costs  where  disclaimer 
is  not  filed  prior  to  the  beginning  of  the  suit,  appears  to  be  too 
well  settled  by  the  statutes  and  the  decisions  applying  them,  to  re- 
quire further  elucidation.  (Sessions  v.  Romadka^  C.  D.,  1892,  382; 
59  O.  G.,  939;  145  U.  S.,  29;  12  Sup.  Ct.,  799;  Gage  v.  Herring^ 
C.  D.,  1883,  289;  23  O.  G.,  2119;  107  U.  S.,  640;  2  Sup.  Ct,  819;  Sey- 
mour V.  McCormick^  19  How.,  96;  16  L.  Ed.,  657;  O^HeiUj/  v.  Morse^ 
15  How.,  62 ;  14  L.  Ed.,  601 ;  WestingJumse  v.  Cooper^  245  Fed.  Rep., 
463;  157  C.  C.  A.,  625;  Cummer  &  Son  v.  Atlas  Dryer  Co.,  193  Fed. 
Rep.,  993;  113  C.  C.  A.,  611;  Herman  v.  Toungstovm  Car  Co.^  191 
Fed.  Rep.,  579 ;  112  C.  C.  A.,  185 ;  Novelty  Glass  Co.  v.  Brookfieldj 
172  Fed.  Rep.,  221 ;  97  C.  C.  A.,  25 ;  Fairbanks,  Morse  dk  Co.  v.  Stick- 
ney,  123  Fed.  Rep.,  79 ;  59  C.  C.  A.,  209 ;  Metallie  Extraction  Co.  v. 
Brown,  110  Fed.  Rep.,  665;  49  C.  C.  A.,  147.) 

Claim  1,  which  we  found  void,  is  material  and  substantial,  though 
it  does  not  appear  that  the  claim  was  made  through  ^^any  wilful 
default  or  intent  to  defraud  or  mislead  the  public,"  but  rather 
"through  an  inadvertence,  accident,  or  mistake."  No  disclaimer 
of  it  appearing  to  have  been  entered  as  in  the  statutes  provided,  but 
no  unreasonable  delay  or  neglect  therein  appearing,  the  order  we 
heretofore  made  must  be  and  is  set  aside,  and  in  lieu  thereof  we  make 
the  following  order: 

TJie  decree  of  the  district  court  is  reversed,  and  appellee  shall  have 
sixty  days  after  mandate  herein  is  filed  in  the  district  court,  in  which 
to  file  there  a  certified  copy  of  disclaimer  of  claim  1  of  the  patent 
which  disclaiTner  is  to  he  entered  in  the  United  States  Patent  Office; 
and  on  the  filing  of  such  certified  copy  of  disclaimer  the  district 
court  shall  enter  the  usual  decree  for  injunction  and  accounting 
under  claim  2  of  said  patent,  without  costs  to  appellee. 

Failing  to  enter  and  to  file  such  disclahner  as  prescribed,  the  bill 
shall  be  dismissed  at  appellee's  costs.  Neither  party  shall  recover 
costs  of  this  appeoL 
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[U.  S.  Circuit  Coart  of  Appeals — Ninth  Circuit.] 

WiLLARD  et  al,  V,  Union  Tool  Co. 

Decided  August  5,  1918;  rehearing  denied  October  SO,  1918, 
263  O.  G.,  167 ;  253  Fed.  Rep.,  48. 

1.  Date  of  Invention — Patents  Issued  to  Independent  Inventors. 

"  When  two  patents  for  the  same  invention  have  been  issued  to  Inde- 
pendent inventors,  the  rule  is  that  the  dates  of  their  inventions  are:  (1) 
the  date  of  the  patents;  (2)  the  dates  of  the  applications,  provided  the 
application  sufficiently  describes  the  invention,  and  (3)  the  dates  of  actual 
reduction  to  practice.  In  the  absence  of  other  proof,  the  filing  of  the  appli- 
cation is  taken  to  be  a  constructive  reduction  to  practice.  In  Kearney  v. 
lA^high  Valley  R,  Co.  (C.  C. ;  32  Fed.  Kep.,  321,  322)  Mr.  Justice  Bradley 
said :  *  The  date  of  the  application,  if  it  describes  the  invention  sufficiently, 
is  conclusive  evidence  that  the  invention  was  made  prior  to  such  date.' " 

2.  Pkiority  Between  Inventobs  Having  Copending  Applications — ^Bubden  of 

Proof. 
As  between  rival  inventors  whose  applications  are  pending  at  the  same 
time  the  burden  is  on  him  whose  application  is  second  to  show  thatjie  was 
first  to  reduce  the  invention  to  practice. 

8.  Same — Same — Measure  of  Proof. 

In  a  contest  between  rival  inventors  for  priority  of  invention,  their  appli- 
cations being  pending  at  the  same  time  and  both  Inventors  having  reduced 
their  conceptions  to  practice,  the  one  whose  application  is  second,  in  sus- 
taining the  burden  of  proving  that  he  was  the  first  to  reduce  the  invention 
to  practice,  is  required  to  establish  his  priority  only  by  fair  preponderance 
of  evidence  and  not  by  proof  conclusive  In  character  or  beyond  a  reasonable 
doubt. 

4.  Patentability — Validity  of  Combinations. 

-  The  mere  fact  that  human  agency  intervenes  in  an  operation  does  not 
render  a  combination  unpatentable.  Nor  is  it  necessary'  that  the  action  of 
the  elements  be  simultaneous,  nor  that  one  of  the  elements  shall  so  enter 
into  the  combination  as  to  change  the  action  of  the  others ;  but  it  is  sufficient 
if  there  be  some  Joint  operation  of  the  elements,  producing  a  result  due  to 
their  cooperative  action. 

5.  Sams — Aggregation — One  Element  a  Detached  Instrument. 

Alleged  combination  claims  of  the  Willard  and  Wilcox  pat^it.  Now 
1,064,270,  represented  by  claim  2,  for  elements  to  be  used  in  connection 
with  a  rotary  drilling  apparatus  to  facilitate  changing  from  the  operation 
of  drilling  to  the  operation  of  removing  the  drill-string  from  the  well, 
and  vice  versa,  are  for  a  mere  aggregation,  the  device  for  holding  the  pipe- 
string  being  a  detached  instrument  and  not  a  part  of  a  machine. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  Division  of  the  Southern  District  of  California;  Edward  E. 
Cushman,  judge^ 

Suit  in  equity  by  Arthur  G.  Willard  and  William  W.  Wilson 
against  the  Union  Tool  Company.  Decree  for  defendant^  and  com- 
plainants appeal.    Reversed  in  part  and  aj^rmed  in  part. 

Mr.  Raymond  Ives  Blakeslee  for  the  appellants. 
Mr.  Frederick  S.  Lyon  for  the  appellee. 

138555  **— 20 21 
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Before  Gilbert,  Boss,  and  Hunt,  Circuit  Judges. 

Gilbert,  Cir,  J. : 

The  appeal  in  this  case  involves  the  decrees  of  the  court  below  in 
two  suits  for  infringements  of  patents,  namely,  Willard  and  Wilson 
against  the  Union  Tool  Company,  and  the  same  plaintiffs  against  the 
Oil  Well  Supply  Company  and  B.  H.  Herron.  Both  suits  are  upon 
Patent  No.  1,064,270  issued  to  Willard  and  Wilcox  on  June  10, 1913, 
on  an  application  filed  March  11,  1912.  Submitted  with  these  cases 
in  the  court  below  was  the  case  of  Griffin  et  cH,  v.  TTifoon  et  al,j  upon 
Patent  No.  1,067,330,  issued  July  16,  1913,  to  T.  J.  Griffin,  on  his 
application  which  was  filed  October  6, 1911.  From  the  decree  in  the 
latter  case  which  held  the  Griffin  patent  void  as  anticipated  by  the 
prior  art,  no  appeal  has  been  taken. 

The  appellants'  patent  is  for  a  well-boring  apparatus,  and  relate 
to  well-borers  which  are  provided  with  rotary  lops  whereby  the 
rotation  of  the  boring-tool  and  the  string  of  pipe-sections  extending 
from  the  same  is  caused ;  the  rig^being  employed  in  raising  and  low- 
ering the  boring-tool  and  string  in  performing  the  operations  inci- 
dent to  drilling.  The  patent  contains  two  general  groups  of  claims. 
The  second  group,  which  embraces  claims  6,  7,  8,  and  9,  will  be  first 
considered.  The  nature  of  those  claims  is  fairly  represented  by  claim 
6,  which  is  as  follows : 

In  improvemeuts  of  the  character  disclosed,  the  combination  with  a  rotary 
table  and  a  well-boring  string ;  of  a  bushing  fitting  within  the  table  and  formed 
to  surround  and  grip  the  string  and  impart  rotation  from  the  table  thereto; 
and  a  member  upon  the  string  formed  and  disposed  in  a  position  to  engage  with 
said  bushing  and  withdraw  the  same  from  the  table  upon  the  elevation  of  the- 
string. 

The  court  below  found  that  all  of  this  combination  was  covered  by 
the  patent  to  Griffin  of  July  15, 1913,  except  the  last  element,  the — 

member  upon  the  string  formed  and  disposed  in  position  to  engage  with  said 
bushing  and  withdraw  the  same  from  the  table  upon  the  elevation  of  the  string, 

and  held  that,  although  that  element  was  not  mentioned  or  claimed 
in  the  Griffin  patent,  it  was  plainly  disclosed  therein,  and  that  Griffin 
had  the  conception  of  all  the  claims  involved  in  the  patent  in  suit  at 
the  time  of  the  filing  of  his  application  which  was  prior  to  the  ap- 
plication for  the  appellants'  patent,  and  that  the  presumption  arose 
therefrom  that  Griffin  had  then  reduced  the  same  to  practice,  and 
held  that  where  the  contest  is  between  a  patentee  or  his  successors  in 
interest  and  another  person,  or  his  successors  in  interest,  and  such 
other  person  has  been  shown  to  have  reduced  to  practice  the  com- 
bination claimed  prior  to  the  filing  date  of  the  application  of  the 
patentee,  the  burden  rests  upon  those  suing  under  the  patent  to  show 
a  reduction  to  practice  prior  to  that  of  the  alleged  infringer,  and 
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that,  since  such  reduction  to  practice  was  not  shown  by  the  high  . 
degree  of  proof  required,  it  followed  that  the  claims  of  the  Willard 
and  Wilcox  patent  were  void.  In  brief,  the  position  of  the  trial  court 
was,  not  that  the  combination  described  in  the  appellants'  patent  did 
not  involve  invention  and  was  not  patentable,  but  that  Willard  and 
Wilcox  were  not  the  first  inventors  thereof,  and  that,  since  Griffin 
made  no  claim  for  that  element  of  the  combination  which  would  have 
rendered  his  invention  patentable,  he  thereby  relinquished  the  com- 
bination to  the  public,  and  all  were  free  thereafter  to  use  it. 

The  contest  here  does  not  arise  between  two  rival  patentees.  It  is 
not  between  the  ownei's  of  the  patent  to  Willard  and  Wilcox,  and  a 
manufacturer  under  the  Griffin  patent.  It  is  between  the  owners  of 
the  former  patent  and  persons  who  are  admittedly  infringers  if  the 
claims  of  that  patent  are  sustainable.  It  is  not  claimed  that  Willard 
and  Wilcox  got  from  Griffin  the  idea  of  their  combination,  or  that 
they  were  not  original  inventors  of  the  same. 

(1)  The  contention  is  that  inasmuch  as  Griffin's  application  for 
patent  was  prior  in  time  and  therein  the  combination  was  described, 
although  one  of  its  elements  was  not  claimed  as  part  of  the  invention, 
it  follows  that  Willard  and  Wilcox  were  not  the  inventors  of  the 
combination.  If  it  be  assumed  that  the  Griffin  invention  covers  the 
combination  here  in  question,  we  have  the  situation  of  two  independ- 
ent inventors  whose  applications  were  pending  at  the  same  time, 
both  of  whom,  in  the  absence  of  proof  to  the  contrary,  will  be  pre- 
sumed to  be  original  inventors. .  Where  two  bona  "fide  applications 
are  pending  at  the  same  time,  neither  is  prior  in  art  to  the  other,  for 
neither  can  know  of  the  contents  of  the  other's  confidential  communi- 
cation on  file  in  the  Patent  Office.  {Mergenthaler  Linotype  Co,  v. 
International  Typesetting  Mach,  Go,^  D.  C;  229  Fed.  Rep.,  168.) 

(2,  3)  When  two  patents  for  the  same  invention  have  been  issued 
to  independent  inventors,  the  rule  is  that  the  dates  of  their  inventions 
are:  (1)  the  date  of  the  patents;  (2)  the  dates  of  the  applications, 
provided  the  application  sufficiently  describes  the  invention;  and  (3) 
the  dates  of  actual  reduction  to  practice.  In  the  absence  of  other 
proof,  the  filing  of  the  application  is  taken  to  be  a  constructive  reduc- 
tion to  practice.  In  Kearney  v.  Lehigh  Y alley  R,  Co,  (C.  C.;.32 
Fed.  Rep.,  321,  322)  Mr.  Justice  Bradley  said: 

The  date  of  the  appUcation,  if  it  describes  the  invention  sufficiently,  Is  con- 
clusive evidence  that  the  invention  was  made  prior  to  such  date. 

(4,  5)  The  date  of  the  Willard  and  Wilcox  patent  was  prior  to 
that  of  'Griffin,  but  the  latter 's  application  was  first  in  time.  There 
was  no  evidence  that  the  Griffin  invention  was  ever  reduced  to  prac- 
tice otherwise  than  by  the  filing  of  his  application.  There  was  evi- 
dence that  the  Willard  and  Wilcox  invention  was  reduced  to  prac- 
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tice  prior  to  the  date  of  Griffin's  application;  but  the  court  below 
held  that  the  evidence  was  not  of  that  high  degree  which  was  re- 
quired, and  applied  the  rule  which  the  appellee  herein  contends  for, 
that  the  evidence  must  be  of  that  conclusive  character  which  is  re- 
quired to  establish  the  defense  of  anticipation  or  of  prior  public  use, 
to  which  contention  the  appellee  cites  authorities  which  hold  that  in 
suits  for  infringement  of  patents  the  defense  of  anticipation  or  prior 
use  must  be  established  by  proof,  clear,  positive,  and  unequivocal, 
and  that  nothing  must  be  left  to  speculation  or  conjecture.  We  can 
not  agree  that  the  rule  is  applicable  here.  We  think  the  rule  to  be 
applied  is  that  which  governs  contests  between  rival  inventors  for 
priority  of  invention  whose  applications  are  pending  at  the  same 
time,  which  is  that,  where  both  inventors  have  reduced  their  con- 
ceptions to  practice,  the  burden  of  proof  is  on  him  whose  application 
is  second  to  show  that  he  was  the  first  to  reduce  the  invention  to  prac- 
tice, and  that  in  sustaining  such  burden  he  is  controlled  by  the  ordi- 
nary rules  of  courts  of  law  with  respect  to  the  burden  of  proof,  and 
is  required  to  establish  his  priority  only  by  a  fair  preponderance  of 
the  evidence,  and  not  by  proof  conclusive  in  character,  or  beyond  a 
reasonable  doubt.  {Wurts  v.  Harrington,  C.  D.,  1897;  359;  79  O.  G., 
337;  10  App.  D.  C,  149;  Sundh  Electric  Co,  v.  hiterhorough  Rapid 
Transit  Co.,  198  Fed.  Rep.,  94;  117  C.  C.  A.,  280;  Evaiis  v.  Associated 
Automatic  Sprinkler  Co.,  241  Fed.  Rep.,  252 ;  154  C.  C.  A.,  172 ;  Auto- 
matic Sprinkler  Co.  v.  Wcdworth  Mfg,  Co.,  C.  C;  60  Fed.  Rep.,  605.) 
On  behalf  of  the  appellants,  testimony  was  introduced  to  show 
that  in  the  summer  of  1911  the  Wilson  &  Willard  Manufacturing 
Company,  for  the  appellant,  had  manufactured  and  sold  devices 
which  embodied  all  the  features  of  the  second  group  of  the  claims 
of  their  patent.  The  witness  Madsen,  owner  of  the  Madsen  Iron 
Works,  made  the  castings  for  those  devices,  and  he  testified  that  they 
were  made  of  such  diameter  that  the  collar  on  the  pipe  would  lift 
the  bushing  when  the  stem  was  raised  into  the  derrick.  He  pro- 
duced copies  of  invoices  of  castings  which  he  made  at  different 
periods  between  May  and  September  of  that  year.  He  testified  that 
the  first  devices  made  were  not  so  constructed  that  the  bushing  would 
be  lifted  when  the  stem  was  raised,  but  that  during  the  summer  the 
change  was  made,  and  he  was  positive  that  it  occurred  before  Septem- 
ber, because  on  the  1st  of  September  he  changed  his  place  of  busi- 
ness, and  in  his  memory  he  associated  the  making  of  the  devices  with 
his  former  place  of  business.  E.  C.  Wilson,  the  president  of  the 
Wilson  &  Willard  Manufacturing  Company,  testified  that  one  of  the 
devices  was  so  made  in  the  summer  of  1911,  and  that  early  in  the 
summer  it  was  installed  and  in  operation  by  the  Pacific  Light  & 
Power  Company  in  the  Salt  Lake  oil-field  west  of  Los  Angeles,  under 
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the  superintendence  of  M.  L.  Thorn,  and  that  he  saw  it  there  in  use. 
It  was  in  evidence  that,  at  the  time  of  taking  the  testimony  in  the 
case,  Thorn  was  snow-bound  and  inaccessible  in  the  mountains  of 
Nevada,  and  that,  while  the  case  was  under  submission,  the  appellants 
made  application^  for  leave  to  take  his  testimonj',  presenting  his 
affidavit  in  which  he  deposed  that  in  the  summer  of  1911,  and  prior 
to  September,  he  as  such  superintendent  purchased  from  the  appel- 
lants and  used  the  rotary  well-drilling  outfit,  with  a  drive-bushing, 
and  that  the  drive-bushing  of  that  outfit  was  directly  engaged  and 
withdrawn  by  the  collar  upon  the  elevation  of  the  drive-stem.  The 
application  was  denied  for  want  of  diligence,  and  because  the  offered 
testimony  was  cumulative.  W.  W.  Wilson,  vice-president  of  the 
Wilson  &  Willard  Manufacturing  Company,  testified  that  in  August, 
1911,  he  saw  in  use,  under  the  superintendence  of  M.  L.  Thorn,  a 
rotary  rig  containing  the  appellants'  combination.  Charles  E.  Wil- 
cox, salesman  for  the  Wilson  &  Willard  Manufacturing  Company, 
and  one  of  the  patentees,  testified  that  he  saw  the  device  in  opera- 
tion by  the  Pacific  Light  &  Power  Company  in  the  spring  or  summer 
of  1911,  and  that  it  was  furnished  by  the  Wilson  &  Willard  Manu- 
facturing Company.  Arthur  G.  Willard,  the  other  patentee,  testi- 
fied that  the  change  in  the  diameter  of  the  bushing  so  as  to  permit  it 
to  engage  the  collar  on  the  stem  was  made  at  his  direction  at  the 
instance  of  Wilcox  from  drawings  produced  by  him,  and  that  the 
first  device  so  made  was  constructed  by  the  Madsen  Iron  Works  in 
July,  1911.  There  was  no  contradiction  of  any  of  this  testimony, 
and  it  was  sufficient  we  think  to  sustain  the  burden  of  proof  and  to 
show  that  the  Willard  and  Wilcox  invention  was  reduced  to  practice 
two  or  three  months  before  the  date  of  the  Griffin  application  for 
patent. 

Turning  to  the  other  group  of  claims,  we  find  that  they  are  founded 
on  a  combination  of  the  drive-bushing  device  with  certain  devices 
called  "slips,''  which  are  employed  for  temporarily  gripping  the 
string  and  holding  it  suspended  at  any  particular  point  of  elevation. 
The  slips  are  used  in  the  operation  of  removing  the  string  from  the 
well  and  in  the  operation  of  restoring  it  thereto.  The  purpose  is  to 
hold  the  string  firmly  in  place  in  order  to  permit  its  disjunction 
piece  by  piece,  or  the  reconstruction  of  the  same  in  a  similar  manner. 
In  that  operation  the  bushing  device  suspended  on  a  collar  of  the  stem 
is  raised  into  the  derrick,  leaving  in  the  rotating  table  an  inverted 
conical  space,  in  which  space  the  slips  are  placed  by  hand  around 
the  suspended  string.  The  slips  are  adapted  when  in  position  to  form 
a  cylindrical  opening  slightly  less  than  the  outside  surface  of  the 
pipe.  The  inner  faces  of  the  slips  are  cut  with  transverse  serrations 
adapted  to  grip  the  outer  surface  of  the  pipe  and  thereby  support 
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the  weight  of  the  suspended  string.    The  combination  claims  are 
fairly  presented  in  claim  2,  which  is  as  follows: 

ImprovemeDts  of  the  character  disclosed  comprising  In  combination  with  a 
rotary  table,  a  plurality  of  means  of  operative  connection  between  the  same 
and  a  string  and  each  formed  for  separate  application  to  the  table  In  sub- 
stitution for  the  other,  there  being  interlocking  means  effective  between  one 
of  said  means  of  operative  connection  and  the  table  whereby  the  string  may  be 
rotated  upon  rotation  of  the  table;  the  other  of  said  means  of  operative  con- 
nection being  formed  and  adapted  to  coact  through  the  table  and  with  slips  to 
sustain  the  weight  of  the  string.  i 

The  combination  claims  were  held  void  by  the  court  below  on  the 
ground  that  they  present  an  aggregation  and  not  a  patentable  com- 
bination.   Said  the  court: 

When  the  slips  or  wedges  are  removed  from  the  opening  to  allow  the  Sub- 
stitution of  the  drive  bushing  or  nut,  they  are  removed  by  hand  and  laid  aside, 
here  or  there;  far  or  near,  as  chance  and  the  inclination  of  the  operator  may 
determine,  leaving  them,  for  the  time,  to  be  a  part  neither  of  this  or  any  other 
machine,  becoming  a  separate  tool  to  be  gone  in  search  of  when  again  needed, 
recovered,  returned,  and  again  placed  by  hand  in  the  opening  before  assuming 
any  relation  to  the  rest  of  the  machine.  ^ 

And  the  court  held  that  the  mere  fact  that  the  opening  in  the  table 
may  be  formed  to  accommodate  in  succession  both  the  drive-bushing 
for  rotating  the  string,  and  the  slips  for  hauling  it  up,  does  not 
render  the  table,  the  stem,  the  drive-bushing,  or  the  slips  any  part 
of  one  combination. 

(6,  7)  As  we  read  the  Letters  Patent,  the  invention  claimed  is  a 
combination  of  elements  to  be  used  in  connection  with  a  rotary  well- 
drilling  apparatus,  to  facilitate  changing  from  the  operation  of 
drilling  to  the  operation  of  removing  the  drill-string  from  the  well, 
and  vice  versa,  and  its  function  is  fulfilled  in  the  accomplishment  of 
those  results.  The  actual  drilling  of  a  well  is  only  incidental,  and  is 
a  function  aside  from  that  of  the  combination.  It  is  not  therefore  a 
combination  of  a  rotary  boring  device  with  a  device  for  holding  the 
boring-pipe  in  position  for  disintegration  or  reconstruction,  but  it 
is  a  combination  of  certain  features  only  of  a  boring  device  with  a 
device  for  holding  the  same  in  position  for  a  designated  purpose. 
The  mere  fact  that  human  agency  intervenes  in  an  operation  does  not 
render  a  combination  unpatentable.  Nor  is  it  necessary  that  the 
action  of  the  elements  be  simultaneous.  {Pelton  Waterwheel  Co.  v. 
Doble,  190  Fed.  Rep.,  760 ;  111  C.  C.  A.,  488;  Burdett-Rowntree  Mfg. 
Co.  V.  Standard  Plunger  E.  Co.,  C.  C. ;  196  Fed.  Eep.,  43 ;  Novelty 
Glass  Mfg.  Co.  v.  Brookfleld,  170  Fed.  Eep.,  946;  95  C.  C.  A.,  516; 
Krell  Auto  Grand  Piano  Co.  v.  Story  &  Clark  Co.,  207  Fed.  Rep., 
946;  125  C.  C.  A.,  394.)  Nor  is  it  necessary  that  one  of  the  con- 
stitutent  elements  shall  so  enter  into  the  combination  as  to  change 
the  action  of  the  others.     {^International  Mausoleum  Co.  v.  Sievert^ 


TIFFANY  V.  PAPEB  PRODUCTS  CO.  287 

218  Fed.  Rep.,  225;  129  C.  C.  A.,  569.)  It  is  sufficient  if  there  be 
fc^ome  joint  operation  performed  by  the  elements  producing  a  result 
due  to  their  cooperative  action.  {National  Cash  Register  Co.  v. 
Arnerican  Cash  Register  Co.,  C.  D.,  1893, 160;  62  O.  G.,  449;  53  Fed. 
Eep.,  367;  3  C.  C.  A.,  559;  Toledo  Computing  Scale  Co.  v.  Money- 
weight  Scale  Co.,  C.  C. ;  178  Fed.  Rep.,  557 ;  New  York  ScaifoUing 
Co.  V.  Whitney,  224  Fed.  Rep.,  452 ;  140  C.  C.  A.,  138 ;  Ohmer  Fare 
Register  Co.  v.  Ohmer,  238  Fed.  Rep.,  182;  151  C.  C.  A.,  258.)  And 
the  result  itself  need  not  be  new.  It  is  sufficient  if  an  old  result  be 
produced  in  a  more  "facile,  economical,  or  efficient  way."  {New 
York  Scaifolding  Co.  v.  Whitney,  supra;  Pelton  Waterwheel  Co.  v. 
Doble,  supra.) 

(8)  But  the  difficulty  in  the  way  of  sustaining  the  appellants' 
claims  is  that  they  do  not  exhibit  a  true  combination.  Under  the 
patent  laws  protection  is  afforded  to  an  invention  or  improvement  of 
an  art,  machine,  manufacture,  or  composition  of  matter.  In  Yah  df 
Greenleaf  Manufactv/ring  Co.  v.  North  (5  Blatchf.,  455;  Fed.  Cas., 
No.  18,123)  Judge  Shipman  said: 

A  combination  in  mechanism  must  consist  of  distinct  mechanical  parts,  hav- 
ing some  relation  to  each  other,  and  each  having  some  function  in  the  organism. 

Says  Robinson,  section  153: 

A  combination  is  an  instrument  or  operation  formed  by  uniting  two  or  more 
subordinate  Instruments  or  operations  in  a  new  idea  of  means. 

Here  the  elements  are  not  contained  in  a  unitary  structure,  and 
the  instrument  is  not  formed  by  uniting  two  or  more  subordinate 
instruments.  The  device  for  holding  the  pipe-string  in  position  is 
a  detached  instrument  which  is  no  part  of  a  machine  or  manufacture. 
The  manual  use  of  a  tool  or  an  unattached  movable  device  cannot, 
we  think,  be  made  an  element  of  a  combination  claim. 

The  decree  as  to  claims  1, 2, 3, 4,  and  6  is  affirmed.  As  to  the  other 
flaim^,  the  decree  is  reversed,  and  the  cause  is  remanded  for  further 
proceedings. 

[U.  S.  circuit  Court  of  Appeal*— Fifth  Circuit.] 

Tiffany  v.  Paper  Products  Co. 

Decided  October  28,  19  tS. 

263  O.  G.,  329 ;  253  Fed.  Rep..  953. 

1.  Patentabtltty — Making  Two  Parts  Integral. 

Where  the  prior  art  disclosed  a  cone-tube  foB  supporting  yarn  having  a 
square  nose  or  tip  and  it  was  the  custom  to  provide  such  tip  with  a  button 
or  ball  of  acorn  shape,  It  Involved  no  Invention  to  make  in  one  piece  a 
cone-tube  of  the  same  shape. 

2.  Same — Rounding  End  of  a  Oonb-Tubb  for  Knitting-machines. 

The  Gess  patent,  No.  986,379,  for  a  cone-tube  for  use  in  knitting-machines 
as  a  support  for  masses  of  yam,  which  involved  the  rounding  of  the  nose 
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or  end  of  prior  devices  to  eliminate  tbe  danger  of  tbe  last  few  rounds 
catching  and  breaking  on  tlie  edge  of  the  cone,  while  a  distinct  Improve- 
ment,  Held  Invalid  as  lacking  Invention;   also  anticipated  by  prior  art 


8.  Same — Dbvick  Must  Involve  Invention. 

The  design  of  the  patent  laws  Is  to  reward  those  who  make  some  sdI>> 
stantlal  discover;  which  udds  to  our  knowledge,  etc. ;  but  It  was  never 
the  object  of  tbose  lawa  to  grant  a  monopoly  for  every  trifling  device  or 
shadow  of  a  shade  of  an  Idea  which  would  naturally  occur  to  any  skilled 
mechanic. 

4.  Saub — Anticipation — Pbiob  Use. 

Under  Revised  Statutes,  section  4S86,  (Comp.  St,  1916,  sec.  04SO,)  use 
by  others  of  an  Invention  prior  to  patenting  does  not  Invalidate  the  patent 
where  the  time  did  not  exceed  two  years  prior  to  the  application  end  the 
patentee  was  the  first  to  actually  make  tbe  Invention. 

Appeal  from  the  District  Court  of  the  I'nited  States  for  the 
Northern  District  of  Georgia ;  William  T.  Newman,  judge. 

Brll  by  Henry  L.  Tiffany  against  the  Paper  Products  Company. 
From  a  decree  diarrmsing  the  bUl  (244  Fed.  Rep.,  178)  complainant 
appeals.    Affirmed. 

Mr.  Frederick  L.  ETnery,  Mr.  Irving  V.  Town«end,  and  Mr.  Robert 
0.  Alaton  for  the  appellant. 

Mr.  John  M.  Coit  and  Mr.  TFm.  H.  Trawick  for  the  appellee. 

Before   Walker   and   Batts,   Circuit   Judges,   and   Jack,   District 

Judge. 
Jack,  Die.  J.: 

The  appellant  has  appealed  from  a  decree  dismissing  his  bill  of 
complaint,  charging  infringement  of  a  patent  to  one  Charles  Cress, 
granted  March  1,  1911,  on  application  filed  January  3,  1911,  cover- 
ing an  improvement  in  the  construction  of  a  cone-tube  adapted  f<w 
use  in  knitting-machines  as  a  support  for  masses  of  yam,  fron  which 
the  yam  is  drawn  to  the  knitting-machine  which  Unite  it  into 
fabric. 

The  cone  patented  is  made  of  compressed  paper  or  pasteboard  with 
roughened  outer  surface  to  hold  the  yam,  which  is  wound  on  it 
axially  as  shown  in  illustration: 


At  the  point  of  the  cone  the  paper  is  smooth,  and  the  edges  tamed 
in  and  rounded  in  an  arch  or  dome  shape,  so  as  to  practically  or 


TIFFANY  V.  PAPEB  PRODUCTS  00.  289 

quite  close  the  opening  in  the  apex.  The  improvement  on  the  old 
cone,  which  had  been  in  use  many  years,  was  in  thus  smoothing  and 
turning  in  the  point.  The  new  cone,  in  contradistinction  to  the  old, 
is  generally  known  as  a  round-nosed  cone ;  the  old  cone  being  gener- 
ally referred  to  as  a  square-nosed  cone,  though  this  latter  term  is 
misleading,  as  the  point  is  not  square,  but  circular,  and  flat,  instead 
of  arched,  as  in  the  Gess  cone. 

The  chief  advantage  claimed  for  the  Gess  patent  is  that  it  removes 
the  sharp  edges,  which  are  easily  mashed  outward,  and  on  which  the 
yam,  as  the  top  of  the  cone  becomes  bare  in  unwinding,  frequently 
catches  and  breaks. 

In  addition  to  the  advantage  claimed  for  the  "  round-nosed  "  cone 
in  the  unwinding  of  the  yarn,  it  is  claimed  that  its  arched  formation 
gives  it  greater  strength,  so  that  it  stands  greater  weight  and  is  less 
apt  to  be  crushed  in  shipping.  This,  however,-  is  not  one  of  the 
advantages  claimed  for  it  in  the  specifications,  and  the  drawing  in- 
dicates a  central  opening  left  in  the  apex,  although  the  patent  sug- 
gests that  the  tip  be  inturned  "  preferably  so  as  to  substantially,  if 
not  wholly,  close  said  tip  end." 

The  fundamental  purpose  of  the  patentee  was  to  make  a  cone  from 

which  all  of  the  yarn  could  be  unwound,  eliminating  the  danger  of 

.the  last  few  rounds  catching  and  breaking  on  the  edge  of  the  cone; 

hence  the  name  which  he  gave  it,  "  Knitall." 

.  The  sole  question  at  issue  is  the  validity  of  the  patent.    The  trial 

court,  in  dismissing  the  bill,  held  that  the  improvement  in  the  cone 

did  not  involve  invention,  but  was  merely  such  an  improvement  as 

would  have  readily  occurred  to  any,  one  skilled  in  the  art. 

Even  assuming,  then,  that  this  round-nosed  cone  had  not  been  anticipated  In 
the  prior  art,  if  it  is  a  thing  which  "  would  naturally  and  spontaneously  occur  to 
any  skilled  mechanic  or  operator,  in  the  ordinary  progress  of  manufactures," 
it  is  not  a  patentable  Invention.  The  distinction  between  mere  mechanical 
knowledge  or  the  knowledge  of  one  familiar  with  the  particular  art  or  trade,  on 
the  one  hand,  and  the  exercise  of  the  creative  faculty  or  the  faculty  of  invention, 
on  the  other  hand,  is  at  times  quite  difficult.  There  may  be  some  difficulty 
about  It  here,  but  it  seems  to  me  that  the  mere  in  turning  of  the  edges  of  the 
square-nosed  cone  which  had  been  in  use  for  many  years,  and  turning  it  in  so 
that  the  ragged  edges  of  the  square-nosed  cone  would  not  be  there  to  intercept 
the  movement  of  the  yarn  or  thread,  is  a  thing  which  would  occur  readily  to 
any  one  skilled  in  the  art  or  even  reasonably  familiar  with  the  business  of 
spinning  yarn  and  adapting  the  same  to  be  used  readily  in  knitting  miUs.  It  is 
not  right  to  the  public  to  class  it  as  having  been  such  an  invention  or  discovery 
as  is  patentable. 

The  evidence  shows  that  Gess's  idea  was  not  a  new  one.  It  had  been 
applied  by  McCausland  in  the  cop-tube  many  years  before.  The  cop- 
tube,  like  the  cone,  was,  and  still  is,  used  as  a  support  for  yarn.  Mc- 
Causland's  patent  specifically  provides  for  the  turning  in  of  the  edge 
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of  the  smaller  end  of  the  tube  (see  iUustration)  and  the  same  idea  is 
fllso  found  in  several  wooden  bobbins  with  rounded  noses. 

It  has,  for  a  long  time,  been  the  custom  to  cap  the  "  square-nosed  " 
cone  with  a  button  or  ball,  of  acorn  shape,  with  a  stem  which  fits 
down  into  the  hole  in  the  apex  of  the  cone,  thus  jpving  the  top  of  the 
*'  square-noBed  "  cone  the  same  rounded^  arche(|,  shape  as  the  Ciess 
*'  round-nosed  "  cone. 

Plaintiff,  Tiffany,  himself  testified  that  he  had  seen  many  of  these 
*'  acorns  "  used,  before  the  Gess  cone  came  on  the  market,  entirely 
doing  away  with  their  use.  With  the  acorn  inserted,  the  cones  were 
practically  the  same,  save  that  the  Gess  cone  consisted  of  only  one 
piece,  and  the  square-nosed  cone  of  two.  C(xnbining  the  two  into  one 
did  not  involve  invention. 

Not  only  was  Gess's  idea  in  rounding  the  nose  of  his  cone  utilized 
long  prior  to  McCausland  in  his  cop-tube,  and  by  many  manufactur- 


The  Oesi  cone.        McCauttand  cop-tube. 

ers  in  the  use  of  the  acorn  device,  but  the  record  fails  to  show  that 
Gess  was  even  the  first  to  apply  this  old  idea  in  the  manufacture 
of  cones.  The  evidence  shows  that  the  same  McCausland  who  in- 
vented the  cop-tube,  as  early  as  September,  1909,  over  a  year  prior 
to  Gess's  application  for  patent,  January  3,  1911,  had  installed  a 
machine  for  the  purpose,  and  was  turning  in  the  edges  of  second- 
hand  cones. 

The  plaintiff  claims,  however,  that  such  use  by  others  under  sec- 
tion 4886  of  the  Bevised  Statutes  did  not  invalidate  the  patent, 
where  the  time  did  not  exceed  two  years  prior  to  the  application. 
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This  is  true,  provided  the  patentee  was  the  first  to  actually  make  the 
invention;  but  there  is  no  proof  in  the  record  to  show  the  date  of 
the  invention.  Gess  was  not  a  witness.  The  only  dates  shown  in 
the  record  are  the  dates  of  the  application  for  the  patent  and  the 
date  the  patent  was  issued.  The  record  shows  that  plaintiff,  Tiffany, 
who  later  became  the  assignee  of  Gess,  as  early  as  April,  1909,  con- 
tracted with  the  Pairpoint  Corporation  to  maduf  acture  a  number  of 
these  round-nosed  cones.  There  is  no  evidence,  however,  to  show 
any  privity  between  Tiffany  and  Gess  at  the  time,  or  that  Tiffany 
acted  as  the  agent  or  the  licensee  of  Gess.  The  only  testimony  bear- 
ing on  this  point  is  that  of  Shurtleff,  of  the  Pairpoint  Corporation, 
who  testified  that  Tiffany — 

discovered  that  a  round-pointed,  smooth-finished  cone,  that  was  closed  at  the 
tip  end,  would  be  a  great  improvement 

He  was  asked  by  counsel  for  the  plaintiff  in  what  sense  he  used 
the  word  "  discovered,"  and  replied :  '' 

He  (Mr.^Tiffany)  first  brought  it  to  our  attention,  though  I  understand  that 
the  discovery  was  made  by  Mr.  Oess. 

Shurtleff  "does  not  state  that  he  understood,  from  Tiffany  or  any 
one  else,  at  the  time  the  order  was  given,  that  the  invention  was  that 
of  Gess.  It  is  only  clear  that  he  so  understood  at  the  time  of  the 
trial.  Neither  does  Tiffany,  who  was  a  witness,  testify  that  he  was 
acting  for,  or  as  the  licensee  of,  Gess.  From  the  mere  fact  that  he 
afterward  became  the  assignee  of  Gess  and  had  the  patent  issued 
to  him,  it  would  not  necessarily  follow  that  he  was  acting  for  Gess 
at  the  time  he  made  the  contract  with  the  Pairpoint  Corporation.  He 
may  have  gotten  the  idea  from  Gess,  or  from  a  third  person. 

Regardless,  however,  of  tlie  question  as  to  who  first  conceived  the 
idea,  or  put  it  into  effect,  it  was  but  a  simple  and  natural  step  in  the 
progress  of  the  art,  and  the  patent  should  not  have  issued. 

It  is  evident  that  the  inturning  of  the  small  end  of  the  cone-tube 
constituted  a  distinct  improvement;  but  it  required  no  inventive 
faculty,  because  of  the  very  fact  that  it  was  so  evident.  It  was  but 
the  natural  thing  to  do.  The  evidence  shows  that^  employees,  in 
factories  using  the  square-nosed  cones,  frequently,  as  the  yarn  was 
wound  off,  pushed  in  the  edges  of  the  points  with  their  fingers.  The 
advantage  of  having  the  point  turned  in  was  thus  obvious,  and  such 
as  would,  in  due  course,  suggest  itself  to  any  skilled  mechanic. 

Gess  noticed  that  the  edge  of  the  top  of  the  cone,  while  the  yarn 
was  being  unwound,  had  a  tendency  to  protrude  outward  in  the  way 
ot  the  yarn.  His  idea  was  simply  to  bend  it  inward  out  of  the  way. 
This  required  merely  the  brain  of  a  skilled  workman,  and  not  the 
genius  of  an  inventor.  The  patentee  had  the  foresight  to  see  that 
this  very  simple  and  natural  evolution  of  the  cone-tube  would  be  of 
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commercial  value;  but  such  business  acumen  did  not  make  the  idea 

patentable. 
As  was  said  by  the  Supreme  Court  in  Atlantic  Works  v.  Brady ^ 

(C.  D.,  1883,  214;  23  O.  G.,  1330;  107  U.  S.,  192;  2  Sup.  Ct,  225:) 

The  design  of  the  patent  laws  is  to  reward  those  who  make  some  substantial 
discovery  or  invention  which  adds  to  our  knowledge  and  makes  a  step  in 
mJvance  in  the  useful  arts.  Such  inventors  are  worthy  of  all  favor.  It  was 
never  the  object  of  those  laws  to  grant  a  monopoly  for  every  trifling  device, 
every  shadow  of  a  shade  of  an  idea,  which  would  naturally  and  spontaneously 
occur  t(^  any  skilled  mechanic  or  operator  in  the  ordinary  progress  of  manufac- 
tures. Such  an  indiscriminate  creation  of  exclusive  privileges  tends  rather  to 
obstruct  than  to  stimulate  invention.  It  creates  a  class  of  speculative  schem- 
ers, who  make,  it  their  business  to  watch  the  advancing  wave  of  improvement, 
and  gather  its  foam  in  the  form  of  patented  monopolies,  which  enable  them  to 
lay  a  heavy  tax  upon  the  industry  of  the  country  without  contributing  any- 
thing to  the  real  advancement  of  the  arts.  It  embarrasses  the  honest  pursuit 
of  business  with  fears  and  apprehensions  of  concealed  liens  and  unknown  lia- 
bilities to  lawsuits  and  vexatious  accounting  for  profits  made  in  good  faith. 

And  again  in  Pope  v.  Gormully,  (C.  D.,  1892,  364;  59  O.  G.,  473; 
144  U.  S.,  254;  12  Sup.  Ct.,  643.) 

They  appear  to  involve  such  immaterial  changes  as  would  be  required  to 
adapt  a  known  device  to  use  in  a  combination  with  other  elements  already 
existing,  and  such  as  would  occur  to  any  skilled  mechanic.  Indeed,  the  objects 
of  these  patents,  and  the  same  remark  may  be  made  of  all,  or  nearly  all,  in- 
volved in  these  suits,  seems  to  have  been  principally  to  forestall  competition, 
rather  than  to  obtain  the  just  rewards  of  an  Inventor. 

We  are  of  the  opinion  that  there  is  no  error  in  the  decree  of  ttis 
lower  court^  and  the  same  is  affirmed. 


[U.  S.  Circuit  Court  of  Appeals — Eighth  Circuit] 

LuTEN  V.  Washburn  et  al. 

Bedded  November  11,  1918;  rehearing  denied  January  21,  1919. 

263  O.  G.,  481 ;  253  Fed.  Rep..  950. 

Patentability — Steel  Tension-Rods  in  Reinforced  Concrete. 

The  Luten  patents,  No.  852,970,  claims  14,  15,  and  16 ;  No.  853,202,  claim 
17;  No.  979,776,  claim  1,  and  No.  989,272,  claim  3,  all  for  reinforced  con- 
crete construction.  Held  Invalid.  Steel  rods  having  been  placed  in  con- 
crete structures  to  resist  tension  or  pull,  it  required  only  mechanical  or 
engineering  skill  to  locate  in  any  particular  structure  where  the  tension  is 
and  only  the  same  skill  to  determine  where  the  steel  should  be  placed  to 
resist  such  tension. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Colorado;  Robert  E.  Lewis,  judge. 

Suit  by  Daniel  B.  Luten  against  George  Washburn  and  Weld 
County,  Colo.  From  a  decree  dismissing  th>e  complaint^  plaintif 
appeals.   Affirmed. 
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Mr.  Rusael  T,  MacFdll  and  Mr,  Frank  M.  Hall  {Mr,  Frank  H. 
Drury  and  Mr,  Miles  G,  Saunders  on  the  brief)  for  the  appellant. 

Mr,  A.  J.  O^Brien  (Mr.  Walter  E,  Bliss  and  Mr.  Joseph  C.  Swing 
on  the  brief)  for  the  appellees. 

■ 

Before  Sanborn,  Carland,  and  Stone,  Circuit  Judges. 

Garland,  Cir.  J.: 

The  appellant  commenced  this  action  against  appellees  for  in- 
fringement of  United  States  Letters  Patent  numbered  852,970^ 
863,183,  853,202,  853,203,  all  dated  May  7,  1907,  979,776^  dated  De- 
cember  27, 1910,  and  989,272,  dated  April  11,  1911,  all  issued  to  him- 
self. The  district  court  held  the  patents  void  for  lack  of  invention 
and  dismissed  the  complaint.    This  is  an  appeal  from  that  decree. 

The  patents  relate  to  metal-reinforced  concrete  bridges  and  similar 
structures.  Appellees  were  alleged  to  have  infringed  the  patents  in 
the  construction  of  what  is  known  as  "  Sheep  Drawbridge  "  in  Weld 
county,  Colo.  The  specifications  of  the  bridge  called  for  a  rein- 
forced-concrete  bridge  of  the  beam  and  slab  type,  of  thirty-foot  span, 
supported  on  reinforced-concrete  abutments,  twenty  feet  in  width. 
In  this  court  counsel  for  appellant  has  abandoned  all  claims  for  in- 
fringement, except  as  to  claims  14,  15,  and  16  of  Patent  852,970, 
claim  17  of  Patent  853,202,  claim  1  of  Patent  979,776,  and  claim  3 
of  Patent  979,272.  The  record  shows  that  appellant  has  obtained 
eighteen  consent  or  pro  confesso  decreeS'declaring  the  patents  in  suit 
valid  and  infringed  in  different  United  States  district  courts.  In 
contested  suits  involving  the  claims  here  involved,  or  similar  claims, 
the  Luten  patents  have  been  decided  to  be  invalid  for  lack  of  inven- 
tion in  the  following  cases:  Luten  v.  Allen  -(254  Fed.  Rep.,  587)  and 
Luten  V.  Young  (254  Fed.  Rep.,  591)  in  the  United  States  District 
Court,  District  of  Kansas;  Luten  v.  Whittier  (251  Fed.  Rep.,  590) 
in  the  Circuit  Court  of  Appeals,  Sixth  Circuit;  Luten  v.  Wilson  et 
al.  (254  Fed.  Rep.,  107)  in  the  United  States  District  Court,  District 
of  Nebraska ;  Luten  v.  Marsh  et  al.  (254  Fed.  Rep.,  701)  in  the  United 
States  District  Court,  Southern  District  of  Iowa;  ex  parte  Luter^ 
(C.  D.,  1917,  34;  237  O.  G.,  917;)  in  re  Luten,  (C.  D.,  1911,  422;  170 
O.  G.,  247;  37  App.  D.  C,  379.)  So  far  as  we  know,  the  claims  now 
before  us,  or  similar  claims,  have  not  been  held  valid  in  any  contested 
case.    The  claims  read  as  follows : 

Patent  No.  852,970, 

14.  A  bridge  or  arch  of  concrete  or  other  suitable  material  having  wings 
Joined  thereto  by  rods  embedded  in  said  wings  and  extending  into  tlie  abut- 
ments. 

16.  A  bridge  or  arch  of  concrete  or  other  suitable  material  having  wings 
Joined  thereto  by  rods  embedded  in  said  wings  and  extending  into  and  through 
the  abutmenta 
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16.  A  bridge  or  arch  of  concrete  or  other  suitable  material  having  wings 
Joined  thereto  by  rods  embedded  in  one  of  said  wings  and  extending  through 
the  abutment  into  the  opposite  wing. 

Patent  No,  853,202, 

17.  A  bridge  of  concrete  or  similar  material  having  a  reinforced  spandrel  or 
girder  extending  across  the  abutment  or  pier,  and  cantalivered  on  the  abutment 
or  pier,  with  tension  members  extending  across  the  abutment  or  pier  near  the 
upper  surface  of  the  spandrel  or  girder. 

Patent  No.  979,776, 

1.  A  reinforcement  for  concrete  girders,  beams,  etc,  comprising  a  lower  hori- 
zontal tension  rod  and  upper  and  lower  shearing  rods,  each  having  a  central 
horizontal  part,  inclined  parts  extending  outwardly  from  opposite  ends  of  the 
central  part  and  horizontal  parts  extending  outwardly  from  the  ends  of  said 
inclined  parts,  the  central  horizontal  part  of  the  lower  shearing  rod  bein^ 
longer  than  that  of  the  upper  shearing  rod,  and  the  horizontal  ends  of  the 
upper  shearing  rod  being  longer  than  those  of  the  lower  shearing  rod,  sub* 
stantially  as  set  forth. 

Patent  No,  989,272. 

3.  The  combination  of  an  upright  member  with  a  transverse  member  and 
knee  brace  all  of  hardened  plastic  with  embedded  tension  members  reinforcing 
the  upright  member  and  transverse  member  continuously  adjacent  the  surfaces 
opposite  the  knee  brace  and  extending  away  from  said  opposite  surface  of  the 
transverse  member  intermediate  its  middle  and  the  knee  brace  and  other  tension 
members  embedded  longitudinally  through  the  knee  brace. 

An  examination  of  the  claims  clearly  shows  that  appellant's  clkini 
to  invention,  so  far  as  the  subject-matter  thereof  is  concerned,  is 
based  upon  the  particular  positioning  of  steel  rods  or  metal  bands 
in  concrete  or  plastic  material  employed  in  the  construction  of  bridges 
or  culverts.  This  court  in  Luten  v.  Sharp  (234  Fed.  Rep.,  880 ;  148 
C.  C.  A.,  478,)  speaking  by  Judge  Sanborn,  said : 

The  use  of  steel  and  iron  rods,  wire  mesh,  expanded  metal,  and  like  articles 
embedded  in  different  ways  in  cement  girders,  beams,  floors,  posts,  and  other 
articles  made  of  cement,  to  strengthen  and  reinforce  them,  was  old,  well 
known,  and  had  long  been  practised  before  the  patented  inventions  of  Luten 
here  in  question  were  discovered,  and  the  question  for  review  is  one  of  fact 

The  question  of  infringement  was  alone  in  issue  in  that  case« 
Luten  testified  in  the  present  case  as  follows : 

That  principle  of  reinforced  concrete  is  admittedly  old — that  steel  is  to  be 
used  in  tension.  I  never  have  made  any  contention  that  I  invented  steel  in 
tension  in  concrete  bridges,  or  the  use  of  steel  in  tension  in  many  other  places. 
What  I  have  maintained  is  that  I  have  placed  the  steel  in  a  new  way  that  pro- 
duces better  results,  in  a  more  efllcient  form.    ♦    ♦    ♦ 

Now,  in  a  concrete  bridge,  the  greatest  efficiency  is  always  secured-  by  re- 
sisting tension  or  pull  with  steel  rods.  That  has  been  established  for  half  a 
century ;  not,  perhaps,  with  curved  tension  members,  but  the  basic  idea  is  very 
old.    There  is  no  question  about  that 
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The  French  patents,  numbered  88,547  and  88,546,  issued  to  Fran- 
Cois  Coignet,  April  6,  1869,  for  improvement  in  making  artificial 
stone  and  in  monolithic  structures,  the  United  States  patent  for  con- 
struction of  joists,  girders,  and  the  like,  issued  to  Frangois  Henne- 
bique,  October  4,  1898,  No.  611,907,  United  States  patent  for  con- 
struction of  metal-concrete-arch  bridges,  issued  to  H.  V.  Hinckley, 
April  25,  1899,  and  United  States  Patent  No.  696,838,  for  concrete- 
arch  construction,  issued  to  W.  C.  Parmley,  April  1,  1902,  disclose 
th(B  prior  art  and  anticipate  the  claims  in  suit.  In  Turner  v.  Lauter 
Piano  Co.  (248  Fed.  Bep.,  930;  certiorari  denied  October  21,  1918) 
the  Court  of  Appeals  of  the  Third  Circuit  said : 

There  is  to-day  neither  invention  nor  novelty  in  merely  placing  metal  rein- 
forcement in  concrete  at  places  at  which  strains  come.  The  very  principle  of 
reinforcement,  as  the  word  denotes,  is  to  give  force  to  or  strengthen  the  place 
that  is  weak  by  adding  something  that  is  strong.  Invention  4n  reinforcement 
is  to  be  found  only  in  discovering  a  new  principle,  or  in  employing  new  means 
embodying  the  old  principle.  Therefore,  one  striving  to  find  a  new  principle, 
or  to  invent  a  new  means  of  concrete  reinforcement  under  the  old  principle, 
enters  a  well-known  and  widely  practised  mrt,  and  must  do  something  more 
than  care  for  tensile  strains  at  places  where  they  are  known  to  come. 

This  language  was  approved  by  us  in  Turner  v.  Deere  d;  Webber 
Building  Co.^  (249  Fed.  Rep.,  753)  and  Judge  Hook,  in  delivering 
the  opinion  of  the  court  in  the  same  case,  in  speaking  of  the  use  of 
concrete  in  building  construction  used  the  following  language : 

Its  resistance  to  compression  and  susceptibility  to  other  stresses  in  certain 
positions  were  familiar  to  all  who  had  to  do  with  it,  as  were  the  general 
principles  of  reinforcing  it  with  wire,  rods,  or  strips  of  metal  which  possessed 
the  quality  the  concrete  lacked.  When  the  plaintiff  entered,  the  art  had  so 
progressed  that  the  nature  of  the  stresses  and  in  a  general  w^ay  the  places 
where  the  reinforcement  should  be  disposed  or  arranged  were  a  part  of  the 
common  knowledge  of  builders,  as  in  greater  degree  was  the  subject  of  struts, 
braces,  and  the  like  in  carpentry.  In  pretentious  or  complicated  construction, 
where  ordinary  experience  did  not  suffice,  mathematical  computation  was  avail- 
able. The  evidence  of  prior  practice  In  building  and  prior  publications  and 
patents  show  that  Uttle  was  left  for  patentable  invention  in  placing  the  cus- 
tomary pieces  of  metal  here  or  there,  or  turning  them  this  way  or  that,  In  the 
mass  of  concrete. 

In  Drum  v.  Turner  (219  Fed.  Eep.,  188;  135  C.  C.  A.,  74)  we 
sustained  the  Norcross  patent  for  a  metallic  concrete  flooring  with- 
out supporting-beams.  The  invention  in  that  case,  however,  was  for 
a  floor  without  supporting-beams,  not  merely  the  location  of  the 
reinforcing-rods.  In  Turner  v.  Moore  (211  Fed.  Rep.,  466;  128 
C.  C.  A.,  138)  and  in  Turner  v.  Deere  <&  Wehb&r  Building  Co,^  supra^ 
we  held  the  Turner  patent  for  a  reinforced-concrete  building  con- 
struction void  for  lack  of  invention  in  view  of  the  prior  art.  Ap- 
pellees claim  that,  in  view  of  the  prior  art  and  on  general  principles, 
the  claims  in  suit  disclose  mechanical  or  engineering  skill  alone» 
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Appellant  claims  that  he  has  placed  the  steel  or  reinforcing  rods 
in  a  new  way,  that  produces  better  results  in  a  more  efficient  form. 
So  it  is  the  positioning  of  the  reinforcing-rods  that  is  called  inven- 
tion. The  question  to  be  decided  then,  is  this :  In  view  of  the  prior 
art  and  on  general  principles,  was  it  invention  at  the  date  of  the 
patents  to  place  the  reinforcing-rods  as  indicated  in  the  claims  of 
the  patents,  or  was  it  simply  the  putting  together  by  the  exercise 
of  mechanical  or  engineering  skill  things  old  in  the  art,  to  perform 
functions  long  known,  in  a  manner  anticipated  in  prior  patents? 
Neither  the  specifications,  claims,  nor  drawings  of  the  patents  in 
suit  give  any  specific  directions  as  to  Where  the  reinforcing-steel 
Fhould  be  placed.  Steel  rods  are  placed  in  concrete  structures  to  re- 
sist tension  or  pull.  It  would  seem  to  necessarily  follow  that  it 
would  require  mechanical  or  engineering  skill  only  to  locate  in 
any  particular  structure  where  the  tension  was,  and  the  same  skill 
to  determine  where  the  steel  should  be  placed  to  resist  such  tension; 
but  this  would  not  be  invention,  which  alone  is  patentable. 

Industry  in  exploring  tlie  discoveries  and  acquiring  tlie  ideas  of  otliers; 
wise  judgment  in  selecting  and  combining  them;  mechanical  skill  In  applying 
them  to  practical  results — ^none  of  these  are  creation ;  none  of  these  enter  into 
the  inventive  act.     (Rob.  on  Pats.,  sec.  78.) 

In  view  of  what  was  old  and  well  known  at  the  date  of  the  patents, 
we  can  see  no  invention  in  the  claims  in  suit.  The  wing-walls  in 
connection  with  bridges  were  old,  the  tying  of  the  wings  to  the 
abutments  was  not  new,  and  the  employment  of  metal  rods  in  con- 
nection with  concrete,  to  strengthen  the  material  and  cause  it  to 
remain  intact,  was  well  known.  We  therefore  agree  with  the  Court 
of  Appeals  of  the  District  of  Columbia,  in  the  case  of  in  re  Luten^ 
supra^  when  it  said: 

All  therefore  that  appellant  did  was  to  put  together  by  the  exercise  of  the 
simplest  mechanical  skill  things  old  in  .the  art,  to  perform  functions  long 
known,  in  a  matter  anticipated  in  prior  patents. 

Decree  below  aiffi-med. 


[U.  S.  circuit  Court  of  Appeals — Fourth  Circuit  1 

Armstrong  Seatag  Corporation  v.  Smith's  Island  Oyster  Co. 

Decided  December  5,  1918, 
263  O.  G.,  482 ;  254  Fed.  Rep.,  821, 

1.  Patentability — Invention — Tagging  Oysters  Not  Invention. 

The  Armstrong  patent,  No.  1.195,946,  for  marking  bivalves  by  means  of 
a  tag  attached  to  the  lower  shell  of  an  oyster,  involving  claims  for  a  tag 
attached  to  an  oyster-shell  and  a  method  of  attaching  the  tag  at  a  certain 
point.  Held  void  for  lack  of  invention,  it  being  a  common  practice  to 
identify  articles  by  attaching  tags  thereto. 
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2.  Same — Subject-Matter  fob  Patents — ^Tagged  Oyster. 

A  tagged  oyster  is  not  a  machine  or  a  composition  of  matter,  and  it  is 
not  a  manufacture. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  District  of  Virginia,  at  Norfolk;  Edmund  Waddill,  judge. 

Suit  in  equity  by  the  Armstrong  Seatag  Corporation  against  the 
Smith's  Island  Oyster  Company.  Decree  for  defendant^  and  comr 
plainant  appeals.    AfHrmed. 

Mr,  E,  Hayward  Fairhanks  and  Mr.  S.  Gordon  Gumming  {Mr,  J, 
Bonsall  Taylor  on  the  brief)  for  the  appellant. 
Mr.  Samuel  0.  Edmonds  for  the  appellee. 

Before  Knapp  and  Woods,  Circuit  Judges,  and  McDowell,  District 

Judge. 

McDowell,  Dis.  J.: 

(1)  In  August,  1918,  Patent  No.  1,195,946,  for  "marking  bi- 
valves," was  issued  to  M.  C.  and  Bichard  Armstrong,  and  on 
September  16,  1916,  all  rights  under  the  patent  were  duly  assigned 
to  the  appellant,  the  plaintiff  below.  Under  this  patent  the  plaintiff 
claims  a  monopoly  in  a  so-called  invention  defined  as  follows: 

1.  Means  for  identifying  oysters,  consisting  of  a  tag  attached  to  that  part 
of  the  shell  on  which  the  oyster  is  to  be  served  at  a  point  outside  of  the  liga- 
ment or  hinge  of  said  oyster,  whereby,  when  the  oyster  is  opened,  said  tag 
remains  attached  to  tlie  part  to  be  served. 

2.  An  improvement  in  the  art  of  identifying  oysters,  which  consists  in  at- 
taching a  tag  to  that  part  of  the  shell  on  which  the  oyster  is  to  be  served  at  a 
point  outside  of  the  ligament  or  hinge  of  said  oyster,  whereby,  when  the 
oyster  is  opened,  said  tag  remains  attached  to  the  part  to  be  served. 

The  plaintiff's  method  of  identifying  its  oysters  is  to  drill  a  small 
hole  through  what  may  be  called  the  lobe  of  the  lower  or  deep  shell, 
outside  of  the  hinge,  through  which  is  passed  the  elongated  shank, 
of  a  flat  piece  of  thin,  pliable  metal.  One  end  of  the  metal  piece, 
octagonal  in  form,  contains  plaintiff's  trade-mark,  and  the  elongated 
extension  or  shank  is  clamped  after  being  passed  through  the  hole  in 
the  shell.  The  defendant  has  for  sometime  been  identifying  its 
oysters  by  boring  a  hole  through  the  lobe  of  the  lower  shell  and  at- 
taching thereto  a  triangular  flat  piece  of  thin  metal,  by  running  a 
pin  having  an  enlarged  head  through  a  hole  in  the  metal  piece  and 
through  the  hole  in  the  oyster-shell,  and  then  flattening  the  lower  end 
of  the  pin.  The  litigation  between  these  parties  commenced  with  a 
suit  for  unfair  competition,  brought  prior  to  the  issue  of  the  patent 
by  the  present  plaintiff,  which  was  decided  in  favor  of  the  present 
defendant.  {Armstrong  Seatag  Corporation  v.  Smithes  Island  Oys- 
ter Co.,  224  Fed.  Eep.,  100;  139  C.  C.  A.,  656.)  The  present  suit 
was  instituted  by  filing  a  bill  in  equity  for  infringement.    The  de- 
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fondant  moved  to  dismiss  the  bill,  chiefly  on  the  ground  of  invalidity 
of  the  patent.  The  trial  court  held  the  patent  void  on  it^  face  for 
want  of  invention,  and  the  plaintiff  appeals. 

If  the  patent  in  suit  be  supposed  to  cover  a  tagged  oyster,  the 
answer  is  that  a  tagged  oyster  is  not  a  machine  or  a  composition  of 
matter,  and  it  is  not  a  manufacture.  A  spring  chicken,  with  an 
identifying-tag  fastened  to  its  leg,  is  closely  analogous.  If  he  so 
desired,  any  fisherman  could  attach  an  identify ing-tag  to  his  fish. 
But  none  of  these  natural  products  could  be  classed  as  manufactured 
articles,  simply  because  of  being  tagged.  If  the  method  of  the  pat- 
entees may  be  considered  as  a  process,  we  are  unable  to  perceive  that 
it  involved  invention.  The  problem  was  too  simple,  and  its  solution 
too  obvious. 

In  adopting  the  method  used  by  the  patentees  to  identify  oysters, 
they  displayed  some  rkill,  not  of  high  order,  but  nothing  approaching 
the  dignity  of  inveation.  The  practice  of  identifying  articles  ol 
commerce  by  attaching  a  tag  thereto  is,  as  a  matter  of  common  knowl- 
edge, both  very  old  and  very  general.  The  demand  for  oysters  grown 
in  unpolluted  water  is  of  comparatively  recent  origin.  It  has  arisen 
from  the  rather-recently-acquired  public  knowledge  of  the  fact  that 
oysters  grown  in  polluted  water  are  capable  of  transmitting  the  ty- 
phoid germ.  The  desire  to  identify  oysters  as  having  been  grown  in 
unpolluted  water  is  therefore  also  recent.  This  is  we  think  the  chief 
reason  why  tagged  oysters  have  not  long  been  common.  What  the 
patentees  do  is  what  any  one  would  do  who  desired  to  attach  a  tag  to 
an  oyster-shell,  unless  he  bethought  himself  of  a  better  method. 
There  is  in  the  patentees'  process  an  entire  absence  of — 

that  intuitive  faculty  of  tlie  mind  put  fortli  in  tlie  search  of  new  results  or  new 
methods,  creating  what  had  aot  before  existed,  or  bringing  to  light  what  lay 
hidden  from  vision.  {HoWster  v.  Benedict,  113  U.  S.,  59;  5  Sup.  Ct.,  717.  See 
.also  King  v.  OaUun,  C.  D.,  1883,  454 ;  25  O.  G.,  980 ;  109  XT.  S.,  99 ;  3  Sup.  Ct,  85 ; 
Slawson  v.  Grand  Street  Railroad  Co.,  C.  D.,  1883 ;  313 ;  22  O.  G.,  99 ;  107  U.  S., 
649;  2  Sup.  Ct,  G63;  Phillips  v.  Detroit,  111  U.  S.,  604;  4  Sup.  Ct,  580.) 

Where  only  the  skill  of  the  workman,  and  not  the  genius  of  the 
inventor,  was  required,  as  in  the  case  at  bar,  the  result  is  not  an 
invention. 

(2)  It  has  often  been  laid  down  in  one  form  or  another  that  using 
an  old  process  for  a  new,  but  analogous,  purpose,  with  no  substantial 
change  in  the  result,  is  not  invention.  {Brown  v.  PipeVj  C-  D.,  1876, 
4G4;  10  O.  G.,  417;  91  U.  S.,  37;  Permsylvania  R.  Co.  v.  Safety  Truck 
Co.,  C.  D.,'l884, 168;  27  O.  G.,  207;  110  U.  S.,  490;  4  Sup.  Ct.,  220; 
Blake  v.  San  Francisco,  C.  D.,  1885,  233;  31  O.  G.,  380;  113  U.  S., 
679;  5  Sup.  Ct.,  ^92;  Miller  v.  Force,  C.  D.,  1885,  512;  33  O.  G.,  1497; 
116  U.  S.,  22 ;  6  Sup.  Ct,  204.)  But  it  seems  hardly  necessary  to  here 
invoke  this  doctrine.    What  the  patentees  here  have  done  is  to  apply 
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an  old  process  to  a  new  subject,  for  an  old  purpose,  without  any 
change  in  result.  The  purpose  and  the  result  of  tagging  articles  of 
commerce  was  identification.  This  is  the  purpose  and  the  result  of 
the  patentees'  practice.  In  its  entirety  the  thought  of  the  patentees 
was  only  an  extension  of  the  thought  of  the  first  producer  who  at- 
tached a  mark  of  identification  to  his  goods.  To  apply  this  ol(t 
practice  to  oysters  re<)uired  at  the  utmost  some  degree  of  skill,  but  no 
invention. 

The  deoree  of  the  trial  court  must  he  affirmed^  with  coats  to  the 
appellee. 

Affirmed^ 

[U.  8.  circuit  Court  of  Appeals— Third  Circuit.] 

Edmands  V.  Perlman. 

Decided  December  6, 1918;  rehearing  denied  March  10,  1019. 

263  Ot  G.,  484;  255  Fed.  Rep.,  564. 

Patents — Validity  and  Infeiwgement — ^Electbical  Subqical  Baker. 

The  Edmands  and  Hoyt  patent,  No.  775,105,  for  an  electrical  surgical 
baker,  was  not  anticipated,  discloses  invention,  and  is  entitled  to  a  construc- 
tion broad  enough  to  protect  the  valuable  contribution  of  the  patentees  to 
the  art ;  also  Held  infringed. 

Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
ern District  of  Pennsylvania;  Oliver  B.  Dickinson,  judge. 

Suit  in  equity  by  Alberta  F.  Edmands  against  Henry  Perlman, 
doing  business  as  the  Crown  Electric  Hot  Pack  Company.  Decree  for 
defendant^  and  complainant  appeals.    Reversed. 

Messrs.  Macleod^  Calver^  Gopeland  <&  Dike  and  Mr.  Monroe  Buckley 
{Mr.  George  P.  Dike  of  counsel)  for  the  appellant. 

Mr.  Daniel  J.  McBride  and  Mr,  W.  Preston  Williamson  for  the 
appellee. 

Before  Buffington  and  Wooley,  Circuit  Judges. 

BuFFiNOTON,  Ci/r.  J.: 

The  subject  here  involved  is  the  treatment  of  some  part  of  the 
human  body  by  confining  and  applying  electric  light  and  electric  heat 
by  means  of  an  enveloping-chamber.  The  record  discloses  that  in 
that  general  prior  art  was  a  patent.  No.  664,081,  to  one  Gohlin,  issued 
in  1900.  It  shows  that  Gohlin  conceived  the  idea  of  applying  heat  and 
light  generated  by  electricity  to  the  whole  of  the  human  body  below  the 
shoulders.  He  used  two  structures,  each  mounted  on  a  standard  and 
wheeled  up  on  either  side  of  the  bed,  cot,  or  table  on  which  the  patient 
rested.  From  these  supporting-standards  curved  parts  projected  in- 
wardly and  formed  a  top,  and  the  two  met  and  made  a  chamber 
substantially  the  length  of  the  human  body.     Curtains  were  then 
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drawn  at  the  end  of  each  chamber  and  the  electricity  turned  on. 
There  was  no  suggestion  in  the  patent  of  the  use  of  Gohlin's  appa- 
ratus, other  than  to  inclose  the  entire  body;  nor  were  the  parts  of 
the  structure  such  that  the  size  or  shape  of  the  chamber  could  be 
changed.  What  he  states  in  his  specification,  and  what  his  figures  dis- 
close, is  a  large,  cumbersome  apparatus  of  unchangeable  proportions, 
designed  to  treat  the  human  body  as  a  whole. 

Such  remained  the  state  of  the  art,,  and  presumably  the  use  of 
chambered  electricity,  for  some  two  and  one-half  years  thereafter, 
when  the  patent  in  suit  was  applied  for.  It  is  quite  manifest  that 
when  this  patent  was  applied  for,  and  its  specification  drawn,  the 
applicant  was  unaware  of  what  Gohlin  had  done,  or  of  his  patent, 
and  when  that  patent  was  cited  against  his  application  he  realized 
his  entire  specification  described  the  art  in  an  inadequate  way,  and 
that  the  broad  first  claim  which  he  made  would  have  covered  Gohlin's 
device.  When  thus  apprised,  he  at  once  withdrew  his  application, 
erased  a  number  of  his  figures,  and  filed  a  n^w  application  and  new 
claims,  which  properly  described  what  he  brought  into  the  art. 

An  examination  of  this  new  application  shows  that  what  the 
patentee  really  did  was  to  devise  a  simple,  easily-movable,  readily- 
adjustable  apparatus,  without  standards  or  support.  It  was  adapted 
to  take  such  different  forms  that  it  could  be  used  on  any  limb  or 
part  of  the  bodj^,  and  thus  create  a  chamber  which  could  in  size  and 
shape  bring  its  walls  into  closer  relation  to  the  member  to  be  affected 
by  its  radiated  heat  and  light.  He  dispensed  with  standards,  by 
suspending  his  simple  apparatus  by  ceiling-cords.  This  allowed  it 
to  be  swung  about,  and  to  be  placed  in  any  position  desired,  and  dis- 
pensed with  standards.  Second.  He  made  the  structure  a  unitary 
movable  one,  which  could  be  picked  up  by  a  handle.  Third.  He 
made  it  a  unitary  structure,  by  disclosing  for  the  first  time  the  use 
of  a  hinge,  which  allowed  the  sides  to  be  adjusted,  so  as  to  conform 
to  the  limb  or  the  part  that  is  being  treated,  or,  in  other  words,  to 
be,  so  to  speak,  wrapped  about  the  heated  part.  Fourth.  He  dis- 
closed elements  that  were  not  shown  in  Gohlin's  structure,  which 
was  two-part,  mounted  on  standards,  had  a  chamber  of  one  fixed 
size,  and  adapted  for  application  to  the  whole  body. 

As  to  those  elements  which  alone  embodied  the  present  plaintiff's 
invention,  and  contrasting  them  with  Gohlin's  invention,  we  see 
that  the  only  thing  in  common  between  him  and  Gohlin  was  an 
electric  chamber.  But  as  to  those  things  which  were  new,  and  which 
are  referred  to  above,  there  was  nothing  in  Gohlin's  patent  which 
required  the  patentee  in  any  way  to  limit  or  modify  his  claims,  so 
long  as  he  restricted  them  to  the  elements  of  novelty  which  he  dis- 
closed in  his  specification. 
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Bearing  this  in  mind,  we  see  that  Gohlin's  patent  had  no  other 
significance  or  effect  in  the  proceedings  in  the  Patent  Office  than  to 
restrict  the  patentee  to  those  elements  of  novelty  which  he  showed ; 
but  in  so  far  as  those  elements  of  novelty  were  themselves  concerned, 
and  his  right  to  have  claims  commensurate  with  those  disclosures, 
his  application  stood  unaffected  by  Gohlin's  patent.  It  was  a  red 
flag,  which  warned  the  applicant  to  keep  off  the  path  which  pohlin 
had  preempted,  but  which  in  no  way  restricted  his  right  to  the  new 
path  which  he  himself  had  disclosed. 

What,  then,  was  the  apparatus  which  the  present  patentee  dis- 
closed, and  what  claims  were  allowed  him  ?  His  apparatus  consisted 
of  a  simple  structure  suitable  for  limb  treatment.  His  new  idea  of 
adjustment  of  the  sides  of  his  chamber,  which  adjustment  could  not 
have  taken  place  in  Gohlin's  structure,  but  which  enabled  him  to 
closely  chamber  a  limb  of  the  body,  was  provided  for  by  a  hinge  at 
the  upper  end  of  the  chamber  sides,  and  this  was  embodied  in  his 
claim,  to  wit : 

The  improved  surgical  baker,  comprising  the  opposite  side  sections  hinged 
together  at  the  upper  ends  thereof,  and  adjustable  toward  and  from  each 
other,  to  vary  the  distance  between  them,  and  provided  with  means  of  holding 
the  same  in  their  position  of  adjustment. 

It  is  quite  evident  that  the  particular  form  in  which  those  opposite 
side  sections  were  commercially  built,  whether  they  took  the  form 
of  the  side  of  a  Gothic  arch,  as  he  appeared  to  have  worked  out  in 
practice,  or  the  quadrant  of  a  circle,  as  he  showed  in  Figure  2,  with 
an  arch  flattened  at  the  top,  were  matters  of  functional  indifference. 
The  point  was  that,  whatever  form  they  took,  the  two  sides  of  the 
chamber  were  to  be  adjustable  to  and  from  each  other,  and  this 
adjustability  was  to  be  secured  by  a  hinge  at  the  upper  ends  of  the 
chamber  sides,  and  when  the  desired  position  was  obtained  the 
hinge  was  controlled  by  a  set-screw.  His  second  idea  of  ceiling 
suspensory  support  was  embodied  in  his  second  claim  by  adding  to 
it  the  element  of  an  "overhead  suspensory  support."  His  third 
element  was  for  the  hinge  novelty  of  his  first  claim,  with  the  addi- 
tion of  electrical  equipment. 

This  little  structure  appears  to  have  met  a  need  in  the  art.  The 
proofs  showed  that,  from  four  used  in  1903,  there  was  a  gradual 
increase  to  ninety-seven  in  1913,  at  which  time  the  merit  of  the 
device  seemed  to  have  been  recognized  by  the  medical  profession,  for  in 
1914  the  sales  sprang  to  207,  and  have  increased  from  that  time  to  the 
hearing  before  the  court.  When  the  further  fact  is  considered  that 
this  apparatus  is  not  for  individual  use,  but  obviously  intended  for 
general  use  in  hospitals,  that  it  has  been  sold  in  Canada,  Australia, 
and  gone  abroad,  it  is  quite  evident  that  it  has  up  to  this  time  met  a 
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public  need,  and  that  in  all  probability  the  remaining  two  years  of 
the  patent's  life  will  be  the  period  of  its  greatest  value-  During  all 
these  years  there  is  no  proof  that  any  one  challenged  the  patent  or 
trespassed  upon  its  commercial  monopoly,  until  the  defendant  manu- 
f acturing  company  has  lately  put  the  alleged  infiingement  upon  the 
marked  That  its  functional  purpose  is  to  do  exactly  what  this  pat- 
entee gaw,  and  has  for  14  years  been  doing,  is  quite  clear.  It  shows 
a  small,  compact  structure,  adapted  to  suspension,  capable  of  adjust- 
ment to  limbs,  unitary,  and  of  such  size  as  to  be  readily  portable. 
Functionally,  and  in  its  adaptability,  it  does  everything  in  the  same 
way  and  for  the  same  purpose  th^t  this  plaintiff  patent  disclosed 
fourteen  years  before. 

That  it  may  be  a  slight  improvement  over  the  plaintiff's  structure 
may  be  admitted,  but  the  question  still  remains:  Did  it  infringe  the 
claim  by  which  the  original  patentee's  disclosure  was  protected! 
That  it  has  side  walls,  and  that  those  side  walls  are  adjustable  by 
hinge  movement  from  the  top,  is  the  fact.  It  seeks  to  escape  infringe- 
ment by  reading  into  the  plaintiff's  claim  a  limitation  to  a  single 
hinge,  which  physically  and  alone  connects  the  plaintiff's  two  cham- 
ber sides,  and  by  superimposing  a  third  member  at  the  top  of  its 
own  chamber,  which  has  a  hinge  at  each  end,  contiecting  with  the 
upper  ends  of  its  side  structure,  it  would  avoid  infringement.  But 
functionally  the  defendant's  two  hinges  are  the  mechanical  equiva- 
lent of  the  defendant's  one  hinge,  in  that  the  hinge  mobility  of  both 
mechanisms  alike  effects  the  chamber  side  adaptability  which  this 
patent  brought  into  the  art.  It  is  manifest  the  defendant  does  not 
use  his  two  hinges  to  eliminate  the  function  of  chamber-side  adaptabil- 
ity, but  solely  to  mask  infringement. 

It  is  clear  to  us  that  the  plaintiff's  claim  must  be  read  in  a  way  to 
give  the  hinged  connection,  which  he  brought  into  the  art,  the  func- 
tional breadth  which  would  cover  any  hinge  arrangement  which,  while 
escaping  the  mere  form  of  the  plaintiff's  structure,  embodied  and 
secured  all  its  hinge  functional  purpose.  The  art  has  respected  the 
monopoly  of  the  plaintiff  for  fourteen  years,  arid  it  is  quite  evident 
to  us  that  the  value  and  success  of  this  little  structure  have  tempt-ed 
this  defendant  manufacturing  company  to  appropriate  its  substance 
by  the  substitution  of  what  is  a  mere  mechanical  expedient,  which, 
while  it  respects  the  literalism  of  the  claim,  filches  the  soul  and 
substance  of  the  disclosure  which  the  claim  was  given  him  to  protect. 

This  case  must  be  reversed^  and  infringement  decreed. 
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Procter  &  Gamble  Co.  v,  Berlin  Mills  Co. 
Decided  November  IS,  1918;  on  petitions  for  rehearing  January  9,  1919, 

263  O.  G.,  633 ;  256  Fed.  Rep.,  23. 

1.  Patents — ^Validity — Pbesumftion. 

The  presumption  of  validity  of  a  patent  extends  to  the  identity  of  the 
inventor,  who  swore  to  the  invention  in  the  statutory  form. 

2.  Same — Dekcnse — Bxjkden  of  Proof. 

In  an  infringement  suit  the  contention  that  the  one  in  whose  name  the 
patent  was  granted  was  not  the  actual  inventor  is  an  affirmative  defense, 
which  must  be  sustained  by  fair  preponderance  of  the  evidence. 

3.  Same — Inventob. 

It  is  Immaterial  whether  a  patentee  understands  or  correctly  states 
the  theory  or  philosophy  of  the  invention,  so  the  fact  that  the  one  who 
patented  a  lardlike  food  consisting  of  Incompletely-hydrogenized  vegetable 
oil  was  not  a  chemist,  etc.,  and  did  not  understand  all  phenomena  leading 
to  the  result  does  not,  in  an  infringement  suit,  show  that  he  was  not 
the  inventor. 

4.  Same — Invention. 

While  it  was  old  to  form  a  lardlike  compound  by  mixing  animal  stearin 
and  cotton-seed  oil  and  also  to  produce  a  hard  product  from  cotton-seed 
oil  by  hydrogenation,  a  lardlike  product  consisting  of  an  incompletely- 
hydrogenized  vegetable  oil  was  a  new  thing  in  the  sense  of  the  patent  law, 
and  the  Burchenal  patent.  No.  1,135,351,  for  such  a  product  is  valid. 

5.  Same — ^Novelty — Hydrogenized- Vegetable-Oil  Lard. 

What  is  practically  Jard,  consisting  solely  of  one  vegetable  oil  in  a  state 
of  arrested  hydrogenation,  is  a  new  thing  in  the  sense  of  the  patent  law, 
and  not  a  lard  substitute,  so  near  to  existing  articles  of  commerce  that 
the  only  field  open  to  patentee  was  limited  to  a  particular  mode  of  making 
or  by  specifically-stated  chemical  tests. 

6.  Same — Product — iNFaf^GEMENT. 

A  product  patent  is  infringed  if  the  product  complained  of  is  the  pat- 
ented article  substantially  as  described,  it  making  no  difference  by  what 
path  or  process,  new  or  old,  inferior  or  improved,  the  infringing  product 
is  manufactured. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

Suit  by  the  Procter  &  Gamble  Company  against  the  Berlin  Mills 
Company.  From  a  decree  for  defendant^  complainant  appeals.  Re- 
versed and  remanded^  with  directions, 

STATEMENT  OF  THE   CASE. 

The  action  is  upon  claims  1  and  2  of  Patent  Tfo.  1,135.351,  issued 
April  13,  1915,  to  the  plaintiff  herein,  as  assijo^iee  of  John  J.  Bur- 
chenal,  who  is  and  long  has  been  an  officer  of  the  corporate  plaintiff. 
The  claims  are  as  follows: 
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1.  A  homogeneous  lardlike  food  product,  consisting  of  an  incompletely  hydro- 
gen ized  vegetable  oil. 

2.  A  homogeneous  lardlike  food  product,  consisting  of  incompletely  hydro- 
genized  cotton  seed  oil. 

The  court  below  held  in  substance : 

(1)  The  disclosure  did  not  amount  to  invention; 

(2)  If  there  was  Invention,  Burchenal  was  not  the  Inventor;  and 

(3)  Upon  a  proper  construction  of  the  claims  in  suit  there  was  no  infringe- 
ment. 

The  bill  was  accordingly  dismissed,  and  the  plaintiff  took  this 
appeal. 

Mr.  Livingston  Gifford^  Mr,  Alfred  M,  AUen^  and  Mr.  Thomas  B. 
Kerr  for  the  appellant. 

Mr,  John  C,  Pennie  and  Mr.  Marcus  B.  May  for  the  appellee. 

Before  Ward,  Rogers,  and  Hough,  Circuit  Judges. 

Hough,  Cir. «/.,  (after  stating  the  facts  as  above:) 
1.  The  patent  declares  that — 

this  invention  is  a  food  product  consisting  of  a  vegetable  oil,  preferably  cotton 
seed  oil,  partially  hydrogenized  and  hardened  to  a  homogeneous  white  or  yellow- 
ish   semi-solid,   closely   simulating   lard. 

This  is  a  description  of  a  visible,  tangible  thing  which  for  some 
years  has  been  manufactured  and  sold  by  plaintiff,  as  to  which  there 
is  no  evidence  that  anybody  else  ever  made  it  before,  or  that  if  this 
product  is  entitled  to  patent  protection  there  is  any  closely-related 
prior  art. 

Invention  is  denied,  first,  on  the  ground  once  taken  by  an  Examiner 
in  the  Office,  namely,  that — 

If  the  problem  of  simulating  lard  from  cottonseed  oil  were  presented  to  an  oil 
chemist  an  incomplete  hydrogenation  of  the  cottonseed  oil  would  at  once  suggest 
itself  to  him  as  a  solution  of  the  problem : 

that  is,  (a)  the  matter  is  said  to  be  so  obvious  as  not  to  rise  to  the  dig- 
nity of  invention. 

Another  objection  is  that  hydrogenation  of  vegetable  oils  was  not 
new,  and  the  discovery  long  prior  to  this  application  of  catalysts 
not  belonging  to  the  "  royal "  group  of  metals  had  paved  the  way  to 
effective  and  comparatively  inexpensive  hydrogenation.  (Patent  to 
Normann,  British,  No.  1,515  of  19(^3.)  Prior  to  Burchenal's  effective 
date  it  is  admitted  that  the  hydrogenic  saturation  of  oil  by  catalytic 
means  had  been  practised  at  least  in  w«ll-known  laboratories,  and  a 
hard  fat  produced,  solid  at  ordinary  temperatures  and  showing  on 
analysis  a  very  large  percentage  cf  stearic  av  palmitic  acJ<d.  It  is  ob- 
vious that  if  one  starts  with  {e.  g.)  cotton--ocd  oil,  which  is  liquid  at 
ordinary  temperatures,  because  it  has  too  little  solid  fat  in  it,  and  by 
cliemical  means  so  chaijges  the  molecular  composition  or  arrangement 
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of  the  substance  as  to  increase  the  ratio  of  solid  fat  (i,  e.j  unites  enough 
hydrogen  with  linolin  and  olein  to  produce  stearin,)  and  thus  pro- 
duces the  hard  fat  commonly  known  as  stearin,  there  must  have  been 
a  time  during  the  development  of  the  process  when  the  union  of  hy- 
drogen had  only  progressed  far  enough  to  convert  the  liquid  into  a 
semisolid. 

Therefore  it  is  said  (b)  that  no  man  is  entitled  to  a  patent  upon  the 
thing  or  product  which  has  always  been  produced  when  the  process 
of  making  another  thing  or  product  was  (say)  half  done. 

The  third  objection  to  invention  is  substantially  this:  The  merit 
or  value  of  what  Burchenal  claims,  and  what  this  plaintiff  makes  and 
sells,  is  that  it  looks  like  lard,  acts  like  lard,  and  can  be  used  for  the 
purposes  of  lard  without  offending  the  conservatism  of  chefs,  house- 
wives, and  maid-servants.  But  before  Burchenal  many  imitation 
lards  were  made  by  mechanically  mixing  hard  animal  fats  and  cotton- 
seed oil  in  varying  proportions,  and  some  of  these  mixtures  show  on 
analysis  substantially  the  same  chemical  characteristics  as  are  shown 
by  Burchenal's  .  chemically-produced  "  homogeneous  semi-solid." 
Therefore  it  is  said  that  to  make  the  same  thing  as  had  been  made  by 
earlier  lard  imitators,  but  in  a  different  way,  cannot  warrant  a  patent 
upon  the  resulting  thing  or  product,  whatever  may  be  true  in  respect 
of  the  process  by  which  that  product  is  reached.  This  is  as  much  as 
to  say  (c)  tliat  the  Burchenal  article  when  completed  and  ready  for 
use  must  be  old,  because  other  men  had  earlier  arrived  at  the  same 
chemical  result  by  other  paths. 

Objection  (a)  raises  the  question  of  fact  encountered  in  a  large 
proportion  of  patent  causes,  and  concerning  which  discussion  is  of 
small  value  if  the  record  discloses  no  one  who  ever  tried  to  do  the 
same  thing  in  the  same  way.  When  novelty  in  that  sense  appears 
the  question  really  is  one  of  measuring  foresight  by  hindsight.  The 
problem  seems  easy  now,  but,  when  the  object  reached  was  desirable, 
tisef ul,  and  apt  for  commercial  success,  the  bald  fact  that  nobody  ever 
did  it  before  is  persuasive,  though  not  conclusive,  evidence  of  some 
invention.  Burchenal's  imitation  lard  has  these  attributes,  and  we 
consider  it  a  sufficient  answer,  to  the  statement  that  any  oil  chemist 
could  have  done  the  thing,  to  note  that  no  oil  chemist  did  do  it  during 
the  more  than  score  of  years  prior  .to  Burchenal's  application,  when 
cotton-seed  oil  (especially)  as  an  abundant  American  product  was 
endeavoring  to  supplant  lard  in  the  American  market. 

The  next  objection  to  invention  (b)  really  denies  the  possibility  of 
invention  ever  residing  in  noting  or  discovering  a  use  for  something 
which  if  not  a  by-product,  may  be  termed  a  half -product  or  unfinished 
product  of  an  existing  method  of  procedure.  Without  resorting  to  the 
extreme  doctrine  of  Potts  v.  Creager  (C.  D.,  1895, 143;  70  O.  G.,  494; 
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155  U.  S.,  597;  15  Sup.  Ct.,  194)  it  seems  to  us  that  the  guestion  pre- 
sented by  this  record  depends  upon  whether  the  thing  produced  by 
partial  hydrogenation  is  a  different  thing  from  that  which  existed 
before  hydrogenation  began  and  that  which  would  exist  when  it 
ended.  The  change  introduced  by  catalytic  introduction  of  hydrogen 
is  chemical ;  the  analysis  of  the  cotton-seed  oil  at  divers  stages  of  the 
process  of  manufacture  differs.  To  be  sure,  the  difference  is  only  in 
the  union  of  additional  atoms  of  hydrogen  with  the  unsaturated  fats 
(linolin  and  olein) ;  but  if  this  molecular  and  chemical  change  in- 
duces a  resulting  change  in  appearance,  in  utility,  and  in  texture,  it 
may  well  be  called,  when  lardlike,  a  thing  different  from  what  it  was 
as  oil,  and  equally  different  from  what  it  would  be  at  the  point  of  sat- 
uration. 

The  patent  law  does  not  speak  in  terms  of  science,  though  scientific 
evidence  is  necessary  for  the  application  of  its  rules.  The  chemical 
composition  of  steam,  water,  and  ice  is  the  same,  but  they  are  differ- 
ent things;  and  in  the  same  common-sense  way  oil,  lard,  and  stearin 
are  different  things,  although  (with  some  chemical  latitude)  the  oil 
may  be  said  ultimately  to  become  stearin,  and  to  pass  through  the 
lard  stage  on  the  way. 

For  substantially  the  same  reasons  we  think  there  is  nothing  in  the 
last  (<?)  objection  to  invention.  It  may  be  assumed  as  true  that  by 
the  mixture  of  cotton-seed  oil  and  animal  stearin  a  substance  can  be 
produced  which  for  practical  purposes  is  the  same  thing  as  Burch- 
enal's  chemically-changed  cotton-seed  oil;  but  one  is  a  mixture  and 
the  other  is  not,  and  assuming  the  difference  to  be  unimportant  from 
the  standpoint  of  either  chemist  or  cook,  it  is  a  vital  difference  from 
that  of  the  law. 

We  are  therefore  of  opinion  that  there  was  invention  in  Bur- 
chenal's  disclosure.  Product  patents  may  be  justly  subjected  to 
critical  scrutiny,  but  these  claims  are  far  within  the  border  line  ad- 
verted to  in  Fonseca  v.  Suarez^  (232  Fed.  Eep.,  155^  146  C.  C.  A.,« 
347;)  and  just  as  the  conversion  of  an  abandoned  machine  into  an 
operative  and  successful  one  by  the  introduction  of  new,  but  simple, 
features  constitutes  invention  {United  Shirt  Co,  v.  Beattie^  149  Fed. 
Rep.,  736;  79  C.  C.  A.,  442)  so  we  think  that  seizing  upon  thing  A, 
which  had  been  thing  B,  and  was  to  become  thing  C,  and  utilizing 
the  half-made,  but  different,  product,  amounted  to  an  invention  which 
is  duly  set  forth  in  this  application. 

2.  The  finding  below,  that  Burchenal  was  not  the  inventor  of 
whatever  invention  is  revealed,  is  really  a  declaration  that  one 
Kayzer  did  the  inventing,  and  Burchenal  for  some  inexplicable 
reason  appropriated  it.  This  is  an  aflirmative  defense,  and  must  be 
sustained  by  a  fair  preponderance  of  credible  evidence.  Burchenal 
swore  to  invention  in  the  statutory  form,  and  the  pr'esumption  of 
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validity  extends  to  the  identity  of  the  inventor,  for  certainly  nothing 
could  be  more  completely  invalid  than  a  patent  for  invention  to  one 
who  invented  nothing. 

The  train  of  evidence  resulting  in  the  finding  of  non-invention  in 
Burchenal  is  this :  The  plaintiff  corporation  is,  and  long  before  1907 
was,  a  large  manufacturer  of  soap.  Down  to  that  time  it  neither 
made  nor  dealt  in  food  products,  fatty  or  otherwise.  In  that  year  it 
rjeceived  from  England  a  letter  from  qne  Kayzer,  saying  that  he  in- 
tended coming  to  the  United  States  to  introduce  "  a  new  process  of 
the  greatest  possible  importance  to  soap  manufacturers,"  and  asking 
substantially  for  employment  or  remuneration  if  he  was  to  communi- 
cate his  valuable  knowledge.  He  was  employed ;  he  divulged  his 
process.  It  is  a  process  for  the  hydrogenation  of  vegetable  oils,  and 
is  one  of  the*  processes  which,  when  arrested  (say)  half-way,  pro- 
duces Burchenal's  "  homogeneous  lardlike  product.". 

By  the  time  this  action  was  begun  Kayzer  had  returned  to  England 
(in  1910),  and  on  or  shortly  after  the  outbreak  of  the  present  war 
was  interned  as  an  enemy  alien.  While  in  this  country  he  had  as- 
signed to  the  plaintiff  herein  his  applications  for  patents  on  pro- 
cesses of  hydrogenation,  had  been  paid  for  them,  and  become  a  stock- 
holder in  the  plaintiff  corporation.  The  defendants  sent  an  agent  to 
England,  who  interviewed  Kayzer  and  sought  to  extract  from  him 
evidence  that  he,  and  not  Burchenal,  either  discovered  or  invented 
the  food  product  before  this  court.  Kayzer  refused  all  evidence,  and 
in  effect  declined  to  either  assert  or  assent  to  the  proposition  that  he 
was  the  deviser  or  inventor  of  what  Burchenal  got  a  patent  for. 

There  is  no  evidence  that,  during  the  whole  period  of  Kayzer's  em- 
ployment by  the  plaintiff  and  his  experimentation  upon  fats  he  either 
attempted  to  produce  a  "  lardlike  compound  "  or  observed  that  such 
compound  was  obtainable  by  his  process.  There  is  some  evidence 
(if  it  can  be  called  by  that  name)  that  after  Kayzer  had  carried  oh 
experiments  at  plaintiff's  factorjj^  for  sometime  he  showed  to  the 
deposing  witness  a  fat  "like  tallow,"  looking  as  if  it  had  been 
"molded  in  a  jelly  glass,"  and  that  Kayzer  said  in  substance  that 
"it  was  for  cookyjg  purposes."  What  Kayzer  showed  may  be  re- 
garded as  evidence,  but  upon  what  principle  the  remarks  of  one  who 
is  neither  a  party  nor  a  witness  can  be  regarded  as  competent  we  do 
not  perceive. 

Yet  in  this  testimony  there  is  nothing  inconsistent  with  the  course 
of  events  as  plainly  proven.  When  Kayzer  began  to  produce  by  his 
processes  a  hard  fat,  it  occurred  certainly  to  Mr.  Procter  (the  plain- 
tiff's president),  and  not  improbably  to  Kayzer  himself,  that  since 
substantially-saturated  cotton-seed  oil  was  a  fair  commercial  equiva- 
lent for  animal  stearin,  that  since  frying  and  shortening  compounds 
were  largely  manufactured  by  combining  animal  stearin  with  cotton- 
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seed  oil,  so  they  might  be  made  by  mechanically  mixing  liquid  oil 
and  hardened  oil.  Such  experiment  was  tried,  not  at  the  factory  of 
plaintiff,  which  had  no  machinery  for  the  purpose,  but  at  the  estab- 
lishment of  one  McCaw,  who  was  already  a  manufacturer  of  lardlike 
compounds  employing  animal  fat. 

We  are  satisfied  of  the  truth  (entirely  apart  from  all  presump- 
tions) of  plaintiff's  testimony  that  it  was  not  until  Kayzer  had 
returned  to  England,  or  was  on  the  point  of  going,  that  it  occurred  to 
any  one  that  it  was  not  necessary  to  first  harden  by  hydrogenic 
saturation  the  cotton-seed  oil,  and  then  mix  it  with  the  fluid  article, 
in  order  to  make  a  lardlike  compound,  but  that  the  hardening  process 
might  be  arrested  in  the  manner  and  for  the  purposes  disclosed  by 
BurchenaPs  application. 

Assuming,  now,  that  this  mental  operation  or  discovery  in  the 
sense  of  the  patent  law  (Walk,  on  Pats.,  5th  ed.,  sec.  2)  amounted  to 
invention,  we  not  only  find  no  evidence  that  Burchenal  w^as  not  the 
inventor,  but  it  is  a  strain  upon  credulity  to  believe  that,  when  this 
plaintiff  corporation  might  just  as  well  have  advanced  an  application 
in  Kayzer's  name,  it  deliberately  preferred  the  fraud  of  prosecuting 
it  in  that  of  Burchenal. 

It  ma}^  be,  and  we  think  is,  quite  true  that  the  evidence  reveals 
Burchenal  as  not  primarily  a  chemist,  but  a  man  of  business,  deeply 
interested  in  the  advancement  of  his  corporation's  prosperity.  AVe 
recognize  the  fact  that  there  is  a  fundamental  difference  between 
"new  articles  of  manufacture"  and  "new  articJes  of  commerce,*" 
{Cerecdm£,  etc.,  Co.  v.  Bates,  101  Fed.  R«p.,  272;  41  C.  C.  A.,  3410 
and  it  may  also  be  quite  true  that  BurchenaPs  contribution  to  the  sum 
of  human  knowledge  grew  out  of  the  trained  business  man's  observa- 
tion of  the  possibilities  of  a  chemist's  process,  which  he  was  himself 
quite  incapable  of  devising. 

But,  just  as  it  is  immaterial  whether  a  patentee — 

understands  or  correctly  states  the  theory  or  philosophy  of  the  mechanism 
which  produces — 

his  new  result  {Van  Epps  v.  United,  etc.,  Co.,  143  Fed.  Eep'.,  869; 
75  C.  C.  A.,  77)  so  it  is  immaterial  whether,  when  Burchenal  observed 
and  seized  upon  as  a  new  and  useful  thing  a  half-hydrogenically- 
saturated  oil  he  was  actuated  rather  by  commercial  instinct  than  ac- 
quired chemical  knowledge.  It  is  enough  that  he  had  both  a  mental 
conception  and  a  tangible  reduction  to  practice,  {Cor  ring  ton.  v.  Went- 
inghouse,  etc,  Co.,  178  Fed.  Eep.,  at  page  715;  103  C.  C.  A.,  479,)  and 
that  is  all  that  the  patent  law  requires.  Quite  possibly  this  patentee 
would  never  have  conceived  the  thought,  had  he  not  watched  Kayzer; 
but  he  could  and  did  get  something  out  of  Kayzer's  train  of  phenom- 
ena, which  the  latter  neither  thought  of,  nor  reduced  to  practice. 
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3.  The  final  objection  to  a  decree  in  plaintiff's  favor  is  that,  prop- 
erly construed,  the  claims  in  suit  are  not  infringed,  because  (a)  the 
defendant's  product  widely  varies  from  that  of  the  patent  in  the 
relative  percentages  of  saturated  fats,  olein  and  linolin;  {h)  the 
process  pursued  by  defendant  is  disclosed  or  assumed  in  the  patent 
in  suit;  and  {c)  that  said  claims  are  to  be  regarded  as  strictly  limited, 
if  not  substantially  abandoned,  through  or  by  reason  of  the  proceed- 
ings in  the  Patent  Office  as  revealed  by  file-wrapper  contents. 

As  to  the  first  point  (a),  it  is  enough  to  note  that,  while  the  varia- 
tion insisted  upon  is  true,  it  must,  to  negative  infringement,  be  at 
least  a  variation  extending  beyond  the  limits  of  a  valid  chiim  read  in 
the  light  of  the  disclosure.  In  this  instance  it  is  not  denied  that  what 
the  defendant  makes  and  sells  is  not  only  lardlike,  homogeneous  in 
the  sense  of  mixtureless,  and  wholly  consisting  of  an  incompletely- 
hydrogenized  cotton-seed  oil,  but  it  is  within  the  limits  of  iodin 
value,  titre,  and  melting-points  specified  in  the  application.  There- 
fore it  is  an  infringement. 

It  is  true  (6)  that  defendant's  process  of  manufacture  is  very  dif- 
ferent from  that  of  plaintiff,  and  we  are  willing  to  assume  it  different 
from  and  better  than  anything  known  to  Burchenal  or  developed  by 
Kayzer.  But  this  patent  is  upon  a  product,  and  if  the  product  com- 
plained of  is  the  patented  article  substantially  as  described,  it  makes 
no  difference  by  what  path  or  process,  new  or  old,  inferior  or  im- 
proved, the  infringing  product  is  manufactured.  {General  Electric 
Co.  V.  Loco-Philips  Co.,  233  Fed.  Rep.,  96;  147  C.  C.  A.,  16G.) 

The  contention  (c),  that  the  Office  proceedings  were  such  as  to  limit 
or  nullify  the  broad  claims  in  suit  amounts,  we  think,  to  this,  viz: 
Wlien  this  application  was  filed,  in  1910,  applicant  demanded  two 
claims  which,  if  anything,  are  slightly  narrower  than  the  two  now  in 
suit.  They  were  rejected  by  the  Primary  Examiner,  and  thereafter 
many  changes  were  made  in  the  language  of  the  claims  submitted  by^ 
way  of  amendment.  In  our  opinion,  never  at  any  time  did  the  ap- 
plicant acquiesce  in  the  Examiner's  action,  but  consistently  endeavored 
to  obtain,  and  finally  did  obtain,  in  the  claims  first  above  quoted, 
what  he  had  in  the  first  place  asked  for. 

It  is  the  acquiescence  of  an  applicant,  and  not  the  action  of  an 
Examiner,  or  of  many  Examiners,  that  surrenders  to  the  public 
what  the  applicant  first  declares  to  be  patentable  invention.  The 
very  word  "  acquiescence "  necessarily  implies  obedient  action,  per- 
haps enforced,  but  still  submission  on  the  petitioner's  part.  Here 
there  never  was  any  such  acquiescence,  and  the  patent  as  issued  sub- 
stantially contains  in  the  claims  in  suit  the  originally  propounded 
definition  of  invention.  This  is  far  within  the  rule  enforced  by  us 
in  Kimiear^  etc.^  Co.  v.  Wilson  (142  Fed.  Rep.,  970;  74  C.  C.  A., 
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232,)  whem  a  rejected  claim  was  carried  into  and  obtained  grant 
in  another  patent.  Here  the  claims  rejected  were  at  last  substan- 
tially victorious  in  the  same  patent,  apparently  through  a  change 
in  the  examining  personnel. 

For  the  reasons  stated^  the  decree  appealed  frovn  is  reversed^  with 
costs  both  here  and  below ^  and  the  cause  renumded^  with  directions 
to  enter  a  decree  adjudging  claims  1  and  2  valid  and  infringed. 

Ward,  Oir.  /.,   (dissenting:) 

I  think  the  district  judge  was  right  in  holding  the  patent  void 
for  lack  of  invention.  It  was  well  known  that  a  vegetable  oil  could 
be  changed  chemically  into  a  hard  fat  by  hydrogenation,  and  of 
course  that  at  some  stage  of  the  process,  before  complete  hydrogena- 
tion, it  would  be  a  homogenous  semisolid.  It  was  also  known  that  the 
process  would  not  affect  the  edibility  of  the  product  The  product 
at  all  stages  of  the  process  was  therefore  old,  and  open  to  the  public 
for  any  use  of  which  it  was  capable.  To  apply  it  when  semisolid 
as  a  substitute  for  animal  lard  in  cooking  was  no  doubt  novel  and 
useful,  but  was  not  in  my  opinion  invention.  To  one  skilled  in  the 
chemical  art,  such  a  use  was  as  obvious,  if  he  thought  about  it  at 
all,  as  were  the  many  mechanical  improvements  which,  though  new 
and  useful,  have  been  held  not  to.  be  inventions,  because  within 
the  capacity  of  those  skilled  in  the  particular  art.  There  was  noth- 
ing revolutionary  about  this  new  use.  There  was  no  crying  need, 
nor  any  problem  to  be  met.  The  market  was  and  still  is  abundantly 
supplied  with  mixtures  of  vegetable  oils  and  animal  fats  which  satis- 
factorily meet  culinary  needs.  Yet  the  complainant  is  given  a  mo- 
nopoly of  all  semisolid  homogenous  hydrogenized  vegetable  oils, 
however  produced,  when  applied  to  culinary  purposes. 


ON  PETITIONS  FOR  REHEARINQ. 

Messrs.  Kerr^  Page^  Cooper  <&  Hay  ward  {Mr.  Livingston  Gifford^ 
Mr.  Alfred  M.  Allen^  and  Mr.  Thomas  B.  Kerr  of  counsel)  for  the 
appellant. 

Mr.  John  C.  Pennie  {Mr.  Marcus  B.  May  of  counsel)  for  the  ap- 
pellee. 

Messrs^  Sullivan  <&  Cromwell  {Mr.  Chofrles  E.  Hughes  and  Mr. 
Roy  all  Victor  of  counsel)  for  the  American  Oil  Co. 

Hough,  Cir.  J.: 

The  principal  producer  of  cotton-seed  oil  has  joined  in  this 
application  as  amicus  curicR,  and  by  figures  of  oil  production,  as 
well  as  of  food  products  derived  therefrom,  has  greatly  magnified 
the  importance  of  Burchenal's  patent. 
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It  seems  to  be  now  assumed  that  hydrogenized  oil,  as  a  substitute 
for  lard,  is  so  superior  to  an  amalgam,  combination,  or  mixture,  of 
oil  and  animal  fat,  or  oil  and  stearin  artificially  produced,  that  the 
psitent  in  suit  is  almost  basic,  instead  of  disclosing  a  mere  variant 
among  products  of  equal  utility. 

If  this  importance  in  result  be  real,  it  is  a  reason  for  giving  to 
the  claims  in  suit  a  broad  range  of  equivalents,  and  suggests  reflec- 
tions not  contained  in  our  former  opinion,  but  leading  to  an  identical 
result. 

Defendant's  petition  restates  with  painstaking  ability  an  argument 
perfectly  good,  if  the  premise  be  admitted.  That  premise  is  that 
Burchenal  invented  nothing  but  an  artificial  lard,  or  lard  substitute, 
so  near  to  existing  articles  of  commerce  that  the  only  field  open  to 
him  was  limited  to  a  particular  mode  of  making,  or  by  specifically- 
stated  chemical  tests. 

The  chemical  tests  or  limits  indicated  in  Burchenal's  disclosure  are 
put  with  an  "  about ; "  they  are  not  carried  into  the  claims  sued  on, 
as  they  are  into  some  not  in  suit ;  nor  do  all  the  usable  and  market- 
able specimens  of  defendant's  factory  show  uniforM  tests.  We  ad- 
here to  the  remarks  concerning  "iodin  values,  titre,  and  melting 
points  "  heretofore  made,  but  do  not  and  did  not  ground  judgment 
thereon. 

Our  decision  is  and  has  been  based  on  a  firm  conviction  that  what 
is  practically  lard,  consisting  solely  of  one  vegetable  oil  in  a  state 
of  arrested  hydrogenation,  is  a  new  thing  in  the  sense  of  the  patent 
law,  almost  as  new  as  a  synthetic  egg,  evolved  from  vegetable  albu- 
men by  chemical  treatment. 

The  results  of  such  evolutionary  treatment  are  by  their  genesis  so 
novel  that  analysis  of  constituents  is  immaterial.  Patentable  novelty 
is  not  in  their  parts,  as  revealed  by  quantitative  or  qualitative  analy- 
sis, but  in  a  practical  functional  identity  between  animal  products 
and  a  vegetable  product  as  chemically  changed. 

Our  view  of  the  nature  of  this  invention  permitted  us  to  assume 
(not  find)  a  possibly  quite  superior  method  as  used  by  defendants; 
but,  when  the  product  was  seen  to  be  something  that  was  (in  effect) 
lard  resulting  from  an  arrested  hydrogenation  of  cotton-seed  oil, 
there  was  infringement. 

On  this  record,  it  may  almost  be  said  that  defendant's  machines 
will  cease  to  produce  infringements  only  when  they  yield  what  a 
plain  man  would  not  call  lard. 

Application  denied, 

Rogers,  circuit  judge,  concurs. 

Ward,  circuit  judge,  n^t  voting^ 
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[U.  S.  Circuit  Court  of  Appeals— Third  Circuit.] 

Cunningham  Piano  CoMPANr  v,  ^Eolian  Co. 

Decided  January  31  ^  1919;  rehearing  denied  March  26y  1919, 

264  O.  G.,  157 ;  255  Fed.  Rep.,  897. 

1.  Patents — Validity  and  Infbingement — Piano-Playeb. 

The  Young  p{U:ent,  No.  692,968,  for  controller  for  mechanical  musical 
instruments,  Held  valid  and  infringed. 

2.  Same — Invention. 

Young's  thought  that  a  line  might  be  made  to  record  a  master's  interpre- 
tation of  a  musical  composition  and  that  any  one  who  follows  that  line 
physically  can  reproduce  the  musttp  of  the  master  was  not  his  invention. 
That  was  his  discovery.  It  was,  however,  the  soul  of  his  invention.  The 
very  simple  means  of  a  pointer  connected  with  the  controller  and  extend- 
ing over  the  music-sheet  to  the  line,  by  which  his  discovery  was  brought 
into  action,  did  not,  when  standing  alone,  involve  invention ;  but  when  this 
means,  simple  though  it  was,  was  employed  to  bring  into  being  and  put  to 
use  the  substance  of  the  discovery  the  two  together,  the  great  and  the  little 
thing,  constitute  invention. 

Appeal  from" the  District  Court  of  the  United  States  for  the  East- 
ern District  of  Pennsylvania;  Oliver  B.  Dickinson,  judge. 

Suit  in  equity  by  the  jEolian  Company  against  the  Cunningham 
Piano  Company.  Decree  for  complainant^  and  defendant  appeals. 
Affirmed, 

i\l7\  Hector  T,  Fenton  for  the  appellant. 
Mr.  Joseph  C,  Fraley  for  the  appellee. 

Before  Buffington  and  Woollby,  Circuit  Judges. 

WooLLEY,  Civ,  J,: 

By  the  decree  ofHhe  district  court,  claims  1  and  2  of  Letters  Patent 
No.  692,968,  dated  February  11,  1902,  issued  to  complainant  as 
assignee  of  the  inventor,  Francis  L.  Young,  for  an  improvement  in 
controllers  for  mechanical  musical  instruments,  were  held  valid  and 
infringed.  We  affirm  the  decree  on  the  court's  opinion  (D.  C. ;  251 
Fed.  Eep.,  307)  without  doing  more  than  to  state  very  generally  the 
feature  of  the  case  which  has  most  impressed  us. 

The  invention  of  the  patent  relates  to  mechanical  musical  instru- 
ments such  as  the  "  pianola,"  and  more  particularly  the  "  piano 
player,"  wherein  musical  notes  are  automatically  sounded  by  pneu- 
matic mechanism  actuated  by  a  traveling  sheet  of  perforated  paper. 
The  state  of  the  art — that  is,  the  point  which  the  art  had  reached  and 
at  which  it  had  stopped  just  before  the  patentee  entered  it — records 
the  advance  of  a  remarkable  though  imperfect  mechanical  musical 
instrument.  The  organization  of  this  instrument  contained,  first, 
means  for  the  mechanical  sounding  of  musical  notes,  governed  in 
their  production  and  duration  by  the  other  mechanical  means  of  a 
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t/aveling  sheet  of  perforated  paper;  and  second,  means  for  giving 
artistic  effects  to  the  sounds  thus  mechanically  produced  by  control- 
ling their  speed  and  volume.  The  latter  means  embraced  a  number 
of  parts  termed  "controllers."  Though  connected  with  the  sound- 
producing  mechanism,  these  were  operated,  not  mechanically,  but 
umnually  by  the  performer,  and  were  the  particular  instruments  the 
performer  used  to  control  variation  in  sound  volume  and  time  and 
thereby  to  give  a  musical  composition  the  artistic  interpretation 
he  desired.  Without  controllers,  the  instrument  produced  an  unmu- 
sical jumble  of  sounds.  With  controllers,  the  production  was  musi- 
cal according  to  the  skill  with  which  the  performer  moved  the  con- 
trollers and  governed  the  artistic  effects  of  time  and  sound.  One 
unskilled  in  music  could  render  very  little  real  music  from  the  sounds 
with  which  the  mechanism  supplied  him.  Skill  of  a  musician  in 
some  measure  was  required  for  the  production  of  music. 

Obviously,  instruments  with  a  musical  range  limited  to  ipusicians 
more  or  less  skilled  were  limited  in  their  sale.  To  broaden  the  com- 
mercial field,  manufacturers  found  it  necessary  to  qualify  the  un- 
musical as  musical  performers  by  affording  them  a  modicmn  of 
skill  that  could  be  easily  acquired.  With  this  in  view,  they  printed 
instructions  on  the  margin  of  the  perforated  music-sheet  so  as  to 
convey  to  the  mind  of  the  performer,  as  the  music-sheet  traveled 
into  view,  the  musical  effects  which  were  appropriate  at  the  moment 
when  later  the  sheet  passed  over  the  point  at  which  its  perforations 
called  forth  sounds.  These  instructions  consisted  of  words  familiar 
to  ordinary  music,  such  as,  "  Accel."  or  "  Eitard,"  when  they  related 
to  speed  or  tempo  effects ;  and  "  Piano "  or  "  Foile,"  when  they 
related  to  sound- volume  or  dynamic  effects.     (Webber,  No.  452,203.) 

Numerals  also  were  printed  in  vertical  alinement  on  the  margin 
of  the  sheet  or  on  the  body  of  the  sheet  out  of  alinement.  These 
numerals  corresponded  to  others  on  a  dial  placed  conveniently 
within  the  range  of  the  performer's  vision.  They  indicated  the 
tempo;  and  as  they  moved  on  the  sheet  toward  the  sound-actuating 
board,  the  performer  could  obtain  the  appropriate  speed  or  time  by 
moving  a  controller-connected  pointer  to  the  appropriate  numeral 
on  the  face  of  the  tempo-indicator.  (Chase,  No.  571,746;  638,955; 
Richards,  No.  653,529.) 

In  addition  to  these  instructions  there  were  others,  the  most  useful 
perhaps  being  a  line  printed  lengthwise  the  traveling  sheet  but 
shifting  across  its  face,  from  side  to  side,  technically  known  as  the 
"  expression  line."  This  line — ^the  invention  of  Webber,  Lettei^ 
Patent  No.  452,203 — ^was  not  truly  sinuous  in  the  sense  of  bending 
in  and  out  in  a  wavelike  course,  but  shifted  its  direction  abruptly 
and  at  angles.  In  its  position  and  change  of  direction,  this  line  de- 
noted generally  but  not  precisely  the  appropriate  sound-volume  and 
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its  changes,  and  when  followed  by  the  eye,  it  carried  to  the  mind  of 
the  performer  some  measure  of  the  artistic  interpretation  as  to 
loud  and  soft  sounds  and  as  to  changes  from  one  to  the  other  which 
the  musical  composition  called  for.  The  Webber  line  was  an  interpre- 
tative guide.  Whatever  its  merits,  it  was  only  a  guide.  The  musical 
interpretation  it  conveyed  to  the  performer  was  capable  of  repro- 
duction by  him  only  according  to  his  skill  in  following  the  line  with 
his  eye  and  mind — in  reading  what  the  line  imparted — and  in  ma- 
nipulating the  controllers  in  a  way  to  produce  the  effects  the  line 
intended. 

It  thus  appears  very  clearly  that  the  art,  when  Young  entered  it, 
called  for  some  musical  knowledge  and  some  musical  skill  on  the 
part  of  the  performer  to  render  artistically  a  musical  composition 
mechanically  sounded.  It  is  equally  clear  that  the  art  enabled  him 
to  render  music  only  according  to  his  own  skill,  or,  at  most,  only 
according  to  his  skill  in  reproducing  the  interpretation  of  another 
SO  far  as  that  interpretation  was  shown  by  words,  numerals,  and  by 
the  Webber  expression-line  and  its  angles. 

The  conception  of  Young,  the  patentee,  also  contains  a  line,  but 
a  line  different  in  character  and  function.  In  the  line  of  the  inven- 
tion, nothing  is  left  to  the  skill  or  interpretation  of  the  performer 
in  supplying  musical  effects  when  the  line  changes  its  position  and 
direction.  The  performer  does  not  have  to  read  it.  The  purpose  of 
the  invention,  therefore,  is  to  facilitate,  continuously  and  without 
breaks,  the  rendering  or  "  shading  "  of  music  whose  notes  are  me- 
chanically sounded,  so  that  a  person  who  has  no  musical  knowledge 
and  who  is  without  artistic  skill  in  any  degree  can  ^reproduce  a 
musical  composition  of  high  order,  not  with  tolerable  fidelity,  but 
exactly  as  the  skilled  pianist  had  played  it  and  interpreted  it. 

What  Young  did  was  to  extend  the  tempo-controller  mechanism 
over  the  traveling  sheet  and  fasten  a  pencil  to  it.  When  he  played  th» 
piano,  the  sheet  moved  against  the  pencil,  which  drew  a  line  length- 
wise the  sheet  and  throughout  the  musical  composition.  This  line 
varied  in  direction  with  each  variation  of  musical  effect  given  by  the 
performer.  The  changes  of  direction  were  not  sudden,  abrupt,  or 
angular,  as  in  Webber,  but  were  bending  and  sinuous,  and  it  was 
found  that  in  the  sinuosities  of  the  line  were  exactly  recorded  every 
variation  of  tempo  expression.  What  Young  achieved  was  to  impress 
upon  a  musical  composition,  anft  upon  every  note  of  it,  his  interpreta- 
tion, and  his  artistic  conception"  of  its  musical  effects  and  to  embody 
them  in  the  line  thus  drawn.  These  recorded  effects  may  be  either 
of  time  or  sound-volume  according  as  the  controller  mechanism  is 
adapted  to  one  or  the  other.  What  Young  gave  the  art  was  an  idea 
made  practical  by  mechanical  means,  whereby  the  interpretation  of  a 
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master  performer,  or  even  of  the  composer,  can  be  exactly  reproduced 
with  its  precise  artistic  effects  by  an  unskilled  performer  merely 
following  the  line  impressed  upon  the  sheet,  not  by  his  eye  or  by  his 
mind,  but  physically  by  a  pointer  attached  to  the  controller  mecha- 
nism and  extending  over  the  music-sheet.  Yoiing's  line  became  the 
expression  pathway  of  the  master  performer,  and  so  long  as  one 
follows  it  without  wandering,  he  will  reproduce  the  master's  actual 
performance.  The  skill  of  a  great  artist  can  thus  be  caught  on  the 
sheet,  there  impressed  and  preserved  and  be  reproduced  by  any 
one,  anywhere,  and  for  all  time. 

The  defendant  says  that  invention  was  not  involved  in  this.  We 
think  it  was.  In  the  first  place,  it  was  a  true  discovery.  It  involved 
uncovering  a  thing,  which,  while  long  capable  of  being  done,  was 
never  before  thought  of.  It  also  afforded  a  medium  or  means  for 
bringing  the  discovery  into  practical  action,  and  put  it  into  the 
hands  of  others,  there  to  be  turned  to  pleasurable  and  profitable 
uses.  Young's  thought  that  a  line  might  be  made  to  record  a 
master's  interpretation  of  a  musical  composition,  and  that  any  one, 
however  unskilled,  who  follows  that  line  physically  can  reproduce 
the  music  of  the  master  just  as  the  master  had  rendered  it,  was  not 
his  invention.  That  was  his  discovery.  It  was,  however,  the  soul 
of  his  invention.  The  very  simple  means  of  a  pointer  connected 
with  the  controller  and  extending  over  the  music-sheet  to  the  line, 
by  which  his  discovery  was  brought  into  action,  did  not,  when  stand- 
ing alone,  involve  invention.  But  when  this  means,  simple  though 
it  was,  was  employed  to  bring  into  being  and  put  to  use  the  substance 
of  the  discovery,  the  two  together,  the  great  and  the  little  thing, 
constitute  invention.  Young's  thought  without  the  pointer  is  noth- 
ing more  than  an  interesting  discovery,  and  is  not  patentable. 
{Morton  v.  New  York  Eye  Infirmary^  5  Blatchf.,  116;  Fed.Cas.,  No. 
9,865 ;  Miami  Copper  Go.  v.  MinerdU  Separation^  Limited^  244  Fed. 
Kep.,  752;  157  C.  C.  A.,  200).  The  pointer  without  the  thought  is  a 
useless  piece  of  metal.  The  world  may  use  one  without  the  other  at 
will;  but  it  is  the  use  of  both  together  that  Young  taught  the  art, 
and  of  which  the  unskilled  who  are  anxious  to  produce  music,  as 
well  as  the  skilled  who  are  ambitious  to  perpetuate  their  fame,  have 
availed  themselves  in  amazing  numbers. 

We  realize  that  the  issues  of  validity  and  scope  of  the  claims  in 
suit,  and  consequently  the  issue  of  infringement,  present  aspects 
which  admit  of  extended  technical  discussions. 

As  o^wr  reasoning  follows  that  of  the  learned  trial  judge  as  shown 
in  his  opinion^  and  as  our  judgment  on  all  issues  is  the  same  a^  hisy 
we  find  it  vmniecessary  to  do  anything  more  than  direct  that  the  de- 
cree below  he  affirmed^ 
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Stanley  Works  v.  Twisted  Wire  &  Steel  Co. 

Decided  January  15,  1919. 
264  O.  G.,  354 ;  256  Fed.  Rep.,  98. 

1.  Patents — Validity  and  Infringement — Box-Strapping. 

The  Howe  reissue  patent,  No.  13,765,  (original  No.  1,043,771,)  for  box- 
strapping,  is  not  invalid,  as  containing  new  matter,  was  not  anticipated, 
and  discloses  Invention,  evidenced  in  part  by  its  great  commercial  success 
in  an  old  art ;  also  Held  infringed. 

2.  Trade-Marks — Unfair  Competition. 

Evidence  which  does  not  show  that  the  public  was  deceived  by  believing 
defendant's  product  to  be  tliat  of  complainant  does  not  warrant  a  finding 
of  unfair  competition. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  Distriot  of  New  York. 

Suit  in  equity  by  the  Stanley  Works  against  the  Twisted  Wire  & 
Steel  Company.  Decree  for  plaintiff,  sustaining  the  charge  of  in- 
fringement of  patent  arid  denying  the  relief  for  unfair  competition. 
Both  plaintiff  cmd  defendant  appeal.    Affirmed. 

Messrs,  Mitchell  &  Allyn  {Mr.  Robert  C.  Mitchell  and  Mr.  Louis 
W .  Southgate  of  counsel)  for  the  plaintiff. 
Mr.  Charles  G.  Hensley  for  the  defendant. 

Before  Kogers  and  Manton,  Circuit  Judges,  and  Hand,  District 

Judge. 

Manton,  Cir.  J.: 

Since  both  parties  appeal  from  the  decree  entered  herein,  we  shall 
refer  to  the  parties  as  they  were  referred  to  in  the  district  court,  to 
wit,  plaintiff  and  defendant. 

(1)  The  plaintiff  in  this  bill  in  equity  charged  infringement  of  re- 
issue Letters  Patent  granted  to  it  July  7, 1914,  No.  13,765,  for  an  im- 
provement in  box-strapping  invented  by  Leon  S.  Howe.  The  bill 
further  charged  unfair  competition.  The  district  judge  sustained 
the  patent,  held  that  there  was  infringement,  and  dismissed  the 
charge  of  unfair  competition.  The  defendant  denied  that  there  was 
invention  or  infringement,  but  says  that  the  patent  in  suit  is  invalid, 
because  it  claims,  not  a  patentable  combination,  but  a  mere  aggrega- 
tion of  old  elements.  It  further  claims  that  the  reissue  patent  is 
invalid  because  it  shows  new  matter.  The  defendant  further  con- 
tends that  the  district  judge  correctly  held  that  there  was  no  unfair 
competition  in  the  trade  by  it. 

(3)  Box-strapping,  used  by  manufacturers  and  merchants,  consists 
of  metal  strips  intended  to  reinforce  the  ends  of  heavy  wooden  pack- 
ing-cases, to  prevent  them  from  breaking  open.    Ordinarily,  these 
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strips  are  nailed  around  each  end  of  the  packing-case,  and  made  to 
tightly  embrace  the  case,  so  as  to  perform  the  intended  function.  As 
packages  are  frequently  pushed  and  hauled  over  and  about  the  floors 
of  warehouses,  railroad-cars,  or  on  the  decks  of  ships,  it  is  essential 
that  the  sharp  edges  of  the  strapping,  and  the  nails  which  are  used  to 
hold  it,  be  so  guarded  and  protected  as  to  avoid  their  catching  in  the 
floor,  and  thus  prevent  the  strapping  being  torn  from  the  case. 

The  patent  in  suit  is  intended  to  give  practical  eflPect  to  the  idea 
that,  by  producing  a  strapping  which  could  be  applied  by  nails 
driven  obliquely  therethrough,  the  oblique  driving  of  each  successive 
nail  would  take  up  the  slack  between  it  and  the  last  driven,  and  that 
such  accumulative  tightening  would  cause  the  strapping  to  hu^ 
tightly  to  the  box,  thereby  avoiding  the  danger  of  the  box  breaking 
open.  The  inventor  arranged  to  corrugate  the  median  portion  of  the 
strap  transversely,  so  as  to  form  a  central  web  portion  having  alter- 
nate ridges  and  furrows,  the  latter  forming  effective  nail-receiving 
pockets,  and  the  former  constituting  effective  nail-holder  shoulders 
or  abutments ;  the  idea  being  that  a  nail  held  obliquely  could  be  safely 
driven  without  danger  of  glancing,  the  puncturing  blows  being  util- 
ized to  take  up  the  slack.  The*effect  of  corrugating  the  median  por- 
tion is  to  increase  the  overall  thickness  of  the  web  portion,  so  that, 
to  the  extent  the  overall  thickness  is  increased,  so  also  would  the 
depth  of  the  pockets  and  the  height  of  the  nail-holding  ridges  or 
abutments  be  increased,  without  respect  to  the  actual  thickness  of  the 
metal  employed.  The  corrugation  of  the  metal  maintains  the  initial 
thickness,  and  thus  affords  a  suflBcient  resistance  to  puncture  by  the 
nail  to  enable  the  blows  to  perform  the  slack-taking-up  function  be- 
fore the  strap  is  actually  punctured,  and  it  is  claimed  that  by  reason 
thereof  comparatively  thin  sheet  metal  can  be  used  for  relatively 
wide  strapping.  By  driving  the  nail  obliquely,  it  enters  the  wood 
obliquely,  and  it  is  claimed  that  this,  so  driven,  will  continue  fur- 
ther to  take  up  the  slack,  insuring  that  the  strapping  will  be  caused 
to  hug  snugly  upon  the  box.  The  side  border  of  the  strapping  is  left 
uncorrugated  transversely,  and  thus  avoids  the  danger  of  the  sudden 
taking  up  of  the  slack,  which  would  be  caused  by  the  stretch  of  the 
strapping  longitudinally,  and  thus  defeat  the  whole  purpose  of  the 
invention.  The  transversely-corrugated  central  web,  with  its  un- 
corrugatfed  and  non-stretchable  borders,  comprise  the  central  idea 
^f  the  invention.  The  furrows  thus  formed  and  the  raised  bearings 
guard  and  protect  against  the  nail-heads  striking  the  floor  when  they 
are  driven  fully  down. 

The  plaintiff  in  his  claims  sets  forth : 

4.  A  metaUic  box  strap  for  packing  cases  and  the  like,  comprialnff  a  strip, 
transverse  corrugations  formed  along  the  median  portion  thereof  to  produce 
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substantially  roughened  surfaces  on  each  face  of  the  strip,  and  to  increase  the 
overall  thiclcness  thereof  along  said  median  portion,  the  shoulders  formed 
thereby  being  arranged  to  hold  the  point  of  a  nail  to  prevent  slippage  thereof, 
whereby  said  nail  may  be  driven  at  an  angle  relatively  to  said  strip,  to  take 
up  slack  therein  in  the  act  of  applying  the  same ;  that  part  of  the  strip  at  oppo- 
site edges  of  said  corrugated  portion  being  relatively  smooth  to  prevent  stretch- 
ing the  central  corrugated  portion  of  said  strip. 

5.  A  metallic  box  strap  for  packing  cases  and  the  like,  comprising  a  strip, 
transverse  corrugations  formed  along  the  median  portion  thereof  to  produce 
substantially  roughened  surfaces  on  each  tace  of  the  strip,  and  to  increase  the 
overall  thickness  thereof  along  said  median  portion,  the  shoulders  formed  by 
said  corrugations  being  arranged  to  hold  the  point  of  a  nail  to  prevent  slippage 
thereof,  whereby  said  nail  may  be  driven  at  an  angle  relatively  to  said  strip  to 
take  up  slack  therein  in  the  act  of  supplying  the  same;  that  part  of  the  strip 
at  the  opposite  edges  of  said  corrugated  portion  being  relatively  smooth  and 
provided  with  raised  bearings. 

7.  A  metallic  box  strap  for  packing  cases  and  the  like,  comprising  a  strip, 
tran.sverse  corrugations  formed  along  the  median  portion  thereof  to  produce 
substantially  roughened  surfaces  on  each  face  of  the  strip,  and  to  increase  the 
overall  thickness  thereof  along  said  median  portion,  the  shoulders  formed  by 
said  corrugations  being  arranged  to  hold  the  point  of  a  nail  to  prevent  slippage 
thereof,  whereby  said  nail  may  be  driven  at  an  angle  relatively  to  said  strip  to 
take  up  slack  therein  in  the  act  of  applying  the  same ;  that  part  of  the  strip  at 
the  opposite  edges  of  said  corrugated  portU>n  being  relatively  smooth  and  pro- 
vided with  raised  bearings,  said  bearings  being  sufficiently  raised  to  extend 
above  the  adjacent  corrugated  median  portion  of  the  strip  sufficiently  to  guard 
the  head  of  a  nail  driven  through  said  median  portion. 

Howe's  application  was  filed  and  the  reissue  patent  granted  before 
the  acts  of  infringement  began.  The  defendant  does  not  charge 
the  plaintiff  with  laches,  and  an  examination  of  the  application  and 
the  specifications,  together  with  the  claims  of  the  reissue  patent 
indicates  that  the  patentee  has  been  more  definite  in  the  reissue  pat- 
ent than  what  was  disclosed  by  him  in  the  original  patent.  The 
drawings  are  the  same,  except  that  in  Figure  2  the  transverse  corru- 
gations are  illustrated  definitely,  instead  of  conventionally,  as  in 
the  original  patent.  The  object  of  permitting  a  reissue  to  be  granted 
was  intended  to  make  the  patent  more  specific,  providing  no  new 
matter  was  introduced.  There  was  no  new  matter  introduced  in 
the  reissue  patent;  the  original  patent  embodying  a  rather  full  dis- 
closure of  the  basic  idea  of  this  invention,  namely,  the  transversely- 
corrugated  median  portion  or  web,  plus  the  non-stretchable  borders. 
Box-strapping  seems  to  have  been  old  in  the  art,  and  when  the  plain- 
tiff entered  the  field,  in  order  to  meet  with  success,  it  was  obliged  to 
show  trade  adva^itages  over  the  prior  forms.  For  instance,  box- 
strapping  with  raised  bearings  on  one  surface  formed  by  embossment 
one  way,  was  old ;  the  bearings  being  provided  for  the  sole  purpose  of 
holding  the  sharp  edges  of  the  strapping  away  from  the  floor.  The 
idea  of  providing  a  means  for  preventing  the  point  of  the  nail  from 
glancing  out  of  a  vertical  position  is  old ;  but  this  invention  provides 
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a  construction  which  makes  safe  the  puncturing  of  the  material  by  a 
nail  placed  obliquely  anywhere  throughout  the  length  of  the  strap 
with  hammer-blows  incidental  to  puncturing  the  metal  and  the  sub- 
sequent blows  incidental  to  driving  the  nail  into  the  wood,  all  oper- 
ating to  take  up  objectionable  slack  behind  the  nail.  By  transversely 
corrugating  thin  metal  along  the  median  line,  forming  relatively 
deep  pockets  and  correspondingly  high  abutments,  which  provide 
a  height  even  greater  than  the  thickness  of  the  stock,  whereby  the 
point  of  a  nail,  obliquely  held,  could  be  placed  practically  anywhere 
throughout  the  length  of  the  strapping  to  avoid  nails  or  knots  in 
the  packing-case,  so  that,  when  the  nail  was  struck,  it  would  not 
glance,  but  would  have  the  effect  of  taking  up  slack  before  puncture 
would  occur,  and  later,  when  the  nail  was  driven  in  the  wood  by 
oblique  driving,  it  tended  to  further  draw  the  strap  taut.  In  addi- 
tion thereto,  the  borders  of  the  strap  were  not  transversely  corru- 
gated, but  provided  a  non-stretchable  border  which,  with  the  driving 
of  the  nails,  would  be  drawn  taut.  The  placing  of  this  invention 
upon  the  market  has  resulted  in  an  unsual  commercial  success,  which 
is  now  frequently  considered  as  evidence  of  invention.  {Washburn^ 
etc.^  Co.  V.  Norwood^  143  U.  S.,  275;  12  Sup.  Ct.,  443;  Benja/min^ 
etc,^  Co.  V.  Northwestern^  etc,^  Co,^  251  Fed.  Rep.,  288.) 

This  record  shows  that,  when  the  plaintiff  first  engaged  in  manu- 
facturing this  strapping,  it  was  then  and  prior  thereto  engaged  in 
manufacturing  box-strapping  in  a  limited  way,  using  only  its  by- 
product from  its  roUing-mills,  of,  as  the  witness  Parsons  described 
it,  a  by-product  which  it  classified  as  waste.  The  annual  sales  of 
this  patented  product  grew  from  22,373,700  feet  in  1913,  to  100,- 
281,800  feet  in  1917.  JThis  speaks  with  great  force  for  its  novelty 
and  utility.  {Barry  v.  Harpoon  Mfg.  Co.^  209  Fed.  Rep.,  207;  126 
C.  C.  A.,  301.)  This  phenomenal  success,  with  the  advantages  given 
to  merchants  and  manufacturers  who  require  a  metal  strapping  in 
their  business,  leaves  no  doubt  in  our  mind  that  invention  is  clearly 
shown. 

The  chief  structure  of  the  prior  art  relied  upon  by  the  defendant, 
is  the  Bowler  strapping,  covered  by  the  Bowler  patent.  No.  458,510. 
This  patent  expired  in  1896.  It  provided  a  central  web  portion, 
with  closely-spaced  minute  score-lines  cut  into  the  sheet-metal  stock, 
usually  in  one  surface  only;  the  object  being  to  hold  the  nail  from 
slipping  either  way.  The  result  of  scoring  was  to  weaken  the  thin 
sheet-metal  stock,  so  that  the  nail  would  penetrate  more  easily  than 
it  otherwise  would.  The  corrugating  process  of  the  patent  in  suit 
is  opposed  to  the  scoring  or  cutting  process.  Corrugation  preserves 
the  initial  resistance  to  puncture  the  sheet  metal,  and  the  blows  used 
in  puncturing  the  metal  take  up  the  slack  in  the  strap.  The  alter- 
nate ridges  and  pockets,  with  the  height  and  depth  respectively  ob- 
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tained,  make  secure  the  anchoring  of  the  point  of  the  nail,  so  that 
it  would  not  glance  when  driven  obliquely.  The  exhibits  indicate 
that  the  ridges  and  depth  of  the  pockets  make  the  height  several 
times  as  great  as  the  actual  thickness  of  the  material. 

In  the  Bowler  patent,  while  it  shows  the  strapping  transversely 
scored  along  its  middle  portion,  it  contributes  no  useful  function 
thereto.    Bowler  first  anchors  the  strapping  with  two  nails  at  ex- 
tended intervals,  and  provides  for  intermediate  nails  between   the 
two  anchored  points,,  so  that  the  two  side  bars  of  the  strapping 
would  be  spread  apart  by  the  intermediate  nails.    This  is  illustrated 
in  the  patent  drawing  of  Bowler.    The  nails  in  Bowler's  are  driven 
vertically,  and  not  obliquely,  thus  losing  the  opportunity  of  taking 
up  slack  in  the  manner  intended  by  the  patent  in  suit.    It  further 
appears  that  the  Bowler  strapping  was  used  on  small  boxes,  such  as 
orange-boxes.     On  the  other  hand,  the  defendants  have  virtually 
substituted  the  Howe  strapping,  describing  it  by  sample  which  is 
marked  Exhibit  10,  which,  as  claimed  by  the  plaintiff,  is  the  in- 
fringing structure. 

The  infringement  of  the  patent  in  suit  is  plain,  and  needs  no  fur- 
ther comment.  The  abandonment  of  the  manufacture  of  the  Bowler 
"duplex"  strapping  and  the  substitution  of  this  type  (plaintiflTs 
Exhibit  10)  makes  clear,  we  think,  the  claim  of  infringement. 

(2)  The  district  judge  held  that  there  was  no  proof  warranting 
a  finding  by  him  of  unfair  competition,  and  that  this  cause  of  action 
ig  not  made  out.  We  are  satisfied  that  the  evidence  does  not  warrant 
a  finding  that  the  public  has  cared  anything  about  the  source  of 
plaintiff's  goods,  or  has  been  deceived  by  believing  that  the  mer- 
chandise of  defendant's  manufacture  is  thrft  of  the  plaintiff.  We 
approve  these  conclusions.  {Crescent  Tool  Go.  v.  KUhom  c&  Bishop 
Co.,  247  Fed.  Rep.,  299 ;  159  C.  C.  A.,  393 ;  Shredded  Wheat  Co.  v. 
Humphrey  Cornell  Co.,  250  Fed.  Rep.,  960.)  • 

Th^  decree  is  in  all  respects  affirmed. 


[XT.  S.  Circuit  Court  of  Appeals — Second  Circuit] 

Fligel  et  ail.  v-  Sears,  Roebuck  &  Co. 

Decided  November  IS,  1918. 

264  O.  G.,  866 ;  254  Fed.  Rep.,  698. 

1.  Patents — ^Patentability — ^Invention — ^Waterpeoof  Gabmbnt. 

Patent  No.  1.099,031,  for  a  waterproof  garment,  including  a  cape  and 
hood,  with  the  hood  having  a  front  band  capable  of  folding  forward  to  con- 
stitute  a  vizor  when  the  hood  is  up  and  capable  of  contraction  and  fasten- 
ing to  give  the  appearance  of  a  military  collar  when  the  hood  is  down. 
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Held  valid,  since  the  conception  of  a  convertible  collar  and  band  as  f*  desir- 
able adjunct  to  a  rain-cape  and  the  inserting  of  an  elastic  where  it  could 
be  applied  to  a  rain-cape  embodied  inventive  thought. 

2.   Same — Construction — Infringement. 

Patent  No.  1,099,031,  for  a  waterproof  garment,  including  a  cape  and 
hood,  Held  not  infringed. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

Bill  by  Bernard  I.  Fligel  and  Mitchell  Fligel,  copartnerL  doing 
business  as  Fligel  &  Son,  against  Sears,  Roebuck  &  Co.  From  a 
decree  dismissing  the  hUl^  complainants  appeal.    A^rmed. 

Messrs,  Munn^  Anderson  <&  Mtmn  (Mr.  T.  Hart  Anderson  of  coun- 
sel) for  the  appellants. 

Messrs.  Duell,  War-field  (&  Duell  {Mr.  C.  H.  Duell,  Mr.  F.  P.  War- 
field^  and  Mr.  L.  A.  Watson  of  counsel)  for  the  appellees. 

Before  Ward,  Rogers,  and  Manton,  Circuit  Judges. 

Manton,  Cir.  J.: 

(1)  The  patent  in  suit.  No.  1,099,031,  was  for  a  waterproof  gar- 
ment, including  a  cape  and  hood,  with  the  hood  having  a  front  band 
capable  of  folding  forward  to  constitute  a  vizor  when  the  hood  is 
up,  and  capable  of  contraction  and  fastening  to  give  the  appearance 
of  a  military  collar  when  the  hood  is  down.  The  defendant,  large 
mail-order  house,  does  not  manufacture,  but  sold  the  alleged  infring- 
ing garments,  which  were  manufactured  by  another.  The  district 
judge  held  there  was  no  invention  and  no  infringement.  We  dis- 
agree with  his  conclusion  that  there  was  no  invention  but  agree  with 
him  that  the  defendant's  garment,  as  made  up  and  sold,  did  not  in- 
fringe the  plaintiffs'  patent. 

The  testimony  showing  the  various  devices  of  the  prior  art  does 
not  indicate  a  hood  provided  with  a  convertible  collar,  which,  when 
the  hood  is  over  the  head,  provides  a  shade,  or,  when  allowed  to  fall 
in  a  dependent  position  at  the  back,  constitutes  a  finish  having  the 
effect  of  a  military  collar.  The  patentee  placed  on  this  hood  a  band, 
which,  when  the  hood  Is  down,  is  used  as  a  standing  collar  about  the 
neck,  which  had  never  been  applied  to  hoods  attached  to  capes.  This 
band  has  been  referred  to  in  the  trade  as  the  "  Billey  Burke  "  band. 
The  type  of  hoods  on  rain-coats  used  theretofore,  when  attached  to  the 
cape,  were  elastic  about  the  front  edge,  and  this  so  as  to  accommodate 
the  size  of  the  head  and  make  the  cape  adjustable  therefor.  It  was 
not  practical  to  have  the  attached  collar,  as  provided  by  the  patent 
in  suit,  entirely  elastic,  for  this  would  destroy  the  appearance  and 
the  idea  of  its  function  as  a  collar.  It  resulted  in  the  patentee  mak- 
ing the  collar  shorter  than  the  hood,  and  for  the  space  between  the 
ends  of  the  band  or  collar  and  the  edge  of  the  hood  were^inserted  elas- 
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tic  sections.  This  afforded  a  smooth  collar,  which  could  provide  for 
the  military  effect  when  down,  and  at  the  same  time  retain  the  elas- 
ticity of  the  hood  and  thus  secure  the  fit.  There  was  this  novelty  pre- 
sented, and  the  inventor,  during  the  period  of  three  years,  sold  many 
thousands  of  these  garments.  While  this  construction  is  within  a 
limited  scope  and  may  be  of  minor  importance,  yet  it  added  this 
novelty  and  resulted  in  9onsiderable  sales.  Its  ingenuity  and  popu- 
larity warrants  the  sustaining  of  the  patent. 

In  Oreenwald  Bros.  v.  La  Vogue  Petticoat  Co.  (226  Fed.  Rep., 
448;  141  C.  C.  A.,  278)  this  court  sustained  a  patent  for  a  petticoat, 
where  the  novelty  consisted  only  in  the  application  of  an  elastic 
waistband  and  a  knitted  hip  portion  to  a  woven  skirt  portion.  And 
again  in  Witzel  v.  Berman  (212  Fed.  Rep.,  734;  129  C.  C.  A.,  344) 
this  court  sustained  a  patent  for  a  wire  mattress  having  along  its 
longitudinal  edges  a  spring-guard  to  hold  the  upper  mattress  in 
place.  And  in  David  et  al.  v.  Harris  (206  Fed.  Rep.,  902 ;  124  C.  C.  A., 
477)  a  patent  for  improvements  in  sweaters,  consisting  of  an 
attachment  to  a  low-necked  sweater  of  two  enfolding  lapels  and  a 
collar  which  could  be  turned  up  to  convert  it  into  a  high-necked 
sweater,  was  sustained.  These  cases  follow  the  reasoning  and  law 
in  the  case  of  the  Barbed  Wire  Patent  (C.  D.,  1892,  299 ;  58  O.  G., 
1555 ;  14;]  U.  S.,  275 ;  12  Sup.  a.,  443.) 

(2)  The  conception  of  a  convertible  collar  and  band  as  a  desirable 
adjunct  to  a  rain-cape,  and  the  inserting  of  an  elastic  whereby  it 
could  be  applied  to  a  rain-cape,  embodied  inventive  thought.  The 
defendant's  rain-capes  do  not  comprise  a  convertible  military  collar; 
indeed,  it  is  in  no  way  made  apparent  that  it  was  ever  the  intention 
of  the  defendant  to  use  the  collar  and  hood  as  such.  The  band 
upon  tlie  defendant's  cape  is  sewed  down  and  fastened  by  buttons, 
and,  in  order  to  bring  forward  the  band,  it  would  be  necessary  to 
unstitch  and  alter  the  structure  of  the  garment.  The  band  appears 
to  be  a  piece  of  decorative  trimming,  and,  in  its  condition  when 
sold,  does  not  seem  capable  of  manipulation  to  serve  either  the  func- 
tion of  drawing  forward  to  extend  the  hood  as  a  bonnet,  or  of  so 
contracting  it  when  let  down  at  the  shoulders  as  to  provide  a  mili- 
tary collar.  It  would  require  some  strap,  either  of  elastic  or  cloth, 
to  bring  the  ends  of  the  band  together  about  the  front  of  the  neck, 
so  as  to  hold  the  collar  upright  and  tend  to  give  the  military  effect. 

No  such  strap  or  band  is  sold  with  the  garment,  and  no  instruc- 
tions seem  to  have  been  given  that  such  use  might  be  made  of  the 
defendant's  garment,  or  result  produced,  and  no  evidence  is  adduced 
that  any  such  use  was  ever  made  of  it.  The  defendant's  present 
garment,  as  marketed  by  it,  omits  these  features  which  give  novelty 
and  popularity.  The  band  about  the  hood  of  defendant's  garment 
constitutes  decorative  trimming  and  serves  no  functional  purpose. 
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It.  is  a  type  of  rain-proof  garment  which  was  old  in  the  art,  and 
at  least  not  such  an  article  of  wearing-apparel  as  infringes  the  com- 
plainants' patent. 
Judgment  affir^ned. 


[U.  S'.  Circuit  Court  of  Appeals — Seventh  Circuit.] 

L.  P.  Larson,  Jr.,  Co.  et  al.  v.  Lamont,  Corliss  &  Co.    Same  v. 

Mint  Produci's  Co. 

• 

Decided  July  30,  1918;  rehearing  denied  January  15 j  1919, 
265  O.  G.,  148 ;  257  Fed.  Rep.,  270. 

1.  Trads-Marks — Registbation-^Effect — Subsequent  Registration. 

When  a  trade-mark  for  a  gum-wrapper,  connisting  of  an  exhibited  design 
containing  the  words  "  Peptomint "  and  "  Gum,"  was  registered  with  an 
explicit  disclaimer  of  the  words  "  Peptomint "  and  "  Gum,"  the  statutory 
right  respecting  "  Peptomint  "  as  one  of  the  elements  of  the  trade-mark  was 
exhausted,  the  trade-mark  statute  containing  no  provision  for  reissue  or 
amendment  after  issue,  and  the  registrant  could  not  thereafter  by  subse- 
quent registration  acquire  any  right  respecting  the  word  "  Peptomint." 

2.  Same — Unfair  Competition — Common-Law  Rights. 

Where  a  gum-manufacturer's  labei  was  marked  with  the  word  "  Pepto- 
mint," wreathed  with  sprigs  of  peppermint,  and  the  quoted  word  was 
popularly  taken  as  corrupt  spelling  of  peppermint  and  so  pronounced,  the 
manufacturer,  in  attempting  to  assert  a  common-law  right  to  the  quoted 
word  as  an  independent  trade-mark,  could  not,  after  disclaimer  of  such 
word  in  the  registration  of  his  trade-mark,  claim  that  such  word  was  arbi- 
trarily coined  from  "  peptone." 

3.  Same — Same — Evidence. 

In  an  action  based  on  unfair  competition  by  a  manufacturer  in  using 
the  word  "  Peptomint "  to  simulate  both  In  color  and  design  the  word 
*•  Pep-O-Mlnt "  on  plalntllTs  candy-labels  evidence  Held  to  require  a  decree 
for  plaintiff. 

4.  Same — Same — Registered  Trade-Marks — Presumptions. 

In  an  action  for  unfair  competition  in  the  use  of  the  word  "  Peptomint " 
to  simulate  plaintiff's  word  "Pep-O-Mlnt"  that  plaintiff's  label  bore  the 
words  "  Trade-Mark  Registered,"  while  the  word  "  Pep-O-Mint "  had  not 
been  registered,  did  not  require  a  dismissal  of  plaintiffs  bill  where  such 
words  were  attributable  to  a  legend  on  plaintiff's  products  that  actually 
had  been  registered  and  In  view  of  the  presumption  that  a  suitor's  hands 
are  clean. 

Consolidated  appeals  from  the  District  Court  of  the  United  States 
for  the  Eastern  Division  of  the  Northern  District  of  Illinois. 

Action  by  the  L.  P.  Larson,  Jr.,  Company  against  Lamont,  Corliss 
&  Co.,  and  others,  and  action  by  the  Mint  Products  Company  against 
the  L.  P.  Larson,  Jr.,  Company,  with  cross-bill  by  defendant  against 
plaintiff  in  the  last-mentioned  action.  From  a  dismiasaZ  of  plaintiif 
Z.  P.  Larson^  Jr.^  Company^s  hill  and  cross-hill^  it  appeals;  the  ap- 
peals being  consolidated.    Modified  and  affirmed. 
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Mt,  Frank  F.  Reed  and  Mr.  Charles  H.  Aldrich  for  the  appellant. 
Mr,  James  R.  Offield  and  Mr.  ChaprUs  K.  Ofield  for  the  appellees- 

Before  Baker,  Alschtjler,  and  Evans,  Circuit  Judges. 

Baslesi,  Cir.  J.: 

For  alleged  infringement  of  trade-mark  and  for  alleged  unfair 
competition,  appellant  sued  Lamont,  Corliss  &  Co.,  selling  agents 
of  Mint  Products  Company.  That  company  reciprocated  with  a 
like  suit  against  appellant.  In  addition  to  taking  issue  by  answer, 
appellant  in  a  cross-bill  again  asserted  that  it  was  the  aggrieved 
party.  On  final  hearing  appellant's  bill  against  Lamont,  Corliss  & 
Co.  and  its  cross-bill  against  Mint  Products  Company  were  dismissed 
for  want  of  equity.  With  respect  to  Mint  Products  Company's  bill 
a  decree  was  entered  that  Mint  Products  Company  was  the  exclu- 
sive owner  of  the  trade  mark  or  name  "Pep-O-Mint"  and  also  of 
the  word  collocation  and  descriptive  appearance  of  the  wrapper  in- 
closing its  mint  lozenges;  that  appellant  had  infringed  said  trade 
mark  or  name  and  also  had  simulated  said  wrapper;  and  that  appel- 
lant be  enjoined —  '^ 

from  engaging  In  unfair  competition  with  Mint  Products  Company,  and  from 
putting  up  or  selling  mint  lozenges  under  the  trade  name  or  mark  "  Pep-O- 
Mint,"  or  any  simulation  thereof  as  to  style  of  lettering  or  letter  arrangement 
and  design,  or  so  wrappt^d  in  labels  or  contained  in  cartons  that  may  be  mis- 
taken for  the  goods  of  Mint  Products  Company. 

In  1912,  appellant,  after  a  year's  business  in  chewing-gum,  regis- 
tered the  following  trade-mark: 


-US' 


Appellant's  verified  statement  alleged  that  the  trade-mark  con- 
sisted of  the  exhibited  design  and  explicitly  disclaimed  the  words 
"  Peptomint "  and  "  Gum." 

In  1915  appellant  filed  a  second  application  and  thereupon  pro- 
cured the  registration  of  the  following  trade-mark: 


Mtfc.  TBeul^fcfc^ ;  _-i^^^    ^  -^ 


Appellant's  verified  statement  alleged  that  the  trade-mark  con- 
sisted of  the  exhibited  design  and  explicitly  disclaimed  the  word 
"  Gum."  Inferentially  appellant  sought  to  assert  a  trade-mark  right 
ill  the  word  "  Peptomint "  by  saying: 

No  claim  is  made  to  the  word  "  Mint "  except  In  association  with  the  word 
"Pepto." 
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Appellees  in  1913  began  to  make  and  sell  candy  lozenges,  of  vari- 
ous flavors,  under  the  trade-mark  "Life-Savers."'  Their  lozenges 
were  somewhat  of  the  form  of  a  life-buoy  and  were  done  up  in  cylin- 
drical packages.  Flavors  were  prominently  marked  by  a  peculiar 
style  of  printing,  displayed  along  one  side  of  the  cylinders,  "Pep- 
O  -  Mint,"  "  Choc  -  O  -  Late,"  "  Wint  -  O  -  Green,"  "  Malt  -  O  -  Milk," 
"  Cl-O-Ve,"  "  Lic-0-Rice."  Letters,  white  on  a  purple  background, 
were  graduated  in  size,  the  largest  at  the  ends,  the  others  diminish- 
ing toward  the  round  O  at  the  center. 

In  1914  appellant  notified  appellees  that  they  were  infringing 
the  trade-mark  "  Peptomint "  by  the  use  of  "  Pep-0-Mint "  on  their 
peppermint-flavored  "Life-Savers."  This  was  the  first  that  appel- 
lees knew  of  appellant's  claim  of  "Peptomint"  as  a  trade-mark. 
Appellant  began  its  suit  in  1916  and  counted  upon  the  1915  regis- 
tration. 

(1)  In  the  trade-mark  statute,  as  in  the  one  respecting  copyright, 
there  is  no  provision  for  reissue  or  amendments  after  issue.  Conse- 
quently the  1912  registration  exhausted  the  statutory  right  respect- 
ing' "Peptomint"  as  one  of  the  elements  of  the  described  mark. 
{Caliga  v.  Inter  Ocean  Netos paper  Co,^  C.  D.,  1910,  502;  150  O.  G,, 
828;  215  U.  S.,  182;  30  Sup.  Ct.,  38.)  And  so  appellant  must  be 
held  to  its  disclaimer. 

(2)  With  respect  to  an  asserted  common-law  right  in  the  word 
"  Peptomint "  as  an  independent  trade-mark,  the  record  shows  that 
appellant's  gum  was  marketed  in  packages  bearing  the  1915  design 
in  red,  green,  and  white.  In  so  far  as  the  word  "Peptomint"  was 
used  alone,  the  use  was  oral;  and  appellant's  own  witnesses  show 
that  the  printed  word  was  popularly  taken  as  a  corrupt  spelling 
of  peppermint  and  was  so  pronounced.  As  the  name  of  the  flavor 
of  appellant's  gum,  the  word  can  have  no  standing  as  a  common-law- 
trade-mark.  And  in  view  of  the  1912  disclaimer,  the  common 
pronunciation  of  the  word,  and  appellant's  wreathing  it  with  sprigs 
of  peppermint,  equity  will  not  hear  appellant  now  say  that  the 
word  was  arbitrarily  coined  from  "peptone,"  a  digevStive  aid*  At 
all  events  appellant  can  reach  the  question  of  infringement  only 
through  the  common  pronunciation  of  the  two  words  as  peppermint. 
Appellees  make  no  allusion  to  "  peptone."  All  agree  that  "  Pep-0- 
Mint "  is  peppermint. 

Concerning  unfair  competition,  appellees  in  marlceting  their 
candy  lozenges  did  not  in  any  way  imitate  appellant's  gum  labels 
and  packages  and  did  not  attempt  to  palm  off  their  goods  as  appel- 
lant's. They  did  not  in  any  way  molest  appellant  in  its  fair-trade 
rights,  for  appellant  cannot  be  allowed  trade  rights  in  any  form 
that  would  prevent  appellees  from  marking  the  various  flavoi-s  on 
their  packages  of  "  Life- Savers  "  as  they  did. 
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(3)  In  Mint  Products  Company  case,  we  find  that  appellant  has 
been  guilty  of  uiifair  competition.  In  March,  1915,  appellant  went 
into  the  candy-lozenge  business.  It  put  out  peppermint  lozenges 
in  packages  with  red,  green,  and  white  labels,  which  were  practically 
identical  with  its  "Peptomint"  gum-label  except  that  the  word 
"Gum"  was  omitted.  Of  this  label  there  was  no  complaint.  But 
in  December,  1915,  appellant  made  a  change.  On  its  new  label  the 
word  "  Peptomint "  is  shown  in  white  letters  on  a  purple  background, 
with  the  letters  graduated  in  size  to  simulate  "  Pep-0-Mint "  of  Mint 
Products  Company's  label,  and  with  the  letter  O  elongated  horizon- 
tally to  give  a  spaced  appearance.  As  this  was  after  appellant  had 
begun  its  warfare,  the  inferences  are  obvious.  But,  appellant  says, 
no  damage  was  done,  no  cause  of  action  arose,  because  the  record 
fails  to  show  that  a  secondary  meaning  had  attached  to  "Pep-O- 
Mint,"  indicating  origin  in  Mint  Products  Company.  When  these 
candy  lozenges  are  displayed  in  cartons  the  part  having  the  name 
of  the  flavor  is  on  top,  so  that  the  customer  and  the  seller  may  readily 
pick  out  the  flavor  desired.  From  the  evidence  respecting  the  large 
amount  of  long-continued  advertising,  the  character  of  the  advertis- 
ing, and  the  volume  and  extent  of  the  business,  we  have  no  difficulty 
in  finding  that  the  peculiar  and  distinctive  style  of  marking  the 
flavors,  "  Pep-O-Mint,"  "  Wint-O-Green,"  and  so  forth,  had  come  to 
indicate  to  purchasers  that  they  were  getting  the  goods  put  forth 
by  Mint  Products  Company.  If  further  proof  were  needed,  it  is 
found  in  appellant's  deliberate  appropriation. 

(4)  Appellant  contends  that  the  case  against  it  must  be  dismissed 
because  Mint  Products  Company's  label  bore  the  words  "Trade- 
Mark  Registered,"  while  the  record  shows  that  "Pep-O-Mint,"  on 
which  trade-mark  infringement  was  based,  had  never  been  registered. 
There  are  two  answers:  First.  Though  a  certified  copy  of  registra- 
tion was  not  produced,  testimony  was  given  to  the  effect  that  "  Lif e- 
Savers"  was  a  patented  (registered)  trade-mark.  If  so,  the  criti- 
cized legend  should  be  attributed,  as  it  may  well  be  from  its  position 
on  the  label,  to  the  trade-mark  "Life-Savers."  Second.  The  pre- 
sumption that  suitor's  hands  are  clean,  continues  until  someone — the 
suitor  himself,  his  adversary,  or  the  court — shows  that  they  are  un- 
clean. 

But  the  decree  against  appellant  is  too  broad.  Mint  Products 
Company  can  be  allowed  no  exclusive  ownership  of  the  word  "  Pep-O- 
Mint"  as  a  trade-mark.  It"' was  used  to  indicate  the  flavor  of  one  of 
several  kinds  of  "  Life-Savers."  What  was  owned  was  the  distinctive 
style  of  wrappers  and  cartons,  including  the  particular  way  in  which 
the  word  "  Pep-O-Mint "  was  displayed.  Further,  the  injunction  and 
accounting  must  be  limited  to  the  proven  violation^  namely,  the  use 
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of  the  label  (with  its  accompanying  cartons)  put  torth  by  appellant 
in  December,  1915,  identified  as  Exhibit  C  of  the  bill.  Also,  the  gen- 
eral prohibition  "from  engaging  in  mifair  competition  with  Mint 
Products  Company  "  is  to  be  deleted.  To  refrain  from  unfair  compe- 
tition is  appellant's  legal  duty ;  but  appellant  should  not  be  subjected 
to  the  possibility  of  contempt  proceedings  for  undefined  breaches  of 
that  duty.  {Swift  v.  United  States,  196  U.  S.,  375;  25  Sup.  Ct.,  276; 
49  L.  Ed.,  518.) 
Decree  modified  and  affirmed. 


[U.  8.  Circuit  Court  of  Appeals — Fourth  Circuit.] 

BosEMASY  Mfg.  Co.  v.  Halifax  Cotton  Mills,  Inc«^ 

Decided  January  7,  1919, 

265  O.  G..  461 ;  267  Fed.  Rep.,  32L 

1.  Patents — Invention. 

In  a  large  majority  of  cases  the  conception  of  a  general  result  wished 
for  may  be  obvious,  and  it  is  the  discovery  of  a  way  of  obtaining  the  result 
'  which  calls  for  the  exercise'  of  invention ;  but  it  may  also  be  that  Invention 
lies  in  the  conception  that  a  new  and  useful  result  will  be  obtained  by  com- 
bining two  or  more  old  machines;  that  as  soon  as  the  advantage  of  the 
combination  is  understood  the  means  for  bringing  it  about  is  within  the 
capacity  of  any  fairly-skilled  mechanic. 

2.  Same — ^Validity — ^Power-Loom. 

The  Patterson  reissue  patent,  No.  12,159,  (original  No.  722,243,)  for 
power-loom,  Held  void  as  claiming,  broadly,  a  combination  of  jacquard 
mechanism  with  a  plain  power-loom  equipped  with  an  automatic  weft- 
replenishing  device,  which  was  not  the  patentee's  invention. 

Appeal  from  the  District  Court  of  the  United  States  for  the  West- 
em  District  of  Virginia,  at  Lynchburg;  Henry  Clay  McDowell, 

judge. 

Suit  in  equity  by  the  Rosemary  Manufacturing  Company  against 
the  Halifax  Cotton  Mills,  Incorporated.  Decree  for  defendant,  and 
complainant  appeals.    Affirmed, 

Mr,  William  W,  Dodge  and  Mr.  Robert  Fletcher  Rogers  {Messrs, 
Caskie  <&  Caskie  on  the  brief)  for  the  appellant. 

Mr.  Melville  Church  {Mr,  Titian  W.  Johnson  and  Messrs.  Cole- 
man,  Easley  db  Coleman  on  the  brief)  for  the  appellee. 

Before  Knapp  and  Woods,  Circuit  Judges,  and  Rose,  District  Judge. 

Rose,  Z>&.  e/.; 

The  plaintiff,  the  Rosemary  Manufacturing  Company,  is  the  owner 
of  reissued  Letters  Patent  No.  12,159,  granted  September  29,  1903,  to 
Samuel  F.  Patterson.  It  charges  infringement  by  the  defendant, 
the  Halifax  Cotton  Mills,  Incorporated.  The  lower  court  dismissed 
its  bill,  and  it  has  appealed. 
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If  the  patent  is  valid,  its  claims  can  be  read  upon  the  looms  used 
by  the  defendant.  The  latter,  however,  denies  validity,  and  in  the 
alternative  says  it -has  a  license.  In  the  view  we  take  of  the  first  con- 
tention, it  is  unnecessary  to  consider  the  second.  In  substance  the 
claims  are  for  a  combination  of  jacquard  mechanism  with  a  plain 
power-loom  equipped  with  automatic  devices  for  replenishing  or  re- 
newing the  weft-thread.  The  plain  hand-loom  is  milleniums  old. 
More  than  a  century  has  elapsed  since  men  found  how  it  might  be 
driven  by  steam.  The  invention  of  Jacquard  was  made  a  hundred 
years  or  more  ago,  and  for  that  length  of  time  the  combination  of 
the  jacquard  mechanism  with  the  plain  power-loom  has  been  in  gen- 
eral use.  As  early  as  1834  it  was  perceived  that  such  a  combination 
as  the  plaintiff  now  claims  would  be  a  great  improvement  in  the  art. 
In  the  year  mentioned  two  British  inventors  obtained  a  patent  for  a 
loom  which  they  thought  embodied  it.  In  point  of  fact  their  device 
did  not  work,  and  their  machine  does  not  anticipate  the  plaintiflf's. 

In  many  inventions  there  are  two  distinct  steps :  first,  the  concep- 
tion of  the  general  result  wished  for;  second,  the  discovery  of  a  way 
of  obtaining  it.  In  a  large  majority  of  cases,  perhaps,  the  first  may 
be  obvious  to  every  one  interested  in  a  particular  art,  and  it  is  the 
second  which  calls  for  the  exercise  of  inventive  genius.  But  that  is 
not  always  so.  It  may  well  be  that  two  or  more  machines,  appliances, 
or  tools  are  old  and  well  known.  Some  day  it  dawns  on  some  one 
that,  if  they  are  combined,  new  and  useful  results  will  be  obtained. 
It  may  be  that,  so  soon  as  the  advantages  of  the  combination  are 
understood,  the  means  of  bringing  it  about  are  within  the  capacity  of 
any  fairly  skilled  mechanic.  In  a  third  class  of  cases  inventive  genius 
may  be  required  both  in  perceiving  the  combination  that  is  desirable 
and  in  finding  out  a  practical  way  of  making  it. 

In  applying  these  platitudes  to  the  instant  case  it  will  be  seen  that 
there  is  nothing  new  in  Patterson's  idea  that  the  combination  claimed 
by  him  would  be  useful.  That  was  then  at  least  sixty-five  years  old. 
All  the  greater  would  be  the  presumption  of  invention  in  one  who 
after  such  a  length  of  time  found  the  way  to  attain  the  end.  One 
who  so  succeeded  could,  it  is  true,  not  claim  a  monopoly  of  the  com- 
bination, however  brought  about,  because  the  conception  of  that  com- 
bination was  not  his  contribution  to  the  art.  But  he  would  be  en- 
titled, not  only  to  a  patent  for  his  way  of  making  that  combination 
workable,  but  also  to  an  extremely  liberal  construction  of  his  claim, 
so  as  to  cover  a  broad  range  of  equivalents.  Unfortunately  Patter- 
son's claims  are  in  fact  for  the  combination,  no  matter  how  effected, 
and  of  that  he  was  not  the  inventor.  It  is  true  that  some  of  these 
claims  apparently  go  somewharinto  detail ;  but  the  patent  does  not 
clearly  tell,  us  in  what  the  invention  lies,  unless  it  is  in  the  combina- 
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tion,  nor  have  we  been  able  to  discover  in  what  other  than  such  com- 
bination it  is  supposed  to  be  found,  although  we  have  had  the  benefit 
of  the  testimony  of  highly-qualified  experts  and  of  the  briefs  and 
oral  arguments  of  able  and  experienced  counsel. 

The  patent  law  requires  the  patentee  to  tell  in  w^hat  his  invention 
consists.  This  is  the  rule,  which  we  may  not  relax,  even  if  we  would; 
but  this  is  a  case  which  from  every  standpoint  calls  for  its  reasonable 
application.  Why,  after  the  desirability  of  the  combination  was  per- 
ceived, did  two-thirds  of  a  century  pass  before  it  was  effected  ?  The 
record  shows  that  for  sixty-one  out  of  the  sixty-five  years  no  one  knew 
how  to  supply  one  of  the  elements.  It  was  not  until  1895  that  in  the 
Draper-Northrop  loom  the  world  first  saw  an  automatic  weft-replen- 
ishing device  successfully  applied  to  even  a  plain  power-loom!*  Some 
years  elapsed  before  its  merits  were  fully  recognized,  and  in  1899 
Pattei-son  says  he  conceived  his  invention.  At  that  day  all  that  was 
open  to  his  appropriation  was  the  method  by  which  he  successfully 
combined  the  new  Draper-Northrop  loom  with  the  old  Jacquard.  If 
he  had  limited  liis  claims  to  the  way  or  w^ays  in  which  he  had 
achieved  this  end,  the  court  and  the  public  would  have  been  able  to 
say  whether  invention  was  displayed  in  what  he  did.  In  passing  on 
that  question  he  would  have  been  entitled  to  whatever  favorable  pre- 
sumptions were  raised  by  the  admitted  success  of  his  loom  and  the 
use  of  it  bv  the  defendant.  As  it  is,  his  claims  call  for  more  than 
was  open  to  his  monopolization,  and  are  in  consequence  invalid. 

Affl7*med. 


[U.  S.  Circuit  Court  of  Appeals — Eighth  Circuit.] 

Minneapolis,  St.  P.  &   S.   S.  M.  Ry.   Co.  et  ail.   v,  Barnett  & 

Record  Co. 

Decided  March  22,  1919;  rehearing  denied  June  28,  1919. 
266  O.  G.,  283 ;  257  Fed.  Rep.,  302. 

1.  Patents — Invention — New  Combination  of  Old  Elements. 

A  new  combination  of  old  elements,  whereby  an  old  result  is  obtained  In 

a  more  facile,  economical,  and  efficient  way,  is  as  securely  protecttnl  by 

a  patent  as  is  a  new  machine  or  composition  of  matter,  provided  the  dl.s- 

^very  and  reduction  to  practice  of  the  novel  combination  rose  above  the 

reach  of  the  skill  of  the  mechanic  trained  In  the  art. 

2.  Same — Patents  for  Combinations. 

When  the  advance  toward  the  desideratum  Is  gradual  and  several  in- 
ventors formed  different  combinations,  which  accomplished  the  result 
sought  with  varying  degrees  of  success,  each  is  entitled  to  his  own  com- 
bination as  long  as  It  differs  from  those  of  liis  competitors  and  does  not 
include  theirs. 

138555^—20 24 
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3.  Same — ^Anticipation — Patents  for  Combination. 

That  prior  patents  separately  disclosed  one  or  more  of  the  elements  of  a 
later  patent,  while  no  one  of  them  disclosed  them  all,  does  not  necessarily 
establish  anticipation  by  any  of  them. 

4.  Same — ^Decisions  Sustaining  Validity — Review  on  Appeai.. 

Where  a  patent  has  been  grants  and  sustained  by  a  trial  court,  the  legal 
presumption  is  that  the  decisions  of  the  Patent  Office  and  the  court  in  an 
infringenl^nt  case  were  right,  and  they  may  not  lawfully  be  reversed  by 
an  appellate  court  unless  there  is  clear  and  convincing  proof  in  the  record 
that  they  have  made  some  serious  mistake  of  fact  or  fallen  into  fatal  error 
of  law. 

5.  Same — ^Anticipation— Uncompleted  Invention. 

The  mere  conception  of  an  invention  and  the  drawing  of  plans  and 
sketches  thereof  does  not  constitute  one  an  inventor  for  the  purpose  of 
anticipating  a  later  patent  to  another. 

6.  Same — Scope — ^Uses  Unknown  to  Patentee. 

When  a  patentee  has  plainly  described  and  claimed  his  improvements  or 
combinations,  he  has  the  right  to  every  use  to  which  they  can  be  applied 
and  to  every  way  in  which  'they  can  be  utilized,  whether  or  not  he  was 
aware  of  them  when  he  secured  his  patent. 

7.  Same — Construction  to  Give  Validity  and  Effect. 

It  is  one  of  the  fundamental  rules  for  the  interpretation  of  contracts  and 
grants,  especially  applicable  to  grants  of  patents,  that  in  case  of  doubt  or 
ambiguity  that  construction  should  be  preferred  which  sustains  and  vital- 
izes rather  than  that  which  strikes  down  and  paralyzes. 

8.  Same — Validity  and  Infringement — Grain-Elevator. 

The  McQueen  patent.  No.  896,233,  for  a  working  elevator,  Held  not' antici- 
pated, valid,  and  infringed. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Minnesota ;  Page  Morris,  judge. 

Suit  in  equity  by  the  Bamett  &  Record  Company  against  the  Min- 
neapolis, St.  Paul  &  Sault  Ste.  Marie  Railway  Company  and  the 
Tri-State  Land  Company.  Decree  for  complainant^  and  defendmits 
appeal.    Affirmed, 

Mr.  Frank  Parker  Z^^w^w'and  Mr.  Edward  Rector  (Mr.  Thomas  F. 
Wallace  on  the  brief)  for  the  appellants. 
Mr.  Amasa  C,  Paul  for  the  appellee. 

Before  Sanborn,  Circuit  Judge,  and  Trieber,  District  Judge. 

Sanborn,  Cir.  J. : 

This  appeal  questions  the  decree  of  the  district  court  that  Fmlay 
R.  McQueen  was  the  original  inventor  of  the  combinations  and  im- 
provements illustrated  by  Letters  Patent  No.  896,233,  issued  to  him 
on  August  18,  1908,  on  his  application  filed  June  20,  1907,  and  par- 
ticularly pointed  out  in  the  first  and  second  claims  thereof,  that  the 
plaintiff  below,  the  Barnett  &  Record  Company,  a  corporation,  is  the 
owner  thereof  and  of  all  claims  for  the  past  use  thereof,  that  the  first 
fti-d  second  claims  of  the  patent  are  valid,  that  the  defendants  have 
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infringed  those  claims,  and  that  the  plaintiff  recover  the  profits  the 
defendants  have  obtained  and  the  damages  the  plaintiff  has  sustained 
by  reason  of  the  infringement. 

In  this  court  counsel  for  the  defendants  contend  that  the  decree 
should  be  reversed,  because  the  evidence  establishes  the  facts  that  the 
patent  of  the  combinations  of  claims  1  and  2  is  invalid,  that 
McQueen  was  not  the  first  inventor  thereof,  and  that  the  conception 
and  reduction  to  practice  of  the  combinations  there  claimed  did  not 
constitute  invention.  They  concede,  however,  that  if  neither  of  these 
positions  is  tenable  the  defendants  were  guilty  of  infringement. 

The  combinations  described  and  secured  by  the  patent  relate  to 
improvements  in  working  grain-elevators  as  distinguished  from  stor- 
age-elevators. They  relate  to  that  type  of  grain-elevator  in  which 
the  grain  may  be  cleaned,  graded,  weighed,  otherwise  worked,  and 
distributed  as  in  working-elevators,  as  well  as  received,  stored,  and 
shipped,  as  in  storage  and  terminal  elevators.  At  the  time  McQueen 
conceived  his  combinations,  an  approved  type  of  such  an  elevator 
consisted  of  a  workhouse,  of  circular  grain-bins,  supported  by  walls 
or  girders  and  columns  above  the  workhouse,  and  of  a  cupola  or 
tower  of  four  or  five  stories  above-the  bins,  wherein  the  machinery  for 
elevating,  spouting,  garnering,  weighing,  and  cleaning  the  grain 
could  be  located  and  operated.  Prior  to  1905,  when  McQueen  con- 
ceived his  combinations,  such  working-elevators  had  been  generally 
constructed  of  wood  or  metal,  although  the  basement  or  the  structure 
beneath  the  bin-floors  had  often  been  made  of  masonry  or  reinforced 
concrete.  The  reason  why  the  bins  in  such  elevators  had  not  usually 
been  constructed  of  masonry  or  reinforced  concrete  seems  to  have  been 
that  the  weight  of  the  latter  was  so  great,  that  the  expense  of  sup- 
porting them  over  the  workhouse  upon  columns  and  girders  or  walls 
was  so  great,  and  the  necessary  columns  or  walls  occupied  so  much 
space  in  the  workhouse,  that  iron  or  steel,  or  even  wood,  bins  had 
been  thought  preferable  to  masonry  or  concrete  bins.  The  danger 
of  fire,  however,  and  the  great  amount  of  wood  requisite  to  resist  the 
pressure  of  the  grain,  gradually  diminished  the  use  of  wood,  and 
there  were  serious  objections  to  metal  as  material  for  such  bins. 
Unless  the  walls  of  metal  bins  were  made  very  thick  and  heavy,  or 
unless  they  were  very  strongly  and  heavily  braced  and  tied  with 
metal  rods,  they  were  liable  to  buckle,  crack,  or  tear  open,  when  one 
of  two  or  more  adjacent  bins  was  emptied  of  its  contents  while  the 
others  were  filled,  on  account  of  the  pressure  of  the  grain  upon  the 
vacant  bin. 

During  the  years  between  1895  and  1905,  the  use  of  metal-rein- 
forced concrete  had  rapidly  increased,  and  its  advantages  as  a  build- 
ing material  had  become  more  and  more  evident,  until  builders  of 
working-elevators  became  anxious  to  construct  grain-bins  for  work- 
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ing-elevators  of  reinforced  concrete  or  masonry,  but  in  the  then  state 
of  the  art  very  hea\^  and  expensive  walls,  or  heavy  and  expensive 
girdei"s  resting  upon  many  columns,  were  indispensable  to  sustain 
bins  of  such  material  over  a  working-house,  and  such  walls,  or  col- 
umns and  girders,  were  so  expensive  and  so  cumbered,  and  occupied 
so  much  space  in  the  working-house,  that  they  practically  prohibited 
the  use  of  concrete  or  masonry  bins  in  elevators  of  tliis  type.  In 
order  to  make  the  use  of  such  bins  in  such  a  working-elevator  practi- 
cally and  commercially  possible,  it  was  necessary  to  find,  and  dem- 
onstrate by  reduction  to  practice,  a  way  to  construct,  sustain,  and 
operate  masonry  or  metal-reinforced  bins  over  a  working-house  with- 
out the  prohibitive  expense  of  the  heavy  walls  or  girders  and  the 
numerous  columns  occupying  so  much  space,  which  in  the  then  state 
of  the  art,  were  necessary  to  hold  up  such  bins. 

Up  to  the  time  that  McQueen  discovered  the  combinations  of  his 
patents,  no  one  had  succeeded  in  accomplishing  this  in  the  United 
States.  McQueen  discovered  combinations  of  old  elements  that  ac- 
complished the  desideratum,  and  embodied  them  in  an  actual,  prac- 
tical, monolithic  structure  by  means  of  which  the  cost  of  such  prac- 
tical working-elevators  was  reduced  about  from  twelve  per  cent,  to 
twenty-five  per  cent.  Working-elevators  with  concrete  metal-rein- 
forced bins  constructed  in  accordance  with  the  claims  and  specifica- 
tion of  his  patent  speedily  came  into  common  use,  and  achieved 
abundant  commercial  success,  so  that,  when  the  defendant  came  to 
construct  the  infringing  elevator,  it  selected  and  built  its  elevator 
on  the  principle  of  McQueen's  combinations,  which  it  embodied 
therein. 

McQueen,  in  his  patent,  limited  the  material  in  which  the  bins  of 
his  combinations  should  be  embodied  to  masonry  or  metal -reinforced 
concrete,  preferring  the  latter.  Speaking,  then,  of  concrete,  although 
what  is  hereafter  said  is  equally  applicable  to  masonry,  the  principle 
of  McQueen's  combinations,  and  of  the  working-elevator  in  which  he 
embodied  them,  is  the  hanging  or  suspension  above  the  working- 
house  of  numerous  cylindrical  metal-reinforced-concrete  grain-bins, 
placed  close  together  in  parallel  rows  in  two  directions,  so 
that  each  bin  shall  be  supported  at  two  diametrically  opposite 
points  only,  and  only  by  columns,  made  of  the  same  material  tis 
the  bins,  founded  on  the  heavy  concrete  basement-floor  of  the  working- 
house,  rising  vertically  through  the  working-house  and  the  bin-floor, 
made  of  the  same  material,  and  extending,  on  diametrically  opposite 
sides  of  each  bin,  between  the  tangentially-abutting  sides  of  it  and 
the  adjacent  bins,  unified  and  made  into  one  monolithic  structure  with 
the  adjoining  bins  respectively,  between  which  each  column  extends 
from  the  top  to  the  bottom  thereof,  by  metal-reinforced  vertically- 
extended  connecting-bodies  of  the  same  material,  which  include  and 
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become  one  with  these  cohimns  and  the  adjoining  bins  respectively^, 
and  extend  from  top  to  bottom  of  the  bins,  each  of  which  bins  is  also 
united  at  its  two  other  tangentially-abutting  portions,  along  which 
no  column  rises,  by  like  metal-reinforced  vertically-extended  bodies 
made  in  one  with  the  two  bins  between  which  they  respectively  extend 
from  top  to  bottom,  so  that  the  columns,  the  bins,  the  vertically- 
extending  bodies  of  metal -reinforced  concrete  between  the  tangen- 
tially-abutting  portions  of  the  bins,  are  all  rigidly  united  and  made 
into  one  homogeneous  monolithic  structure,  hung  upon  and  sus- 
tained above  the  working-house,  so  that  the  bins  are  suspended  only 
at  tw^o  diametrically  opposite  points  by  the  columns  which  have  been 
described,  and  by  those  columns  only  which  sustain  the  entire  mono- 
lithic structure  and  the  cupola  above  the  bins,  which  was  preferably 
made  of  metal  and  supported  on  columns,  the  foot  of  each  of  which 
was  founded  on  the  top  of  one  of  the  extended  vertical  metal-rein- 
forced columns,  which  extended  to  the  top  of  the  bins  and  of  the 
monolithic  structure.  McQueen  also  described  in  his  specifications 
and  claims  the  combination  wiiich  has  been  described,  with  trans- 
verse tie-walls  extending  from  the  top  to  the  bottom  of  the  monolithic 
structure,  w^hereby  portions  of  the  spaces  between  the  bins  on  oppo- 
site sides  of  the  tangentially-connected  portions  of  the  bins  were  cut 
off,  and  closed  spaces  were  thereby  provided  between  the  bins  for 
elevator-legs  through  the  monolithic  structure  from  the  cupola  to  the 
working  house. 
McQueen's  two  claims  here  in  suit  read  in  this  way : 

1.  The  combination  with  a  miiltipUcity  of  masonry  bins  having  their  axes 
arranged  in  rows  in  two  directions  and  having  their  tangentiaUy  engaged  sides 
rigidly  united  by  masonry  body  portions,  certain  of  which  constitute  column 
extensions,  and  supporting  columns  below  said  bins  vertically  alined  and  united 
with  said  tangential  column  extension  portions  of  said  bins  and  serving  to  sup- 
port the  said  bins  only  at  two  diametrically  opposite  points,  substantially  as  de- 
scribed. 

2.  The  combination  with  a  multiplicity  of  bins  having  their  axes  arranged  in 
rows  in  two  directions  and  on  lines  that  intersect  each  other  approximately  at  a 
right  angle  and  having  tangentiaUy  engaging  sides  united  by  vertically  extended 
masonry  body  portions,  certiiin  of  which  constitute  column  extensions,  support- 
ing columns  below  said  bins,  vertically  alined  and  united  with  said  tangential 
column  extension  portions  of  said  bins  and  supporting  said  bfhs  at  two  diametri- 
cally opposite  points  only,  and  certain  of  which  bins  are  further  connected  by 
transverse  tie  walls  that  extend  from  top  to  bottom  of  said  bins  and  form, 
on  opposite  sides  of  the  tangentiaUy  connected  portions  of  the  bins,  spaces 
through  which  elevator  legs  may  be  passed,  substantially  as  described. 

(1)  This  is  a  patent  for  a  combination  of  old  mechanical  elements, 
It  is  not  for  the  columns,  or  bins,  or  working-house,  or  the  masonry, 
or  the  metal-reinforced  concrete.  It  is  for  the  novel  combination  of 
the  various  elements  described  and  claimed,  whereby  the  whole  re- 
sult is  obtained  in  a  more  economical  and  useful  way.    A  new  com- 
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bination  of  old  elements,  whereby  an  old  result  is  obtained  in  a  more 
facile,  economical,  and  efficient  way,  is  as  securely  protected  by  a  pat- 
ent as  is  a  new  machine  or  composition  of  matter,  provided  that  the 
discovery  and  reduction  to  practice  of  the  novel  combination  arose 
above  the  reach  of  the  skill  of  the  mechanic  trained  in  the  art. 
{Seymour  v.  Osborne^  11  Wall.,  516;  20  L.  Ed.,  33;  Gould  v.  Rees. 
16  Wall.,  187 ;  21  L.  Ed.,  39 ;  Ottumwa  Box  Car  Loader  Co.  v.  Christy 
Box  Car  Loader  Co.,  C.  D.,  1914,  327;  209  O.  G.,  683;  215  Fed. 
Rep.,  362.) 

(2)  Counsel  have  spread  upon  the  record  an  exhaustive  display  of 
the  history  of  the  art  of  constructing  grain-elevators,  and  of  its  state 
at  the  time  when  McQueen  conceived  and  reduced  to  useful  and  com- 
mercial practice  his  patented  combinations.  This  portrayal  clearly 
discloses  the  fact  that  the  advance  toward  the  fortunate  and  success- 
ful working-elevator  which  he  conceived  and  constructed  was  grad- 
ual, and  that  in  the  progress  of  that  advance  mechanics  and  inventors 
at  different  times  found  different  combinations  whereby  they  ap- 
proached the  result  of  constructing  useful  working-elevators  with 
varying  degrees  of  success.  This  history  of  the  art  begins  this  case 
under  the  familiar  rule  that  when  the  advance  toward  the  desidera- 
tum is  gradual,  and  several  inventors  formed  different  combinations, 
which  accomplished  the  result  sought  with  varying  degrees  of  success, 
each  is  entitled  to  his  own  combination,  as  long  as  it  differs  from 
those  of  his  competitors  and  does  not  include  theirs.  {Railway  Co,  v. 
Sayhs,  C.  D.,  1879,  349;  15  O.  G.,  243;  97  U.  S.,  554;  McCormick 
V.  Talcott^  20  How.,  402;  15  L.  Ed.,  930.) 

(3)  Patents,  publications,  and  actual  structures  have  been  proved, 
some  of  which  disclosed  one,  and  others  more,  of  the  old  elements  of 
McQueen's  combinations;  but  the  fact  that  one  of  these  disclosed  one 
and  another  another  or  more  elements  of  the  patented  combination, 
while  none  of  them  discloses  all  of  the  elements  thereof,  does  not  nec- 
essarily establish  the  fact  that  any  of  them  anticipates  the  combina- 
tions of  the  plaintiff.  {ImJiaeuser  v.  Btcerk^  C.  D.,  1880,  362;  16 
O.  G.,  795;  101  U.  S.,  647;  Bates  v.  Coe,  C.  D.,  1879,  365;  15  O.  G., 
337 ;  98  U.  S.,  31 ;  Owens  Co.  v.  Twin  City  Separator  Co.,  168  Fed. 
Rep.,  259;  93  C.  C.  A.,  561.) 

(4)  The  two  claims  of  the  patent  here  in  suit  have  been  sus- 
tained by  the  expert  Examiners  of  the  Patent  Office  and  by  the 
learned  judge  below  who  tried  this  case.  The  legal  presumption  is 
that  the  decisions  of  these  officers  were  right.  Their  decrees  may 
not  lawfully  be  reversed,  unless  there  is  clear  and  convincing  proof 
in  the  record  before  us  that  they  have  made  some  serious  mistake  of 
fact,  or  have  fallen  into  a  fatal  error  of  law  in  the  determination  of 
the  questions  before  them. 


« 
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No  good  purpose  would  be  served  by  attempting  to  embody  ths 
history  of  this  art,  or  to  portray  its  state  in  1905,  when  McQueen 
conceived  his  alleged  invention,  in  this  opinion.  It  will  be  suf- 
ficient to  notice  the  prior  patents,  publications,  and  structures,  which 
appear  from  the  testimony  to  be  those  most  closely  resembling  the 
devices  of  McQueen.  Mr.  Browne,  the  main  witnags  and  the  expert 
for  the  defendants,  testified  that  in  his  opinion  Patent  No.  37,134,  to 
George  H.  Johnson,  issued  December  9,  1862,  came  nearer  than  any 
others  to  showing  the  complete  combination  of  claim  No.  1  of 
McQueen's  patenf,  but  that  he  had  found  no  prior  patent,  publica- 
tion, or  structure,  which  disclosed  the  entire  combination  of  either 
the  first  or  se<}ond  claim  thereof.  This  patent  to  Johnson  clearly 
demonstrates  the  fact  that  he  was  trying  by  the  improvements  he 
describes  therein  as  early  as  1862  to  find  some  way  to  remedy  the 
defects  of  cylindrical  iron  grain-bins.  He  writes  in  his  specifications 
that  previous  to  his  invention  storehouses  for  gi*ain  had  been  con- 
structed of  cylindrical  iron  bins,  arranged  vertically  and  in  contact 
with  each  other,  and  that  the  spaces  between  the  bins  had  been  em- 
ployed as  supplemental  bins,  but  that  when  the  grain  was  drawn  off 
froip  one  of  these  iron  grain-bins  the  sides  were  apt  to  collapse,  not 
being  of  sufficient  strength  to  resist  the  pressure  of  the  grain  in  the 
filled  bins  adjacent  to  them.  To  remedy  this  evil  he  described  and 
claimed  small  cylindrical  iron  bins  placed  in  the  spaces  between  the 
larger  bins,  and  wrote  that,  while  that  feature  was  applicable  to  iron 
cylindrical  bins,  he  had  shown  it  with  other  features,  which  he 
claimed  as  applied  to  a  new  construction  of  bins  and  cylinders  formed 
ot  brickwork  tied  together  by  means  of  plates  and  rods  of  iron.  He 
then  described  cylindrical  bins  of  brickwork,  tied  together  by  hori- 
zontal bond-plates  and  vertical  tie-rods, 

sustained  on  a  suitable  floor,  by  arches  D  and  columns  E  of  masonry,  brick- 
work, or  iron,  as  deemed  exi)edient 

But  this  structure  of  Johnson  (1)  did  not  constitute  a  working- 
elevator,  but  a  mere  storehouse;  (2)  was  not  suspended  or  supported 
over  a  workhouse,  leaving  a  broad  open  space  for  working  the  grain 
beneath  the  bin-floor,  but  was  sustained  on  arches  and  columns  be- 
neath the  bin-floor,  occupyihg  much  of  the  space  there;  (3)  was  not 
sustained  by  columns  founded  on  the  concrete  floor  of  the  basement 
of  a  workhouse  extended  vertically  through  the  bin-floor  and  be- 
tween the  tangentially-abutting  portions  of  masonry  or  concrete 
bins  to  their  tops,  so  that  the  bins  were  supported  thereon  only  at 
two  diametrically  opposite  points;  (4)  did  not  consist  of  a  rigid 
union  and  a  consolidation  in  one  monolith  of  such  vertical  columns, 
bin-floors,  bins,  body  portions  made  of  masonry^  or  of  metal-reinforced 
concrete  between  the  tangentially-abutting  portions  of  the  bins,  and 
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hence  it  failed  to  disclose  the  principle  or  mode  of  operation  of 
McQueen's  combinations,  or  the  means  which  attained  the  desired 
result,  nor  did  it  anticipate  the  combination  of  either  of  the  claims 
in  this  suit. 

Among  other  alleged  anticipations  or  in  the  evidence  to  sustain 
lack  of  invention  to  which  counsel  for  the  defendants  refer  are : 

Patent  No.  24,424,  to  Badger  and  Sampson  of  June  14,  1859,  for 
the  substitution  of  brick,  stone,  or  iron  square  or  tubular  grain-bins 
for  wooden  bins,  which  discloses  such  bins  standing  on  a  platform 
supported  by  two  sets  of  arches  beneath  them,  sustained  on  columns 
beneath  the  arches.  But  this  disclosure  lacks  (1)  the  exclusive  loca- 
tion of  the  supporting-columns  vertically  under  the  tangentially- 
abutting  portions  of  the  bins;  (2)  the  continuous  columns  extending 
from  basement-floor  of  working-house  through  the  bin-floor  between 
the  tangentially-abutting  portions  of  the  bins  to  their  tops;  (3)  the 
body  portions  extending  vertically  between  the  tangentially-abutting 
portions  of  the  bins  throu^rh  their  entire  length  rigidly  uniting  in 
one  monolithic  whole  the  bins  and  the  columns  between  the  bins;  (4) 
the  hanging  or  suspension  of  the  bins  and  the  entire  monolithic  struc- 
ture on  the  continuous  columns  made  in  one  therewith  only  at  4wo 
diametrically  opposite  points  of  the  bins,  and  other  less  material  ele- 
ments of  McQueen's  combinations,  while  it  portrays  the  double  arches 
and  the  unnecessary  columns  under  the  bin-floor  which  it  was  one  of 
the  objects  of  McQueen's  improvement  to  dispense  with. 

Patent  No.  777,730,  to  Jamieson,  issued  December  20,  1904,  for  a 
complex,  confused,  and  complicated  method  of  binding  together  con- 
crete and  metal  in  a  grain-bin  structure  consisting  of  columns  and 
bins  which  lacks  (1)  the  cylindrical  bins;  (2)  the  working-house  be- 
neath the  bins;  (3)  the  suspension  of  the  bins  above  the  working- 
house  by  continuous  colunms  only  at  two  diametrically  opposite  points 
of  the  bins;  (4)  the  tie-walls  and  the  spaces  for  the  elevator-legs  of 
McQueen's  combinations. 

Patent  No.  062,452,  of  November  27, 1900,  to  James  Macdonald,  for 
combinations  of  cylindrical  sheet-metal  grain-bins  in  the  form  of 
nested  bins  in  a  storage-warehouse  which  lacks  (1)  the  workhouse; 
(2)  the  suspension  of  the  bins  above  the  workhouse;  (3)  the  contin- 
uous columns  from  the  basement  of  the  workhouse  to  the  top  of  the 
bins;  and  (4)  the  support  of  the  bins  only  at  two  diametrically  oppo- 
site points  by  continuous  vertical  columns  founded  on  the  heavy 
cement  basement  of  the  workhouse  and  extending  up  through  the 
workhouse  between  the  tangentially-abutting  portions  of  the  bins 
to  their  tops  rigidly  united  and  made  in  one  with  them,  and  many 
other  less  material  elements  of  McQueen's  combinations. 
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All  these  and  all  the  other  less  material  patents  presented  by  the 
record,  have  been  carefully  examined,  but  none  has  been  found  which 
comes  nearer  to  disclosing  the  combinations  of  McQueen,  or  to  an 
anticipation  thereof,  than  the  patent  to  Johnson  which  was  first  dis- 
cussed, and  this  court  is  not  persuaded  that  the  Johnson  patent,  or 
that  any  of  the  patents  disclosed  in  this  record,  fairly  anticipated 
the  combinations  of  the  claims  1  or  2  of  the  patent  to  McQueen. 

Counsel  has  cited  as  an  anticipation  of  these  claims  the  copy- 
righted book  of  the  Architectural  Iron  Works  of  the  year  1865  at 
pages  7,  00,  61,  62,  which  portrays  the  Brooklyn  iron  elevator.  This 
iron  elevator  was  a  storage  and  transfer  elevator  constructed  to  store 
and  transfer  grain  from  cars  to  ships.  It  was  built  about  1865,  and 
torn  down  about  1902.  It  was  provided  with  cylindrical  iron  bins 
"  made  like  boilers  of  riveted  plate  iron*"  arranged  in  rows  at  right 
angles,  supported  on  a  flat  floor,  which  rested  on  iron  girders,  sus- 
tained by  iron  columns  beneath  the  girders.  It  contained  somewhere 
between  sixty  and  ninety  bins.  The  testimony  is  conflicting  on  the 
question  whether  the  columns  were  located  vertically  beneath  the 
tangent ially-abutting  portions  of  the  bins,  or  vertically  beneath  the 
centers  of  tlie  bins.  The  evidence  for  the  former  location  consists 
principally  of  the  description  in  the  book  of  the  Architectural  Iron 
Works  and  the  testimony  of  witnesses  who  saw  the  elevator  before  it 
was  torn  down,  or  the  site  of  it  after  its  removal.  The  evidence  for 
the  latter  location  consists  of  the  blue-prints  of  the  drawings,  made 
by  George  H.  Johnson,  the  engineer  for  the  construction  of  the  ele- 
vator, which  were  found  after  his  death  among  his  papers,  and  which 
showed  the  columns  vertically  under  the  centers  of  the  bins,  and  the 
testimony  of  witnesses  to  the  discovery  of  these  plans  and  the  preser- 
vation of  them.  There  was  also  testimony  u^on  each  side  of  this 
question  of  witnesses  relative  to  the  interpretation  or  meaning  of  the 
disclosures  in  the  book  of  the  Architectural  Iron  Works  and  the  plans 
and  sketches  which  were  introduced  in  evidence.  All  this  evidence 
has  been  carefully  and  repeatedly  examined.  But  in  the  light  of 
the  fact  that  the  witnesses  who  saw  the  elevator  testified  more  than 
twelve  years  thereafter,  of  their  uncertainty  as  to  the  details  of  the 
construction,  and  of  the  unreliability  of  the  memory  of  men  after  so 
many  years,  and  of  the  established  rule  of  law  that  the  burden  was 
upon  the  defendants  to  prove  the  location  of  these  columns  by  clear, 
convincing,  and  satisfactory  evidence,  the  proof  in  this  record  has 
failed  to  convinlfe  that  the  columns  of  the  Brooklyn  iron  elevator 
were  located  vertically  under  the  tangentially-abutting  portions  of 
the  bins,  or  that  it  embodied  either  the  principle  or  the  combinations 
of  the  first  or  second  claims  of  the  patent  to  McQueen.  It  lacks 
these  material  elements  or  attributes  of  McQueen's  combinations: 
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(1)  the  contiiyious  columns  of  metal-reinforced  concrete  or  masonry 
extending  from  the  basement-floor  of  a  working-house  beneath  the 
bins  up  through  the  workhouse,  the  bin-floor  and  between  the  t«n- 
gentially-abutting  portions  of  the  bins  to  their  tops;  (2)  the  rigid 
union  of  the  tangentially-abutting  portions  of  the  bins,  the  columns 
between  them  and  the  body  portions  of  the  concrete  extending  from 
the  top  to  bottom  of  the  bins;  (3)  the  construction  out  of  metal- 
reinforced  concrete  or  masonry  in  one  homogeneous  monolithic  whole 
of  the  continuous  columns,  the  bins,  the  body  portions  between  them, 
and  the  floor  beneath  them ;  and  (4)  the  suspension  and  support  of 
this  monolithic  structure  by  the  columns  only  at  two  diametrically 
opposite  parts  of  the  bins;  and  the  conclusion  is  that  the  Brooklyn 
elevator  failed  to  anticipate  the  patented  combinations  here  in  issue. 
About  the  year  1901  at  Buffalo,  N.  Y.,  an  elevator  was  built,  called 
the  Dakota,  wherein  iron  or  steel  cylindrical  bins  were  supported  by 
four  continuous  iron  or  steel  columns  to  each  bin,  extending  verti- 
cally between  the  abutting  portions  of  the  bins.  It  is  persuasively 
argued  that  this  elevator  anticipates  the  combinations  of  McQueen, 
and  demonstrates  the  fact  that  there  was  no  invention  in  conceiving 
and  reducing  them  to  practice,  because  it  required  no  exercise  of  the 
inventive  faculty  to  merely  substitute  masonry  or  reinforced  con-* 
Crete  for  iron  or  steel  in  this  elevator,  or  to  reduce  the  necessary 
number  of  supporting  columns  fifty  per  cent.  Conceding  that  there 
is  ordinarily  no  invention  in  the  mere  substitution  in  the  construc- 
tion of  a  building  or  elevator  of  one  equivalent  building  material  for 
another,  it  is  too  broad  a  statement  to  declare  that  there  may  never 
be  invention  in  the  substitution  of  one  building  material  for  another, 
and  that  is  well  illustrated  by  the  story  of  this  art.  Johnson  in  his 
patent  in  1862  suggested  and  described  cylindrical  bins  of  masonry 
supported  on  a  floor  resting  on  masonry,  brickwork,  or  iron.  It  was 
not,  however,  until  some  forty  years  after  that,  that  metal-reinforced 
concrete  came  even  into  limited  use  for  cylindrical  elevator-bins, 
and  then  these  bins  were  not  suspended  above  a  workhouse  by  con- 
tinuous columns  made  in  one  with  them  and  with  other  parts  of  the 
structure,  as  in  McQueen's  combination,  but  they  were  based  on 
heavy  masonry  walls,  or  on  heavy  girders  and  columns  of  metal 
beneath  them.  The  uses  and  capabilities  of  reinforced  concrete,  well 
known  in  this  year  1919,  were  so  far  unknown  in  1862  that  there 
can  be  no  doubt  that  it  would  then  have  been  a  novel  and  useful  in- 
vention to  have  conceived  and  reduced  to  practice  an  elevator-build- 
ing, according  to  the  plan  of  McQueen.  Johnson's  patent  does  not 
appear  to  have  brought  within  the  reach  of  the  skill  of  the  mechanic 
a  practical  and  useful  working-elevator  made  ot  metal-reinforced 
concrete,  or  of  masonry  based  on  and  supported  by  heavy  walls  and 


M.,  ST.  P.  A  S.  S.  M.  BY.  CO.  ET  AL.  V.  BABNETT  &  RECORD  CO.      339 

columns,  until  about  forty  years  after  the  date  of  his  patent,  and 
neither  Johnson's  nor  any  of  the  other,  patents  or  structures  dis- 
closed in  this  case,  nor  all  together,  appear  to  have  enabled  any 
one  to  conceive  and  reduce  to  practice  or  commercial  use  in 
this  country  such  a  metal-reinforced  solid  monolithic  structure 
of  either  concrete  or  masonry  suspended  above  a  workhouse  only 
at  two  diametrically  opposite  points  of  cylindrical  bins  by  con- 
tinuous columns  between  them,  extending  from  basement  of  work- 
house to  the  top  of  the  columns  wherein  the  bins,  the  columns, 
and  the  body  portions  between  them  are  all  consolidated  to- 
gether in  one  homogeneous  whole,  until  McQueen  conceived  and 
made  the  combinations  secured  by  this  patent.  The  desirability  of 
sustaining  concrete  or  masonry  bins  on  columns  above  workhouses 
had  long  been  known.  Iron  elevators  had  been  so  sustained,  but  the 
skill  of  the  mechanic  had  demonstrated  no  way  of  so  sustaining  the 
great  weight  or  metal-reinforced  concrete  or  masonry  bins  without 
prohibitive  cost.  McQueen  conceived  and  provided  combinations 
whereby  such  bins  could  be  and  have  since  been  suspended  on  col- 
umns over  workhouses  at  a  cost  of  from  ten  to  twenty-five  per  cent, 
less  than  the  cost  of  metal  elevators  of  like  capacity.  If  the  Dakota 
elevator  had  been  built  in  accordance  with  McQueen's  patent,  about 
one-half  of  the  columns  could  have  been  dispensed  with,  the  usable 
space  beneath  them  for  cleaning  and  working  grain  could  have  been 
gi-eatly  increased  and  from  ten  to  twenty-five  per  cent,  of  its  cost 
could  have  been  saved.  The  Examiners  of  the  Patent  Office  and  the 
judge  below  were  of  the  opinion  that,  to  one  who  had  conceived  and 
reduced  to  practice  and  commercial  use  combinations  which  evi- 
denced so  striking  an  advance  in  the  art  of  constructing  working- 
elevators,  the  title  of  inventor  ought  not  to  be  denied,  and  this 
court  is  convinced  that  there  was  no  error  of  law  or  mistake  of  fact 
in  that  conclusion. 

This  result  has  not  been  reached  without  a  thoughtful  considera- 
tion of  the  testimony  of  witnesses  and  of  the  other  structures,  publi- 
cations, plans,  and  sketches  which  this  record  contains.  Mr. 
Browne,  the  expert  and  main  witness  for  the  defendants,  testified 
that  in  his  opinion  the  Brooklyn  iron  elevator  more  nearly  resembled 
the  structure  of  McQueen's  combinations  than  any  other  structure 
disclos(»>d  by  the  evidence,  and  Mr.  Carter,  the  expert  for  the  plain- 
tiff, testified  that  in  his  opinion  the  Dakota  elevator  enjoyed  this 
distinction.  As  neither  of  them  anticipates  the  patented  combina- 
tion of  McQueen  in  suit,  and  no  structure  more  nearly  resembling 
McQueen's  elevator  has  been  discovered  by  the  court  from  the  evi- 
dence in  this  case,  it  is  unnecessary  to  discuss  the  other  disclosures 
at  length. 
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(5)  Ther^  was  an  elevator  built  in  1903  or  1904  in  the  Montreal 
harbor,  known  in  the  evidence  as  the  Montreal  Harbor  elevator,  un- 
der the  supervision  of  Mr.  Harry  R.  Wait,  who  testified  that  he  con- 
ceived and  made  the  sketches  or  plans  therefor  in  1902.    The  plan 
was  to  make  the  bins  of  that  elevator  of  steel,  and  to  suppoii^  them 
by  columns  of  steel  or  iron  combined  with  a  filling  of  concrete,  and 
to  hirve  them  extend  between  the  tangentially-abutting  portions  of 
the  cylindrical  bins  to  the  tops  thereof/    There  was  a  conflict  and 
controversy  in  the  evidence  over  the  question  whether  or  not  Mr. 
Wait  conceived  his  alleged  invention  and  made  his  plans  for  this 
elevator  in  the  United  States  or  in  Canada;  but,  even  if  the  conces- 
sion were  made  that  he  conceived  the  plan  and  made  the  sketc^hes, 
drawings,  and  plans  for  it  in  this  country  in  1902,  it  is  cet-tain  that 
he  did  not  reduce  it  to  practice  in  this  country,  nor  was  it  patented 
or  described  in  any  printed  publication,  within  the  meaning  of  sec- 
tion 2943  of  the  Revised  Statutes,  before  McQueen,  in  the  belief  that 
he  was  the  original  and  first  inventor  of  the  thing  patented  to  him, 
filed  his  application  for  his  patent.     Now  Wait's  reduction  to  prac- 
tice of  his  alleged  invention  by  the  construction  of  monolithic  homo- 
geneous elevators  in  Canada  was  therefore  a  nullity,  so  far  as  dili- 
gence in  reduction  to  practice  is  concerned,  and  the  only  material 
steps  he  took  before  McQueen  filed  his  application  were  the  mere 
conception  of  an  alleged  invention  and  the  drawing  of  plans  there- 
for.    But  the  mere  conception  and  drawing  of  plans  or  sketches 
thereof  is  insufficient  to  prove  one  an  inventor.    And  the  result  is 
that  the  Montreal  Harbor  elevator  does  not  constitute  an  anticipa- 
tion of  McQueen's  patented  combinations,  and,  moreover,  the  evi- 
dence in  this  case  falls  far  short  of  that  clear,  convincing,  and 
satisfactory  proof  required  to  warrant  a  finding  by  this  court  that 
W^ait  was  the  first  inventor  of  the  combinations  of  McQueen  in  view 
of  the  latter's  patent  therefor.     (Sees.  4886  and  4923,  Rev.  Stat.;  8 
U.  S.  Comp.  Stat.,  1916,  sees.  9430  and  9469 ;  Detroit  Luhrlcator  Mfg, 
Co.  V.  Renchard^  9  Fed.  Rep.,  293;  Automatic  Welr/hing  Machine 
Co,  V.  Piiewmatic  Scale  Corporation^  166  Fed.  Rep.,  288 ;  92  C.  C.  A., 
206;  Weatinghouse  Machine  Co,  v.  General  Electric  Co.^  207  Fed. 
Rep.,  75;  126  C.  C.  A.,  576.) 

Before  reaching  this  conclusion  the  opinion  of  Judge  Cassels  in 
13  Exchequer  Court  Reports,  Canada,  186,  was  carefully  considered. 
It  does  not,  however,  rule  the  material  issues  in  this  case,  because 
his  question  was  the  validity  of  McQueen's  Canadian  patent,  the  Mont- 
real Harbor  elevator  was  available  in  his  case  as  evidence  of  anticipa- 
tion of  that  patent,  and  the  sections  of  the  Revised  Statutes  of  the 
United  States  which  make  that  structure  unavailable  as  such  evi- 
dence in  the  case  in  hand  did  not  govern  there  and  were  irrelevant 
to  the  issues  in  his  case. 
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(6)  It  was  suggested  in  the  course  of  the  argument  that  the  specifi- 
cations and  drawings  of  the  patent  to  McQueen  disclosed  girders 
under  a  floor  beneath  the  bins,  and  thereby  indicated  that  w^hen  he 
made  his  invention,  and  when  he  described  and  claimed  it,  he  did 
not  know  or  conceive  that  the  continuous  columns  of  his  combina- 
tions would  and  did  support  the  bins  and  floor  below  them,  without 
or  notwithstanding  the  girders.  It  is  not  probable  that  he  was  thus 
ignorant  or  thoughtless,  because  in  the  first  and  second  claims  of 
his  patent  he  does  not  include  the  girders  or  the  floor,  and  he  certainly 
would  have  done  so,  if  he  had  thought  them  indispensable  to  his  pat- 
ented combinations.  Moreover,  even  if  this  want  of  perception  of  the 
benefits  of  his  invention  existed,  it  would  not  be  fatal  to  his  patent, 
for,  when  one  has  plainly  described  and  claimed  his  improvements 
or  combinations,  and  secured  a  patent  for  them,  he  has  the  right  to 
every  use  to  which  they  can  be  applied,  and  to  every  way  in  which 
they  can  be  utilized  to  perform  their  function,  whether  or  not  he  was 
aware  of  all  these  uses  and  methods  of  use  when  he  claimed  and 
sexiured  his  monopoly.  (Roberts  v.  Rj/er^  C.  D.,'  1876,  439;  10  O.  G., 
•204:  91  TT.  S.,  iriO:  Miller  v.  Eac^le  Mfg.  Co..  C.  D.,  1894,  147;  66 
O.  G.,  845;  151  U.  S.,  186;  14  Sup.  Ct,  310;  National  Hollow  Brake 
Beam  Co.  v.  Interchangeable  Brake  Beam  Co.^  C.  D.,  1897,  739;  81 
O.  a,  1423;  106  Fed.  Rep.,  693;  45  C.  C.  A.,  544.) 

The  evidence  and  arguments  of  counsel  for  the  defendants  to  the 
effect  that  the  combinations  of  the  second  claim,  which  consists  of 
the  combination  of  the  first  claim  w^ith  the  transverse  tie-walls  that 
extend  from  top  to  bottom  of  certain  of  the  bins,  and  form  on  oppo- 
site sides  of  the  tangentially-connected  portions  of  the  bins  vertical 
spaces  through  which  elevator-legs  may  be  passed  from  the  cupola 
through  the  concrete  or  masonry  structure  to  the  working-house 
below,  one  on  one  side  and  the  other  on  the  other  side  of  the  tangen- 
tially-connected portions  of  the  bins,  was  anticipated  by  the  Dakota 
elevator,  the  Great  Northern  elevator,  the  Rialto  elevator,  and  other 
structui'es,  and  by  the  patents  to  Johnson,  to  Macdonald,  and  to 
others,  and  was  not  patentable,  have  not  been  overlooked.  But,  as 
neither  of  these  structures  or  patents  contains  the  combination  of 
the  first  claim  of  McQueen,  it  does  not  contain  the  combination  of 
the  elements  of  that  claim  and  the  additional  elements  of  the  tie- 
walls  and  spaces  for  the  elevator-legs  described  in  the  second  claim. 
The  question  is  not  whether  or  not  the  tie-walls  and  the  spaces  for 
the  elevator-legs  were  anticipated  or  patentable  considered  by  them- 
selves, but  whether  or  not  the  combination  of  them  with  the  combi- 
nation of  the  elements  of  the  first  claim  was  patentable,  and  the 
court  is  not  persuaded  that  it  was  not* 
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(7)  It  is  not  unwise  at  times  to  recur  to  the  nature,  object,  and 
effect  of  a  patent,  to  call  to  mind  the  facts  that  it  arises  out  of  an 
offer  of  the  United  States  to  warrant  to  an  inventor,  in  consideration 
of  his  making,  reducing  to  practice,  and  giving  to  the  public  a  new 
and  valuable  invention  forever  after,  the  exclusive  right  to  use  and 
vend  it  for  a  few  years,  that  this  offer  must  be  followed  by  an 
acceptance  by  the  inventor,  not  by  words,  but  by  the  actual  making, 
publishing,  and  reducing  t<>  beneficial  use  of  such  an  invention  and 
by  proof  thereof  to  the  satisfaction  of  the  United  States  before  the 
patent  can  issue;  that  the  patent,  when  issued,  is  the  written  evi- 
dence that  such  proof  has  been  made  to  the  satisfaction  of  the 
United  States,  and  also  of  a  contract  of  the  United  States  to  the 
effect  that  during  the  term  of  the  patent  it  will  secure  to  the  patentee 
the  exclusive  right  to  vend  and  use  the  machine,  device,  or  combina- 
tion described  and  claimed  in  his  patent.  It  is  one  of  the  funda- 
mental rules  for  the  interpretation  of  contracts  and  grants  that, 
in  case  of  doubt  or  ambiguity,  that  construction  should  be  pre- 
ferred which  sustains  and  vitalizes,  rather  than  that  which  strikes 
down  and  paralyzes.  {Recce  Button-Hole  Machine  Co.  v.  Globe 
Buffon-IIole  Machine  Co.,  C.  D.,  1894.  860;  67  O.  G.,  1720;  61  Fed. 
Rep.,  958;  National  Ilollmc  Brake  Beam  Co.  v.  Interchangeable 
Brake  Beam  Co.,  C.  D.,  1897,  739;  81  O.  G.,  1423;  106  Fed.  Rep.,  693; 
46  C.  C.  A.,  544.) 

(8)  It  is  also  well  to  remember  that  such  a  patent  or  contract, 
and  the  enforcement  of  it,  take  nothing:  from  those  who  are  not 
parties  to  it.  They  have  the  same  right  and  freedom  to  use  all  the 
devices  and  improvements  that  were  known  and  available  to  them 
before  the  invention  or  discovery  was  made  and  patented,  that 
they  had  before  the  patent  was  issued.  For  example,  if  the  de- 
fendants think  that  any  of  the  devices  or  improvements  or  combina- 
tions disclosed  in  any  of  the  numerous  patents,  publications,  or 
structures  they  have  introduced  in  evidence  as  anticipating  the  com- 
binations patented  to  McQueen  are  equivalent  or  preferable  to  his, 
they  may  still  use  those,  notwithstanding  his  patent,  so  that  the  en- 
forcement of  McQueen's  patent  contract  cannot  injure  them,  while 
the  failure  to  enforce  it  deprives  him  of  a  part  at  least  of  the 
benefits  warranted  to  him  by  the  patent.  The  conclusion  of  the 
whole  matter  is  that  in  the  gradual  advance  of  the  art,  to  which  ref- 
erence has  been  made,  the  patentee  McQueen  was  the  first  and  origi- 
nal inventor  of  the  novel  and  useful  combinations  des?ribed  in  his 
patent  and  claimed  in  the  first  and  second  claims  thereof,  that  the 
defendant  infringed  these  claims. 

The  decree  below  mvst  be  affirmed. 
It  is  80  ordered. 
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[D.  8.  Circuit  Court  of  Appeals — Siztb  Circuit.] 

Beroer  Mfg.  Co.  v.  Trussed  Concrete  Steel  Co. 

Decided  October  10,  1918, 

266  O.  G.,  449 ;  25Y  Fed.  Rep.,  74L 

Patent — Validity — Studding  and  Metal-Lath  CJombination. 

The  Caldwell  patent.  No.  682,316,  for  a  studding  and  metaMath  com- 
bination. Held  Invalid  as  involving  elements  developed  in  the  prior  art. 

Appeal  from  the  District  Court  of  the  United  States  for  the  East- 
em  Division  of  the  Northern  District  of  Ohio;  John  H.  Clarke, 
judge. 

Suit  in  equity  for  the  infringement  of  a  patent  by  the  Berger 
Manufacturing  Company  against  the  Trussed  Concrete  Steel  Com- 
pany. From  a  decree  dismissing  the  hill,  plaintiff  appeals,  Af^ 
firmed. 

Mr.  Harry  Frease  for  the  appellant. 
Mr.  W.  F.  Guthrie  for  the  appellee. 

Before   Warrington   and  Denison,  Circuit  Judges,  and  Walter 

Evans,  District  Judge. 

Per  Curiam: 

The  district  court  held  invalid,  for  lac^  of  invention,  the  patent 
issued  September  10,  1901,  to  Caldwell,  for  a  studding  and  metal- 
lath  combination.  No.  682,316,  and  dismissed  the  bill  which  the 
Berger  Company,  the  owner  of  the  patent,  had  brought  against  the 
•defendant.    Plaintiflf  appeals. 

The  patented  structure  is  sufficiently  indicated  by  the  claim  in  suit: 

A  building  construction  comprising  perforate  metallic  lathing  and  a  stud 
of  malleable  metal  with  flat  prongs  formed  thereon  and  therefrom  by  making 
perforations  in  the  flat  portion  of  the  metal  strip  so  that  the  prongs  are  sup- 
ported at  one  end  and  have  metal  on  each  side  of  them,  projecting  through 
perforations  in  the  lathing  and  bent  over  the  latter  so  as  to  clench  same. 

It  must  be  conceded  that  the  complete  combination  specified  in 
the  claim  is  not  precisely  anticipated,  that  it  possessed  commercial 
utility,  that  it  has  gone  into  considerable  use,  and — more  important 
than  all — ^that  metallic  studs  or  supports  and  metal  lath  had  been 
used  in  combination  for  a  number  of  years  and  fastened  together  in 
different  ways  without  adoption  by  any  one  of  the  specific  methods 
of  fastening  here  disclosed.  These  considerations  make  strongly  in 
favor  of  patentability;  but  we  are  compelled  to  think  that  they 
are  not  sufficient  to  overcome  the  conclusions  necessarily  resulting 
from  the  state  of  the  art. 

It  is  clear  that  sheet-metal  supports  in  the  form  of  studding  or 
furring  had  been  used  to  carry  perforate  metal  lathing  long  before 
Caldwell's  alleged  invention.    The  two  had  been  fastened  together  by 
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separate  wire  fastenings  and  by  several  other  different  methods. 
It  is  clear,  also,  from  the  record  that  it  was  a  common  expedient  to 
attach  things  to  be  carried  by  sheet-metal  support  to  that  support  by 
cutting  out  and  striking  up"  a  prong  from  the  support  and  then  bend- 
ing it  back  over  the  part  carrie(f.  The  record  shows  that  this  ex- 
pedient had  been  used  under  a  great  variety  of  conditions.  One 
of  the  older  instances  of  such  use  of  this  attachment  was  to  make 
the  fastening  between  a  tubular  sheet-metal  fence-post  and  the  sup- 
ported fence-wire.  To  use  this  same  method  of  fastening  to  carry 
one  or  two  strands  of  a  metal  lathing,  instead  of  to  carry  one  fence- 
wire,  we  think  cannot  be  considered  to  involve  invention.  It  is  as 
if  common  wooden  lath  had  always  been  attached  to  wooden  stud- 
ding by  screws,  and  some  one  observed  that  to  nail  them  on  as  fence- 
boards  are  nailed  to  a  fence-post  made  a  quicker  and  better  method 
of  fastening.  The  fact  that  Caldwell  used  a  support  with  a  flat 
surface,  and  thereby  got  a  little  better  binding  effect  on  both  sides 
of  his  prong  than  when  the  surface  was  round  cannot  turn  the 
scale  in  favor  of  the  patentee's  contention. 

The  principles  involved  and  the  controlling  conditions  are  so 
familiar  and  their  application  is  so  wholly  a  matter  of  judgment 
that  it  seems  unnecessary  to  go  into  the  question  more  fully. 

The  decree  is  affirmed. 

•     

[U.  S.  circuit  Court  of  Appeals — Seventh  Circuit! 

MuNSON  Mfg.  Co.  v,  Deere  &  Co. 

Decided  January  7,  1919. 

266  O.  G.,  449:  257  Fed.  Rep.,  318. 

Patents — Validity  and  Infringement — Revolving  Clod-Fender. 

Munson  patent,  No.  1,025,420,  claims  1  and  4,  for  an  improved  revolvfnjr 
clod-fender  for  use  with  a  corn-cultivator,  Held  not  anticipated  and  valid 
and  infringed  by  a  device  of  similar  shape  and  operation,  but  constructed 
of  malleable  castings  Instead  of  wire,  as  described  In  the  claims. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Northern  Division  of  the  Southern  District  of  Illinois. 

Suit  by  the  Munson  Manufacturing  Company,  a  partnership, 
against  Deere  &  Co.,  a  corporation,  for  infringement  of  Patent  No. 
1,025,420.  From  a  decree  dismissing  complainant^ s  billj  complainant 
appeals.    Reversed^  tvith  instncctions  to  enter  decree  for  complainant. 

Mr.  W.  R.  Bair  for  the  appellant. 
Mr.  Albert  H.  Adams  for  the  appellee. 

Before  Baker,  Alsciiuler,  and  Evans,  Circuit  Judges. 

Evans,  Cir.  J.: 

The  patent  to  Munson,  No.  1,025,420,  covering  a  "revolving  clod- 
fender,"  describes  a  device  attached  to  a  corn-cultivator  standing 
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between  the  cultivator-shovels  and  the  plants;  its  function  being  to 
permit  a  quantity  of  fine  earth  to  roll  up  close  to  and  around,  but  not 
covering,  the  plants. 

There  have  been  two  kinds  of  clod-fendera — Mie,  J^he  stationary 
kind,  consisting  ordinarily  of  metal  sheets  interposed  between  the 
shovel  and  the  plants;  the  other,  to  which  appellant's  device  belongs, 
is  known  as  the  rotary  clod-fender.  These  fenders  are  disk-shaped 
devices  formed  with  toothed  or  serrated  edges  and  designed  to  turn 
on  their  axes  by  reason  of  tiie  contact  of  the  edge  with  the  earth. 
The  prior  art  contained  such  fenders  with  openings  or  slots  through 
which  some  fine  earth  could  pass.  The  following  illustrations  will 
show  types  used  prior  to  Munson's  patent: 


Fiff-.l.  Fig.  2.  Fig.  a  Fig.-4 

The  two  claims  in  suit  are  1  and  4,  and  they  read  as  follows: 

I.  A  revolving  clod-fender,  comprising  a  suitable  bub  and  spokes  radiating 
tberefrom,  said  epokes  being  formed  of  looped  wire  secured  to  tbe  bub  at  tbelr 
open  ends. 

4.  In  combination  with  a  cultivator  baving  spaced  beams,  stems  fixed  at 
their  forward  ends  to  said  beams,  said  stems  converging  rearwardly  and  bent 
Into  parallel  planes  at  their  rear  end  portions,  pivot  bolts  In  rear  end  portions 
of  said  stems,  and  revolving  clod-fenders  mounted  on  said  pivot  bolts  and  spaced 
apart,  said  fenders  comprising  radiating  spokes  of  looped  wire  clamped  to- 
gether at  their  open  ends. 

That  such  slight  changes  would  produce  new  results  or  new  func- 
tions might  well  seem,  on  first  impression,  questionable. 

It  is  claimed,  however,  and  the  evidence  seems  to  support  the 
claim,  that  the  fender  with  the  loop  structure  made  it  possible  for  the 
operator  to  better  loosen  the  ground,  and  put  the  dirt  close  to  and 
around  the  stalks  of  com  and  at  the  same  time  quite  effectively  pre- 
vent the  covering  of  the  young  plants. 

More  specifically,  it  was  claimed  that  the  fine  earth  is  piled  up 
around  the  stalks;  that  the  loops  which  have  been  embedded  in  the 
fine  earth  by  reason  of  the  operation  of  the  shovels  carry  some  of  the 
earth  upward  and  toward  the  plants;  that  where  the  plants,  for  some 
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reason  are  knocked  to  one  side  by  the  dirt,  the  loops  in  the  clod- 
fender  draw  the  leaves  of  the  plant  out  from  under  the  dirt,  thereby 
avoiding  stops  by  the  operator  to  uncover  the  plants. 

The  evidence  shows  that  plaintiff's  device  went  into  immediate  and 
extensive  use.  While  this  may  have  been  in  part  a  matter  of  adver- 
tising and  the  result  of  appellant's  energy  in  pushing  its  product  on 
the  market,  it  was  not  necessarily  or  entirely  so.  Appellee's  expe- 
rience confirms  appellant's  claims.  It  used  rotating  fenders  in  the 
early  eighties  and  sold  many  between  the  years  1885  and  1890. 
Thereafter  the  rotating  ||Bnder  went  out  of  the  market  and  was  not 
again  used  until  1916,  when  appellant's  device  came  into  use.  There- 
upon appellee,  having  the  merits  of  the  fender  fully  set  forth  to  it 
by  Munson,  provided  some  of  its  cultivators  with  the  infringing  de- 
vice, and  its  use  by  appellee  multiplied  with  surprising  rapidity. 

The  best  prior  art  citations  are  Hench  (Fig.  2,)  Eisenhart  (Fig. 
1,)  and  Allison  (Fig.  8.)  Eisenhart's  patent  deals  with  cultivators, 
a  fender  merely  being  shown  in  the  drawings.  The  patent  to  Hench 
also  deals  with  improvements  in  cultivators;  the  disclosed  fender  be- 
ing quite  similar  to  the  one  which  appellee  adopted  and  later  dis- 
carded. The  Allison  patent  covered  a  fender  (see  Fig.  3,)  the  claim 
being  as  follows : 

The  arrangement  of  the  rotary  perforated  clod  guards  n  n  combined  with  the 
plows  h  bt  and  beams  D  D,  constructed  and  operating  as  herein  set  forth. 

In  his  specifications  Allison  says : 

On  the  inside  of  each  of  the  inside  plows  &  &,  I  place  clod  guards,  n  n,  which 
are  little  wheels  suspended  by  rods  p  p  to  the  plow  beams,  and  made  with 
spokes  or  open  lattice  work  of  any  kind,  to  allow  the  finer  soil  to  sift  through 
as  they  travel  alongside  of  the  plows  when  at  work,  while  the  larger  clods  are 
turhed  aside  and  prevented  from  being  thrown  upon  the  young  plants. 

Appellant's  assignor  did  not,  of  course,  patent  a  revolving  clod- 
fender  as  such,  but  merely  the  specific  construction  or  fender  de- 
scribed in  the  claims  quoted  above. 

The  file-wrapper  does  not  detract  from  the  force  of  appellant's 
claims.  The  first  claims  filed  were  too  broad  and  were  rejected. 
Present  claims  1  and  2  and  others  were  then  presented,  and  the 
Examiner  rejected  oiiginal  claim  4,  because  completely  covered  by 
present  claim  1,  stating  that — 

any  novelty  in  the  claim  resides  in  the  specific  construction  of  the  fender. 

With  this  ruling  claimant  acquiesced.  In  this  we  find  nothing  in- 
consistent with  appellant's  present  asserted  position.  We  conclude 
both  claims  are  valid. 

Non-infringement. — ^Appellee  bases  its  defense  of  non-infringe- 
ment upon  the  use  of  the  word  "  wire "  in  the  two  claims  involved. 
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That  its  Infringing  fender  otherwise  responds  to  the  claims  in  ques- 
tion is  not  open  to  dispute. 

Herewith  is  presented  a.  figure  of  appellee's  fender,  with  each 
alternate  loop  removed  and  loops  taken  from  the  Munson  clod-fender 
substituted. 


Grant  appellant's  invention  is  not  a  pioneer,  and  his  claims  are 
limited,  and  that  he  deals  merely  with  an  improvement  in  a  revolving 
fender,  yet  a  fair  application  of  the  doctrine  of  mechanical  equiva- 
lents, we  think,  compels  us  to  include  appellee's  structure.  With 
appellant's  device  before  it,  with  its  merits  and  advantages  fully 
explained  by. a  representative  of  the  Munson  Manufacturing  Com- 
pany, appellee  constructed  a  fender  which,  outside  of  the  material 
and  the  way  it  was  made,  is  in  all  respects  similar  to  appellant's 
fender.    Appellee,  however,  makes  its  fender  of  malleable  castings. 

Aithough  using  the  word  "  wire  "  in  its  claims,  the  patentee  should 
not  be  restricted  to  this  material,  nor  should  appellee  be  permitted 
to  escai>e  infringement  by  reason  of  the  substitution  of  malleable 
castings  for  wire.  While  the  substitution  of  different  materials  may, 
under  certain  circumstances,  avoid  infringement  by  the  user,  such  a 
conclusion  could  not  well  be  reached  in  the  present  case.  All  the 
previously-used  revolving  fenders  were  made  of  metal,  some  of 
steel,  some  of  maUeable  castings.  In  the  prior  art  citations  of  the 
Patent  OflGce  were  revolving  wire  fenders.  The  novelty  could  not  be 
said  then  to  lie  in  the  metal.  The  problem  which  Munson  success- 
fully attacked  was  solvable,  not  by  the  use  of  a  particular  metal,  but 
by  the  construction  of  the  loops.    We  think  infringement  is  shown. 

The  decree  is  reversed,  imth  costs,  with  inatmctifms  to  enier  a  de- 
cree in.  com/phmumi^a  fwvor  for  an  injwiuition  wnd  can  accounting. 
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[U.  S.  Circuit  Court  of  AppMOs^Sixtti  Circuit] 

Nei^on  V.  Lloyd  Mfg.  Co.  et  aL 

Decided  May  9,  1919. 

266  O.  G.,  451 ;  257  Fed.  Rep.,  738. 

1.  Patents — Validity — Tank-Heater. 

The  Nelson  patent.  No.  836,526,  for  a  tank-heater,  Held  void  for  antidpe- 
tion  and  lack  of  invention. 

2.  Costs — Discsetion  of  Coubt  ih  Equity. 

Costs  in  equity  cases  are  within  the  sound  discretion  of  the  court. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Northern  Division  of  the  Western  District  of  Michigan;  Clarence 
W.  Sessions,  judge. 

Suit  in  equity  by  Nels  M.  Nelson  against  the  Lloyd  Manufactur- 
ing Company  and  Ira  W.  Rowell.  Decree  far  defendarUSy^  and  comr- 
plainant  appeals.   Affirmed. 

Mr.  0.  B.  (xiUson  and  Mr.  Louis  K,  Gillson  for  the  appellant. 
Mr.  Arthur  Wm.  Nelson  and  Mr.  W.  B.  Lams  for  the  appellees. 

Before  Wareington,  Knappen,  and  Denison,  Circuit  Judges. 

Per  Curiam: 

Action  for  infringement  of  Patent  No.  836,526,  issued  to  Nels  M. 
Nelson,  November  20, 1906,  for  a  tank-heater.  Under  stipulation  the 
complaint  of  infringement  v^as  confined  to  claim  2.'  This  claim 
was  held  invalid  and  the  bill  was  dismissed  for  want  of  equity. 
Nelson  appeals. 

(1)  The  patented  device  is  described  in  the  specification  thus: 

The  invention  relates  to  a  heating  stove  adapted  to  be  placed  in  tanks  of 
water  for  the  purpose  of  wanning  their  contents  and  being  particularly  useful 
for  warming  the  supply  of  drinking  water  provided  for  Uve  stock. 

Our  consideration  of  the  patent  in  suit  in  connection  with  related 
patents  of  the  prior  art,  particularly  those  commented  on  in  the 
opinion  below,  convinces  us  that  Judge  Sessions  was  right  in  con- 
cluding that  the  claim  relied  on  was  void  for  anticipation. and  lack 
of  invention.  We  approve  also  the  reasons  upon  which  this  conclu- 
sion was  based.  The  opinion  of  the  trial  judge  is  consequently 
adopted  and  set  out  below. 

(2)  We  may  add  that  error  is  assigned  to  the  overruling  of  a 
motion  made  by  appellant  under  equity  rule  58  to  require  appellee. 
Lloyd  Manufacturing  Company,  to  reimburse  him  for  the  expense 
he  incurred  in  taking  certain  depositions.  The  object  was  to  show 
that  the  Lloyd  Company  had  falsely  denied  responsibility  for  the 
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publioation  of  a  particular  newspaper  article.  The  reason  for  deny- 
ing the  motion  is  stated  in  the  last  paragraph  of  the  district*  judge's 
opinion.  The  recovery  thus  sought  is  at  last  but  part  of  the  costs 
accruing  in  the  case.  The  rule  is  that  costs  in  equity  cases  are 
within  the  sound  discretion  of  the  court,  and  we  cannot  say,  under 
the  facts  disclosed,  that  denial  of  the  motion  amounted  to  an  abuse 
of  discretion.  (Du  Bois  v.  Kirk,  C.  D.,  1895,  343;  71  O.  G.,  889; 
158  U.  S.,  58;  15  Sup.  Ct.,  729;  Wagner  v.  Meccano  Limited^  C.  D., 
1918, 231 ;  248  O.  G.,  233 ;  246  Fed.  Rep.,  603 ;  C.  C.  A.,  6.) 
TJie  decree  is  affirmed. 

Sessions,  Dis.  J.: 

A  most  careful  and  painstaking  examination  of  this  record,  including  the 
documentary  and  mechanical  exhibits,  compels  the  conclusion  that  Nelson  has 
not  taken  even  the  short  advance  step  which  sometimes  constitutes  patentable 
Invention  and  hence  that  his  patent  is  invalid.  The  field  was  crowded  when  he 
entered  it  The  second  claim  of  the  patent  is  the  only  one  here  in  controversy 
and  the  combination  of  elements  therein  set  forth,  so  far  as  it  is  not  a  mere 
aggregation,  was  completely  anticipated  by  devices  upon  which  patents  had 
been  granted  to  others. 

In  his  specification,  Nelson  thus  sets  forth  the  object  of  his  invention : 

"The  invention  has  for  its  object  to  provide  a  heater  of  this  class  of  sim- 
ple and  durable  construction,  efficient  in  operation  and  presenting  a  convenient 
opening  for  obtaining  access  to  its  interior  for  attending  the  fire  or  removing 
ashes. 

"A  detail  of  the  Invention  provides  a  fire  grate  of  improved  construction  for 
supporting  a  fire  of  wood,  charcoal,  or  other  solid  fuel  within  the  body  of 
the  heater  in  such  a  manner  that  it  may  be  removed  intact  when  it  is  necessary 
to  clean  the  interior  of  the  heater." 

Claim  2  of  the  patent  is  in  the  following  language : 

''In  a  tank  heater  having  a  horizontal  body  section  and  a  fire  section  in- 
clined upwardly  therefrom,  in  combination,  a  fire  grate  in  basket  form,  means 
for  removably  securing  the  fire  grate  within  the  upwardly  inclined  fire  section, 
and  a  flue  leading  out  of  the  body  section." 

It  thus  appears  that  the  essential  elements  of  the  claim  are  (1)  a  horizontal 
body  section.  (2)  a  fire  section  inclined  upwardly  therefrom  (the  two  sections 
being  combined) ;  (3)  a  fire  grate  within  the  fire  section;  (4)  means  for  remov- 
ably securing  the  fire  grate  within  the  fire  section;  and  (5)  a  fine  leading  out 
of  the  body  section.  The  invention,  if  any,  does  not  reside  In  the  mere  form  of 
the  fire  grate,  nor  in  the  angle  of  upward  inclination  of  the  fire  section.  If 
these  unessential  matters  of  form  be  disregarded,  Nelson's  specifications  fairly 
described  and  his  claim  2  literally  reads  upon  several  patented  structures  found 
in  the  prior  art  and  designed  and  intended  to  accomplish  the  purpose  and 
object  sought  by  him. 

Hamilton  (Patent  No.  721,368,  issued  February  24,  1903)  shows  a  structure 
which  is  aptly  described  by  the  language  found  in  Nelson's  specification :  "  The 
device  takes,  therefore,  a  U -shape,  the  fire  for  heating  being  in  one  leg  of  the 
U  and  the  draft  therefrom  down  through  the  horizontal  portion  and  out  at 
the  other  leg."    Hamilton  says : 

"A  further  object  is  to  so  construct  said  heater  that  any  desired  fuel,  such 
aa  wood  or  coal,  may  be  used  therewith,  while  the  ashes  may  be  removed  there- 
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from  without  interfering  with  the  burning  of  the  fuel,  ♦  ♦  •  Within  said 
tank  [wtfter  tank]  is  placed  my  improved  heater,  which  consists  of  a  bent 
or  elbow-shaped  structure  having  a  main  body  c  [Nelson  fire  section]  ♦  ♦  * 
and  a  subsidiary  portion  d  [Nelson  body  section]  connecting  therewith  and 
forming  a  part  thereof,  the  two  being  arranged  to  converge,  as  shown,  at  any 
desired  angle  to  each  other,  the  converging  portion  extending  to,  at>  or  near 
the  bottom  of  the  tank,  while  the  extremities  extend  upwardly  and  project 
outwardly  therefrom.  ♦  ♦  ♦  rpjj^  p^^^^  ^  ^gp^  section]  is  provided  with  a 
hinged  tover  e,  having  suitable  perforations  /  therein  to  provide  a  draft  for 
said  heater,  while  upon  the  outer  end  of  the  part  d  [body  section]  is  placed  a 
removable  cover  g.  *  ^  *  Connecting  with  the  part  d  [body  section]  and 
extending  vertically  therefrom  is  a  smoke  pipe  h  [Nelson  flue]  which  may  be 
of  any  desired  length.  ♦  ♦  ♦  In  Fig.  3, 1  have  shown  a  construction  adapted 
for  burning  coal.  Within  the  part  c  [fire  section],  near  the  bottom  and 
preferably  above  the  part  d  [body  section],  I  attach  a  support  or  ledge  i  [Nelson 
means  for  removably  securing  the  fire  grate  within  the  upwardly  inclined  fire 
section]  upon  which  is  placed  a  removable  grate  j  [Nelson  fire  grate,  necessarily 
with  openings  to  form  down  draft].'* 

A  more  competent  anticipation  of  Nelson's  device,  in  form,  construction,  pur- 
pose, And  claimed  combination  of  elements  could  scarcely  be  conceived. 

Just  (Patent  No.  395,980,  issued  January  8,  1889)  shows  a  structure  com- 
parable, in  all  essential  respects,  with  that  of  Nelson.  In  his  specification  Just 
says:  ''When  it  is  desired  to  heat  water  in  shallow  troughs  [an  advantage 
specially  urged  by  plaintiff]  we  prefer  to  construct  the  apparatus  as  shown  in 
Fig.  4  of  the  drawings,  wherein  is  represented  a  horizontal  cylindrical  body 
portion,  A  [body  section],  from  one  end  of  which  projects  an  upwardly  and 
outwardly  inclined  similarly  made  feeding  end  portion,  B  [fire  section].  To 
the  upper  side  of  the  body  portion  A,  at  the  opposite  end  thereof,  is  applied  the 
smokestack  H  [flue]." 

The  specification  calls  for  a  removable  grate  supported  upon  suitable  legs 
within  the  fire  pot  or  heater,  and  also  for  a  removable  cover,  with  damper 
opening  therein,  for  the  fire  pot  or  heater.  Just  does  not  definitely  locate  his 
fire  grate  within  and  across  the  upwardly  inclined  section  of  his  heater  illus- 
trated in  Fig.  4  of  the  drawings,  but  impliedly  he  does  so  locate  the  grate, 
because  the  fire  heater  section  is  the  one  provided  with  a  cover  and  damper 
opening.    At  any  rate,  to  so  locate  the  fire  grate  would  not  constitute  invention. 

In  Wedean  (Patent  No.  713,821,  issued  November  18,  1902)  a  heater  is 
shown  which  is  substantially  like  that  of  Nelson  in  all  respects,  except  that  the 
fire  section  is  vertical  Instead  of  inclined  and  the  down  draft  is  through  the 
sides  instead  of  the  bottom  of  the  fire  basket.  The  operation  of  the  Wedean 
heater  is  identical  with  that  of  the  Nelson  structure.  No  patentable  difference 
exists. 

The  heater  illustrated  and  described  in  Gardarelll  patent,  No.  506,810,  issued 
October  17,  1893,  closely  approaches  Nelson's  device,  but  differs  therefrom  In 
that  the  fire  grate  does  not  extend  entirely  across  the  fire  section  and  the  fire 
section  is  not  provided  with  a  cover.  It  may  well  be  doubted  that  a^odification 
of  the  Gardarelll  structure  in  these  respects  would  constitute  patentable  in- 
vention. 

None  of  the  patents  above  mentioned,  except  the  one  to  Hamilton,  was  cited 
upon  Nelson  in  the  Patent  Oflice  proceedings.  This  fact  greatly  weakens  the 
presumption  ordinarily  arising  from  the  issuance  of  a  patent. 
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If  claim  2  of  the  Nelson  patent  could  be  sustained,  no  debatable  doubt  would 
exist  as  to  defendants'  infringement.  Their  heater  Is  none  the  less  sectional 
because  the  sections  thereof  are  connected  by  permanent  welding  instead  of 
detkchable  joints. 

Defendants'  counterclaim  is  not  of  such  character  that  it  can  be  litigated 
in  a  suit  in  equity  and  the  damages,  if  any,  determined  in  an  accounting. 

Plaintiff's  motion  for  costs  upon  the  taking  of  depositions  will  be  denied.  If 
Interrogatory  No.  16  be  so  narrowed  as  to  distinguish  It  from  interrogjitory 
No.  20,  objection  to  which  was  sustained,  the  answer  to  the  former,  while  un- 
satisfactory, was  not  so  evasive  as  to  call  for  the  imposition  of  a  penalty. 

A  decree  vAll  he  entered,  dismissing  plainiifps  bill  of  complaint,  with  costs  to 
the  defendants  to  be  taxed. 


[tJ.  S.  Circuit  Court  of  Appeals — Sixth  Circuit] 

Edwards  v.  Dayton  Mfg.  Co. 

Decided  December  5,  1918, 
266  O.  G..  597 ;  257  Fed.  Rep.,  980. 

1.  Patents — ^Invention — (Combination — ^New  Results. 

Invention  may  exist  even  though  every  element  is  old,  provided  the 
combination  either  produces  a  new  result  or  effects  an  old  result  in  a  new 
and  materially  better  way. 

2.  Same — ^Lack  op  Inventioi^— Elements  of  Friob  Abt, 

All  elements  of  the  prior  art  have  a  bearing  on  the  question  of  inven- 
tion, and  it  is  unnecessary  to  a  finding  of  lack  of  invention  that  every 
element  be  found  in  one  embodiment 

8.  Same — Same — CJombination  of  Elements  in  Prior  Art. 

The  Edwards  patent.  No.  890,626,  for  an  improvement  in  window  hold- 
ing and  fastening  devices,  Held  void  for  lack  of  invention,  consisting 
merely  in  a  combination  of  the  desirable  elements  of  different  devices  in 
the  same  art. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  Ohio;  Howard  C.  Hollister,  judge. 

Suit  for  infringement  of  patents  by  Oliver  M.  Edwards  against 
the  Dayton  Manufacturing  Company.  From  a  decree  for  defend- 
ant, plamtiff  appeals.    Affirmed, 

Mr,  Arthur  E,  Parsons  for  the  appellant. 
Mr,  H,  A.  Toulrrdn  for  the  appellee. 

Before  Warrington,  Knappen,  and  Denison,  Circuit  Judges. 

Knappen,  Cir,  J,: 

Suit  for  infringement  of  United  States  Patent  No.  890,626  to 
Edwards,  June  16,  1908,  for  improvement  in  window  holding  and 
fastening  devices.  The  district  court  held  the  patent  void  for  an- 
ticipation* 
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The  device  of  the  patent  is  sufficiently  shown  by  Figures  1,  2,  and 
3  of  the  patent  drawings  here  reproduced,  in  which  A  is  the  window- 
frame,  B  the  sash  adapted  to  move  up  and  down  in  guides  a  in  ^he 
frame,  which  is  provided  with  stops  b.  The  two  lower  fastening 
devices,  D  and  C,  have  each  a  wedge-headed  bolt  d,  actuated  by  a 
spring  8,  which  normally  pushes  the  bolt  outwardly  into  contact 
witlk  a  bevel-faced  attachment  to  the  frame-stop  6,  whereby  the 
sash  is  normally  pressed  toward  the  exterior  of  the  window.    The 

rig.  L  Pig.  2. 


Fig.  s. 

upper  fastenings,  D*  and  D*,  consist  each  of  a  flat,  bent  spring, 
having  one  end  fastened  to  the  frame-stop  h,  the  free  end  bearing 
against  the  inside  of  the  sash,  and  so  tending  to  force  the  latter 
toward  the  exterior  of  the  window.  The  exterior  pressure  of  the 
four'  devices  naturally  tightens  the  window-sash  in  its  frame,  so 
tending  to  prevent  rattling  and  to  exclude  dust  and  cold. 

The  lower  fastenings,  D  and  D',  are  provided  each  with  a  finger- 
actuated  lever,  by  which  the  wedge-headed  bolt  d  may  be  withdrawn 
from  contact  with  the  bevel-faced  stop  attachment  6y  tlie  window 
thus  being  readily  raised  by  lifting  through  the  finger-pieces  alone 
or  by  the  contributing  action  of  the  counterbalance  Z  and  its  belt  Z', 
which,  however,  are  no  necessary  part  of  the  invention.  The  bev- 
eled attachment  to  the  frame-stop  is  itself  provided  with  a  plurality 
of  stops,  enabling  the  holding  of  the  window  at  different  heights. 
The  release  of  the  bolts  d  through  the  use  of  the  finger-levers  enables 
the  lowering  of  the  sash  by  gravity,  except  as  limited  hy  the  fric- 
tional  action  of  the  leaf-springs, D*  and  D*.  The  specification  shows 
various  modifications  of  the  devices  represented  by  the  figures  we 
have  reproduced,  but  they  involve  nothing  calling  for  special 
mention. 
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The  claims  in  suit  are  Nos.  1,  15,  21,  22,  23,  24,  and  26.  We  copy 
in  the  footnote  the  twenty-sixth  claim,  which  is  the  broadest,  and  the 
fifteenth  claim,  which  is  the  most  specific.^ 

The  claimed  invention,  to  say  the  least,  rests  upon  a  very  narrow 
foundation.  There  was  nothing  novel  in  either  the  upper  or  lower 
fastening  devices  themselves,  nor  in  their  mere  adoption  for  the  pur- 
poses to  which  the  patent  applied  them,  viz.  to  support  the  sash 
at  any  desired  elevation  so  tightly  as  to  prevent  rattling  and  to  ex- 
clude dust  and  drafts  of  air,  and  at  the  same  time  permit  the  ready 
release  of  the  holding  attachment  sufficiently  for  the  opening  and 
closing  movement.  Indeed,  plaintiff's  counsel  frankly  concedes  that 
there  would  be  no  invention  in  adopting  either  the  two  lower  holding 
devices  alone  or  the  two  upper  holding  devices  by  themselves. 

It  is  contended,  however,  that  there  is  invention  in  the  use  of  the 
four  holding  devices  shown,  whereby  the  four  points  of  pressure 
contribute  together  to  force  the  sash  outwardly,  thus  preventing 
rattling  and  the  entrance  of  dust  and  air — in  connection  with  the 
means  for  raising  the  window. 

Counsel"  more  explicitly  limits  the  claim  of  invention  (by  adoption 
of  the  description  of  plaintiff's  expert)  to — 

a  plurality  of  sash-holding  devices  independent  of  each  other,  and  each 
pressing  the  sash  outwardly,  against  a  given  point  of  the  outer  stop  of  the 
guideway,  a  portion  of  these  devices — those  at  the  lower  left-hand  and  right- 
hand  sides  of  the  sash — ^being  releasable  and  having  means  whereby  they  are 
released  in  the  movement  for  raising  the  sash  to  open  the  windows,  and 
whereby  movement  is  given  to  the  sash.  The  remainder  of  these  devices^  those 
at  the  upper  comers  of  the  sash,  being  non-releasable,  whereby  the  sash  is 
more  or  less  supported  and  controlled  in  its  opening  and  closing  movements. 

This  is  apparently  intended  to  include  a  combination  of  the  two 
non-releasable  devices  above,  and  at  least  one  below. 

Reference  to  the  prior  art  shows  that  each  element  of  the  device 
of  the  patent  was  old  in  the  window-sash-holding  art,  long  before 
the  Edwards  patent  was  applied  for.  In  1880  (antedating  Edwards 
by  twenty-three  years,)  Brittain,  by  British  Patent  No.  3,531,  dis- 
closed a  car  or  door  window,  opened  by  lowering  and  vertically 

>  26.  In  a  window  the  combination,  substantlaUy  as  set  forth,  of  a  guideway,  a  sash 
adapted  to  move  therein,  and  a  series  of  spring  actuated  indiyidual  holding  devices,  a 
portion  of  which  series  is  provided  with  means  to  partially  release  the  sash  and  another 
portion  of  such  series  is  unprovided  with  such  means  and  is  adapted  to  bear  against  the 
sash  in  its  movement  to  open  and  close  the  window  and  partially  hold  it  in  its  guideway. 

15.  In  a  window  the  combination,  substantially  as  set  forth,  of  a  guideway,  a  sash 
adapted  to  move  in  the  guideway,  individual  holding  devices  adapted  to  bear  against 
the  sash  at  different  points,  a  portion  of  which  bear  with  substantially  equal  force  in 
either  direction  of  movement  of  the  sash,  one  point  of  bearing  for  each  device,  a  plurality 
of  which  devices  are  provided  with  movable  parts  yieldingly  bearing  against  the  sash, 
each  of  which  is  actnable,  actuating  means  for  such  parts,  and  coacting  portions  for  the 
holding  devices,  a  portion  being  arranged  Rubstantially  in  the  direction  the  sash  moves 
with  which  the  bearlns^  surfaces  of  the  holding  devices  may  frictionally  bear  and  hold 
the  sash  in  the  guldewaj. 
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shiftable  by  means  of  a  strap  attached  to  a  lever  on  the  lower  edge 
of  the  window,  whose  sash,  for  the  purpose  of  preventing  rattling 
of  the  window,  carried  at  each  of  its  two  upp^r  corners  wedge- 
headed  bolts,  actuated  by  coil-springs,  normally  pushing  the  bolt- 
heads  against  a  bevel-faced  stile  in  the  door-frame.  The  sash  also 
carries  near  each  of  its  two  lower  comers  non-releasable,  rearwardly- 
pressing  leaf -springs.  The  patent  also  describes  a  construction  of 
the  wedge-headed  bolts  whereby,  through  the  use  of  sufficiently 
strong  coil-springs,  the  sash  can  be  held  in  any  position  to  which 
it  may  be  brought,  and  the  bolts  released  through  handles  on  the 
inner  ends  of  their  stems.  It  is  clear  that  the  engagement  of  the 
bolt-heads  of  the  upper  fastenings  with  the  bevel- faced  stiles  causes 
a  wedging  action,  and  thereby  a  tendency  to  force  the  bolt-heads 
themselves  and  thus  indirectly  the  window,  rearwardly  and  at  right 
angles  to  its  plane.  The  specification  does  not  in  terms  state,  and 
the  drawings  (which  are  not  shown  to  be  made  to  scale)  do  not  all 
show,  the  window-sash  when  closed  as  actually  overlapping  the  rec- 
tangular-frame stiles,  and  unless  that  were  so,  the  device  would  not 
appreciably  exclude  dust  and  air,  and  the  leaf-springs  would  not 
exert  pressure  when  the  window  is  closed,  or  nearly  so. 

One  of  the  drawings,  however,  indicates  an  actual  overlapping 
of  the  sash,  and  the  natural  inference  would  be,  from  the  specifica- 
tion and  drawings  taken  together,  that  such  overlapping  was  in- 
tended, and  that  the  leaf -springs  were  intended  to  be  operative  when 
the  window  is  entirely  closed  as  well  as  when  open  or  partly  open. 
But,  were  the  Brittain  patent  to  be  rejected  as  an  anticipation,  for 
lack  of  clearness  in  the  respects  mentioned,  it  is  still  an  important 
reference,  as  disclosing,  in  the  same  art,  a  structure  evidently  de- 
signed by  the  inventor  for  four-point  corner-pressure,  to  be  ac- 
complished by  devices  of  the  same  type  as  those  of  the  patent  in 
suit;  and  no  one  would  claim  that  it  would  be  invention  merely  to 
reverse  Brittain's  arrangement  of  holding  devices  by  putting  his  re- 
leasable  wedge-shaped  bolts  below  and  his  non-releasable  leaf- 
springs  above,  to  meet  the  problem  of  a  window  opened  by  raising 
instead  of  by  lowering.  The  existence  of  a  four-point  rearward 
pressure  when  the  window  is  partly  open  has  at  least  an  important 
Ijtaring  on  the  question  of  invention  in  employing  such  pressure  at 
all  times. 

Kane,  however,  in  1892,  by  United  States  Patent  No.  473,757, 
had  disclosed  an  invention  for  keeping  the  window  tight  (when 
cither  closed  or  open)  and  preventing  it  from  rattling,  and  at  the 
same  time  permitting  ready  release  of  the  sash,  when  desirable  to 
raise  or  lower  it,  by  the  use  of  attachments,  one  on  the  inner  face 
of  each  of  the  four  corners  of  the  sash,  whereby  a  beveled  bar  is 
pressed  against  a  beveled  guideway  in  the  frame,  thereby  through 
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a  Wedging  action  forcing  the  sash  against  the  outer  stops.  The  re- 
lease of  the  two  lower  fastenings  automatically  released  the  upper 
fastenings  also.  Here  we  have  the  direct  exterior  pressure  of  the 
sash  itself  against  its  outer  stops,  with  the  natural  effect  of  excluding 
dust  and  drafts  of  air,  as  well  as  preventing  rattling. 

Again,  Waddington,  in  1893,  by  British  Patent  No.  15,003,  showed 
»a  device  for  the  stated  purpose  of  holding  either  sash  of  a  window 
(including  railway-carriage  windows)  in  desired  position  (partly 
raised  or  partly  lowered,)  consisting  of  leaf -springs,  one  at  each 
comer  of  the  sash ;  one  end  of  the  spring  being  attached  to  the  sash- 
face,  the  free  end  (with  or  without  antifriction-roller  thereon) 
bearing  against  the  window-frame  and  pressing  the  sash,  in  a  direc- 
tion at  right  angles  with  the  face  of  the  window,  into  close  engage- 
ment with  the  frame.  While  the  specification  does  not  expressly 
state  against  which  stop  the  sash  is  pressed,  the  drawings  seem  to 
indicate  pressure  against  the  outer  stop.  The  natural  and  direct 
effect  of  the  Waddington  device  was  to  prevent  rattling  and  to  ex- 
clude dust  and  air. 

Still  further,  Howe,  in  1891  (United  States  Patent  No.  448,882,) 
showed  a  device  for  supporting  a  sash  (including  that  of  a  car- 
window)  at  any  desired  elevation,  and  so  tightening  it  in  the  frame 
as  to  make  it  '^  firm  and  to  exclude  dust,"  and  at  the  same  time  permit 
its  ready  release,  by  the  use  of  a  single  finger-operated  bevel-headed 
plunger,  forced  by  coil-springs  against  the  beveled  face  of  a  vertical 
rack-bar  with  stops  thereon,  so  as,  by  a  wedging  action — 

to  force  the  sash  outwardly  against  the  rabbet  of  the  window  frame  and  thereby 
render  the  sash  tight  against  such  rabbet 

If  it  excluded  dust,  it  would,  of  course,  exclude  drafts  of  air. 

(1,  2)  Other  more  or  less  pertinent  references  to  the  prior  art 
might  be  made;  but  those  cited,  even  disregarding  Brittain  (who, 
plaintiff's  expert  says,  discloses  "  the  closest  approach  to  the  struc- 
ture and  organization  found  in  the  patent  in  suit ",)  are  sufficient  to 
show  that,  while  no  one  reference  contains  all  elements  of  the  claims 
in  silit,  yet  every  element,  according  to  plaintiff's  counsel's  interpre- 
tation of  them  already  given,  is  specifically  disclosed  in  substantially 
the  same  relation  and  for  substantially  the  same  purpose  for  which 
they  are  employed  in  the  patent  before  us.  While  invention  may 
exist,  even  though  every  element  is  old,  provided  the  combination 
either  produces  a  new  result  or  effects  an  old  result  in  a  new  and 
materially  better  way  {Webster  Loom  Co.  v.  Higgina^  C.  D.,  1882, 
285 ;  21  O.  G.,  2031 ;  105  U.  S.,  580 ;  Ferro  Concrete  Constr.  Co.  v. 
Concrete  Steel  Co.;  C.  C.  A.,  6;  206  Fed.  Rep.,  666;  124  C.  C.  A., 
46fi>,)  yet  all  elements  of  the  prior  art  have  a  bearing  upon  the  ques- 
tion of  invention,  and  it  is  imnecessary  to  a  finding  of  a  lack  of  i4- 
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vention  that  every  element  be  found  in  one  embodiment.  (Keene  v. 
New  Idea  Spreader  Co.;  C.  C.  A.,  6 ;  C.  D.,  1916, 255 ;  230  O.  G.,  1185 ; 
231  Fed.  Eep.,  701;  145  C.  C.  A.,  507.) 

(3)  Upon  careful  consideration  of  the  prior  art,  and  giving  due 
weight  to  the  well-established  utility  of  plaintiff's  device  and  its 
highly  favorable  commercial  reception,  we  are  imable  to  find  in  it 
room  for  invention.  The  mol^t  which,  to  our  minds,  can  be  said  is 
that  the  inventor  has,  in  the  exercise  of  a  high  degree  of  mechanical 
skill,  selected  and  put  together  the  most  desirable  parts  of  different 
devices  in  the  same  art,  making  a  new  structure,  doubtless  better  than 
any  which  preceded  it,  but  in  which  each  part  operates  in  substan- 
tially the  same  way  as  it  did  in  the  old  and  effects  substantially  the 
same  result.  This  is  not  invention.  (Overweight  Gaunter-Balance 
Co.  V.  Vogt  Mack.  Co,^  C.  C.  A.,  6;  102  Fed.  Rep.,  957;  43  C.  C.  A., 
80;  Railroad  Supply  Co.  v.  Elyria  Iron  Co.^  C.  D.^  1917,  420;  239 
O.  G.,  656;  244  U.  S.,  285;  37  Sup.  Ct.,  502;  Huehner-ToUdo  Brew- 
eries  Co.  v.  Mathews  Gravity  Carrier  Co.^  C.  D.,  1919,  251;  262 
O.  G.,  313;  253  Fed.  Rep.,  435.) 

The  decree  of  the  district  court  is  accordingly  afp/rmed. 


[U.  S.  Circuit  Court  of  Appeals — Second  Circuit.] 

Van  DEN  BURGH  V.  Concrete  Steel  Co. 

Decided  April  16,  1919. 
266  O.  G.,  743 ;  258  Fed.  Rep.,  143. 

1.  Patents — ^Validity  and  Inhungbment — Gongbetb-Reinfobging  Bab. 

The  Vandenburgh  reissue  patent,  No.  14,182,  for  a  concrete-reinforcing 
bar,  claims  1  and  2  are  void  as  too  broad.  Claims  3  and  5  disclose  inven- 
tion and  are  valid ;  also  Held  infringed. 

2.  Same — ^Reissue — ^Pabtial  Invalidity. 

The  fact  that  some  of  the  claims  of  a  reissued  patent  are  invalid,  as  too 
broad,  does  n«t  invalidate  other  claims. 

Appeal  from  the  District  Court  of  the  United  States  for  the  South- 
ern District  of  New  York. 

Suit  by  George  E.  Vandenburgh  against  the  Concrete  Steel  Com- 
pany.    Decree  for  defendant^  and  complainant  appeals.    Reversed. 

Mr.  Carlos  P.  Griffin  {Mr.  James  H.  Griffin  of  counsel)  for  the 
appellant. 
Mr.  Lucius  E.  Vamey  for  the  appellee. 

Before  Ward,  Kogers,  and  Manton,  Circuit  Judges. 

Ward,  Cir.  J.: 

(1)  United  States  reissued  Patent  14,182,  to  George  E.  Vanden- 
burgh, for  a  concrete-reinforcing  bar,  was  held  void  for  want  of 
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invention  by  the  District  Court  for  the  Western  District  of  Pennsyl- 
vania in  the  suit  of  Vanderiburgh  v.  Electric  Welding  Co.^  (259  Fed. 
Rep.,  579,)  while  the  court  below  dismissed  the  bill  in  this  case  against 
the  Concrete  Steel  Company  for  non-infringement.  Both  courts 
held  that  the  original  patent  did  not  contemplate  coUapsibility  of 
the  structure,  because  the  spiral  coil  was  described  as  rigidly  fixed 
by  kerfs  and  spurs  on  the  reinforcing-bar.  For  this  reason  it  was 
held  that  claims  1  and  2  of  the  reissue,  which  were  intended  to  cover 
coUapsibility  of  the  structure,  were  invalid,  as  too  broad.  We  agree 
in  this  conclusion. 

But  claim  3  of  the  reissue  is  literally  the  same  as  claim  3  of  the 
original  patent,  and  claim  5  of  the  reissue  is  literally  the  same  as 
claim  4  of  the  original  patent.  These  claims  should  be  construed 
consistently  with  the  specifications,  which  are  also  literally  the  same 
in  each  patent,  as  meaning  that  the  spiral  coil  is  rigidly  connected 
with  the  longitudinal  bar  at  each  point  of  contact.  So  construed, 
the  claim  describes  a  continuous  spiral  rigidly  and  integrally  con- 
nected with  kerfs  and  spurs  in  the  bar,  constituting  a  trusslike  struc- 
ture within  the  body  of  the  concrete,  resisting  lateral  and  longitudi- 
nal strains,  and  which  can  be  more  cheaply  manufactured  than  if  the 
spiral  were  riveted  or  welded  to  the  bar  at  each  point  of  contact. 

(2)  The  defendant's  witness  Cummings  frankly  admits  that  this 
form  of  reinforcing  structure  was  new  in  cement- work  and  has  come 
into  general  use.  The  fact  that  claims  1  and  2  of  the  reissue  are  in- 
valid, as  too  broad,  does  not  invalidate  claims  3  and  5.  {Gage  v. 
Herring,  C.  D.,  1883,  289;  25  O.  G.,  2119;  107  U.  S.,  640;  2  Sup.  Ct., 
819.)  The  defendant's  structure  when  set  up  to  receive  the  concrete 
is  exactly  the  same  as  plaintiff's,  except  that  the  spiral  coil  is  not 
rigidly  fixed  by  kerfs  and  spurs  on  the  bar.  This  enables  the  struc- 
ture to  be  collapsed  when  not  in  use,  a  commercial  improvement  for 
purposes  of  shipment,  but  which  does  not  justify  the  defendant's 
appropriation  of  the  plaintiff's  structure. 

The  decree  is  reversed^  with  half  costs  to  the  plaintiff. 


[XT.  S.  Circuit  Court  of  Appeals — Seventh  Circuit.] 

Taggart  Baking  Co.  v.  Green  et  al. 

Decided  January  7,  1919;  rehearing  denied  March  4,  1919, 

267  O.  a,  341 ;  257  Fed.  Rep.,  87. 

1.  Patents — ^Appucation — ^Verification  of  Claims. 

Claims  40  and  41  of  the  Green  patent,  No.  1,180,030,  inserted  after  the 
original  application  on  request  of  the  Examiner  to  show  interference,  were 
within  the  drawings  and  specifications  of  the  original  application,  so  that 
no  additional  verification  thereto  was  necessary. 
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2.  Same — Vauditt  and  Infringement — ^BrscuiT-CxnTRR. 

The  Green  patent,  No.  1,180,030,  claims  29,  80,  40-^,  inclusive,  for  a 
biscuit-cutter,  especially  relating  to  pan^cavrier  with  automatic  skip,  which 
could  be  adjusted  without  stopping  the  machine.  Held  valid,  as  disclosing 
invention,  and  infringed. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Indiana. 

Suit  by  Thomas  L.  Green  and  another  against  the  Taggart  Baking 
Company  for  infringement  of  patent.  Decree  for  complainants^  and 
defendant  appeals.    Affirmed. 

Mr.  James  Louis  Hopkins  for  the  appellant. 
Mr.  Laurence  A.  Janm^y  and  Mr.  Osgood  H.  Doxoell  for  the  ap- 
pellees. 

Before  Baker,  Maok,  and  Evans,  Circuit  Judges. 

Evans,  Cir.  J.: 

The  patent  in  suit  deals  with  a  complicated  biscuit-cutting  ma- 
chine, claims  29,  30,  40-45,  inclusive,  being  involved.  The  defenses 
to  all  claims  are  invalidity  and  non-infringement.  An  additional  de- 
fense is  made  to  claims  40  and  41,  appellant  contending  that  these 
claims  were  improperly  allowed:  (a)  Because  applicant's  oath 
thereto  is  lacking;  (6)  because  they  are  not  supported  by  the  specifi- 
cations.   These  objections  will  be  first  considered. 

(1)  Green's  application  was  filed  February  20,  1909,  but  patent 
was  not  issued  until  April  18,  1916.  During  that  time  Allison  and 
Pinkney  filed  application  for  patent  (August  3,  1912)  and  Letters 
Patent  were  issued  September  29,  1914,  the  subject-matter  being  a 
cracker-cutting  machine.  Its  claims  1  and  2  are  the  same  as  claims 
40  and  41.  Originally,  Green  asked  for  the  allowance  of  a  claim 
numbered  66,  covering  generally  the  same  matter  as  claims  40  and  41. 
Upon  an  interference  being  declared,  Green  was  required  to  present 
his  interfering  claim  or  claims  in  the  identical  words  of  Allison  and 
Pinkney.  Patentee  therefore  inserted  claims  40  and  41,  correspond- 
ing to  claims  1  and  2  of  Allison  and  Pinkney.  His  statement  in  sup- 
port thereof  was  duly  sworn  to,  and  the  Patent  Office  ruling  went  to 
Green.  Allison  and  Pinkney  appealed  to  the  Court  of  Appeals  of 
the  District  of  Columbia,  and  their  appeal  was  later  dismissed. 

An  examination  of  the  drawings  and  the  description  as  well  as  the 
proceedings  in  the  Patent  OflSce  and  other  evidence  convince  us  that 
a  sufficient  disclosure  to  support  these  claims  40  and  41  appeared  in 
the  original  application,  that  no  additional  verification  was  neces- 
sary, and  the  interference  proceeding  was  properly  decided  in 
Green's  favor. 

Since  this  appeal  was  argued  our  attention  has  been  called  to  a 
decision  of  the  United  States  District  Court  for  the  Eastern  District 
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of  Tennessee  in  a  case  entitled  J.  H.  Day  Go.  v.  Mornitain  City  MUl 
Go,  et  al.^  (267  Fed.  Rep.,  561.)  Complainant  in  that  case  was  the 
manufacturer  of  the  machine  used  by  the  Taggart  Baking  Company 
in  the  instant  suit,  while  defendant  was  the  user  of  the  machine 
manufactured  by  appellee.  The  Allison  and  Pinkney  patent,  hereto- 
fore referred  to,  was  under  consideration  and  the  judge  in  disposing 
of  the  suit  said : 

AUison  and  Plnkn^  patent,  No.  1,112,184.  The  proof  was,  'In  my  opinion, 
beyond  reasonable  doubt  that  Allison  and  Pinkney  were  not  the  first  and  orig- 
inal inventors  of  the  differential  pan-skip  mechanism  disclosed  in  claims  1  and 
2  of  the  Allison  and  Pinkney  patent  on  improvements  in  cracker-cutting  ma- 
chine ;  that  the  first  and  original  inventor  thereof  was  Thomas  L.  Green,  ♦  ♦  • 
who  as  early  as  1909  invented  this  mechanism,  constructed  a  machine,  and  suc- 
cessfully operated  It  at  Cardiff,  Wales.  The  result  thus  reached  Is  in  accord- 
ance with  the  action  of  the  Patent  Office  in  awarding  the  claims  in  suit  of  the 
Allison  and  Pinkney  patent  to  Green  in  the  interference  proceeding,  etc. 

It  also  appears  that,  after  the  ruling  of  the  Patent  OflSce  in  the 
interference  proceeding,  Allison  and  Pinkney  filed  a  disclaimer  in  the 
Patent  Office,  but  limited  in  its  scope.  We  therefore  reject  appel- 
lant's special  attack  upon  these  two  claims. 

(2)  Invention. — Machines  such  as  described  in  the  patent  are 
used  in  the  manufacture  of  biscuits  and  crackers.  Speed  and  avoid- 
ance of  waste  are  their  chief  objects.  In  other  words,  bakers  require 
a  machine  that  will  turn  out  as  many  biscuits  as  possible,  all  of  any 
type  being  as  nearly  uniform  as  possible. 

The  patent  citations  contain  many  illustrations  of  machines  de- 
signed to  accomplish  this  result,  some  of  which  have  been  used  with 
more  or  less  success.  Green  attacked  the  problem  by  providing  means 
to  avoid  stops  and  delays  for  adjustments. 

The  ordinary  biscuit-cutting  machine  requires  a  continuous  sheet 
of  dough,  carried  upon  a  driving-apron  under  a  reciprocating  cutter 
which  at  every  reciprocation  cuts  out  a  row  of  biscuits.  As  the  apron 
advances,  the  scraps  are  dropped  into  a  scrap-carrier,  and  the  bis- 
cuits are  conveyed  by  the  apron  to  a  point  called  the  delivery  end 
of  the  apron,  and  there  dropped  or  deposited  into  pans  which  are 
successively  moved  under  the  apron,  each  pan  coming  into  place  imme- 
diately upon  its  predecessor  being  filled. 

It  is  with  the  operation  of  this  pan-carrier  that  the  patent  in  suit 
primarily  deals.  The  pan-carrier  advances  each  pan  at  a  regular 
rate  and  receives  the  successively-dropped  rows  of  biscuits  until  the 
pan  is  full.  A  momentarily-accelerated  movement  of  the  pan-carrier 
then  occurs  so  that  the  succeeding  pan  is  brought  into  position  to 
receive  the  succeeding  row  of  biscuits.  This*  acceleration  of  motion 
is  termed  by  the  witnesses,  "  skipping."  It  is  highly  important  that 
the  skipping  should  occur  at  the  right  moment;  otherwise,  there 
will  be  "  crippled  "  biscuits,  resulting  in  waste,  etc. 
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Patentee  well  says  that  the  capacity  of  a  machine  depends  upon 
the  speed  and  accuracy  of  accomplishing  the  panning  operation. 

For  the  biscuits  must  not  pile  up;  they  should  be  produced  and  delivered 
no  foster  than  the  pans  can  take  them,  and  they  should  be  panned  properly  to 
avoid  cripples  and  wastes. 

Green's  machine  employs  a  continuous  pan-feed,  and  counsel  claims 
that  it  was  the  first  high-speed  continuously-operating  machine  ca- 
pable of  panning  the  entire  product  known  to  the  art.  Its  asserted 
novel  features  are : 

(a)  Continuous  pan  feed,  with  a  positive  gear  transmission  and  an  auto- 
matic skip  means  in  the  transmission. 

(h)  Its  automatic  pan  skip  is  provided  with  means  for  adjusting  the  skip 
relative  to  the  pans  without  stopping  the  machine. 

(0)  The  use  of  speed  change  gears  in  the  pan  feed  transmissions,  sp  as  to 
adjust  the  panning  speed  to  the  rate  of  production  of  variously  sized  biscuits. 

If  Green's  machine  lives  up  to  the  asserted  claims  of  counsel,  there 
is  no  question  of  invention  involved,  and  we  need  only  consider 
infringement,  and  whether  the  claims  in  the  patent  cover  the  novelty 
asserted^  and  no  more. 

Appellant,  however,  denies  that  Green  is  the  first  to  produce  a 
machine  having  an  automatic  pan-skip  with  means  for  adjusting 
the  skip  relative  to  the  pan  without,  stopping  the  machine,  and  cites 
Appleton'a  Cyclopoedia  of  Applied  Mechardca^  volume  1,  pages  7-10, 
patent  to  Bleile,  No.  863,349,  patents  to  Carlson,  No.  661,008  and  No. 
670,383,  and  to  Ward,  No.  865,461,  and  others. 

While  we  may  well  take  notice  of  s^ctual  disclosure  appearing  in 
AppletarHs  Cyclopaedia  of  Applied  Mechamcs^  published  in  1899,  tlie 
particular  pages  dealing  with  bread  and  biscuit  machinery,  we  can- 
not agree  with  appellant  in  the  conclusion  that  a  machine  anticipat- 
ing Green's  machine  is  disclosed.  It  is  conceded  that  there  were 
intermittent- feed  types  of  pan-carriers  with  a  ratchet-and-pawl  drive 
in  existence  prior  to  1909.  There  were  also  machines  having  con- 
tinuous dough- feed  arrangements.  There  also  may  have  been  a  ma- 
chine in  existence  capable  of  pan-skipping  and  employing  an  inter- 
mittent pan-feed.  But  we  conclude  that  the  article  referred  to  in 
the  cyclopsedia  referred  to  a  continuous  sheet  of  dough  fed  to  the 
rollers,  and  not  to  a  machine  for  a  continuous  pan  feed. 

The  Bleile  patent  discloses  a  pan-skipping  device  for  a  biscuit  ma- 
chine, but  it  is  clear  to  us  that  no  machine  is  described,  and  patentee 
did  not  intend  to  describe  a  machine,  wherein  a  readjustment  of  the 
position  of  the  pans  with  the  dough  might  occur  while  the  pan  car- 
rier machinery  was  in  inotion.    Bleile  says  in  his  specifications : 

The  face  of  the  accelerating  device  is  made  the  full  width  of  the  pulley  face 
in  order  to  Insure  the  friction  clutch  between  the  parts,  and  the  length  of  time 
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this  clutch  shall  continue  can  be  very  readily  and  easily  adjustetl  by  the  set 
screws  27  to  correspond  with  the  space  between  the  rear  edge  of  one  pan  and 
the  front  edge  of  the  next  succeeding  i)an. 

Of  course,  it  is  apparent  that  this  set-screw,  when  adjusted,  may 
well  have  the  effect  of  registering  the  skip  with  the  pans;  but  it 
utterly  fails  to  provide  the  means  Green  claims  to  have  provided, 
namely,  an  automatic  pan-skip  with  means  for  adjusting  the  skip 
relative  to  the  pans  without  stopping  the  machine.  The  set-screw 
was  not  adjustable  w^hen  the  machine  was  in  motion.  We  likewise 
think  Green's  claim  that  Bleile's  machine  did  not  possess  any  speed- 
change  gears  is  well  taken. 

Ward's  machine  does  not  possess  a  pan-skip  mechanism,  within  the 
meaning  of  the  word  "  skip  "  as  here  used,  nor  is  the  speed  of  the  car- 
rier relatively  adjustable  while  the  machine  is  in  motion.  Carlson's 
patent  differe  from  the  machine  in  question  for  the  added  reason  that 
the  pan-feed  transmission  is  not  provided  with  speed-change  gears. 

Appellant  likewise  confidently  relies  upon  a  machine  known  as  the 
Cincinnati  machine.  Green  charges  that  this  machine  is  a  fiction. 
The  court  heard  the  testimony  and  was  in  a  better  position  than  we 
to  determine  the  weight  to  be  given  to  the  testimony  bearing  upon 
this  machine.  The  sole  witness  who  testified  concerning  it  stated  that 
it  had  been  installed  some  13  or  14  years  previously,  that  it  had  re- 
mained complete  for  about  a  year,  and  that  some  parts  had  been 
taken  off — 

because  the  witness  had  a  man  who  did  not  know  how  to  run  and  operate  the 
machine.    He  got  used  to  running  tlie  machine  without  any  pawls  but  one. 

After  a  lapse  of  many  years,  and  shortly  before  this  suit  was  tried, 
parts  were  put  back  or  attached,  and  defendant's  expert  witness  ex- 
amined it,  testifying  on  direct  examination  to  its  complete  anticipa- 
tion of  Green's  machine.  There  is  certain  testunony  tending  to  show 
that  this  machine  was  not  adapted  to  skipping,  because  of  the  absence 
of  lugs  on  the  carrier-chains.  Nor  does  the  statement  of  the  original 
operator  coincide  with  the  tbeory  of  the  expert  as  to  the  purpose  or 
use  of  a  hand- wheel  by  which  the  carrier  was  relatively  adjusted  for- 
ward or  backward  while  in  motion.  While  witness  seemed  to  recog- 
nize the  presence  of  a  hand- wheel  such  as  was  referred  to  by  the  ex- 
pert, it  is  doubtful  if  it  served  or  was  capable  of  serving  the  purpose 
ascribed  to  it  by  the  expert. 

We  cannot  say  upon  this  testimony  the  court  erred  in  not  recogniz- 
ing this  machine  as  an  anticipation  of  the  claims  of  the  present 
patent. 

Claim  29  probably  best  describes,  element  for  element,  the  entire 
combination  representing  appellee's  contribution  to  the  art.  We 
conclude  the  combination  is  supported  by  the  description,  involves 
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novelty,  and  is  valid.  Claim  30  covers  in  the  combination  the- con- 
tinuous pan-carrier,  together  with  the  specific  pan-skipping  mecha- 
nism and  driving  means.  The  other  claims,  40-45,  cover  in  combina- 
tion the  means  for  setting  the  pan-carrier  relatively  forward  or 
backward.  Claim  44  was  not  included  in  the  bill,  but  we  see  no  error 
in  including  it  in  the  degree. 

While  counsel  attacks  these  claims  individually,  he  fails  to  view 
each  combination  as  an  integer.  Some  of  the  patents  relied  on  as 
an  anticipation  contain  only  single  elements  found  in  the  combina- 
tion. We  find  the  combination  contains  elements  which  are  new, 
and,  as  combinations,  spell  invention. 

Infringement. — Little  need  be  said  on  this  question.  The  contest 
was  really  determined  in  the  Patent  Office  between  Allison  and 
Pinkney  and.  Green.  Non-infringement,  if  it  exists  at  all,  must  be 
due  to  the  difference  in  means  adopted  by  appellant  to  register  the 
pan-carrier  to  the  skip  while  the  machine  is  in  motion.  Each 
machine  is  provided  with  a  hand-wheel  adjustment  in  the  trans- 
mission between  the  skip  mechanism  and  the  pan-carrier.  The  solo 
difference  is  found  in  the  mechanism  that  intervenes  between  the 
hand-wheel  and  the  pan-carrier.  Appellant  claimed  that  Green's 
wheels  must  be  disconnected  from  his  driving  means  to  effect  an 
adjustment,  and,  so  disconnected,  independent,  power-transmission 
means,  operable  and  driven  by  hand  only,  are  provided,  while  in 
defendant's  machine  the  manually  operated  means  consist  of  bevel 
gears,  whose  rolling  motion  around  the  gear  60  is  produced  by  the 
hand  wheel  80,  the  gears  being  in  the  power  transmission. 

To  answef  this  contention,  we  must  examine  the  claims,  where  we 
find  no  such  limitation  to  the  element  there  described  as  would  defeat 
infringement  because  of  this  difference.  This  element  in  claim  40 
reads : 

Means  for  setting  said  conveyer  relatively  forward  or  backward  while  in 
motion. 

In  claim  41  it  reads: 

Manually  operated  means  for  accelerating  or  retarding  the  movement  of 
said  conveyer  for  the  purpose  of  registering  the  pans  with  the  skip. 

«  • 

As  the  Examiner  in  the  Patent  Office  well   observed: 

Counts  1  and  2  (l>eing  claims  40  and  41  in  the  Green  patent)  are  not 
necessarily  limited  to  a  construction  where  the  normal  driving  mechanism  for 
the  conveyer  continues  in  action  after  the  means  are  put  into  operation. 

"While  in  motion"  refers  generally  to  the  machine.  True,  the 
pan-carrier,  too,  is  in  motion.  To  advance  the  carrier,  the  "  manu- 
ally operated  means"  are  used — simply  by  causing  the  "spring- 
pressed  pawl "  to  engage  the  teeth  of  the  gear.  The  operator  turns 
the  hand-wheel  and  causes  the  carrier  to  move  faster  than  it  ordi> 
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narily  drives  when  acceleration  is  desired,  and  slower  if  the  oper- 
ator wishes  to  retard  the  movement  of  the  carrier.  Nor  does  the 
use,  in  the  specifications,  of  the  word  "independently,"  referring 
to  this  motion,  limit  appellee  in  construing  these  claims.  The  man- 
ual means  act  "  independently  "  so  far  as  acceleration  or  retardation 
is  concerned,  even  though  the  driving  means  of  the  machine  be  at- 
tached or  unattached.  Acceleration  as  such  is  obtained  independ- 
ently of  the  machine-provided  means  for  driving  the  pans.  It  is 
obtained  by  the  man-operated  hand-wheel.  This  is  so  in  Green's 
patent  machine,  and  it  is  true  of  the  infringing  machine.  In  both 
instances  a  continuously-running  machine  is  provided  with  a  hand- 
wheel,  by  which  the  operator  can  quickly  adjust  the  pan-carrier  for- 
ward or  backward  without  stopping  the  machine. 

The  defense  of  non-infringement  of  these  claims  really  goes  to  the 
question  of  the  ruling  of  the  Patent  Office  in  allowing  Green  to 
insert  them  in  his  patent  rather  than  to  the  question  of  examining 
appellant's  machine  to  ascertain  whether  it  comes  within  the  lan- 
guage of  the  claims.  Appellant  constructed  its  machine  under  the 
Allison  and  Pinkney  patent.  Claims  1  and  2  of  that  patent  are 
identical  with  claims  40  and  41  of  Green's  patent.  If  Green  was  en- 
titled to  these  two  claims,  it  would  ordinarily  follow  that  a  machine 
constructed  under  the  former  patent  would  infringe  the  latter. 
Such  differences  as  appear  do  not,  we  think,  avoid  infringement. 

Concluding^  as  we  do,  that  the  Patent  O-ffice  was  correct  in  its  ml- 
ing^  we  also  conclude  there  was  infringement. 

The  decree  is  affirmed. 

lU.  S.  circuit  Court  of  Appeals — Second  Circuit.  1 

Silver  &  Co.,  Inc.,  v.  S.  Sternau  &  Co.,  Inc. 

Decided  April  16,  1919. 
267  O.  a,  S48;  256  Fed.  Rep.,  448. 

1.  Patents — Infringement — Ck)LLAP8iBLE  Stove. 

The  Ferdon  patent,  No.  1,109,257,  for  a  collapsible  stove,  !s  Umited  to 
the  particular  means  shown  for  keeping  the  legs  in  open  position  when 
in  use,  and,  as  so  construed.  Held  not  infringed. 

2.  Same — Same — Practical  Identity. 

Infrfngement  should  not  be  determined  by  the  mere  decision  that  the 
terms  of  a  claim  of  a  valid  patent  are  applicable  to  defendant's  device, 
but  the  question  involves  considerations  of  practical  utility  and  substan- 
tial identity,  and  that  must  be  quantitative  as  well  as  qualitative. 

8.  Same — Vauditt  and  Infringement —  Collapsible  Sto\tc. 

The  Ferdon  patent,  No.  1,229,492,  for  a  collapsible  or  knockdown  stove. 
Held  void  for  lack  of  invention,  and  also  not  infringed. 

Appeaus  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York, 
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Two  suits  in  equity  by  Silver  &  Co.,  Incorporated,  against  S.  Ster- 
nau  <&  Co.,  Incorporated.  Decrees  for  defendant^  and  coviplainarU 
appeals.     Afp/rmed.       ^ 

Mr.  Stephen  J,  Cox  for  the  appellant. 

Mr.  John  Robert  Taylor  for  the  appellee. 

Before  Ward,  Hough,  and  Manton,  Circuit  Judges. 

Manton,  Cir.  J.: 

Both  suits  between  the  litigants  were  tried  together  in  the  lower 
court  and  are  presented  here  in  a  single  record  upon  this  appeal. 
Both  will  be  treated  in  one  opinion. 

The  first  action  is  based  upon  Patent  No.  1,199,257,  issued  Septem- 
ber 29, 1916,  to  the  appellant's  assignor.  The  second  action  involves 
the  alleged  infringement  of  Patent  No.  1,229,432,  issued  June  12, 
1917.  Both  patents  were  issued  to  Guy  W.  Ferdon.  The  appellant 
refers  to  the  first  as  a  kitchenette  patent  and  the  second  as  a  collap- 
sible stove.  Each  patent,  however,  refers  to  the  invention  as  a  col-" 
lapsible  stove. 

Claim  1  alone  is  involved  in  action  No.  1,  while  claims  7,  8,  and  9 
are  involved  in  action  No.  2.  After  the  trial,  the  district  judge  dis- 
missed the  suit  on  the  first  patent  on  the  ground  that  infringement 
was  not  established.  In  the  action  for  infringement  upon  tho 
second  patent,  the  patent  was  held  void  for  lack  of  invention. 

(1)  Claim  1  of  Patent  No.  1,199,257  reads  as  follows: 

In  a  support  for  heaters,  in  combination,  a  hot  plate,  legs  hinged  to  the 
underside  of  said  plate,  and  adapted  to  be  folded  against  said  plate,  means 
adapted  to  fold  against  said  legs  for  keeping  said  legs  in  open  position,  and 
means  when  the  device  is  in  use,  for  supporting  heating  devices  in  proper  re- 
lation to  said  hot  plate. 

The  inventor  says  that  his  invention  relates  to  collapsible  stoves 
or  heaters,  and  particularly  to  a  device  to  be  used  for  cooking  with 
alcohol-lamps,  whether  the  lamps  be  those  which  use  solid  or  liquid 
alcohol.  He  does  not  restrict  his  device  to  the  use  of  this  particular 
fuel,  and  says  that  lamps  supplied  with  other  solid  liquid  or  gaseous 
fluid  may  be  employed  in  connection  with  the  device.  He  refers  to 
his  invention  in  his  specification  as  a  folding  stove  of  the  kind  that 
can  be  folded  into  a  small  package  and  carried  about  in  an  auto- 
mobile-kit by  hand  or  as  an  article  of  luggage,  which  may  be  in- 
stantly set  up  for  picnic  or  other  cooking.  It  is  quite  apparent, 
from  this  record,  that  the  recent  increase  in  the  use  of  solid  alcoliol 

* 

for  cooking  purposes,  a  field  which  has  been  entered  extensively  by 
the  parties  to  this  litigation,  gave  rise  to  the  need  for  small  folding 
stoves.  The  idea  of  collapsibility  at  the  date  of  the  issuan.^e  of  this 
patent  was  very  generally  resorted  to  in  the  cases  of  articles  for 
transient  use,  such  as  card-tables,  ironing-boards,  folding  beds,  and 
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folding  chairs,  and  articles  and  structures  in  which  it  was  sought  to 
secure  compactness  of  bulk.  Other  collapsible  articles  were  dining- 
room  tables,  pianos,  bureaus,  and  bedsteads.  This  record  demon- 
strates that  in  the  stove  art  the  structures  have  been  made  to  col- 
lapse for  use  in  camping  or  for  motoring,  the  idea  being  to  provide 
for  collapsing  or  knocking  down  to  reduce  the  bulk  in  transporta- 
tion. Examples  of  such  collapsibility  are  found  in  the  prior  art 
in  the  patents  issued  to  Cook,  Morawetz,  Swinney,  and  Pjerron. 

This  patent  discloses  a  structure  comprised  of  two  separate  and 
distinct  parts,  the  stove  proi)er,  which  may  be  folded,  and  the  shelf, 
which  is  separate  therefrom,  and  which  cannot,  in  any  sense,  be  said 
to  be  foldable.  It  comprises  a  hot-plate,  made  of  thin  sheet  metal 
and  provided  with  openings  and  grates  of  the  usual  type.  The  hot- 
plate is  bent  or  turned  around  its  edges  for  the  purpose  of  connecting 
a  wire  to  form  a  stiffening-flange.  To  the  underside  of  the  hot-plate 
is  attached,  at  each  of  the  four  corners,  a  wire  eyelet.  Connected  to 
each  of  these  wire  eyelets  is  a  piece  of  wire  so  bent  as  to  produce  a 
number  of  wire  legs  at  opposite  ends  of  the  hot-plate  and  formed 
with  a  wire  link  or  reach  connecting  each  pair  of  legs.  The  wire 
link  is  bent  upwardly,  so  as  to  form  a  ledge  or  rest  for  the  separate 
sheet-metal  lamp-supporting  shelf,  which  may  be  placed  and  used  for 
holding  the  heating  devices  it  is  desired  to  utilize.  To  each  of  the 
four  legs  is  pivotally  attached  a  wire  bracket  formed  of  a  single  piece 
of  wire.  The  two  wire  brackets  at  each  end  of  the  structure  may  be 
folded  against  the  wire  legs  to  which  they  are  pivotally  connected. 
The  brackets  and  legs  can  be  folded  inwardly  upon  the  underside  of 
the  hot-plate.  ^Vhen  setting  the  stove  up,  the  legs  are  opened  out- 
wardly, the  brackets  are  extended,  and  then  the  brackets  are  forced 
into  engagement  with  clii:)s  or  locks  formed  on  the  underside  of  the 
hot-plate,  midway  of  its  length,  for  the  purpose  of  bracing  the 
structure  to  give  stiffness  and  rigidity  to  the  legs  and  to  support  the 
hot-plate.  The  shelf  is  then  rested  in  a  position  upon  the  connecting 
wire  links  extending  between  the  pair  of  legs  located  at  each  end  of 
the  hot-plate,  and  is  firmly  held  there.  The  specifications  provided 
that,  when  folded,  the  shelf  is  removed  and  laid  alongside  the  parts 
folded  together.  The  windshield,  a  separate  part,  is  often  sold  com- 
mercially with  the  appellant's  device. 

In  the  original  claim  in  the  Patent  Office,  as  the  structural  element, 
it  was  not  provided  for  "  means  adapted  to  fold  against  said  legs  for 
keeping  said  legs  in  an  open  position,"  but  it  was  i)rovided  as  "  means 
for  keeping  said  legs  in  open  position."  The  Patent  Office,  granting 
the  patent,  however,  allowed  the  claim  as  "means  adapted  to  fold 
against  said  legs  for  keeping  said  legs  in  open  position." 

In  the  defendant's  device,  the  means  for  keeping  the  legs  in  open 
position  are  not  adapted  to  fold  against  the  legs,  but  to  fold  against 
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the  top  plates,  to  which  they  are  hinged.  When  folded,  they  do  not 
rest  against  the  legs,  but  are  placed  in  close  position  side  by  side  to 
the  legs,  making  a  compact  heater,  and  thus  saving  space  in  transpor- 
tation. Appellant's  specifications  do  not  describe  or  illustrate  any 
means  for  keeping  the  legs  in  open  position  which  are  adapted  to 
fold  against  said  legs.  The  brackets,  which  are  adapted  to  fold 
against  the  legs,  and  which  are  intended  to  constitute  the  "  means  *' 
provided  in  claim  1,  do  not,  of  themselves,  perform  the  function  of 
keeping  the  legs  in  open  position.  It  is  only  when  these  brackets  are 
swung  into  position  beneath  the  clips  or  lock,  and  there  held  pinched 
against  the  underside  of  the  hot-plate,  that  sufficient  rigidity  is  af-. 
forded  to  keep  the  legs  stiff  and  in  open  position.  The  clips  or  lock 
device  is  the  essential  feature  of  the  structure,  in  cooperation  with 
the  brackets,  to  keep  the  legs  in  open  position.  They  are  not  adapted 
to  fold  against  said  legs.  The  shelf  cannot  be  considered  the  means 
for  giving  rigidity  to  the  legs.  According  to  the  specifications,  it 
serves  another  purpose. 

In  the  claim  as  originally  filed  in  the  Patent  Office  there  was  cited 
against  the  appellant  the  British  patent,  No.  13,312,  A.  D.,  1912,  to 
Irving  and  Anderson.  This  disclosed  a  hot-plate,  legs  hinged  to  the 
underside  of  the  plate  and  adapted  to  fold  against  the  plate,  and 
means  when  the  device  is  in  use  for  supporting  heating  devices  in 
proper  relation  to  said  hot-plate.  The  only  difference  between  the 
claim  of  the  patent  in  suit  and  the  British  patent  resides  in  the 
means  adapted  to  fold  against  said  legs  and  keeping  said  legs  in 
open  position.  The  heating  device  in  the  Irving  patent  acts  as  a 
support  for  the  heating  apparatus  and  keeps  the  legs  in  open  posi- 
tion. We  think  that  the  Ferdon  invention  is  limited  to  a  particular 
form  or  kind  of  means  adapted  to  fold  against  said  leg:s  for  keeping 
said  legs  in  open  position. 

In  view  of  the  state  of  the  art,  particularly  the  Irving  and  Ander- 
son patent,  the  appellant's  claim  must  be  read  with  no  range  of 
equivalents,  at  least  such  as  would  be  permitted  if  defendant's  struc- 
ture was  held  to  be  an  infringement.  The  defendant^manufactures 
a  folding  kitchenette,  liaving  a  windshield  and  shelf  integrally  con- 
structed therewith,  and  having  no  separate  parts  of  any  kind.  It  is 
made  of  sheet  metal,  and  no  wires  are  employed  in  its  construction. 
It  has  the  hot-plate,  with  the  necessary  openings.  The  top  plate  is 
supported  by  three  sheet  metal  sides,  comprising  two  end  supports 
and  a  side  support.  The  end  supports,  besides  constituting  a  wind- 
shield, act  as  legs.  The  windshield  is  provided  with  a  horizontally- 
disposed  sheet-metal  shelf,  provided  with  two  openings,  which,  when 
the  device  is  assembled,  are  positioned  beneath  and  in  line  with  the 
openings  on  the  top  plate.  In  order  to  prevent  the  legs  of  the  stove 
from  collapsing,  it  is  necessary  to  lock  them  against  longitudinal 
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movement.  It  has  no  means  which  are  adapted  to  fold  against  the 
legs  for  keeping  said  legs  in  open  position.  It  does  have  a  wind- 
shield hinged  to  the  top  plate  and  adapted  to  fold  against  the  under- 
side of  the  top  plate.  The  windshield  does  not  keep  the  legs  or  sup- 
ports in  open  position.  The  legs  or  supports  are  kept  in  open  posi-' 
tion  by  cooperation  of  a  key  upon  the  outside  of  each  with  the  end 
supports,  which  engage  with  a  tenon  passing  through  a  keyhole  lo- 
cated in  each  of  the  end  supports;  tenons  being  formed  on  the  ends 
of  a  centering  shelf,  which  is  hinged  upon  the  windshield  to  keep 
the  legs  open  and  the  device  in  operative  position. 

(2)  Appellee's  structure  requires  the  cooperative  action,  there- 
fore, of  these  different  elements.  Infringement  should  not  be  de- 
termined by  a  mere  decision  that  the  terms  of  a  claim  of  a  valid 
patent  are  applicable  to  the  defendant's  device.  The  question  of 
infringement  involves  considerations  of  practical  utility  and  sub- 
stantial identity  and  that  must  be  quantitative  as  well  as  quali- 
tative. 

{Edison  Co.  v.  American  Mutoscope  cfe  Biograph  Co.,  161  Fed. 
Rep.,  769 ;  81  C.  C.  A.,  391 ;  Goodyear  Co.  v.  Spalding,  C.  C. ;  101 
Fed.  Rep.,  990.) 

We  think  the  district  judge  very  properly  held  that  there  was  no 
infringement.     The  decree  in  this  action  is  affirmed. 

(3)  In  the  second  action,  involving  suit  for  infringement  of  Pat- 
ent No.  1,229,492,  the  appellant  contends  that  this  is  in  the  nature 
of  an  improvement  on  the  device  of  the  first  patent.  It  appears, 
however,  to  be  an  entirely  different  type  of  structure  from  the  de- 
fendant's kitchenette. 

The  device  made  pursuant  to  this  patent  would  appear  to  be  a  per- 
manent liquid  stove  or  range,  such  as  might  be  used  as  a  perma- 
nent fixture  in  a  kitchen.  Ease  of  collapsibility  is  not  important  in 
a  st«ve  of  such  character  or  for  such  use.  It  is  collapsible  in  the 
sense  that  it  might  be  said  to  be  of  the  knockdown  type,  so  as  to  be 
readily  shipped  or  transported  by  the  manufacturer  or  in  moving 
from  house  to  house.    The  specification  says : 

The  object  of  the  invention  is  to  provide  an  oil  stove  of  the  usual  blue  flame 
kind  which  can  be  shipped  knoclcdown. 

It  consists  of  four  parts,  a  stand  or  table,  a  drip-pan,  reservoir 
for  the  oil,  and  the  stove  proper.  The  stand  or  table  consists  of  two 
bars  extending  lengthwise,  to  which  are  connected  at  the  end  a  pair 
of  braced  legs ;  the  legs  being  adapted  to  fold  down  upon  the  con- 
necting bars.  The  tops  of  these  legs  are  provided  with  feet  upon 
which  the  legs,  forming  part  of  the  stove  proper,  which  constitutes 
the  separate  part  of  the  structure,  are  adapted  to  rest.  The  stove 
legs  are  provided  with  corresponding  feet,  and  these  two  parts  of 
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the  apparatus,  the  stove  and  the  table,  are  fastened  together  with 
bolt  and  nut  connection  through  the  holes  in  the  feet  and  the 
other  respective  parts.  The  drip-pan  is  located  below  the  lop 
plate  and  secured  to  the  legs  by  bolts  and  nuts.  In  disassenil)ling 
the  parts,  it  is  necessary  to  remove  the  bolts  and  nuts  which  serve 
the  means  of  connecting  the  stand  or  table  of  the  stove. 

While  this  structure  may  be  termed  a  knockdown  one,  it  is  not 
in  any  sense  a  folding  stiaicture;  the  only  folding  or  collapsible 
parts  being  the  legs  of  the  stove  and  the  legs  of  the  stand.  Con 
structinfj  a  knockdown  stove  under  claims  7,  8,  and  9  of  this  patent 
presents  no  novelty  or  invention.  Such  construction  was  well  known 
to  the  prior  art.  The  appellant  shows  in  its  patent,  heretofore  con- 
sidered, the  hinging  of  the  top  plate.  It  is  also  shown  in  the  Irving 
and  Andei*son  patent,  No.  13,312,  A.  D.,  1910.  There  is  nothing  to 
indicate  any  commercial  success  because  of  this  method  ot  assem- 
bling parts  of  a  stove. 

We  think  that  as  to  this  patent  in  suit  there  is  neither  infringemeiit 
nor  even  invention. 

Decree  affinn^d. 


[U.  S.  circuit  Court  of  App<»alfl — Sixtli  Circuit.] 

* 

Kellogg  Switchboard  &  Supply  Co.  v.  Dean  Eliocthic  Co. 

Decided  January  7,  19W. 
267  O.  G.,  645;  257  Fetl.  Rep.,  425. 

1.  Patents — Harmonic   Calling    Me;an8    in    Telephone    Systems — Infringe- 

ment. 

Tlie  Dean  patent.  No.  779,533,  for  improvements  In  harmonic  calling 
means  for  ^se  In  party-line  teleplione  systems,  Held  not  infringed. 

2.  Same — Claims  Too  Broad — Relief  on  Fiung  Disclaimer. 

Tile  owner  of  a  patent,  if  it  l>e  held  in  his  suit  for  infrini?ement  that  the 
claims  in  suit  are  too  hroad,  cannot  be  given  relief  on  filing  necessary 
disclaimer  in  the  Patent  Office,  where,  if  limited  to  the  application  of  the 
three  first  features  in  the  patent  relied  upon  by  plaintifT,  another  feature 
not  employe<i  by  defendant's  device  would  still  remain,  while.  If  made  to 
include  a  construction  of  the  claims  in  accordance  with  plaint! ITs  inter- 
pretation of  the  distinguishing  fourth  feature,  relief  would  be  inequitable 
as  converting  into  infringement  acts  otherwise  innocent. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Northern  District  of  Ohio;  John  H.  Clarke,  judge. 

Suit  in  equity  by  the  Keltogg  Switchboard  &  Supply  Company 
against  the  Dean  Electric  Company.  From  a  decree  for  defendantj 
{231  Fed,  Rep,^  197^)  plaintiff  appeals.    Affirmed. 

Mr.  ir.  Chjde  Jones  for  the  appellant. 

Mr.  F.  O.  Richey  and  Mr.  Charles  A.  Brown  for  the  appellee. 
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Before  Warrington,  Knappen,  and  Denison,  Circuit  Judges. 

Per  Curiam: 

Suit  for  infringement  of  Patent  No.  779,533,  January  10,  1905, 
to  Dean,  for  improvements  in  harmonic  selective  calling  means  for 
use  in  party-line  telephone  systems. 

(1)  In  the  calling  device  of  the  patent  there  is  located  between 
extensions  of  the  ends  of  an  electromagnet  (whose  rear  end  is  adja- 
cent to  one  end  of  a  permanent  magnet)  an  armatured  bell-reed, 
whose  rear  end  is  held  adjacent  tcJ  the  other  end  of  the  permanent 
magnet,  whereby  the  bell  is  "  polarized,"  the  reed  being  held  at  rest 
in  neutral  position  until  an  alternating  current,  selected  at  the  cen- 
tral station,  and  of  a  frequency  harmonizing  with  the  rate  of  vibra- 
tion of  the  subscriber's  bell-reed,  is  impressed  on  the  electromagnet, 
whereupon  the  reed  is  made  to  vibrate  alternately  in  opposite  direc- 
tions between  the  pole  pieces  of  the  electromagnet,  causing  the  ham- 
mer on  the  outer  end  of  the  reed  to  strike  the  gong;  the  other  bells 
on  the  party-line  (none  of  which  are  in  harmony  with  the  selected 
rate  of  current  frequency)  being  unaffected.  In  practice,  four  dif- 
ferent rates  of  current  frequency  are  used,  viz.  16f ,  33^,  50,  and  66J, 
per  second. 

Judge  (now  Mr.  Justice)  Clarke,  who  presided  below,  dismissed 
the  bill  for  laches  in  prosecution  and  for  lack  of  infringement.  In 
reaching  the  conclusion  of  non-infringement,  Judge  Clarke  found 
that  there  was  nothing  new  in  the  idea  of  Dean's  harmonic  selective 
signaling  system;  that  all  the  elements  of  the  combinations  of  the 
various  claims  in  suit  had  been  before  used  in  the  same  combination, 
tc  produce  the  same  result  (though  perhaps  not  so  successfully  as 
the  plaintiff  accomplished  it;)  that  the  patent,  if  valid,  should  not 
be  given  a  scope  beyond  the  letter  of  the  claims  in  suit,  which,  as 
held  by  the  court,  do  not  call  for  any  special  construction  of  reed- 
tongue  or  polarized  bell,  each,  however,  containing  as  a  supposed 
element  of  novelty,  a  so-called  "undertune"  feature,  whereby  the 
reeds  are  so  adjusted  as  to  be  operated  by  a  current  of  alternating 
frequency,  corresponding,  not  to  the  natural  rate  of  vibration  (or 
pitch)  of  the  reed,  but  to  its  rate  as  accelerated  by  the  reflex  action 
of  the  gong  when  struck;  and  that  defendant  does  not  employ  the 
"  undertune "  feature — the  operative  rate  of  actuation  of  its  bell 
being  the  natural  rate  of  vibration  of  the  reed  tongue,  unmodified  by 
the  action  of  tlie  gong,  (231  Fed.  Rep.,  197.) 

The  features  of  novelty  and  invention  which  plaintiff  contends  are 
found  in  the  elements  of  the  combinations  of  the  various  claims  in 
suit  (Nos.  1,  3,  5,  17,  18,  and  19)  are  (1)  a  reed  tongue  vibrating  as 
a  whole  and  not  in  nodes;  (2)  a  hammer  resiliently  mounted, capable 
of  a  certain  limited  freedom  of  movement  with  respect  to  the  ^reed 
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tongue;  (3)  the  latter  being  positively  actuated  by  the  electromagnet 
in  both  directions,  to  secure  vibrations  in  practical  synchronism  with 
the  ringing-current;  and  (4)  the  latter  having  a  rate  of  frequency 
sufficiently  close  to  the  natural  rate  of  vibration  of  the  reed  to  start 
the  bell  ringing,  and  sufficiently  close  to  the  accelerated  rate  occa- 
sioned by  the  kick-back  of  the  gong  to  keep  the  bell  operating — this 
flexibility  of  the  impressed-current  rate  being  stylecf  the  "operative 
range."    Plaintiff  specifically  rejects  the  "undertune"  theory. 

Passing  the  question  of  laches  ^n  prosecution  (especially  iii  view 
of  the  stipulation  of  counsel  dropping  the  case  from  the  trial-cal- 
endar subject  to  reinstatement,)  we  agree  entirely  with  Judge 
Clarke's  conclusion  of  non-infringement.  There  was  nothing  nfew  in 
the  idea  of  a  harmonic,  selective,  alternating  calling  system,  nor  in 
the  use  of  the  polarized  bell  in  connection  therewith,  whereby  the 
bell-reed  was  positively  actuated  by  the  electromagnet  in  both  direc- 
tions, and  for  the  purpose  claimed  by  plaintiff  for  its  reed.  Although 
such  bells  of  the  prior  art  did  not  prove  satisfactory,  and  were  dis- 
continued after  several  years'  commercial  use,  they  do  not  impress 
us  as  merely  abandoned  experiments.  In  the  case  of  one  or  more  of 
them  the  rigidity  of  the  reed-tongue  perhaps  contributed  largely  to 
lack  .of  success.  But  the  court  below  rightly  found  that  the  claims 
in  suit  did  not  call  for  any  special  construction  of  reed-tongue  or  of 
polarized  bell;  for,  while  the  specification  describes  a  construction  of 
the  reed  apparently  capable  of  producing,  and  intended  to  produce, 
the  results  plaintiff  claims  for  it,  the  claims  call  for  the  reed-tongue 
only  as  "  tuned,"  which  has  no  relation  to  form.  That  the  claims 
were  not  intended  to  cover  the  form  of  the  reeds  is  further  shown  by 
the  inclusion  in  a  patent  to  Dean,  applied  for  contemporaneously 
with  the  application  for  the  patent  in  suit  (and  issued  later,)  of 
several  claims  upon  the  specific  form  of  a  reed,  corresponding  to  that 
described  in  the  patent  before  us,  and  intended  to  accomplish  the 
results  plaintiff  claims  for  that  reed.  Not  only  do  none  of  the 
claims  in  suit  call  for  a  "polarized  bell,"  except  in  that  language 
alone,  but  the  specification  describes  the  bells  as — 

polarized  by  permanent  magnets,  as  in  an  ordinary  alternating-current  belL 

There  is  thus  no  room  for  the  application  of  the  rule  that  reference 
may  be  made  to  the  specification  to  ascertain  the  characterizing 
features  of  an  element  described  in  the  claims  only  generally  and 
indefinitely. 

We  also  agree  with  Judge  Clarke  that  a  characteristic  element  of 
each  of  the  claims  in  suit  is  the  "  undertune  "  feature.  Their  lan- 
guage is: 

"  Means  at  the  central  office  for  impressing  upon  the  line  ringing  current  of 
frequ^cieft  oorresponding  to  such  operative  rates  of  the  bells  and  suUUHently 
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close  to  the  natural  rates  of  the  tongues  to  start  the  same  vibrating."  Some 
of  the  claims  add,  "  from  a  state  of  rest." 

The  specification,  after  stating  that  the  ringing  current  rates 
applied  have — 

frequencies  corresponding  to  the  operative  rates  of  vibration  of  the  feed 
tongues, 

describes  those  operative  rates  as — 

the  resultant  of  the  natural  pitch  of  the  reed,  as  modified  by  the  weight  of 
the  hammer  or  ball,  the  armature,  and  the  action  of  the  bell  gong  when  It  is 
struck, 

and  as  higher  than  the  natural  rate.  The  fact  that  the  current 
frequencies  need  only  be  "  sufficiently  close "  to  the  operative  rate 
of  reed  vibration  "  to  successfully  operate  the  bells,"  and  "  sufficiently 
close  to  "  their  natural  vibration  "  to  start  them  vibrating  when  cur- 
rent is  first  impressed  upon  the  line,"  does  not  overcome  the  other- 
wise plain  requirement  that  the  current  frequency  rate  must  be 
substantially  higher  than  the  natural  pitch  of  the  reed,  and  must 
correspond  with  its  operative  rate  of  vibration — making  due  allow- 
ance for  "  operative  range." 

All  doubt  on  the  subject  is  removed  by  the  oral  testimony  of  the 
expert  who  assisted  Dean  in  working  out  the  application  for  the 
patent  in  suit,  to  the  effect  that  it  was  then  recognized  that  the  only 
novel  element  of  the  claims  was  the  "  undertune  "  feature,  although 
this  feature  is  said  to  have  turned  out  not  to  be  novel  in  fact.  The 
device  of  the  patent  in  suit  is  doubtless  superior  to  any  prior  selec- 
tive, harmonic  system ;  but  the  patent  is  not  of  a  primary  character, 
nor  is  its  permissible  range  of  equivalents  broad  enough  to  include 
defendant's  structure. 

It  is  persuasively  shown  that  defendant's  system,  which  is  oper- 
ated under  a  later  patent  to  Dean,  does  not  use  the  "  undertune  " 
reed  of  the  patent  in  suit,  in  which  the  impressed  current  corre- 
sponds not  to  the  natural  pitch  of  the  reed,  but  to  its  rate  as  in- 
creased by  the  action  of  the  gong,  but  uses  an  "  in-tuned  "  reed — 
that  is  to  say,  one  designed  to  vibrate  at  its  natural  rate,  and  thus 
most  efficiently,  under  a  current  frequency  corresponding  to  that 
natural  rate,  such  rate  not  being  accelerated  by  striking  the  gong. 
That  its  bell,  like  plaintiff's,  will  actually  operate  under  a  current 
ranging  from  a  few  cycles  below  to  a  few  cycles  above  the  selected 
and  most  efficient  current  rate  does  not  make  to  the  contrary. 

We  do  not  understand  the  proof  to  show  that  defendant  has  con- 
structed or  sold  bells  which  depend  for  their  successful  operation 
upon  the  use  of  an  "  undertuned  "  reed.  We  are  content  to  rest  our 
affirmance  of  the  decree  upon  the  opinion  of  Judge  Clarke,  supple- 
mented by  what  we  have  said. 
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(2)  Plaintiff,  however,  asks  liei-e  that,  if  it  be  held  that  the  claims 
in  suit  are  too  broad,  it  be  given  relief  on  filing  necessary  disclaimer 
in  the  Patent  OflSce.  We  cannot  accede  to  this  request.  If  limited 
in  application  to  the  first  three  featui^s  befoi-e  enumerated  as  relied 
upon  by  plaintiff,  the  undertune  feature  would  still  remain.  If 
made  to  include  a  construction  of  the  claims  in  accordance  with 
plaintiff's  interpretation  of  the  distinguishing  fourth  feature  (the 
"  operative  range  "  theory,)  such  relief  would  be  inequitable,  as  con- 
verting into  an  infringement  acts  otherwise  innocent,  because  based 
upon  a  natural  and  correct  interpretation  of  the  claims  as  written, 
especially  in  view  of  the  proof  that  the  patentee  intended  them  to 
be  so  interpreted.  This  would  be  to  broaden,  not  to  narrow,  the 
claim. 

The  decree  of  the  district  court  is  affirmed. 
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267  O,  G.,  647 ;  256  Fed.  Rep.,  366. 

1.  Patents — Validity — ^Effect  of  Interference  Proceedings. 

The  eflfect  of  Patent  Oflice  proceetlings  in  interference  is  to  settle  on  the 
record  there  made  the  question  of  priority  between  the  parties,  assuming 
that  the  clainie<l  inventions  are  identical ;  but  they  do'not  finally  estab- 
lish that  either  party  has  made  a  patentable  invention. 

2.  Same — Identity  of  Claimed  Inventions — Prepared  Roofing. 

The  Bird  patent.  No.  1.181.827.  and  the  Becker  patent  No.  1,024,550,  for 
prepared  roofing  Held  identical  as  to  the  invention  claimed. 

3.  Same — Second  Patent  for  Same  Invention — Interference  Procebdinos. 

Under  Re\ised  Statutes  section  4904,  (Comp.  Stat  Sec.  9449.)  which  ex- 
pressly provides  for  declaring  interference  with  an  existing  patent,  priority 
of  invention  may  be  adjudged  in  the  advei-se  party  and  a  patent  issued 
to  him. 

4.  Same — Validity  and  Infringement — Prepared  Roofing. 

The  Bird  patent.  No.  1,181,827,  for  a  jprepared  roofing.  Held  valid  and 
infringed. 

5.  Same — Same — Same. 

The  Bird  patent.  No.  1,036,427,  for  prepared  roofing.  Held  valid,  but 
not  infringed. 

6.  Same — Construction — Broad  Claims. 

a  broad  claim  does  not  extend  invention,  and  If  a  patentee  discloses  one 
means,  a  statement  that  he  does  not  confine  himself  thereto  will  not 
justify  a  claim  covering  all  means. 

Appeal  from  the  District  Court  of  the  United  States  for  tlie 
Western  District  of  New  York. 
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Suit  in  equity  by  Charles  S.  Bird  against  the  Elaborated  Roofing 
Company  of  Buffalo,  Incorporated,  the  Elaborated  Ready  Roofing 
Company,  and  Mathias  B.  Becker,  Decree  for  complainant^  and 
defendants  appeal.    Modified  and  affirm-ed. 

STATEMENT  OF   THE   CASE. 

The  following  is  the  opinion  of  Hazel,  District  Judge,  in  the 
court  below : 

This  is  a  suit  in  equity  for  infrinpreraent  of  two  Letters  Patent,  No.  1,036,427, 
issued  August  20,  1912,  on  ai)plication  filed  August  9,  1911,  and  No.  1,181,827, 
issued  May  12,  1916,  on  application  filed  August  21,  1911.  The  two  applica- 
tions which  were  awaiting  action  by  the  Patent  Oflice  at  the  same  time,  relate 
generally  to  roofing  paper — a  chemically  saturated  waterproof  paper  designed 
to  look  like  tiles,  or  slute  or  wood  shingles,  when  laid  on  the  roof  of  a  building. 
PlaintifTs  second  patent  was  not  issued  earlier,  owing  to  an  Interference  with 
the  Mathias  B.  Becker  patent.  No.  1,024,550,  previously  allowed,  under  which 
the  defendants  herein  are  manufacturing  and  selling  their  roofing  material 
(complainant's  ExJiiblts  6  and  7  in  evidence,)  and  which  is  alleged  to  infringe 
both  patents  in  suit. 

Building  paper,  having  applied  thereto  an  asphaltlc  material  for  making  It 
waterproof  and  treated  with  fine  mineral  substances  for  protecting  the  surface, 
was  not  a  new  Idea  at  the  date  of  the  Invention,  but  was  fairly  well  known  and 
frequently  used  in  the  building  of  dwelling  houses.  PlaintifTs  second  patent 
deals  generally  with  prepared  roofing,  known  to  the  art,  consisting  of  a  paper 
felt  base,  with  a  layer  of  viscous  material  applied  thereto,  usually  of  an 
asphaltic  nature,  which  the  base  usually  absorbs,  while  the  remainder,  to  which 
fine  particles  are  applied,  is  given  a  waterproof  coating  for  forming  a  protective 
covering  from  the  weather.  The  patentee  regarded  the  sameness  of  appearance 
of  roofing  with  straight  edges  a  detriment  to  its  sale  for  use  on  the  nicer  class 
of  dwelling  houses,  and  therefore,  prepared  his  roofing  sheets  somewhat  differ- 
ently, securing  a  new  product.  The  novelty  of  his  improvement  conslsteil  in 
applying  a  varicolored  matter  to  the  paper  base,  which  gave  It  the  appearance 
of  slate  shingling,  making  it  attractive,  and  relieving  the  monotony  of  ap- 
pearance. 

The  application  for  patent  was  at  first  rejected  on  the  ground  that  no  In- 
vention was  involved  In  adding  a  layer  of  coloring  matter  to  the  roofing  in  any 
desired  design,  and  the  Examiner  called  attention  to  the  Becker  patent,  No. 
1,024,550,  which  had  been  granted  a  few  months  previously  on  a  later  applica- 
tion, and  suggesttHi  an  interference  therewith.  Claim  6,  which  was  descriptive 
of  Becker's  invention,  was  then  in.serted.     It  reads: 

"  6.  Prepared  roofing,  comprising  a  sheet  of  fibrous  material  Impregnated  and 
coated  ^vith  a  waterproof  material,  said  coating  being  varied  in  thickness  in 
various  fields,  a  coating  of  granular  grit  partially  embedded  in  said  coating  in 
the  fields  of  least  thickness,  and  a  similar  coating  completely  embedded  in  the 
fields  of  greater  thickness." 

Six  claims  are  involved  herein,  but,  as  the  one  set  forth  is  typical,  the  others 
need  not  be  reproduced. 

Becker's  application  was  filed  six  months  after  Bird's,  though  a  patent  to  him 
issued  first,  inadvertently,  It  is  claimed,  on  April  30,  1912,  and  in  the  Interfer- 
ence proceeding,  involving  this  patent  and  Bird's  application,  much  testimony  was 
introduced  relating  to  priority  of  invention.    The  evidence  taken  in  the  inter- 
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ference  proceeding  and  the  de(*isioD  thereon  have  been  stipulated  into  the  rec- 
ord herein.  Priority  of  invention  was  awarded  to  Bird.  The  Board  of  Ex- 
aminer9-in-Chief,  on  appeal  from  the  Examiner,  rendered  a  similar  decision, 
which  was  later  affirmed  by  the  Commissioner  of  Patents.  Then  an  appeal 
was  taken  to  the  Court  of  Appeals  for  the  District  of  Columbia,  where  such 
decisions  were  affirmed.  (Becker  v.  Bird,  C.  D.,  1916,  205;  228  O.  G.,  407;  44 
App..  D.  C,  432.)  Later  this  action  for  infringement  was  brought  against  the 
same  parties  and  their  privies. 

The  answer  of  the  defendants  alleges  that  the  plaintiff  was  not  the  inventor 
of  the  product  described  in  claim  6  in  issue,  that  his  application  for  patent 
discloses  no  invention,  that  he  appropriated  the  invention  of  the  defendant 
Becker,  and,  further,  that  his  patent  was  anticipated  and  had  bc^n  in  prior 
public  use.  Defendants  also  seek  to  have  the  Bird  patent  in  question  canceled 
under  section  4918  of  the  Revised  Statutes. 

The  patentability  of  plaintiffs  roofing  material  was  decided  on  practically 
the  same  evidence  in  favor  of  the  patentee  herein  by  the  Circuit  Court  of  Aj*- 
peals  for  the  Seventh  Circuit,  (West  Coast  Roofittff  d  ^fg,  Co.  et  ai.  v.  Elabo- 
rated Ready  Roofing  Co.  and  Mathias  B.  Becker,  249  Fed.  Rep.,  221;  161  C.  C.  A.. 
257,)  wherein  Judge  Evans,  writing  for  the  court,  held  that  the  subject-matter 
was  patentable,  and  that  Bird,  the  plaintiff  herein,  anticipated  Becker,  under 
whose  patent  the  defendants  market  their  product.  It  was  asserted  by  de- 
fendants in  that  case,  however,  that  since  the  decisions  on  the  question  of 
priority  of  invention  new  evidence  had  been  discovered,  showing  that  Bird  w^as 
not  the  first  inventor  of  the  product.  The  court  held,  however,  that  since  no 
such  evidence  was  submitted  in  the  West  Coast  Case,  the  contention  that  it 
would  be  submitted  in  this  action,  then  pending  in  this  district,  was  insuffi- 
cient reason  for  not  deciding  the  priority  of  invention  on  the  record  before  the 
court.  It  was  ruled  that,  as  Bird's  application  antedated  Becker's,  the  de- 
cisions of  the  Patent  Office  tribunals  and  of  the  Court  of  Appeals  of  the  District 
of  Columbia  would  be  followed;  that,  notwithstanding  the  fact  that  Becker 
first  received  his  patent  on  an  application  filed  later  than  Bird's,  the  latter's 
patent  was  anticipatory.  The  record  in  the  Patent  Office  certainly  shows  that 
the  subject-matter  on  both  sides  was  treated  as  patentable,  and  Becker's  atti- 
tude throughout,  and  the  tenacity  with  which  his  claim  to  priority  of  invention 
was  insisted  upon,  must  certainly  be  considered  as  bearing  on  the  good  faith 
of  an  assertion  of  invalidity  of  plaintiffs  patent. 

The  prepared  roofing  field  was  still  open  for  improvement  at  the  date  of  the 
invention  In  controversy.  The  adaptation  of  a  layer  of  asphaltlc  material 
provided  with  a  coating  of  fine  mineral  particles,  for  varying  its  thickness 
and  imparting  to  the  roofing  a  varicolored  appearance,  was  an  innovation, 
resulting  in  a  new  and  useful  product;  a  preference  for  such  roofing  beint? 
immediately  manifested  by  builders  of  dwelling  houses.  The  design  embeddixl 
in  the  roofing  is- made  lasting  by  using  the  materials  in  combination — ^by  unit- 
ing the  applied  layer,  the  sand  or  grit,  and  the  asphalt  coating  underneath,  and 
by  such  adaptation  a  result  is  attained  that  the  prior  structures  failed  to  attain. 
There  are  prior  patents  (Lee,  No.  490,668)  which  speak  of  embossing  or  finish- 
ing the  surface  of  the  fabric  by  ordinary  painting  to  produce  the  effect  of 
shingles ;  but  the  specification  does  not  enlighten  the  art  as  to  how  this  was  to 
be  successfully  done.  It  failed  utterly  to  disclose  a  method  of  coating  and 
utilization  of  granular  grit  embedded  in  the  coating  to  produce  the  desired 
design,  lines,  or  ornamentation.  Such  method,  in  my  opinion,  amounted  to  more 
than  mere  substitution  or  selection  of  suitable  material  for  accomplisiiing  the 
object  of  the  inventor. 
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The  Rugen  &  Abraham  patent,  No.  775,634,  relates  to  waterproof  roofing  and 
aeoompanying  ornamentation;  but  the  substances  used  for  accomplishing  the 
result  were  a  union  of  resins,  fats,  and  pigment  The  patent  does  not  sug- 
gest using  asphaltic  coating  varying  In  thickness  and  merging  in  It  granular 
grit,  and  therefore  was  not  anticipatory.  The  Goldberg  patent,  No.  1,113,116, 
was  held  not  anticipatory  in  the  West  Coast  suit,  and,  as  there  pointed  out,  the 
waterproof  coloring  matter  did  not  mix  with  the  asphalt  base,  as  in  Bird's 
patent,  and  is  not  anticipatory. 

As  to  the  date  of  Invention:  The  evidence  In  its  entirety,  supported  by  the 
findings  of  the  Patent  Office,  proves  that  the  patentee  Bird  conceived  the  idea  in 
the  year  1909,  and  substantially  reduced  the  same  to  practice  and  filed  his 
application  for  a  patent  ahead  of  Becker.  It  is  not  shown  that  Becker  con- 
ceived the  idea  before  August  21,  1911,  which  is  the  date  of  Bird's  application 
for  the  patent  under  consideration.  True  enough,  it  is  claimed  by  defendants 
that  his  application  disclosed  nothing  patentable  until  he  filed  an  amendment 
thereto,  which  included  Becker's  disclosure;  but  there  is  no  satisfactory  evi- 
dence to  substantiate  such  claim.  Complainant's  preference  in  1914  for  paroid 
or  proslate  roofing,  so-called,  the  first  having  the  design  painted  on  it  marked 
oflT  with  asphalt  lines,  and  the  second  being  "  branded  "  as  described  in  Bird's 
first  patent,  does  not  bear  heavily  upon  the  asserted  appropriation  of  the 
Becker  disclosure — a  disclosure  that  eventuated  afterward,  and  which  pre- 
maturely ripened  into  a  patent.  Priority  of  invention  as  an  issue  was 
thoroughly  considered  by  the  trained  experts  of  the  Patent  Ofllce,  and  nothing 
is  found  in  the  record  before  me  to  warrant  overthrowing  their  decisions. 
Defendants  claim  generally  that,  while  their  invention  was  conceived  as  early 
as  June,  1911,  it  was  not  finally  reduced  to  practice  until  Becker  filed  an 
application  for  another  patent  (No.  1,157,665)  involving  the  same  subject- 
matter,  in  May,  1913,  and  that  such  later  patent  runs  back  to  the  original 
invention  and  antedates  it    But  this  contention  is  without  substantial  merit. 

The  law  is  that,  to  set  aside  a  determination  of  the  Commissioner  of 
Patents  as  to  priority  of  invention,  the  evidence  before  the  court  in  an  action 
for  infringement  must  be  of  such  clearness  and  probity  as  to  satisfy  the  mind 
beyond  a  reasonable  doubt  that  the  determination  was  wrong.  {Standard 
Cartridge  Co,  v.  Peters  Cartridge  Co.,  C.  C. ;  C.  D.,  1895,  499 ;  72  O.  G.,  742 ; 
69  Fed.  Rep.,  408 ;  Gold  v.  GfoW,  C.  D.,  1917,  244 ;  237  O.  G.,  309 :  237  Fe<l.  Rep., 
84;  150  C.  C.  A.,  286.)  Importance  is  attached  to  new  evidence  in  this  case 
relating  mainly  to  diligence  in  reduction  to  practice,  but  such  evidence  does 
not  persuade  me  of  error  in  the  final  decision  that  Bird  was  first;  nor  has 
Becker  proven  his  conception  and  reduction  to  practice  until  after  Bird's 
application  was  filed,  namely,  on  August  21,  1911.  {Morgan  v.  Daniels,  C.  D., 
1894,  285 ;  67  O.  G.,  811 ;  153  U..S.,  120 ;  14  Sup.  Ct,  772.) 

Reference  is  made  in  the  briefs  to  samples  of  roofing  manufactured  by 
Becker  and  there  is  testimony  by  several  witnesses  not  sworn  in  the  inter- 
ference proceeding;  but  it  appears  clearly  enough  that  in  1911  there  were 
painted  roofing  sheets  made  by  Becker,  which  had  become  known  to  others — 
sheets  without  the  grit — but  the  testimony  as  to  such  samples  is  not  of  a 
persuasive  character,  as  the  witnesses  may  have  been  mistaken  as  to  the  par- 
ticular kind  of  roofing  sheets  they  saw.  The  evidence  does  not  substantiate 
defendant's  claim  that  Bird's  specific  conception  (claim  6)  was  induced  by 
information  obtained  by  the  witness  Bird  from  Becker,  for  at  such  time  Bird's 
application  had  been  filed,  although  claim  6  was  Included  at  tb^  suggestion  of 
the  Patent  Office.  Nor  in  my  opinion  is  the  evidence  sufficient  to  sustain  estoppel 
or  priority. 
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As  to  Infringement:  The  product,  plalntifTs  Exhibit  6,  is  shown  to  be  made 
of  a  wool  felt  base,  saturated  and  coated  with  asphalt  and  then  covered  with 
a  layer  of  colored  mineral  particles  or  crushed  slate.  The  stripes  overlaying 
the  surface  are  produced  by  rolling  onto  the  sheet  heated  asphalt,  which  is 
also  used  in  saturating  it.  By  such  treatment  the  stripes  or  lines  were  unite*! 
with  the  asphaltic  base;  the  sand  or  mineral  particles  becoming  firmly  em- 
bedded, which  imparted  to  the  roofing  varying  thickness.  PlaintifTs  Exhibit  7 
is  made  similarly,  save  that  the  asphaltic  material,  when  heated,  has  a  ci^eo- 
sote  solvent,  which  dissolves  when  applied  to  the  base.  Defendant's  roofing 
is  then  rolled,  and  black  sand  is  sprinkled  thereon.  As  in  Exhibit  6,  the 
asphalt  of  the  design  united  with  the  asphalt  coating  of  the  base,  while  the 
particles  adhere  to  the  thickest  part,  forming  the  stripes,  but  not  so  much  at 
other  portions  of  the  roofing,  where  the  coating  is  not  so  thick. 

Defendants  further  contend  that  Bird's  invention  is  limited  to  a  roofing  with 
a  smooth  finish  as  distinguished  from  one  covered  with  grit.  But  the  specifir-a- 
tion  of  the  second  patent  states  explicitly  that  "  the  particles  7,  7  (see  Fig.  2,) 
may  be  grains  of  sand,  soapstone,  or  any  other  natural  or  artificial  particles 
adapted  for  the  purposes  herein  described,"  and  that  **  the  greater  portions  of 
such  particles  7,  7,  extend  outward  from  said  layer  6,  and  mechanically  pro- 
tect said  surface  from  the  weather,"  implying  no  limitation  as  to  shape  or 
size.  It  makes  no  difference  that  no  roofing  has  been  produced  by  plaintiff 
with  grit  of  the  kind  used  in  defendants*  product,  or  that  plaintilT  preferred 
to  make  a  smoother  sheeting.  There  is  no  doubt  in  my  mind  but  that  grains 
of  sand  or  soapstone — mineral  particles — are  a  species  of  grit,  as  that  term  is 
ordinarily  understood. 

My  conclusion  is  that  Bird's  second  patent  fairly  included  a  roofing  material 
containing  as  essential  elements  either  a  smooth  or  a  rough  grit  for  making  the 
lines,  and  that  by  the  inclusion  of  claim  Q.  in  the  specification  the- improvement 
was  not  appropriated  from  Becker. 

As  to  Bird's  patent.  No.  1,036,427,  of  earlier  date :  The  single  claim  covers  the 
product  and  reads  as  follows : 

"  Building  and  roofing  material,  comprising  a  sheet  of  paper  furnished  with 
an  asphaltic  coating  having  a  continuous  layer  of  soapstone  particles,  certain 
areas  or  lines  of  said  particles  being  embedded  in  said  asphaltic  material  therel>y 
exposing  the  asphaltic  material  and  producing  areas  or  lines  of  contrasting 
color." 

The  patentee  acknowledges  in  the  specification  that  paper  roofing  having  tlie 
base  impregnated  with  an  asphaltic  material  and  Its  surface  sprinkled  with 
mineral  particles  was  an  old  expedient,  but,  desiring  to  relieve  sameness  of  ap- 
pearance in  the  product,  he  made  the  roofing  with  stripes  or  lines,  and  conceived 
the  idea  of  forming  them  on  the  surface  of  the  sheets  of  asphaltic  material. 
To  accomplish  this,  he  used  either  sand,  soapstone,  or  other  mineral  particles, 
and  caused  the  same  to  adhere  to  the  body  of  the  sheet  to  form  a  protei'tive 
covering  7.  The  color  of  the  protective  sheeting  was  in  contrast  with  layer  ft. 
By  applying  heat  with  pressure  to  the  outer  coating  7,  he  was  able  to  form  the 
design  or  stripes  by  embedding  the  sand  or  grit  therein.  This  adaptation,  as  has 
been  pointed  out  In  considering  the  second  patent,  was  first  reduced  to  practice 
in  June,  1909.  The  prior  art  roofings  were  without  lines  or  strljies.  Indeed, 
linos  or  stripes  made  from  the  protective  material  by  branding  it  into  the  surface 
of  the  sheet  formed  a  new  and  useful  adaptation. 

One  Schmidt  attempted  to  show  prior  use.  He  decorated  his  roofing  by  hand 
with  a  brush  and  coated  the  seams ;  but  he  was  unable  to  specify  the  character 
of  the  coloring,  and  the  testimony  is  wholly  insufficient  to  ^tablish  prior  use. 
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Defendants  further  contend  that  the  process  in  question,  by  which  plaintiff's 
roofing  was  produced,  was  an  abandoned  experiment.  The  design  or  lines,  it  is 
true,  were  formed  In  the  roofing  material  of  the  earlier  patent,  without  vary- 
ing the  thickness  of  the  asphalt  coating,  and  the  particles  were  pressed  Into  the 
line  areas  without  change  in  the  thickness  of  the  sheeting ;  but  plaintiff  was 
not  restricted  to  one  adaptation,  and  sues,  not  only  for  infringement  of  the  spe- 
cific adaptation  embodied  in  claim  6  of  the  patent  already  considered,  but  also 
of  the  broad  idea  of  making  lines  in  the  ready  roofing  by  embedding  the  par- 
ticles in  the  material  for  producing  areas  of  contrasting  color,  irrespective  of 
tlie  manner  in  which  it  is  accomplished.  There  is  no  doubt  but  that  the  pat- 
entee could  have  embodied  several  inventions  in  one  patent,  but  he  was  not  re- 
quired by  law  to  do  so.  He  had  the  right  to  protect  his  inventions  by  different 
patents,  notwithstanding  that  they  originated  at  the  same  time.  {Thomsonr- 
Houston  ElecMc  Co,  v.  Elmira  d  Horseheads  Ry.  Co,,  (C.  D.,  1806, 122*;  74  O.  G., 
144;  71  Fed.  Rep.,  396;  18  C.  G.  A.,  145.)  One  imtent  may  protect  the  generic 
invention  and  the  other  the  specific.  {Cleveland  Foundry  Co.  et  aL  v.  Detroit 
Vapor  Stove  Co.,  131  Fed.  Rep.,  853 ;  68  G.  C.  A.,  233.) 

In  my  opinion  the  claim  in  question  was  Infringed  by  defendants*  product, 
unless  the  patent  is  limited  to  soapstone  or  fine  sand ;  but  such  a  limitation  is 
not  contained  therein.  Defendants'  paper  base  roofing  is  concetledly  coated 
with  asphalt  upon  which  there  is  sprinkled  a  continuous  layer  of  mineral  par- 
ticles for  forming  the  design,  and  the  lines  of  the  design  have  an  asphaltic 
coating,  which  is  thicker  than  the  other  portions  of  the  roofing  or  sheet,  owing 
to  an  additional  quantity  of  asphalt,  and  there  are  areas  of  contrasting  color — 
substantially  the  same  product  as  plaintiff's. 

Decree  for  plaintiff,  as  prayed,  with  costs. 

The  facts  were  stated  in  this  court  as  follows : 

The  action  is  upon  all  the  claims  of  two  patents,  both  issued  to  the 
plaintiff.  The  general  subject-matter  of  both  patents  is  commer- 
cially known  as  prepared  roofing,  consisting  of  a  "felt"  made  of 
paper-stock  impregnated  and  coated  with  a  water-proofing  material, 
usually  asphaltum,  and  covered  on  the  side  intended  to  be  exposed  to 
the  weather  with  mineral  particles  of  many  kinds,  sand  being  in  com- 
monest use.  Such  roofing  is  a  well-known  substitute  for  shingles 
and  the  like. 

The  plaintiff-patentee  has  long  been  a  manufacturer  of  such  roofing, 
which  was  well  known  in  and  long  before  1911.  In  August  of  that 
year  plaintiff  filed  applications  for  the  two  patents  in  suit.  His 
earlier  patent,  No.  1,036,427,  issued  August  20,  1912,  is  for  an  im- 
provement in  the  above-described  roofing  material  and  contains  one 
claim,  as  follows : 

Building  and  roofing  material  comprising  a  sheet  of  paper  furnished  with 
an  asphaltic  coating  having  a  continuous  layer  of  soapstone  particles,  certain 
areas  or  lines  of  said  particles  being  embedded  in  said  asphaltic  material  thereby 
exposing  the  asphaltic  material  and  producting  areas  or  lines  of  contrasting 
color. 

The  object  of  the  invention  thus  defined  was  to  produce  a  design 
upon  the  roofing  material  simulating  slate,  and  thus  relieve  the  dull 
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uniformity  of  color  and  surface  which  (it  was  thought)  impaired  the 
marketability  of  the  plain  product.  The  only  means  of  producing 
"  areas  or  lines  of  contrasting  colol*  *'  contained  in  the  disclosure  is 
to  apply  heat  or  pressure  or  both  to  (apparently)  either  said 
"  areas  "  or  said  "  lines,"  and  thus  embed  the  mineral  covering  of  the 
asphaltum  coating  more  deeply  in  said  coating  within  the  lines  or 
areas  subjected  to  heat  and  pressure.  This  patent  will  hereafter  be 
called  the  "  branding  "  patent- 

The  other  patent  in  suit  did  not  issue  until  May  2, 1916,  by  reason 
of  a  long-continued  interference  with  the  defendant  Becker. 

On  February  1,  1912,  Becker  himself  filed  an  application  whidi, 
like  both  of  the  patents  in  suit,  covers  an  improvement  in  roofing 
materials.  Thus  the  applications  of  Becker  and  of  Bird  for  the 
second  patent  in  suit  were  copending,  but  no  interference  was  de- 
clared until  Becker's  patent  issued  (it  was  said  by  inadvertence  in 
the  Office)  on  April  30,  1912. 

No.  1,024,550:  This  patent  to  Becker  contained  one  claim,  and 
after  its  issue  an  interference  was  declared  between  Bird  and 
Becker ;  Bird  then  incorporating  into  his  application  Becker's  single 
claim,  which  is  as  follows: 

Prepared  roofing  comprising  a  sheet  of  fibrous  material  Impregnated  and 
coated  with  a  waterproof  material,  said  coating  being  varied  in  thickness  in 
various  fields,  a  coating  of  granular  grit  partially  embedded  in  said  coating 
in  the  fields  of  least  thickness,  and  a  similar  coating  completely  embedded  in 
the  fields  of  greater  thickness. 

This  followed  the  usual  procedure  of  the  Office  and  raised  this 
issue,  viz. :  Both  Bird  and  Becker  asserted  by  their  applications  that 
patentable  invention  was  disclosed.  Bird  at  least  asserted  identity 
of  invention  and  each  of  the  interfering  parties  asserted  his  own 
priority. 

This  interference  proceeded  for  some  years,  and  Bird  prevailed 
throughout  the  Patent  Office  and  in  the  Court  of  Appeals  for  the 
District  of  Columbia ;  and  thereupon,  notwithstanding  the  existence 
of  Becker's  patent,  issued  as  aforesaid,  Bird  obtained  the  second 
patent  in  suit  (No.  1,181,827,)  containing  six  claims,  including  the 
one  above  quoted  and  appropriated  from  Becker.  It  is  not  thought 
necessary  to  set  forth  any  of  the  other  claims. 

The  disclosure  of  this  patent  exhibits  another  and  different 
method  of  producing  a  design  prepared  roofing,  viz.  by  taking  the 
old  prepared  roofing  with  asphaltic  and  mineralized  surface  and 
applying  a  pattern  thereto,  by  laying  thereon  in  lines  the  same 
viscous  asphaltic  material  as  had  been  used  to  surface  the  original 
"felt,"  and  putting  in  this  still  plastic  overlay  mineral  particles^ 
preferably  of  a  different  color.  Thus  this  style  of  roofing,  as  pro- 
duced by  both  Bird  and  Becker,  is  of  one  thickness  in  one  area  and 
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of  greater  thickness  in  the  other  and  contrasting  area.  Bird's  sec- 
ond patent  will  hereafter  be  called  the  "  overlay  "  patent. 

It  thus  appears  that  since  the  issue  of  the  overlay  patent  both 
Bird  and  Becker  (or  their  assignees)  have  owned  separate  grants 
of  monopoly  containing  one  claim  in  common,  namely,  the  one  last 
above  quoted. 

The  relative  merits  of  these  patentees  were  exhaustively  considered 
in  the  seventh  circuit  in  West  Coast,  etc.,  Co.  v.  Elaborated,  etc.,  Co., 
(249  Fed.  Rep.,  221 ;  161  C.  C.  A.,  257,)  with  the  result  that,  not 
only  Becker's  patent  in  interference,  (1,024,550,)  but  also  another 
patent  of  his  relating  to  the  same  subject-matter,  (1,024,549,)  were 
declared  void  as  anticipated  by  the  overlay  patent  to  Bird. 

When  this  decision  was  filed  the  present  action  was  pending  in 
the  district  court;  it  was  brought  against  the  Elaborated  Roofing 
Company  of  Buffalo  only,  whereupon  the  other  present  defendants- 
appellants  petitioned  to  be  admitted ;  it  appearing  that  the  original 
defendant  was  but  a  subsidiary  of  the  intervenors.  The  prayer  was 
granted,  and  an  amended  answer  filed,  setting  up  all  the  defenses 
usual  in  patent  suits  and  especially  that  Becker,  and  not  Bird,  was 
the  first  inventor  of  whatever  the  invention  is  disclosed  in  the  over- 
lay patent. 

The  district  judge  overruled  all  the  defenses,  declared  defendants 
to  infringe  all  the  claims  in  suit,  and  this  appeal  was  taken ;  but  in 
this  court  the  defense  of  prior  invention  in  Becker  over  Bird  was  not 
argued  and  will  not  be  considered  by  us. 

Mr.  J.  Edgar  Bull,  Mr.  John  M.  Zane,  and  Mr.  R.  W.^  Lotz,  for  the 
appellants. 

Mr.W.  K.  Richardson  and  Mr.  Harrison  F.  Lyman  for  the  appellee. 

Before  Ward,  Rogers,  and  Hough,  Circuit  Judges. 

Hough,  Cir.  J.,  (after  stating  the  facts  as  above:) 

(1)  The  effect  of  the  Patent  Office  proceedings  in  interference  is 
not  doubtful ;  they  settled,  on  the  record  there  made,  that,  assuming 
identity  in  the  assumed  inventions  of  Bird  and  Becker,  the  former 
was  the  prior  in  time.  {National,  etc.,  Co.  v.  Wheeler,  etc.,  Co.,  (C.  D., 
1897, 482 ;  79  O.  G.,  1863 ;  79  Fed.  R^p.,  432 ;  24  C.  C.  A.,  663.)  They 
did  not  finally  establish  that  either  party  had,  in  common  speech,  in- 
vented anything,  although  of  course  an  interference  would  have  been 
impossible,  had  not  each  party  declared  on  oath  his  claim  to  a  patent- 
able invention.  This  rule  rests  fundamentally  on  the  interest  of  the 
public  in  every  grant  or  monopoly,  even  the  most  beneficial. 

Whether,  under  the  circumstances  shown,  defendants  (who  are 
the  Beckei:  of  the  interference  and  his  creatures)  are  not  estopped  or 
in  some  way  prevented  from  presently  urging  that  Bird,  if  he  first 
invented  anything,  invented  something  different  from  the  result  of 
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Becker's  ingenuity,  is  a  question  we  shall  not  consider,  preferring  to 
examine  the  merits  of  this  record. 

Since  the  new  evidence  as  to  priority  introduced  at  the  trial  of 
this  case  has  not  warranted  argument  to  us  on  that  question,  we  as- 
sume priority  in  Bird. 

(2)  As  to  identity,  it  is  enough  to  refer  to  the  opinion  in  the  West 
Coast  Roofing  Co.  Case,  supra.  We  do  not  assert  that  the  judgment 
therein  binds  us  in  respect  of  this  litigation,  nor  overlook  arguments 
based  on  the  peculiar  way  in  which  the  relative  merits  of  Bird  and 
Becker  were  there  made  an  issue ;  but  we  do  concur  in  the  result  there 
reached  after  very  prolonged  discussion  of  a  record  identical  on  this 
subject  with  that  before  us,  viz.  that  Becker  and  Bird  in  his  "  over- 
lay" patent,  made  exactly  the  same  contributions  to  the  sum  of 
human  knowledge. 

As  to  the  patentability  of  both  the  grants  before  us,  there  is  noth- 
ing to  add  to  Judge  Hazel's  discussion  of  the  prior  art  as  revealed  by 
older  patented  inventions.  We  note,  however,  that  in  this  court  new 
or  greater  stress  is  laid  on  Hebblewhite,  No.  322,601,  as  anticipating 
the  "  branding  "  patent.  The  argument  is  an  endeavor  to  import  into 
the  art  of  roofing  an  anticipation  from  that  of  floor-covering.  Such 
contentions  are  legitimate  and  oftentimes  succeed.  The  question  is  of 
fact,  and  it  is  impossible  to  appraise  items  of  evidence  so  that  they 
always  pass  current  at  some  standard  value,  as  do  sterling  coins.  In 
this  instance,  we  regard  the  similarity  as  very  forced,  and  the  re- 
moteness of  the  arts  so  obvious  as  to  negative  the  thought  that  any 
one,  desiring  to  produce  a  design  roofing,  would  gather  even  inspira- 
tion or  suggestion  from  a  patterned  floor-cloth. 

The  real  and  substantial  question  as  to  patentability  does  not  rest 
on  a  meticulous  comparison  of  this  or  that  old  patent,  but  on  con- 
sideration of  the  query  whether,  assuming  in,  especially,  Mr.  Bird 
a  long  and  intimate  knowledge  of  the  kind  of  roofing  first  above 
described,  there  was  room  for  a  mechanical  product  patent  covering 
an  ornamental  variant  of  an  old  article  of  manufacture,  when  no 
change  in  roofing  efficiency  was  sought  or  reached,  and  the  means 
of  ornamentation  were  so  simple  as  are  disclosed  in  both  the  patents 
in  suit. 

Solution  of  this  question  (always  remembering  the  presumption 
in  favor  of  invention,  slight  though  it  be,)  must  be  reached  by  con- 
sideration of  the  ample  evidence  before  us,  showing  the  existence  of 
a  real  demand  for  a  design  roofing,  and  the  failure  of  ornamental 
additions  produced  by  any  material  less  durable  or  unchanging  than 
the  waterproofing  surface  itself. 

By  means  very  simple,  but  truly  mechanical,  and  novel  in  their 
application,  Bird  solved  the  problem  in  two  ways,  and  received  two 
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patents  for  so  doing.  He  did  more  than  put  a  design  on  roofing; 
he  showed  how  to  do  it.  Therefore  he  was  and  is  entitled,  not  only 
to  patent  protection  for  his  method,  but  for  the  result  of  his  method, 
if  both  result  and  method  were  new.  We  reach  this  conclusion 
without  any  reliance  on  the  doctrine  of  commercial  success  (which 
might  well  be  invoked,)  and  without  being  consciously  affected  by 
the  obvious,  and  indeed  admitted,  fact  that  Becker,  after  fighting 
for  six  years  to  get  something  from  Bird  which  they  both  called 
"  invention,*'  now  discovers  the  acidity  of  the  grapes,  and  says  there 
was  no  invention  after  all. 

(3)  It  is  also  urged  that  under  section  4904,  Revised  Statutes, 
(Comp.  Stat.  sec.  9449,)  the  Patent  Office  had  no  jurisdiction  to 
"grant  a  second  patent  for  the  identical  invention,  *  ♦  ♦  and 
such  second  grant  is  void."  This  means  that,  Becker  having  once 
gotten  a  patent,  it  was  beyond  the  Commissioner's  power,  by  or 
after  interference  or  otherwise,  to  grant  Bird's  patent  containing 
Becker's  single  claim.  For  this  contention  we  are  referred  to  deci- 
sions holding  "  that  no  patent  can  issue  for  an  invention  actually 
covered  by  a  former  patent,"  {e.  g.^  Miller  v.  Eagle^  etc.^  Co,^  C.  D., 
1894, 147;  66  O.  G.,  845;  151  U.  S.,  186;  14  Sup.  Ct.,  310)  and  it  seems 
to  be  thought  that  some  constitutional  rights  are  involved  or  in- 
fringed. 

All  patent  rights  are  statutory ;  the  constitutional  grant  is  meix'ely 
a  power  to  secure  for  limited  times  to  inventors  the  exclusive  right  to 
their  discoveries;  Congress  may  exercise  the  power  or  refrain  from 
so  doing,  and,  if  it  does  exercise  the  same,  all  grants  of  privilege  are 
at  the  peril  of  the  law  creating  them.  Section  4904  expressly  pro- 
vides for  interference  with  an  existing  patent;  it  was  law  when 
Becker  applied  for  his  patent;  therefore  he  took  subject  to  the  possi- 
bility of  just  what  happened,  and  has  no  right  to  complain.  Whether 
such  a  statute  as  section  4904  could  affect  patents  issued  before  its 
passage  is  a  question  not  before  us. 

(4,  5)  We  thus  agree  with  the  court  below  that  both  patents  in  suit 
are  valid,  and  that  the  overlay  patent  has  been  infringed ;  but  there 
is  only  one  infringing  article  proved,  viz.  an  overlay  design  roofing 
which  exactly  responds  (as  would  be  expected)  to  the  claim  devised 
by  Becker's  solicitor  and  awarded  to  Bird  after  interference.  We 
are  of  opinion  that  infringement  by  that  article  of  the  "  branding  " 
patent  was  declared  by  inadvertence. 

(6)  It  is  true  that  the  single  claim  of  that  patent  is  so  broadly 
drawn  as  to  read  on  any  roofing  showing  contrasting  "lines  and 
areas  " ;  such  contrast  being  produced  by  the  "  embedding  "  of  some 
mineral  particles  in  the  asphaltic  covering  more  deeply  than  other 
particles.  But  a  broad  claim  does  not  extend  invention;  and  if  an 
inventor  discloses  one  means,  a  statement  that  he  does  not  confine 
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himself  thereto  will  per  ae  certainly  not  justify  a  claim  covering  all 
means.  {Outlook^  etc.,  Co.  v.  General^  etc,^  Co.^  239  Fed.  Sep.,  at 
879;153C.  C.A.,5.) 

In  this,  as  in  many  other  instances,  the  proper  inquiry  is,  what 
does  the  disclosure  of  the  ^^  branding  "  patent  teach  %  It  tells  how  to 
make  ^  branded  roofing,"  and  gives  no  other  information  to  the  man 
skilled  in  the  art.  It  states  that  the  branding  may  result  from  heat, 
pressure,  or  the  application  of  a  solvent;  beyond  that  there  is  not  even 
the  oft-referred-to  "  pious  aspiration."  Therefore  we  do  not  think 
that  Mr.  Bird  himself  ever  dreamed  that  his  "overlay"  roofing 
would  (if  made  by  a  stranger)  infringe  his  "branding"  patent,  and, 
if  such  is  the  case,  Becker's  product  in  evidence  does  not  infringe. 

The  decree  appealed  from  is  modiiied^  by  denying  infringement  of 
valid  Patent  No.  lfiS6yi27^  and^  as  modified^  affirmed^  without  costs. 


[U.  S.  circuit  Court  of  Appeals — Seventh  Circuit] 

Alvey-Ferguson  Co.  v.  Peter  Schoenhofen  Brewing  Co.    Peter 

SCHOENHOFEN    BREWING    Co.    V.    AlVEY-FeRGUSON, 

Decided  January  7,  1919. 

268  O.  G..  191 ;  257  Fed.  Rep..  314. 

1.  Patents — Joint  Use  of  Old  Elements — Invention. 

Where  the  mere  bringing  together  in  a  conveyer  of  a  spiral  chute  and  a 
supplemental  conveyer,  each  of  which  was  old,  had  no  advantage  other 
than  the  advantages  inherent  in  each,  Held  that  the  conception  of  their 
Joint  use  did  not  involve  invention. 

2.  Same — Same — Same. 

The  substitution  in  a  conveyer  of  a  stationary  or  slide  portion  for  the 
rollers  at  a  point  intermediate  the  bottom  horizontal  end  portion  and  the 
inclined  portion,  Held  to  involve  invention. 

Appeals  from  the  District  Court  of  the  United  States  for  the 
Northern  Division  of  the  Southern  District  of  Illinois. 

Suit  by  the  Alvey-Ferguson  Company  against  the  Peter  Schoen- 
hofen Brewing  Company  for  infringement  of  two  patents.  From  a 
decree  {HB  Fed.  Rep.^  76i)  dismissing  the  bill  as  to  one  patent^  and 
granting  relief  to  complainant  as  to  the  other  patent^  both  parties 
appeal.    Affirmed. 

Mr.  John  W.  Hill  for  the  plaintiff. 
Mr.  Frank  T.  Brown  for  the  defendant. 

Before   Baker   and  Mack,   Circuit  Judges,   and   Carpenteh, 

District  Judge. 

Mack,  Cir.  J.: 

Each  party  has  appealed  from  that  part  of  a  decree  which  denies 
its  contentions,  in  adjudging  claims  7  and   8   in   Letters   Patent 
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790,776  invalid,  and  therefore  dismissing  the  bill  as  to  these  claims, 
and  in  adjudging  claims  1,  2,  3,  10,  and  11  of  Letters  Patent  No. 
790,811  valid  and  infringed,  and  therefore  granting  the  injunction 
as  prayed  in  respect  to  them.  Both  patents  were  granted  to  Ben- 
jamin H.  Alvey  and  assigned  to  the  plaintiff,  Alvey-Ferguson  Com- 
pany. 

Patent  No.  790,776^  Conveyer. 

Claim  7  reads  as  follows: 

7.  The  herein  described  means  for  conveying  articles  from  one  room  to  the 
lower  portion  of  the  room  below  the  siinie,  comprising  a  spiral  way  which  has 
its  upper  terminal  in  the  lower  room  and  a  supplemental  conveyer  or  slide  for 
discharging  articles  upon  the  upper  portion  of  said  spiral  way,  said  supple- 
mental conveyer  or  slide  extending  off  from  the  upper  portion  of  said  spiral 
way  at  an  inclination  upward  therefrom,  through  an  opening  which  is  located 
at  one  side  of  said  way  and  in  the  floor  of  the  room  above  that  containing  said 
way,  whereby  the  necessity  of  an  opening  in  the  floor  for  said  spiral  way  is 
avoided. 

Claim  8  differs  from  it  only  in  describing  the  supplemental  con- 
veyer as  detachable.  Clearly  the  alleged  invention  of  this  patent 
is  not  that  of  a  system.  Nor  is  it  described,  as  the  invention  of 
the  other  patent,  as  forming  part  of  a  system.  If  the  two  patents 
together,  or  with  other  patents  secured  by  Alvey,  cover  a  conveyer 
system,  pioneer  or  otherwise,  that  fact  has  no  bearing  on  the  validity 
of  the  claims  in  the  patent  in  suit.  That  patent  or  rather  the  claims  in 
suit  must  stand  or  fall  independently  of  any  others. 

This  patent  relates,  then,  not  to  a  general  conveying  system,  not 
to "  an  elevating  of  goods  from  one  floor  to  another,  but,  as  the 
patentee  stated  in  his  application,  to  the  lowering  of  boxes,  barrels, 
or  other  articles  from  one  elevation  to  another  by  the  force  of 
gravity.  The  claims  in  suit  are  limited  to  the  means  for  carrying 
articles  from  one  floor  to  the  next  lower  floor. 

Each  of  these  means,  the  spiral  chute  and  the  supplemental  con- 
veyer, was  in  itself  old.  The  spiral  way  permits  of  a  gentler  in- 
clination, and  thus  is  a  safer  means  of  conveying  fragile  articles 
than  a  straight  chute  would  be.  The  use  of  a  straight  slide  running 
through  the  floor  cut,  instead  of  a  continuous  spiral,  saves  floor- 
space,  and,  if  detachable,  it  permits  of  the  closing  of  the  floor-open- 
ing whenever  desired. 

If,  as  plaintiff  contends,  the  spiral  way,  though  not  specifically 
described  in  these  two  claims,  is  to  be  limited  to  one  with  a  roller  or 
some  equivalent  bed,  and  not  to  include  a  plain  slide  conveyer,  be- 
cause only  the  former  is  adapted  to  accomplish  the  stated*  object  of 
uniform  speed  and  a  minimum  of  friction,  there  is  nevertheless  no 
novelty  in  it.  In  Alvey's  own  earlier  patent,  No.  714,432,  the  bed  of 
the  conveyer  was  formed  of  rollers. 
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Each  of  the  alleged  advantages  and  functions  pertains  to  one  or 
the  other  of  the  two  elements.  No  additional  advantage  is  derived 
from  their  union.  Whether  the  measure  of  cooperation  in  the  succes- 
sive action  involved  in  the  use  of  the  two  elements  united  saves  the 
alleged  invention  from  the  charge  of  being  a  mere  aggregation  of 
elements,  it  is  .unnecessary  to  determine ;  for  the  conception  of  their 
joint  use,  even  if  novel,  involves,  in  our  judgment,  no  inventive 
thought. 

Moreover,  in  Alvey's  earlier  patent,  the  conveyer,  while  Z-shaped 
or  serpentine,  instead  of  spiral — the  latter  was  well  known,  Warner 
patent.  No.  380,707— is  shown— 

in  Fig.  1  as  adapted  to  receive  packages  from  an  upper  floor  through  an  open- 
ing and  chute. 

It  is  immaterial  whether  or  not  that  chute  is,  as  it  there  appears  to 
be,  detachable.  The  united  action  of  the  chute  and  conveyer  is 
clearly  represented.  The  substitution  of  a  detachable  chute  or  of  a 
spiral  conveyer  or  both  involves  no  invention. 

Patent  No.  790^811^  Elevator. 
The  claims  in  issue  read  as  follows : 

1.  An  elevator  comprising  a  frame  having  approximately  horizontal  end 
portions  and  its  intermediate  part  arranged  at  an  inclination  with  its  said  end 
portions  and  gradually  merging  into  the  same,  rollers  constituting  a  portion  of 
the  track  or  way,  a  stationary  portion  arranged  at  the  junction  of  an  end  and 
Intermediate  portion  of  the  frame,  and  traveling  means  for  conducting  the 
articles  upward  along  said  track  or  way. 

2.  An  elevator  comprising  a  frame  having  approximately  horizontal  end 
portions  and  its  intermediate  part  arranged  at  an  inclination  with  its  said  end 
portion  and  gradually  merging  into  the  same,  rollers  constituting  a  portion  of 
the  track  dr  way,  a  stationary  portion  arranged  at  the  junction  of  an  end  and^ 
intermediate  portion  of  the  frame,  means  for  conducting  the  articles  upward 
along  said  track  or  way,  and  conveying  means  for  conducting  said  articles  to 
and  from  said  elevator. 

8.  An  elevator  comprising  a  frame  having  approximately  horizontal  end 
portions  and  its  intermediate  part  arranged  at  an  angle  with  its  said  end  por- 
tions and  gradually  merging  into  the  same,  a  frame  arranged  at  the  junction 
of  an  end  portion  and  said  intermediate  part  and  forming  part  of  the  track  or 
way,  rollers  arranged  to  form  a  part  of  said  track  or  way,  a  pair  of  connected 
endless  belts  for  conducting  the  articles  along  said  track  or  way,  and  means 
for  holding  said  belts  down  adjacent  to  the  junction  of  said  end  and  intermedi- 
ate portions. 

10.  An  elevator  comprising  a  frame  having  a  track  or  way  provided  with 
rollers,  upon  which  rollers  travel  the  articles  being  conveyed,  and  a  traveling 
conveying  means  having  roller  flights  which  are  arranged  above  the  first- 
mentioned  rollers  and  engage  the  sides  of  said  articles  and  push  the  same  along 
said  track  or  way. 

11.  An  elevator  comprising  a  frame,  composed  of  side  members  and  a  track 
or  way  between  said  side  members,  said  track  or  way  having  rollers  upon 
which  travel  the  articles  being  conveyed,  and  a  traveling  conveying  means, 
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comprising  endless  belts  guided  by  said  side  meml)ers  and  independently 
rotatable  flights  or  carriers  connecting  said  belts  with  each  other  and  traveling 
above  said  rollers  and  engaging  the  sides  of  the  articles  l>eing  conveyed. 

Unlike  the  invention  of  the  other  patent,  this  elevator  is  specifi- 
cally described  as  one — 

adapted  to  be  used  in  systems  of  handling  packages  whereby  packages  may  be 
most  expeditiously  and  safely  elevated  from  one  floor  to  another  of  a  ware- 
house— 

and  as — 

adapted  to  form  part  of  a  conveying  system  wherein  the  packages  are  conveyed 
to  it  by  a  gravity  conveyer  which  runs  around  or  through  the  room  and 
delivered  by  it  to  a  similar  gravity  conveyer  which  runs  around  or  through  the 
room  above. 

The  function  of  this  pov^er-driven  elevator  is  to  raise  packages  in- 
cluding those  of  a  fragile  or  breakable  character  safely,  reliably,  and 
automatically  from  a  lower  to  a  higher. gravity  section  or  conveyer, 
vrith  a  minimum  of  manual  attendance.  The  novelty  in  the  con- 
struction of  the  elevator-way  is  that  it  has  only  in  part  rotatable 
rollers;  a  stationary  or  slide  portion  is  substituted  for  rollers  at  a 
point  intermediate  the  bottom  horizontal  end  portion  and  the  in- 
clined portion. 

Defendant  at  first  had  an  all-roller  way.  The  defendant,  in  a  case 
in  which  Judge  Veeder  in  the  District  Court  for  the  Eastern  Dis- 
trict of  New  York,  enjoined  infringement  of  the  only  claims  there  in 
issue,  1,  2,  3,  originally  had  an  all-slide  jvay;  both  defendants  paid 
plaintiff  the  tribute  of  imitation  by  substituting  for  an  unworkable 
structure  its  combined  roller  and  slide  way. 

Berger,  No.-  391,223,  chain  conveyer  for  handling  coal,  bridged 
over  the  angle  between  the  horizontal  and  inclined  portions  of  the 
structure  and  avoided  the  danger  of  obstructions  by  rounding  that 
break.  But  the  structure  is  of  a  totally-different  kind  and  in  no 
sense  shows  the  combination  of  claims  1,  2,  and  3 ;  there  is  no  roller 
portion  and  stationary  portion,  each  forming  part  of  the  track; 
there  are  no  traveling  means  for  conducting  articles  over  such  a 
track.  This  combination  of  roller  and  stationary  portions  not 
merely  prevents  clogging,  but  it  secures  the  elevation  with  a  mini- 
mum of  friction  and  danger  of  interruption  through  breakdown  or 
accidental  stopping.  The  elevator  so  composed  is  unitary  in  its 
operation;  the  parts  cooperate  to  effectuate  a  useful  purpose;  the 
conception  of  such  a  combination  was  both  useful  and  novel. 

Moore,  No.  252,960,  machinery  for  laying  railway-tracks,  uses  a 
series  of  cars,  each  provided  with  an  adjustable  roller-way  on  each 
side.  He  specifies  that  "  the  ties  are  pushed  along  over  the  rollers 
by  men  with  spiked  poles  "  and  that  "  as  the  ways  slope  toward  the 
front  the  ties  begin  to  move  forward,  or  will  do  so  with  slight  help, 
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until  they  reach  the  forward  car,  which  is  provided  with  an  endless 
chain;  this  carries  the  ties  forward  and  drops  them  over  the  front 
end.  This  structure  is  not  an  elevator,  but  a  roller-skid,  down 
which  rails  and  ties  may  be  drawn.  In  no  sense  does  it  disclose  the 
combination  of  claims  10  and  11. 

Neither  Friedman,  No.  540,970,  apparatus  for  conveying  rolling 
packages,  nor  Baker,  No.  668,079,  conveyer,  indicate  plaintiflPs 
rotatably-mounted  flights  or  carriers  and  their  function.  Plaintiff 
specifies  that  they — 

engage  the  packages  to  be  elevated  and  are  adapted  freely  to  disengage  them- 
selves from  packages  which  are  not  properly  engaged  therewith.  Thus  when, 
as  frequently  happens,  at  the  receiving  end  of  the  device,  a  package  inst^d  of 
being  in  Its  proper  position  comes  directly  onto  said  flight,  it  is  not  dragged 
part  way  around  the  sprockets  or  onto  the  carrier,  and  then  aUowed  to  fall 
back,  but,  on  the  contrary,  the  roller  turns  freely  on  its  shaft  and  travels  from 
beneath  said  package  without  elevating  the  same  and  leaves  it  at  the  foot  of 
the  elevator  in  position  to  be  properly  engaged  by  the  next  succeeding  flight. 

Baker's  arm  is  not  a  roller ;  it  is  merely  a  rounded  support  with  or 
without  a  small  roller  at  the  top,  likewise  acting  only  as  a  support. 
In  either  case,  the  arm  operates  as  a  pusher  only  at  the  top  of  the 
incline,  and  there  it  either  throws  the  package  forward,  instead  of 
merely  gently  moving  it,  or  it  passes  under  the  package  and  allows 
it  to  fall  back  to  its  original  position  with  a  shock. 

Friedman's  roller  has  an  entirely  different  function,  to  enable  a 
barrel  to  be  pitched  while  being  rolled  up  an  incline.  It  is  adapt- 
able only  to  barrels,  and  not  to  other  packages.  It  rolls  the  barrel 
off  the  conveyer. 

Plaintiff's  rollers  on  the  cross-bars  have  the  sole  function  of  so 
moving  packages  not  properly  placed  on  the  elevator  that  the  next 
flight  will  properly  engage  them.  The  roller,  in  passing  under  the 
package,  moves  it  slightly  forward  without  danger  to  the  package. 
They  act  thus  in  cooperation  with  the  other  parts  of  the  structure, 
and  produce  a  combination  both  useful  and  novel. 

Infringement  is  practically  conceded^  if  validity  of  the  claims  is 
estahUsJied.  The  slight  differences  in  detail  are  immaterial  as  to 
the  claims  in  issue. 

Decree  affvrmed. 

[TJ.  S.  Circuit  Court  of  Ai>peal8 — Second  Circuit,! 

General  Electric  Co.  v.  Continental  Fibre  Co. 

Decided  February  IS,  1919. 

268  O.  G.,  193 ;  256  Fed.  Rep.,  660. 

1.  Patents — Prior  Public  Use — ^Experimental  Use. 

The  use  of  a  number  of  gears  made  of  compressed  cotton  fibers  in  a  plant 
where  the  inventor  of  such  gears  was  eipployed  for  experiment  and  to  con- 
vince skeptical  superiors  of  their  merit  is  not  a  public  use  which  wlU  de- 
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feat  the  right  to  a  patent  on  an  application  filed  more  than  two  years  after 
the  first  gear  was  constructed,  but  less  than  one  year  after  such  gears  were 
on  the  market. 

2,  Same — ^Application — Continuance  of  Former  Application. 

An  application  for  a  patent  for  gears  made  of  compressed  textile  ma- 
terial, the  specific  material  used  being  cotton  batting,  describes  the  same 
idvention  as  a  prior  pending  application  describing  the  material  as  compact 
layers  of  textile  fibers,  and,  there  being  no  showing  of  their  Intention  to 
abandon  the  original  invention,  the  subsequent  application  can  be  treated  as 
a  continuation  of  the  former. 

5.  Same — ^Anticipation — Vague  Publication. 

A  publication  that  another  firm  had  sent  out  a  catalogue  of  a  silent  gear 
made  of  fiber  of  prepared  cotton  is  too  vague  to  enable  an  expert  to  carry 
the  device  into  practical  use,  and  does  not  invalidate  a  subsequent  patent  for 
a  gear  made  of  compressed  cotton  fibers. 

4.  Same — Constbuction — ^Limijation  of  Claims — Novel  Invention. 

The  use  of  compressed  textile  fabrics,  unchanged  by  vulcanizing,  for 
gears,  was  fundamentally  new  in  the  gear  art,  though  a  similar  use  had 
been  made  in  other  arts,  and  the  Miller  patent,  No.  1,061,770,  for  gear  com- 
posed of  that  material,  is  entitled  to  the  advantages  of  broad  equivalence 
flowing  from  absolute  novelty  of  invention. 

6.  Same — ^Infringement — Compressed  Fiber  Gears. 

The  Miller  patent,  No.  1,061,770,  for  a  gear  of  compressed  textile  fabrics 
and  means  for  holding  the  material  in  a  compressed  state,  is  infringed  by  a 
gear  composed  of  fibers  held  in  place  by  the  patented  composition  bakelite ; 
since  the  fundamental  merit  of  the  patented  gear  is  the  resistance  of  a 
large  number  of  fibers  within  a  small  space,  which  is  also  the  fundamental 
merit  of  the  infringing  article. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

Suit  by  the  General  Electric  Company  against  the  Continental 
Fibre  Company  for  infringement  of  patent.  Decree  for  defendant^ 
and  complamant  appeals.    Reversed  and  remamded. 

STATEMENT  OF  THE  CASE. 

Action  is  upon  claims  1, 2,  3, 5,  and  6  of  patent  to  Miller  dated  May 
13,  1913,  No.  1,061,770. 

The  subject-matter  of  the  patent  is  a  "  gear  wheel."    Claim  3  is  as 

follows : 

A  gear  composed  of  compressed  splnnable  textile  fibers  and  means  for  holding 
said  material  in  compressed  state. 

This  claim  is  typical  of  all  those  in  suit  except  No.  6,  which  is  as 

follows : 

A  gear  having  its  toothed  body  portion  composed  of  layers  of  textile  fabric 
made  of  spun  yam. 

The  thing  invented  by  Miller,  described  in  the  specification  and 
sold  by  the  plaintiff  company,  is  a  gear  or  cog-wheel  made  of  cotton 
highly  compressed  and  held  under  compression  by  metallic  end  plates 
secured  by  rivets  passing  through  the  compressed  cotton  which  pro- 
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vicles  the  teeth.    A  disk  or  blank  is  made  in  this  manner  and  teeth 
cut  to  suit,  as  has  long  been  the  custom  in  respect  of  metal  cogs. 

Miller  was  in  1908,  and  long  had  been,  the  master  millwright  of 
the  plaintiff;  he  recognized,  as  had  many  other  machinists  and  in- 
ventors, that  the  desirable  qualities  of  a  gear  were  that  it  should  be 
strong,  durable,  tough,  elastic,  oil  and  water  proof,  not  subject  to 
atmospheric  or  thermal  changes,  not  attractive  to  vermin,  and  as 
noiseless  as  possible. 

It  was  part  of  his  work  to  watch  and  overhaul  (among  others) 
a  machine  known  as  a  punch  and  shear,  capable  of  shearing  boiler- 
plates up  to  IJ  inches  in  thickness.  He  tried  every  type  of  gear- 
wheel known,  and  finally  thought  of  attempting  to  make  one  out 
"  of  cloth — one  morning  while  I  was  pulling  my  clothes  on."  He 
thereupon  made  a  gear  blank  out  of  a  worn-out  bufiing  wheel,  a  tool 
composed  of  layers  of  cotton  or  linen  canvas;  tried  it  on  a  small  ma- 
chine; and  shortly,  out  of  similar  rag-bag  material,  made  a  cog 
which  actually  drove  the  above-mentioned  punch  and  shear  for 
several  years.  Miller  communicated  what  he  had  done  to  his  su- 
perior officer,  Mr.  Riddell,  himself  an  inventor  in  this  line  of  me- 
chanics. Plaintiff,  as  Miller's  assignee,  filed  application  for  a  pat- 
ent on  February  12,  1909. 

Contemporaneously  Miller  made  more  wheels.  They  were  placed 
in  increasing  numbers  on  tools  in  plaintiff's  factories,  and  experi- 
ments were  conducted  with  textile  materials  other  than  woven  cot- 
ton cloth,  with  the  result  that  what  is  commonly  known  as  cotton- 
batting  came  to  be  used ;  and,  the  value  of  Miller's  gears  having  been 
experimentally  demonstrated,  plaintiff  offered  them  for  sale  in  the 
latter  part  of  1910.  The  public  appreciation  of  the  product  is  suf- 
ficiently shown  by  the  growth  of  sales  from  1,570  gears  in  the  year 
1911  to  annual  sales  of  slightly  under  200,000  immediately  before 
the  trial  of  this  cause.  It  is  admitted  that  Miller's  gear  possesses  all 
of  the  desirable  qualities  hereinabove  enumerated. 

It  is  rare  that  the  history  and  development  of  any  invention  is 
shown  so  clearly  and  without  any  contradiction  whatever. 

When  application  was  filed  in  1909,  Miller  had  not  made  gears  of 
cotton-batting,  and,  while  he  fully  disclosed  the  advance  embodied 
in  his  cotton  cogs,  he  described  his  new  component  as  consisting  of 
"  layers  "  or  "  piles  "  of  "  textile  fabric,"  and  propounded  as  a  typical 
claim  "  a  gear  having  a  toothed  part  composed  of  compacted  layers 
Df  textile  fabric."  His  application  was  rejected  on  references  upon 
which  no  reliance  is  now  placed.  Indeed,  it  is  difficult  to  understand 
the  Office  attitude  displayed  by  the  file-wrapper  contents. 

On  July  26,  1910,  the  word  "  fabric "  was  in  some  instances 
amended  to  "material."  But  on  June  27,  1911,  a  new  application 
was  filed  specifically  as  a  continuation  of  the  application  of  1909. 
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In  all  of  the  claims  propounded  and  finally  allowed  (except  the 
sixth,)  the  body  of  the  gear  was  dascribed  as  of  "textile  material "; 
but  the  sixth  claim  has  from  the  beginning  adhered  to  the  phrase 
"  textile  fabric."  The  words  "  spinnable  textile  fibers  "  came  in  by 
amendment  as  a  concession  to  Office  opposition  which  was  finally 
overcome  only  by  appeal  to  the  Exaniiners-in-Chief . 

The  application  of  1911  was  filed  within  a  year  of  the  last  Office 
action  on  that  of  1909. 

Defendant  does  not  manufacture  gears,  but  makes  and  sells  disks 
capable  of  being  cut  into  gears  by  any  trained  mechanic,  which  disks 
are  composed  of  layers  of  cotton  duck  impregnated  with  and  sur- 
rounded by  a  substance  commercially  known  as  "  bakelite."  The 
content  of  each  gear  is  approximately  60  per  cent,  cotton  duck  and 
40  per  cent,  bakelite,  which  latter  is  an  invention  of  Mr.  L.  H. 
Baekeland,  consisting  of  a  mixture  of  "  phenol,  or  its  homologues, 
and  formaldehyde,  or  its  polymers."  This  mixture,  when  sufficiently 
heated,  is  transformed  into — 

a  hard  body  unaffected  by  moisture,  Insoluble  by  alcohol  or  acetone,  infusible 
and  resistant  to  acids,  alkalis  and  almost  all  ordinary  reagents. 

Baekeland  patents,  Nos.  942,699,  942,852,  949,671,  1,019,406.  The 
production  of  this  hard,  infusible,  and  indecomposable  bakelite  is 
hastened,  and  improved  by  adding  pressure  to  heat,  because  pressure 
hastens  the  process  of  hardening  and  avoids  air-bubbles.  But  pres- 
sure is  not  necessary  to  make  bakelite ;  heat  applied  to  the  aforesaid 
mixture  will  do  it  in  time.  And  it  is  in  result  the  same  substance 
with  or  without  pressure  added  to  the  heat. 

It  is  not  doubted  or  denied  that  defendant's  compound  of  cotton 
duck  and  bakelite  makes  a  gear  functioning  exactly  as  does  Miller's. 
It  is  denied  that  this  result  is  obtained  in  the  same  way,  for  the 
sapie  reasons,  or  by  substantially  the  same  means. 

The  court  below  held  the  Miller  patent  valid  but  not  infringed 
by  a  cog-wheel  made  of  defendant's  product.  Frora  decree  accord- 
ingly plaintiff  appeals. 

Mr,  Charles  Neave  and  Mr.  Z.  F.  H.  Betts  for  the  appellant. 

Messrs.  Kerr^  Po^^t  Cooper  &  Hayward  {Mr.  Thomas  B.  Kerr^ 
Mr.  Vernon  E.  Hodges^  and  Mr.  John  C.  Kerr  of  counsel)  for  the 
appellee. 

Before  Rogers  and  Hough,  Circuit  Judges,  and  MArER,  District 

Judge. 

Hough,  Cir.  /.,  (after  stating  the  facts  as  above:) 

In  this  court  some  measure  of  invention  in  Miller's  patent  is  no 
longer  denied.  Nor  is  it  doubted  that  a  cotton-rag  gear-wheel  was 
made  and  used  in  August,  1908,  as  above  set  forth. 
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It  is  contended : 

(1)  That  a  claim  for  a  gear  of  "spinnable  textile  fibers,"  if  con- 
strued to  cover  one  made  of  cotton  duck,  is  invalid;  because  there 
were  two  years  of  public  use  prior  to  the  application  of  June  27, 
1911,  of  Miller's  original  cotton  gear  which  was  composed  of  a 
"  textile  fabric  " — a  phrase  plainly  covering  cotton  duck. 

(2)  Even  if  Miller's  date  of  invention  be  allowed  as  August,  1908, 
certain  English  publications,  as  early  as  March  20,  1908,  regarding 
^^  Unica  silent  gears  made  of  fiber  of  prepared  cotton,"  are  sufficient 
evidence  of  anticipation.    And 

(3)  There  is  no  infringement  even  of  the  sixth  claim,  because 
defendant's  product  is  not  composed  of  layers  of  textile  fabric,  but 
of  bakelite  reinforced  by  such  layers,  and  the  completed  gear-disk 
is  a  "  solid,  hardened,  homogenous  mass  "  wholly  different  "  in  nature 
and  attributes  "  from  Miller's  collection  of  fibers  held  together  "  by 
pressure  applied  externally." 

(1)  1.  We  incline  to  think  that  the  record  does  not  show  two 
years  of  public  use  before  June  27,  1911.  Any  use,  public  or  other- 
wise, of  Miller's  reduction  to  practice  largely  depended  upon  the 
favor  with  which  his  device  was  received  by  his  superior,  Mr.  Rid- 
dell.  That  gentleman  had  the  conservatism  of  one  who  had  him- 
self taken  out  a  patent  in  the  same  field  of  art  (No.  464,896;)  and  it 
was  not  until  June  of  1909  that  he  said  of  Miller's  gear: 

We  have  the  goods  here  (i.  e.,  in  the  (General  Electric  Works)  running  every 
day,  giving  a  practical  demonstration,  some  giving  the  hardest  kind  of  service. 

There  were  then  some  70  or  80  wheels  in  use,  and  Mr.  Biddell 
said  of  them : 

Some  of  our  own  engineers  and  others  with  whom  I  have  spoken  have  heeu 
incUned  to  poke  fun  at  the  idea.  I  was  myself  inclined  to  l)e  a  little  skeptical 
when  the  matter  was  first  brought  to  my  attention. 

Indeed,  the  general  attitude  of  practical  men  toward  the  new 
departure  is  well  illustrated  by  a  facetious  proposal  for  a  "cata- 
logue-cover "  for  Miller's  "  new  process  rag  pinion,"  whereby  it  is 
stated  (with  appropriate  illustrations)  that  the  raw  material  is  to 
be  obtained  from  the  family-wash  line,  and  a  branch  office  estab- 
lished at  "  Belle vue."  We  do  not  think  that  Miller's  Invention 
passed  beyond  the  stage  of  daring  experiment  until  this  attitude  of 
satirical  disbelief  had  been  forgotten  and  the  commercial  article  was 
offered  for  sale — an  event  which  did  not  occur  until  the  fall  of  1910. 

(2)  But  irrespective  of  the  foregoing  finding,  we  hold  that  as  mat- 
ter of  law  Miller  was  justified  in  calling  his  application  of  1911  a 
continuation  of  that  of  1909.  There  never  was  any  allowance  under 
the  earlier  specification.  Such  decisions  as  Weston  v.  Empire,  etc., 
Co.  (136  Fed.  Eep.,  699;  69  C.  C.  A.,  329)  do  not  apply.    It  is  not 
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doubted  that  one  application  may,  under  certain  circumstances,  be  a 
continuation  of  a  prior  application,  {Model  BottUng  Co.  v.  An- 
heuser^  190  Fed.  Rep.,  573;  111  C.  C.  A.,  389,)  and  it  is  not  asserted 
in  this  instance  that  there  was  any  abandonment  of  inyention,  which 
is  a  different  thing  from  abandoninent  of  application.  {Weatem 
Elec.  Go.  V.  Sperry,  58  Fed.  Bep.,  186,  at  p.  191;  7  C.  C.  A.,  164; 
HayeS'Tov/ng^  etc,^  v.  St.  Louis^  etc.,  Co.^  137  Fed.  Rep.,  80;  70 
O.  O.  A,,  1.) 

We  doubt  not  that  Miller  filed  his  second  application  in  order  to 
add  or  insert  language  apt  for  describing  his  use  of  cotton  in  a 
cruder  state  than  that  of  woyen  cloth ;  but  he  abandoned  nothing  by 
intent.  His  applications  were  copending,  and  "the  matter  is  far 
within  our  decision  in  Victor^  etc.^  Go.  v.  American^  eto.^  Go.  (145 
Fed.  Rep.,  850;  76  C.  C.  A.,  180,  and  Gonrington  v.  Westmghause^ 
C.  C;  173  Fed.  Rep.,  69.)  Where  an  intent  to  continue  is  mani- 
fest (as  it  is  here,)  or  is  proven,  the  question  is  (as  put  in  the  Victor 
Case^  9upra)  whether  the  specification  of  the  earlier  application  was 
sufficient  as  a  basis  for  the  claims  ultimately  founded  on  the  later 
application.  Or  as  put  in  Field  v.  Gohnan  (C.  D.,  1918,  460;  193 
O.  G.,  221 ;  40  App.  D.  C,  598)  the  doctrine  of  continuity — 

broadly  depends  upon  whether  the  substituted  application  Is  for  the  same  In- 
vention as  that  disclosed  In  the  original  appUcatlon. 

Applying  these  rules,  the  queries  in  this  case,  concretely  put,  are 
these :  Could  the  claims  in  suit  have  been  properly  issued  on  the  orig- 
inal specification;  or,  if  all  the  claims  had  used  the  words  "textile 
material ''  or  "  textile  fabric,"  would  it  have  been  an  infringement  to 
make  gears  not  differing  from  Miller's  first  embodiment  otherwise 
than  by  substituting  cotton-batting  for  cotton  rags? 

We  answer  both  these  questions  in  the  affirmative  for  reasons 
largelj'^  depending  upon  the  nature  and  importance  of  Miller's  inven- 
tion, as  hereinafter  set  forth.  We  therefore  hold  the  patentee's  date 
of  invention  to  be  August,  1908. 

(3)  2.  The  defense  based  upon  publications  regarding  the  English 
"  Unica  "  gears  rests  upon  extracts  from  the  periodicals  "  Engineer- 
ing,^^ and  "  The  Practical  Engineer "  of  London,  _dated  March  20 
and  November  27, 1908. 

Assuming  the  invention  date  above  awarded  Miller,  only  the 
earliest  publication  requires  attention,  and  that  consists  in  a  state- 
ment that — 

Oertaln  manufacturers  "  have  sent  out  a  catalogue  of  their  Unlca  silent  gears 
made  of  fiber  of  prepared  cotton.  These,  It  Is  stated,  are  unaffected  by 
oil.    *    ♦    •" 

The  later  publications  speak,  one,  of  the  pinions,  as  "made  of 
compressed  cotton  " ;  the  other  uses  the  words  "  prepared  cotton." 
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While  the  evidence  is  persuasive  that  the  Unica  gears  were  merely 
a  variety  of  vulcanized-fiber  gears,  we  reject  the  publication  of 
March  20, 1908,  and  would  reject  the  subsequent  publications,  if  they 
were  relevant,  on  the  ground  stated  fully  in  Baedische  v.  KaUe^  etc. 
(104  Fed.  Rep.,  802;  44  C.  C.  A.,  201.)  The  vague  statements  of  re- 
sult contained  in  the  newspaper  articles  offered  in  evidence  would  not 
have  given  in  1908,  to  even  the  most  skilled,  any  information  en- 
abling an  expert  to  carry  into  practical  use  Unica  gear,  or  any  other 
mechanical  device.  Therefore  any  or  all  of  them  are  insufScient  to 
invalidate  the  patent  in  suit,  or  even  to  limit  or  modify  its  scope. 

(4)  3.  Whether  infringement  exists  is  a  question  depending 
largely  on  the  importance  attached  to  Miller's  invention.  If  the  art 
of  producing  silent,  waterproof,  vermin-proof,  tough,  durable,  and 
elastic  gears  be  considered  as  an  art  by  itself,  there  is  no  prior  art 
detracting  from  or  limiting  Miller's  inventive  conception.  Noise- 
less gears  had  long  since  been  a  desideratum,  and  non-metallic  sub- 
stances, L  e.^  wood,  rawhide,  leather,  papier-mach6,  and  vulcanized 
fiber,  had  all  been  tried  and  found  wanting.  The  use  of  textile  fibers 
unchanged  by  vulcanization  was  fundamentally  new  in  the  gear  art; 
and  prior  patents  for  buffing-rolls  (Poole,  188,670)  and  friction 
wheels  (Eockwood,  300,013)  are  entirely  irrelevant, 

(5)  Whether  the  bakelite  gear  produces  Miller's  result  in  sub- 
stantially Miller's  way  depends  fundamentally  on  ascertaining  the 
reasons  why  the  original  cotton-rag  cog-wheel  worked  and  kept  on 
working  for  several  years. 

We  find  that  by  compression  of  spinnable  fibers,  whether  contained 
in  cotton-batting  Or\in  cotton  cloth,  the  patentee  obtains  an  enor- 
mous i.'umber  of  these  fibers  in  frictional  contact  contained  in  a  very 
small  space. 

The  initial  pressure  exerted  in  the  process  of  manufacture  depen.ls 
upon  the  original  looseness  of  fiber  in  the  raw  material.  Cotttm- 
battiag  requires  more  pressure  than  cotton  cloth. 

But  when  the  requisite  number  of  fibers  have  been  compressed  into 
the  requisite  dimension,  a  considerable  part  of  such  compression  is 
pei'manent,  and  the  back-pressure  or  expansive  tendency  of  what  is 
held  between  Miller's  containing-plates  is  (in  respect  of  cloth  gears) 
sometimes  as  low  as  500  pounds  and  (in  the  case  of  a  cotton-batting 
gear)  never  higher  than  2,500  pounds.  Thus,  the  merit  or  working 
virtue  of  the  patented  gear  consists  solely  in  the  presence  within  a 
given  space  of  a  relatively  enormous  number  of  vegetable  fibers  in 
frictional  contact  with  each  other.  The  only  function  of  the  metal 
sides  and  rivets  is  to  keep  these  fibers  in  place. 

Defendant's  product,  size  for  size,  has,  we  are  convinced,  substan- 
tially the  same  number  of  fibers,  which  are  also  in  frictional  contact, 
and  held  in  place,  not  by  metal  sides,  but  by  the  interstitial  per- 
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meation  of  bakelite — a  substance  in  itself  and  its  attributes  most  re- 
markable, but  which  in  relation  to  gears  has  no  other  relation  to  the 
cotton  jBbers  that  enable  the  gear  to  do  its  work,  than  has  the  metal 
container  of  Miller.  The  whole  contention  on  the  question  of  in- 
fringement is  summed  up  in  the  inquiry  whether  defendant's  product 
is  cloth  reinforced  with  bakelite  instead  of  metal,  or  whether  it  is 
composed  of  bakelite  reinforced  with  cloth. 

It  being  plainly  true  that  for  gear  purposes  the  only  strength  in 
defendant's  article  is  that  of  the  cloth,  it  must  follow  that  defend- 
ant's is  a  cloth  gear  held  together  by  bakelite.  This  remarkable  sub- 
stance is  as  brittle  as  it  is  hard  and  unchangeable.  A  pure  bakelite 
gear  would  be  worthless  for  the  lightest  machinery.  There  is  no 
chemical  change  wrought  by  the  mechanical  union  between  cloth  and 
bakelite;  the  cloth  remains  cloth,  and  the  bakelite  remains  bakelite. 
The  sole  function  of  the  bakelite  in  defendant's  gear-disk  is  the  same 
function  as  that  of  the  rivets  and  metal  sides  in  Miller's  original  de- 
vice. 

The  fact  that  it  requires  no  more  than  750  pounds  initial  pressure 
to  drive  defendant's  cotton  cloth  into  desired  contiguity,  fiber  to  fiber, 
is  much  dwelt  upon  in  defense.  This  may  well  be  a  manufacturing 
advantage  on  defendant's  side.  The  pressure  is  substantially  the 
same  as  the  ultimate  pressure  or  back-pressure  in  Miller's  cloth  gear. 
But  bakelite  is  neither  compressible,  ductile,  nor  elastic;  and  when 
bakelite  is  the  holder,  container,  or  restrainer  of  pressure,  whatever 
shape  is  given  by  the  initial  compression  reihains  absolutely  fixed  as 
soon  as  the  bakelite  hardens. 

For  these  reasons  we  consider  that  defendant's  product  responds 
to  all  the  claims  in  suit;  that  the  claims  cover  a  basic  and  wholly 
novel  idea,  viz.,  the  attainment  of  a  strength  sufficient  to  drive  heavy 
machinery  by  juxtaposing  a  sufficient  number  of  feeble  textile  fibers 
within  a  given  space;  and  that  this  thought,  which  vitalizes  the 
patent  in  suit,  is  the  same  thought  which  enables  defendant's  geai^  to 
do  their  work.  It  may  well  be  that  in  attractiveness  of  appearance, 
and  lightness  of  weight,  defendant's  bakelite  retainer  of  compression 
is  superior  to  Miller's  metal  sides.  But  what  makes  the  gear  a  gear 
is  the  same  thing  in  both  products.    Therefore  infringement  exists. 

It  is  §aid  that  bakelite  gear  is  ^^  self-sustaining."  This  is  only  true 
in  the  sense  heretofore  pointed  out,  viz.,  that  no  plates  or  rivets  are 
required  because  the  bakelite  itself,  by  coating  or  permeation,  is  a 
fair  and  indeed  an  exact  mechanical  equivalent  to  the  end  plates  and 
the  rivets  of  plaintiff's  gear-wheels. 

As  defendant  does  not  make  or  sell  completed  gears,  but  a  mate- 
rial which  when  in  disks  makes  gear-making  easy,  and  when  in  other 
forms  may  have  other  uses  not  related  to  machine-driving,  the  in- 
junction to  issue  under  this  decision  may  require  careful  drafting; 
138555'— 20 28 
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but  this  record  enables  us  to  do  no  more  than  call  attention  to  a  ques- 
tion that  may  be  important — and  may  amount  to  nothing. 

We  may  say  (but  for  lack  of  evidence  this  is  not  a  holding)  that 
we  perceive  no  reason,  on  this  record,  why  defendant's  product  can- 
not be  used,  if  suitable,  for  any  purpose. not  amounting  to  a  gear; 
that  being  the  sole  subject  of  Miller's  patent. 

Decree  reversed  with  costs,  and  cause  remanded  for  further  pro- 
ceedings not  inconsistent  herewith. 


[U.  S.  circuit  Court  of  Appeals — Seventh  Circuit,] 

Standard  Scai^e  &  Supply  Co.  v.  Cropp  Concrkte  Machinery  Co. 
et  ai,  Cropp  Concrete  Machinery  Co.  et  al,  v.  Standard  Scaijb  & 
Supply  Co. 

Decided  January  7, 1919;  rehearing  denied  March  4,  1919. 
268  O.  G.,  879 ;  256  Fed.  R^.,  666. 

1.  Patents — ^DisciAncEB — ^Effect  of. 

A  claimant  of  a  generic  invention  does  not  lose  his  right  by  declining  tx> 
claim  some  other  person's  subsequently-devised  form. 

2.  Same^Infringement. 

Oropp  patent.  No.  047,196,  dated  January  18,  1910,  claims  1,  2,  3,  4,  7, 
9,  12,  13,  14,  and  16,  for  a  concrete-mixer.  Held  valid  and  infringed;  pat- 
ents to  Ransome  No.  322,006,  No.  804,803,  and  No.  870,797,  to  Bums,  No. 
661,487,  and  to  Roberts,  No.  845,435,  not  being  pertinent. 

Appeals  from  the  District  Court  of  the  United  States  for  the 
Eastern  Division  of  the  Northern  District  of  Illinois. 

Proceedings  between  the  Standard  Scale  &  Supply  Company  and  the 
Cropp  Concrete  Machinery  Company  and  Andrew  J.  Cropp  concerning 
patent  rights.  There  was  a  decree  in  favor  of  the  former  as  to  one 
claim,  and  in  favor  of  the  latter  9s  to  other  claims,  and  they  both 
appeal.  Decree  in  favor  of  the  former  reversed^  and  that  in  favor 
of  the  latter  affirmed. 

Mr.  George  L.  Wilkinson  and  Mr.  Percivdl  H.  Truman  for  -the 
appellant. 
Mr.  Franklin  M.  Warden  for  the  appellee. 

Before  Baker  and  Evans,  Circuit  Judges. 

Baker,  Cir.  J.: 

Cropp  Company  and  Cropp  obtained  a  decree  that  claims  1,  2,  3, 
4,  7,  12,  13,  14,  and  16  of  Patent  No.  947,196,  January  18,  1910,  to 
the  company  as  assignee  of  Cropp  for  a  concrete-mixer,  were  valid 
and  infringed  by  the  Standard  Company's  machine.  No.  2526  is  the 
Standard  Company^s  appeal  from  that  finding.    In  the  same  suit  a 
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complaint  based  on  claim  9  was  dismissed  on  the  ground  of  non-in- 
fringement, and  the  appeal  in  No.  2527  assails  that  ruling. 
Claim  9,  which  relates  to  the  charging  means,  reads  as  follows : 

9.  The  rotary  mixing  receptacle  having  at  its  receiving  end  a  charging  device 
consisting  of  a  centrally  apertnred  disk  secured  to  the  receptacle,  and  a  series  of 
blades  extended  at  their  outer  ends  from  the  disk  inwardly  and  diagonaUy 
with  respect  to  the  receptacle  for  a  short  distance  from  the  disk  for  the  pur- 
pose of  directing  the  material  into  the  receptacle,  said  blades  having  their 
portions  adjacent  to  the  disk  of  substantially  the  same  width  as  said  disk  from 
the  opening  therein  to  its  periphery  and  their  inner  portions  widened. 

Portable  machines,  of  rotary  drum'  type,  for  mixing  batches  of 
concrete,  are  used  in  situ  in  various  building  operations.  In  prior 
machines  the  opening  at  the  receiving  end  was  so  high  from  the 
ground  that  the  workmen  in  bringing  the  materials  had  to  wheel 
their  barrows  up  a  staging.  In  the  structure  of  claim  9  this  diffi- 
culty is  obviated  by  reason  of  the  large  size  of  the  aperture  in  the 
disk ;  and  at  the  same  time  the  mixing  capacity  of  the  rotary  drum 
is  preserved  by  the  action  of  the  peculiarly  formed  and  arranged 
diagonal  blades.  Utility  is  manifest.  Nothing  in  the  prior  art  gives 
any  hint  of  the  idea  embodied  in  claim  9.  Invalidity  is  predicated 
solely  upon  Patent  Office  proceedings  which  resulted  in  Cropp's  in- 
serting the  following  disclaimer  in  his  application : 

I  hereby  disclaim  the  following  claim,  to  wit:  In  a  mixer,  in  combination, 
a  revoluble  drum,  means  therein  to  agitate  and  mix  the  material,  a  continuous 
series  of  circularly  arranged  charging  pockets  located  at  one  end  of  the  drum 
within  its  cylindrical  wall  and  closed  at  their  outer  ends,  the  open  inlets  of 
the  pockets  being  turned  toward  the  axis  of  the  drum,  a  circular  head  having 
its  periphery  contacting  with  the  tops  of  the  pocket  walls  and  set  in  from  the 
adjacent  end  of  the  drum,  and  means  to  introduce  material  to  the  inlets  of  the 
pockets  outside  of  said  head. 

(1)  In  Reed  v.  Cropp  Concrete  Machinery  Co.  (239  Fed.  Rep.,  869 ; 
152  C.  C.  A.,  653)  the  history  of  the  three-cornered  interference  be- 
tween Cropp,  Reed,  and  Sanborn  and  the  relation  of  the  disclaimer  to 
£!ropp's  claim  9  were  fully  considered.  Though  the  decree  in  that 
case  may  not  be  res  adjudicata^  we  find  no  reason  in  the  present 
recfird  for  hesitating  to  say  stare  decisis.  Cropp's  application  de- 
scribed two  forms  of  the  "low-charging''  structure.  His  claim  9 
was  aptly  worded  to  cover  the  genus  exemplified  by  his  two  forms. 
Later  Sanborn  disclosed  another  form  and  claimed  it  in  the  words 
subsequently  copied  by  Cropp  in  his  disclaimer.  When  Cropp  was 
invited  to  interfere,  he  replied  that  he  was  not  the  inventor  of  the 
Sanborn  species.  Manifestly  neither  Cropp  nor  the  Patent  Ofiice 
understood  that  he  was  thereby  confessing  that  he  was  not  the  in- 
ventor of  the  genus,  for  otherwise  Cropp  would  not  have  continued 
to  prosecute,  and  the  Patent  Office  would  not  have  allowed,  claim  9. 
Indeed,  the  Standard  Company  does  not  seriously  dispute  the  legal 
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principle  involved  in  the  Reed  Case^  namely,  that  a  claimant  of  a 
generic  invention  does  not  lose  his  right  by  declining  to  claim  some 
other  person's  subsequently-devised  form. 

Nevertheless  it  was  open  to  the  Standard  Company  to  defend  on 
the  ground  that  Sanborn  or  Seed  had  been  the  first  to  devise  any 
form  of  "low-charging"  mixer,  and  that  Cropp  consequently  was 
not  entitled  to  hold  his  generic  claim.  In  the  Reed  Case^  the  burden 
of  proving  priority  was  on  Cropp ;  here  it  is  on  the  Standard  Com- 
pany. Though  there  is  some  additional  testimony,  it  relates  in  the 
main  to  the  development  of  the  second  form  described  in  Cropp's 
application.  Respecting  Cropp's  creation  of  the  first  form,  and 
therefore  of  the  genus,  the  evidence  which  led  us  before  to  an  affirma- 
tive finding  in  Cropp's  favor  is  now  considered  sufficient  to  repel  the 
Standard  Company's  attack  upon  the  prima  facie  validity  of  the 
claim. 

In  the  claim  the  charging-blades  are  described  as — 

having  their  portions  adjacent  to  the  disk  of  substantiaUy  the  same  width  as 
said  disk  from  the  opening  therein  to  its  periphery. 

In  the  Standard  Company's  machine  the  outer  portions  of  the 
charging-blades  are  of  slightly  less  width  than  the  ''disk  from  the 
opening  therein  to  its  periphery."  But  the  proofs  leave  it  sufficiently 
clear  that  the  Standard  Company  obtains  the  full  result  of  Cropp's 
"  low-charging  "  machine  by  charging-blades  formed,  arranged,  and 
operating  according  to  the  principle  disclosed  by  Cropp.  The  proven 
departure  was  therefore  not  sufficiently  "  substantial." 

Claim  13  is  a  fair  statement  of  Cropp's  invention  of  discharging 
means :  * 

13.  The  rotary  mixing  receptacle  having  an  opening  in  Its  discharging  end, 
a  chnte  located  in  said  opening  and  extended  into  the  receptacle,  a  door  pivotally 
mounted  within  the  receptacle  and  adapted  to  open  and  close  the  chute  and  to 
assist  in  guiding  the  material  thereto,  a  plate  secured  to  the  receptacle  at  its 
discharging  end  and  extended  radially  thereinto  within  the  path  of  the  door, 
and  another  plate  diagonally  disposed  from  the  last-named  plate  partially  acroB^ 

the  inner  surface  of  the  receptacle. 

• 

Through  an  opening  at  the  discharging  end  a  chute  extends  into 
the  drum.  This  chute  is  rigidly  secured  to  and  revolves  with  the 
drum.  During  the  mixing  process  a  door,  pivotally  mounted  within 
the  drum,  covers  the  opening  of  the  cKute.  This  door-covered  chute 
and  the  two  plates  mentioned  in  the  claim  assist  in  the  mixing  proc- 
ess. When  it  is  desired  to  discharge  the  mixture,  the  door  is  thrown 
open  by  means  of  a  lever  outside  the  drum,  and  the  door  then  bears 
against  the  radial  plate.  A  flange  along  the  inner  edge  of  the  door 
cooperates  with  the  door,  the  radial  plate,  and  the  diagonal  plate  in 
guiding  the  material  into  the  chute.    These  parts  obviously  may  be, 
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and  in  practice  are,  so  related  tor  the  capacity  of  the  drum  and  the 
capacity  of  a  barrow  that  at  each  revolution  one  barrow-load  is  dis- 
charged, and  so  the  workmen  in  file  wheel  away  the  mixed  batch. 

In  the  prior  art  we  find  nothing  that  denies  the  patentable  novelty 
of  this  combination  of  means.  Patents  to  Ransome,  No.  322,006^ 
No.  804,803,  and  No.  870,797,  to  Bums,  NoT  661,487,  and  to  Roberts, 
No.  845,435,  are  not  pertinent,  because  the  discharge-spouts  are  not 
attached  to  and  do  not  revolve  with  the  drum.  McKelvey's  patent, 
No.  751,541,  is  for  a  rotary  feeding  device  for  concrete-mixers.  This 
contains  a  chute  which  is  rigidly  attached  to  and  revolves  with  the 
drum  of  the  feeder  and  extends  from  the  interior  of  that  drum  into 
the  "high-charging"  opening  of  a  mixing-drum  of  the  prior  art. 
The  mouth  of  the  chute  is  the  full  width  of  the  feeder.  Along  one 
edge  of  the  chute  within  the  feeder  a  door  is  pivotally  mounted. 
This  door  is  rectangular  in  shape,  and  extends  axially  from  side  to 
side  of  the  feeder  and  radially  from  its  hinge  to  the  periphery  of 
the  feeder.  While  the  concrete  materials  are  being  dumped  into  the 
"low-charging"  opening  of  the  revolving  feeder,  the  door  is  held 
over  the  mouth  of  the  chute  by  means  of  a  lever  that  extends  out- 
side the  feeder.  When  the  materials  are  to  be  fed  into  the  mixer, 
the  door  is  thrown  open  till  it  bears  against  lugs  on  the  interior  of 
the  feeder's  periphery.  As  the  feeder  revolves,  the  door  lifts  and 
throws  the  materials  into  the  chute  and  thence  into  the  mixer.  Mc- 
Kelvey's feeder,  as  he  suggests,  could  itself  be  used  as  a  mixer  by 
providing  it  with  the  customary  mixing  plows  and  blades.  Grant- 
ing full  weight  to  the  Standard  Company's  assertion  that  McKelvey, 
therefore,  shows  a  concrete-mixer  embodying  a  combination  of  a 
revolving  drum,  a  chute  attached  to  and  revolving  with  the  drum, 
and  a  door  pivotally  mounted  within  the  drum,  and  adapted  to  open 
and  close  the  chute  and  to  guide  the  material  into  the-  chute,  we 
agree  with  the  trial  judge  that  the  McKelvey  disclosure  does  not 
forestall  the  Cropp  concept.  Cropp's  claims,  read  in  the  light  of 
his  description  and  drawings,  call  for  a  chute  that  extends  but  a 
little  way  into  the  drum,  and  is  so  associated  with  the  door,  the 
flange,  the  radial  plate,  and  the  diagonal  plate  that  the  combina- 
tion constituting  the  discharging  means  does  not  impede  or  inter- 
fere with  the  charging  and  mixing  means  at  the  other  end  of  the 
drum,  but,  on  the  contrary,  cooperates  in  the  final  stages  of  the 
mixing,  does  not  form  a  dam  across  the  stream,  but  only  a  wing- 
dam,  and  does  not  lift  up  and  expel  the  entire  contents  at  a  single 
throw,  but  is  so  proportioned  to  the  capacity  of  the  drum  that  only 
a  predetermined  fraction  is  discharged  in  one  revolution;  and  inas- 
much as  the  conception  of  this  result  and  of  the  mechanical  combi- 
nation to  produce  it  is  not  found  m  the  prior  art,  there  is  no  basis 
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for  rejecting  the  Patent  Office's  attribution  of  this  achievement  to 
the  creative  imagination  of  an  inventor. 

(2)  The  question  of  infringement  is  really  narrowed  to  claim  1. 
In  Cropp's  drawing  and  description,  and  in  his  commercial  struc- 
ture, the  chute  is  segmental  in  cross  section  and  is  tapered  inwardly ; 
the  door  has  its  free  end  cut  to  match  the  taper  of  the  chute;  and 
the  radial  plate  is  tapered  to  correspond  with  the  tapered  end  of 
the  door.  Claim  1  calls  for  the  tapered  chute  and  door.  In  the 
Standard  Company's  machine  the  chute  is  tapered,  but  the  door 
is  rectangular  and  more  than  covers  the  mouth  of  the  chute.  With 
the  use  of  a  rectangular  door  a  large  part  of  the  radial  stop-plate 
may  be  and  is  dispensed  with;  and  the  flange  along  the  inner  edge 
of  the  door  has  been  taken  off  and  fastened  to  the  edge  of  the  chute. 
When  the  Standard  Company's  door  is  shut,  air  the  Cropp  functions 
are  performed.  When  it  is  opened,  the  superfluous  metal  of  the 
rectangular^door  does  service  for  the  omitted  portion  of  the  radial 
stop  plate;  the  diagonal  plate  performs  its  regular  office;  the  flange 
operates  in  the  same  way ;  and  all  together,  the  chute,  doo):,  flange, 
stop-plate,  and  diagonal  plate  constitute  a  wing-dam,  that  divides, 
directs,  and  discharges  the  mixture  in  substantially  the  same  way 
as  does  Cropp's  wing-dam.  Even  claim  1  is  entitled  to  a  range  of 
equivalency  that  embraces  such  colorable  changes. 

In  No.  9526  the  decree  is  affmned;  in  No.  2627^  the  decree  is  re- 
versedj  with  the  direction  to  entisr  a  decree  for  an  injimction  and  ar^ 
accoimting  with  respect  to  claim  9, 


[V.  8.  Circuit  Court  of  Appeals — Sixth  Circuit.] 
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268  O.  O.,  381 ;  259  Fed.  Rep.,  232. 

Patents — ^Novelty — Discijosube. 

The  Helile  patent,  No.  1,154,989,  for  "improvements  In  brewing  proc- 
esses," Held  void  for  want  of  patentable  novelty  and  for  failure  to  disclose 
how  to  practise  invention  after  patent  expires. 

Appeal  from  the  District  Court  of  the  United  States  for  the  West- 
em  Division  of  the  Southern  District  of  Ohio ;  Howard  C.  Hollister, 
judge. 

Suit  by  Boniface  Hehle  against  the  Hudepohl  Brewing  Company 
and  another.  From  interlocutory  decree  for  injunction  and  account- 
ing^  defendants  appeal.    Reversed. 

Mr.  Salter  F.  Murray  for  the  appellants. 
Mr.  Alfred  M.  Allen  for  the  appellee. 
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Before  Warbi:nqton,  Knapfek,  and  Denison,  Circuit  Judges. 

Denison,  Cir.  J.: 

The  court  below  entered  the  usual  interlocutory  decree  for  in- 
junction and  accounting  in  an  infringement  suit  brought  against  the 
Hudepohl  Brewing  Company  and  another,  by  Boniface  Hehle,  upon 
Patent  No.  1,154,989,  issued  to  him  September  28, 1915,  for  "  improve- 
ments in  brewing  processes." 

The  technical  matters  involved  may  be  sufficiently  understood 
without  detailed  explanation.  In  the  brewing  process,  the  barley 
(or  substituted  grain)  is  first,  by  germination,  converted  into  malt 
and  dried.  The  malt  is  then  ground,  and  the  ground  product  is 
placed  in  a  vat — ^the  mash-tun — and  subjected  to  what  is  called  the 
ma&hing  process,  which  may  roughly  be  described  as  soaking  and 
leaching.  The  final  step  of  this  process  is  called  sparging.  In  it 
hot  water  is  sprayed  upon  the  mass  from  above,  percolates  down 
through  the  then  remaining  portion  of  the  ground  malt,  which 
serves  as  a  filter-bed,  and  carries  away  in  solution  some  desired  ele- 
ments of  the  malt.  The  total  product  of  the  mash  is  a  sweet 
liquor,  called  wort,  and  this  is  the  basis  of  further  steps  in  brewing. 

It  is  the  claim  of  Hehle,  both  in  his  patent  and  in  his  testimony, 
that  the  malt-grinding  machines  and  methods  in  use  before  his  in- 
vention, did  not  break  up  the  hard  ends  of  the  husk,  called  the 
"  steely "  ends,  and  therefore  did  not  eicpose  to  the  action  of  the 
liquid  that  portion  of  the  malt  contained  in  these  ends,  and  that  such 
machines  and  methods  did  not  leave -the  husk  in  the  best  forin  to 
serve  as  a  filter-bed.    He  said : 

In  carrying  ont  my  process,  I  first  grind  the  grain  in  such  manner  that  its 
husks  are  spUt  longitudinally  from  end  to  end,  so  -that  the  meal  contents  are 
free  to  fall  out  or  be  other^se  exi)osed  to  enzymotic  action  and  water  during 
the  mashing  and  sparging  process.  •  •  •  After  the  husks  of  the  grains  have 
been  split  lengthwise  in  the  process  of  grinding,  as  above  described,  they  are 
placed  in  the  mash  tim,  where  they  constitute  a  uniform  filter-bed  through 
which  the  sparging  liquid  uniformly  percolates  and  extracts  all  the  desirable 
elements  from  th^  meal. 

He  claims : 

1.  The  process  of  splitting  grains  longitudinally,  and  subjecting  the  same  to 
the  heal«d  sparging  liquid. 

Hehle  also  devised  a  machine  for  grinding  the  malt,  so  as  to  split 
the  husks  longitudinally.  He  accomplished  this  by  a  special  arrange- 
ment of  peculiar  corrugations  upon  the  grinding-roUs,  but  he  makes 
no  reference  whatever  in  the  specification  to  such  machine,  or  to 
any  means  or  method  of  accomplishing  this  result.  It  does  not  ap- 
pear that  any  patent  was  issued  upon  the  machine,  but  it  has  gone 
upon  the  market  to  a  considerable  extent,  and  the  evidence  stron^y 
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tends  to  show  that  when  the  grain  is  ground  in  it  and  then  sub- 
jected to  the  mashing  and  sparging  steps,  the  process  is  distinctly 
more  efficient  than  where  the  malt  is  ground  in  some  other  way. 
Since  the  materials  involved  are  consumed  on  so  large  a  scale,  the 
aggregate  saving  is  very  great.  There  is  no  room  to  doubt  the 
utility  of  the  improvement  which  Hehle  accomplished  by  his  ma- 
chine and  process;  but  that  composite  utility  is  of  no  importance 
upon  the  substantial  question  here  involved. 

We  find  some  confusion  in  the  arguments  as  to  whether  this 
patent  is  for  a  grinding  process  or  for  a  brewing  process.  If  it 
were  for  a  grinding  process  and  were  in  due  form,  Hehle's  conten- 
tions, both  as  to  validity  and  as  to  infringement,  would  be  very 
forcible;  but  we  cannot  give  it  that  character.  Either  one  of  two 
reasons  is  sufficient  to  comp)el  this  conclusion.  One  reason  is  that 
the  patentee  names  his  invention  as  an  improvement  in  a  brewing 
process,  and,  by  his  claim,  calls  only  for  a  combination  of  two 
steps,  which  combination  is  a  brewing  process.  He  does  not  claim 
any  characteristic  element  in  either  step.  His  claim  was  obviously 
intended  to  secure  a  monopoly  upon  subjecting  to  the  hot-water- 
sparging  process  grain  which  had  previously  been  split  longitudi- 
nally by  any  method  whatever.  The  other  reason  is  that  the  specifica- 
tion does  not  assume  to  disclose  any  device  or  process  for  splitting 
the  grain  longitudinally;  it  assumes  that  the  person  to  whom  it  is 
addressed  will  know  how  to  do  this ;  and  if  the  invention  and  patent 
were  to  be  considered  as  for  a  grinding  process,  the  patent  would 
clearly  be  void  for  lack  of  disclosure. 

When  we  approach  the  patent  from  the  viewpoint  that  it  is  for  a 
process  of  brewing,  we  find  it  to  be  conceded  that  there  is  nothing 
new  in  the  combination  claimed,  except  the  peculiar  form  of  the 
ground  product  which  was  to  be  treated.  Any  patentable  novelty 
in  this  form  and  in  its  combination  with  the  other  step  of  the  process 
must  rest  upon  one  of  three  bases:  first,  novelty  in  the  existence  of 
this  form;  second,  novelty  in  the  peculiar  means  bj  which  it  was 
produced ;  third,  novelty  in  the  thought  that  the  grain  should  be  put 
into  this  form  in  order  to  be  most  useful  in  this  process.  We  may 
at  once  reject  the  second  of  these  bases,  for  the  reason  already 
stated — ^that  there  is  no  disclosure  whatever  nor  any  claim  that 
Hehle  had  invented  any  peculiar  means  of  producing  this  result. 

As  to  the  first  suggested  base,  we  are  not  sure  that  Hehle  intends 
to  stand  upon  it.  Confessedly  it  imports  no  complete  novelty.  The 
form  and  the  adjustment  of  the  grinding-rolls,  in  order  to  get  the 
product  in  the  best  condition  for  the  mash,  had  been  extensively 
studied  and  developed  by  millwrights  and  brewmasters.  It  is  quite 
obvious  that,  in  any  grinding,  by  stones  or  by  rolls,  there  will  be  a 
tendency  in  the  grains  to  present  themselves  with  their  shortest 
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diameter  across  the  grind ing-space,  and  therefore  in  part  with  their 
length  arranged  parallel  with  the  grinding-surfaces,  and  that  this 
would  often  result  in  splitting  the  hull  lengthwise.  This  inference 
is  confirmed  by  examining  samples  of  the  product  produced  by 
Hehle's  machine,  and  claimed  to  be  that  contemplated  by  the  patent, 
and  samples  of  that  produced  by  the  other  and  older  machines  and 
conceded  not  to  be  the  product  in  question.  In  the  product  of  the 
earlier  process,  a  considerable  share  of  the  husks  is  split  lengthwise, 
and  in  the  Hehle  product,  a  considerable  share  of  them  is  not  split 
lengthwise.  The  unexpert  eye  does  not  easily  distinguish  between 
the  two.  The  most  that  can  fairly  be  said  for  Hehle  in  this  respect, 
if  we  give  him  the  benefit  of  all  doubts,  is  that,  in  his  machine,  there 
•was  a  deliberate  purpose  to  split  the  husks  lengthwise,  which  purpose 
was  successful  enough  to  give  character  to  the  product,  while,  in  the 
older  devices,  such  lesser  lengthwise  splitting  as  occurred  was  inci- 
dental. This  situation  leads  us  naturally  to  infer  thai;  it  was  not 
new  to  grind  malt  so  as  to  split  the  hulls  lengthwise;  and,  if  there 
were  doubt  about  this,  it  would  be. removed  by  the  facts  still  to  be 
mentioned. 

This  leaves  for  examination  only  the  third  suggested  base  of 
patentable  invention,  viz,  the  thought  or  conception  that  the  hulls 
should  be  split  lengthwise  in  order  to  get  the  best  result  in  the  mash. 
Vor  the  purpose  of  this  opinion,  at  least,  we  may  Concede  that,  if 
H^le  had  been  the  first  in  this  conception,  it  would  not  have  been 
necessary  for  him  to  teach  any  way  in  which  the  millwright  should 
shape  his  rolls  to  get  this  result,  and  that  the  known  existence  of 
grain  which  was  partly  in  this  form  after  grinding,  and  the  possi- 
bility of  getting  it  in  that  form  by  sufficient  pains  and  expense, 
would  be  sufficient  to  justify  naming  its  employment  as  one  of  the 
steps  in  the  process.  However,  Hehle  was  not  the  first  in  this  con- 
ception. In  a  standard  manual  of  brewing  and  malting,  the  Wahl- 
Henius  American  Hand-Book^  published  in  1901,  it  is  said: 

The  object  of  the  malt  mill  is  to  crush  the  malt  for  extraction  in  the  mash 
tun.  The  malt  should  not  be  crushed  too  fine,  as  such  treatment  will  impair 
the  running  of  the  wort.  Only  smooth  rollers  should  be  used  for  crushing,  and 
the  hull  should  be  split  open  lengthwise  and  not  torn,  as  will  happen  if  corru- 
gated roUers  are  used. 

Hehle  makes  no  answer  to  the  claim  that  this  text-book  discloses 
an  earlier  conception  of  the  thought  or  idea,  upon  which  alone  he 
can  stand  as  the  basis  of  a  valid  patent,  except  to  say  that  the  Wahl- 
Henius  book  proposed  to  keep  the  hulls  as  nearly  whole  as  possible 
and  merely  split  them  open,  and  that,  in  truth,  corrugated  rollers, 
as  used  by  Hehle,  are  better  than  smooth  rollers,  because  the  former, 
properly  arranged,  will  tear  the  hull  into  lengthwise  shreds,  and  the 
hulls  in  this  condition  make  a  better  filter-bed  than  if  they  are 
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merely  split  open  with  as  little  disturbance  as  possible.  It  may  be 
true  that  to  split  the  kernels  lengthwise  from  end  to  end  by  corru- 
gated rollers  properly  arranged  leaves  both  meal  and  hulls  in  better 
condition  for  the  mash  than  if  the  grains  are  split  open  lengthwise 
by  smooth  rollers;  but  the  patent  says  nothing  about  all  this.  The 
idea  that  the  grain  ought  to  be  split  open  lengthwise  was  fully  dis- 
closed by  Wahl-Henius,  arid  Hehle  discloses  nothing  more.  If  com- 
mon knowledge  of  how  to  do  it  is  to  be  assumed,  in  order  to  make 
Hehle's  disclosure  sufficient,  it  will  have  the  siwne  effect  upon  Wahl- 
Henius. 

It  results  that  there  was  no  patentable  novelty  in  the  process  de- 
scribed by  Hehle ;  if  he  made  a  valuable  invention,  as  perhaps  he  did, 
he  did  not  perform  his  part  of  the  bargain  which  supports  the  issue 
of  a  patent;  he  has  not  told  the  public  how  to  practise  the  invention 
after  the  patent  expires.  {Mowry  v.  Whitney^  1  O.  G.,  499 ;  14  WalL, 
620,  644;  20  L.  Ed.,  860.) 

The  decree  mvst  he  reversed^  and  the  hill  of  complaint  dismissed. 


[U.  8.  Circuit  Court  of  Appeals — Eighth  Circuit] 

ScHULTE  et  ah  V.  Colorado  Tire  &  Leather  Co.  et  dl. 

Decided  May  IS,  1919,  • 

268  O.  G.,  563 ;  259  Fed.  Rep.,  562. 

1.  Patents — Infringement — Limitation  of  Claim  by  Amendment. 

Where  after  rejection  of  a  claim  for  anticipation  it  is  amended  by  add- 
ing a  limiting  feature  and  then  allowed,  the  added  feature  becomes  an  es- 
sential element,  and  a  structure  from  which  It  is  omitted  does  not  in- 
fringe. 

2.  Same — Suit  fob  Infbingement — Estoppel. 

That  a  defendant  made  infringing  articles  In  the  belief  that  it  liad  a 
valid  license,  which  was,  In  fact,  void  and  under  which  it  now  makes  no 
claim,  does  not  estop  it  from  denying  the  validity  of  the  patent. 

8.  Same — ^Validity — Leather  Belting. 

The  Sturges  patent.  No.  965,250,  for  sectional  leather  belting,  Heid  void 
for  lack  of  utility. 

4.  Tradb-Mabks  and  Tbade-Names — Unfair  Competition — ^Advertising  Litera- 
ture. 
Evidence  Held  insufficient  to  establish  such  similarity  between  the  ad- 
vertising literature  of  defendant  and  complainant  as  to  amount  to  un- 
fair competition. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
District  of  Colorado ;  Robert  E.  Lewis,  judge. 

Suit  by  Joseph  H.  Schulte  and  Henry  Kaiser,  doing  business  as 
the  Detroit  Leather  Works,  against  the  Colorado  Tire  &  Leather 
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Company  and  others.  Decree  for  defendants^  and  complainants  ap- 
peal.   Affirmed. 

Mr.  C.  R.  Stickney  (Mr.  Otto  F.  Barthel  and  Messrs.  BartheJ 
Flanders  <&  Barthel  on  the  brief)  for  the  appellants. 
Mr.  A.  J.  O^Brien  for  the  appellees. 

Before  Sanborn,  Cabi^and,  and  Stone,  Circuit  Judges. 
Stone,  Cir.  J.: 

Appeal  from  dismissal  of  bill  for  infringement  of  Letters  Patent 
No.  965,250,  issued  to  Varney  K.  Sturges,  assignor  to  Joseph  H. 
Schulte  and  Henry  Kaiser,  and  for  unfair  competition  by  the  use 
of  advertising-matter  alleged  to  contain  cuts  and  descriptive  matter 
unfairly  and  deceptively  similar  to  that  put  out  by  appellants. 

The  patent  was  for  an  improvement  in  sectional  leather  beltings 
for  grooved-pulley  use.  The  essential  elements  of  the  three  claims 
of  the  patent  are  included  in  claim  3,  which  is  as  follows : 

Belting  comprising  a  series  of  flexible  longitudinally  tapered  elements  whose 
wider  ends  form  the  outer  face  of  the  belt  and  whose  inner  tapered  ends  are 
beveled  to  form  a  continuous  inner  belt  face,  and  rivets  each  securing  the 
broad  end  of  one  element  to  the  bodies  of  two  adjacent  elements,  each  ele- 
ment being  secured  to  adjacent  elements  by  a  pair  of  rivets,  and  the  free  inner 
end  of  each  element  overlapping  the  head  of  the  adjacent  rivet. 

^  (1)  The  breadth  of  these  claims  is  very  much  limited  by  the 
action  of  the  Patent  Office  and  the  patentee  in  connection  with  the 
granting  of  this  patent,  as  shown  by  the  file-wrapper  which  was  in 
evidence.  That  file  shows  that  as  originally  applied  for  the  patent 
consisted  of  four  claims.  Upon  examination  the  entire  application 
was  rejected  by  the  Examiner  on  the  ground  of  anticipation  by  Let- 
ters Patent  No.  378,686  to  Hunt,  and  two  English  patents.  No. 
11,432  to  Hallas,  and  No.  20,§69  to  Wiechmann.  Thereupon  the  ap- 
plicant amended  by  cancelmg  his  first  claim  and  by  renumbering  and 
making  certain  changes  in  the  other  liiree  claims.  In  the  old  claim 
4  (now  3)  there  was  a  cancelation  of  the  word  "rounded"  as  de- 
scriptive of  the  wide  or  broad  end  of  the  leather  elements.  That 
change  was  of  no  consequence  and  could  not  have  affected  the  al- 
lowance of  the  patent.  The  essential  changes  made  by  the  amend- 
ments were  by  the  addition  to  each  of  the  old  claims  2,  3,  and  4 
(now  1,  2,  and  8)  of  the  following:  To  the  end  of  old  claim  2 
(now  1), 

the  free  inner  end  of  each  strip  overlapping  the  head  of  the  adjacent  rivet; 

to  the  end  of  old  claim  3  (now  2), 

and  being  adapted  to  overlap  the  heads  of  the  adjacent  rivets ; 

to  the  end  of  old  claim  4  (now  3), 

and  the  free  inner  end  of  each  element  overlapping  the  head  of  the  adjacent 
rivet. 
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It  is  clear  that  the  sole  difference  between  the  rejected  belt  and 
that  allowed  is  that  in  the  latter  the  inner  rivet-heads  are  covered  by 
the  small  free  end  of  the  leather  elements.  By  the  acceptance  of  the 
action  of  the  Examiner  upon  the  cited  interferences  and  the  later 
amendment  which  passed  to  allowance,  the  patent  is  limited  by  the 
citation  so  that  it  covers  only  the  feature  embodied  in  the  gimend- 
ment ;  that  is,  the  covering  of  the  inner  r^ vet-heads  by  the  overlap- 
ping tip  or  end  of  the  leather  elements.  (Drum  v.  Tuimer^  219  Fed. 
Kep.,  188;  135  C.  C.  A.,  74.) 

For  a  few  months,  appellees  employed  this  feature  in  their  belts 
under  the  honest  impression  that  they  were  licensees.  Later,  upon 
ascertaining  their  mistake,  they  adopted  a  belt  substantially  like 
appellants',  with  th^  vital  difference  that  the  free  inner  end  of  each 
strip  or  element  was  cut  off  abruptly,  so  that  it  did  not  overlap  the 
inner  rivet-head.  This  change  abandoned  the  only  feature  protected 
by  appellants'  patent.  It  is  said  that,  under  extreme  compression  of 
appellees'  form  of  belt  over  small  pulley-wheels,  the  inner  free  end 
of  the  leather  element  would  partially  cover  the  rivet-head.  It  is 
evident  that  the  sole  object  of  the  change  in  form  of  the  belt  was  to 
avoid  this  result,  and  that  such  avoidance  is  successful  except  par- 
tially in  exceptional  instances.    There  is  no  infringement. 

(2)  During  the  period  before  appellees  changed  their  belt  by  clip- 
ping off  the  leather  tips  which  overlapped  the  inner  ends  of  the  rivets 
they  were  making  a  belt  which  clearly  infringed  appellants'  patent 
The  circumstance  that  they  honestly  believed  themselves  to  be 
licensees  under  that  patent  does  not  prevent  such  action  f  ix)m  being 
infringment,  where,  as  here,  it  is  clear  that  the  license  was  void. 
Therefore  the  appellants  would  be  entitled  to  compensation  for  such 
infringement  unless,  as  claimed  by  appellees,  the  patent  was  invalids 
Appellees  contend  that  this  patent  is  anticipated  in  all  respects  other 
than  the  covering  of  the  inner  rivet-heads  by  English  Letters  Patent 
No.  25,145  to  Berisford,  and  that  this  excepted  feature  is  not  patent- 
able because  it  fills  no  useful  function.  Appellants'  answer  to  this 
is  that,  having  claimed  to  act  as  licensees  under  the  patent  during 
this  period  of  the  infringement,  appellees  are  estopped  to  deny  the 
validity  of  the  patent.  The  license  here  was  issued  to  appellees  by 
the  patentee  after  he  had  assigned  all  rights  to  appellants.  The  posi- 
tion of  appellants  is,  therefore,  that  they  can  recover  because  the 
license  was  worthless  for  infringement  of  a  patent  which  cannot  be 
attacked  by  appellees  because  they  honestly  acted  under  that  worth- 
less license.  There  was  never  any  license  here.  Appellees  are  not 
claiming  any  rights  or  protection  under  what  they  once  supposed 
was  a  license.  The  rule  invoked  by  appellants  has  no  application  to 
this  situation. 
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(3)  In  our  judgment,  the  patents  cited  by  the  Examiner  and  the 
Berisford  patent  pleaded  in  the  answer  would  anticipate  all  of  the 
features  of  i^his  patent  except  covering  the  inner  rivet-heads,  even 
if  the  proceedings  in  the  Patent  Office  did  not  estop  appellants  from 
claiming  more  than  that  feature.  Appellees  contend  that  this  fea- 
ture is  not  patentable  because  entirely  lacking  in  utility.  The  patent 
here  related  to  a  belt  for  use  upon  a  particular  kind  of  pulley — one 
of  grooved  shape.  The  evidence  is  clear  that  the  belt  contact  upon 
such  a  pulley  must  be  at  the  sides  of  the  pulley,  and  that  to  permit 
the  belt  to  touch  the  bottom  of  the  groove  would  necessarily  weaken 
this  contact,  and  therefore  the  operation  of  the  belt.  In  short,  the 
inner  or  bottom  edge  of  the  belt  must  be  kept  away  from  contact,  so 
that  the  grip  upon  the  sides  may  be  undiminished.  As  the  inner 
heads  of  the  rivets  are  along  the  inner  or  bottom  edge  of  the  belt, 
and  the  belt  passes  over  only  the  grooved  wheels,  it  is  clear  that 
nothing  touches  these  rivet-heads,  and  therefore  they  need  no  pro- 
tection. Covering  the  inner  rivet-heads  could  have  no  effect  upon 
the  operation  of  the  belt  or  the  protection  of  the  rivet-heads  which 
run  untouched.  There  is  no  usefuJ  function  whatsoever  performed 
by  extending  the  free  inner  ends  of  the  tips  to  cover  the  rivet-heads. 
No  economy  in  manufacture  is  shown,  and  no  practical  reason  wliy 
such  construction  should  be  preferable  to  the  buying  public.  This  is 
not  urged  as  a  design  patent,  and  was  not  intended  as  such  by  the 
patentee.    The  patent  is  invalid  because  lacking  utility. 

(4)  As  to  unfair  competition,  the  testimony  showed  that  both 
parties  used  certain  circulars  and  advertising-matter.  In  some  ways 
the  illustrations  were  alike,  being  a  partially-unwound  spool  of 
belting,  a  cross-section  of  the  belt  on  a  grooved  pulley,  side  and  top 
views  of  a  piece  of  belting,  and  a  continuous  belt  with  or  without  an 
inclosed  legend.  None  of  these  illustrations  suggested  any  par- 
ticular brand  or  make  of  that  character  of  belting,  except  in  two 
instances,  one  of  which  inclosed  a  legend  that  arose  from  the  wording 
of  the  inclosure.  In  the  appellants'  that  wording  was,  "Detroit 
Leather  Works — Flexo  Laminated  Belt — Detroit,  Mich.,"  while  in 
the  appellees'  that  wording  was,  "  Durable  *  V '  Shaped  Belts,"  with 
the  word  "  Patented  "  in  the  literature  put  out  during  the  supposed 
license  period.  In  other  parts  of  appellants'  advertising  they  desig- 
nated the  belting  as  "Flexo  Laminated  'V  Shaped  Belts."  The 
other  instance  was  in  the  sectional  view  of  the  belt,  which  showed 
the  inner  rivet-head  covered  in  the  appellants'  literature,  and  the 
same  in  appellees'  literature  during  the  supposed  license  period,  and 
in  a  single  advertisement  in  a  trade  journal  shortly  after  this  period, 
which  advertisement  had  been  arranged  for  during  that  period. 

When  appellees  discovered  that  the  license  under  which  they  were 
making  and  selling  these  belts  was  worthless,  they  ceased  to  overlap 
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the  inner  rivet-heads,  and  so  showed  in  their  sales  literature  and 
advertisements.  As  the  patent  on  this  feature  was  invalid,  appellees 
were  not  required  to  do  this,  and  might  have  continued  to  put  out 
and  advertise  the  same  kind  of  belts  as  made  by  appellants  under 
their  supposed  patent,  so  long  as  they  made  no  attempt  to  deceive 
the  public  into  believing  they  were  selling  the  product  of  appellants. 
But  this  circumstance  is  valuable,  as  showing  that  appellees  dis- 
tinguished their  belt  from  that  made  by  appellants.  There  is  no 
such  similarity  in  advertising  or  sales  literature  as  would  at  any 
time  have  deceived,  nor  was  there  apparently  any  intention  to  de- 
ceive, the  purchasing  public  into  the  belief  that  appellees  were 
dealing  in  a  belt  made  by  appellants,  so  that  the  public  would 
suppose,  when  they  were  buying  from  appellees,  that  they  were 
getting  a  belt  from  appellants'  factories. 

The  trial  court  found  no  unfair  competition,  and  there  is  not  only 
substantial  evidence  to  sustain  that  finding,  but  there  is  no  substan- 
tial evidence  to  the  contrary. 

The  decree  should  he  affirmed. 


[U.  S.  Circuit  Court  of  Appeals — Sixth  Circuit  1  . 

Featheredge  Rubber  Co.  ^9.  Miu^er  Rubber  Co.  et  al. 

Decided  June  SO,  1919. 
268  O.  G..  565 ;  259  Fed.  Rep.,  565. 

1.  Patents — Disclosure — Sufficiency. 

While  no  hard  and  fast  formula  need  be  given  and  experimentation  may 
be  necessary  to  get  the  best  results,  the  disclosure  In  a  process  patent  must 
be  sufficient  to  enable  those  ordinarily  skilled  In  the  art  to  produce  the  sub- 
stantial result  desired. 

2.  Same — Same — Process  for  Making  RxmeER   Sponges — Disclosure  Insuf- 

ficient. 
The  Willis  and  Felix  patent.  No.  1,045,234,  for  a  process  for  making 
rubber  sponges,  Held  invalid,  the  disclosure  of  the  patent  not  being  suf- 
ficient to  enable  one  skilled  in  the  art  to  manufacture  sponges  with  com- 
mercial success. 

Appeal  from  the  District  Court  of  the  United  States  for  the 
Eastern  Division  of  the  Northern  District  of  Ohio;  JoUolM.  Killits, 
judge. 

Suit  by  the  Featheredge  Rubber  Company  against  the  Miller  Rub- 
ber Company  and  others.  From  a  dechee  for  deferuUmta  (250  Fed. 
Rep.,  255)  complainant  appeals.   Affirmed. 

Mr.  Frank  T.  Brown  for  the  appellant. 

Mr.  Wm..  F.  Hall  and  Mr.  Melville  Church  for  the  appellees. 
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Before  Warrington  and  Denison,  Circuit  Judges,  and  Cochran, 

District  Judge. 

Denison,  Cir,  J.: 

A  patent  infringement  bill,  in  the  usual  form,  was  dismissed  by 
the  court  below  on  final  hearing  because  the  patent  was  thought  in- 
valid for  the  reason  that  it  did  not  suflSciently  disclose  the  true  inven- 
tion. The  patent  is  No.  1,045,234,  issued  to  Willis  and  Felix,  No- 
vember 26,  1912,  upon  an  application  filed  February  4,  1907,  and  is 
for  a  "  process  for  making  artificial  sponges."  The  title  to  the  patent 
had  duly  passed  to  the  Featheredge  Rubber  Company,  the  plaintiff 
below. 

The  case  rests  upon  the  distinction  between  sponge-rubber  and 
rubber-sponge.  Sponge-rubber  is  an  old  and  well-known  product, 
and  indicates  merely  rubber  which,  when  vulcanized  in  mass  form, 
is  in  considerable  degree  soft  and  resilient.  The  curing  or  vulcaniza- 
tion of  rubber  is  brought  about  by  subjecting  it  to  a  high  degree  of 
heat  after  it  has  been  mixed  with  sulfur,  and  perhaps  other  ingredi- 
ents, whereby  a  distinct  change  in  the  character  of  the  raw  material 
results.  In  making  sponge-rubber,  and  under  the  influence  of  the 
heat,  minute  particles  of  matter  which  have  been  disseminated 
throughout  the  raw  compound  gasify,  and  a  minute  hollow  globular 
cell  is  formed  from  each.  The  material  is  rigidly  held  in  a  mold  of 
the  desired  form,  and  thereby  expansion,  to  any  great  degree,  is  pre- 
vented. In  the  typical  sponge-rubber,  these  cells  are  very  small. 
They  maintain  their  formation,  and  the  rubber  becomes  slightly  soft. 
In  the  characteristic  rubber  sponge,  this  process  of  interior  expan- 
sion is  carried  much  farther.  There  is  thoroughly  mixed  with  the 
mass  of  raw  material  a  suitable  quantity  of  a  certain  element  adapted 
for  thus  gasifying  and  expanding,  called  the  "  blowing  agent."  Water 
may  be  used  for  that  purpose  or  bicarbonate  of  soda,  among  many 
other  things.  The  interior  expansion  continues  until  the  globular 
cells  are,  for  example,  the  size  of  a  pea,  and  the  walls  of  rubber 
separating  the  cells  have  been  stretched  so  as  to  be  thin  and  rela- 
tively fragile;  they  are  in  that  form  when  curing  finally  takes  effect, 
and  each  partition  becomes  a  very  thin  sheet  of  soft  vulcanized  rub- 
ber. Obviously  as  soon  as  the  external  heat  is  discontinued,  the  in- 
terior heat  will  diminish,  the  interior  gases  will  (or  may)  partially 
condense,  and  each  cell,  and  therefore  the  whole  body,  wiU  tend  to 
collapse.  These  interior  cellular  walls  are  then  partially  broken 
down  or  ruptured ;  the  preferred  method  being  by  running  the  mass 
through  a  wringer,  which  compresses  what  gas  remains  in  each  cell 
to  the  point  of  bursting  through  its  walls.  When  this  is  accom- 
plished throughout  the  mass,  the  air  will  enter  and  fill  each  cell,  and 
the  mass  will  expand  approximately  to  the  size  it  had  at  the  effective 
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moment  of  vulcanization.'  If,  then,  this  mass  is  compressed,  as  by 
the  hand,  expelling  the  air,  and  allowed  to  expand  again  under 
water,  the  water  will  fill  the  interior  cells,  and  much  of  it  will  be 
held  there  until  it  is  squeezed  out.  This  result  is  called  a  rubber 
sponge,  because  it  is  approximately  equivalent  to  the  natural  sponge, 
and  is  sold  for  many  of  the  purposes  for  which  the  natural  sponge 
has  been  used. 

While,  in  one  sense,  the  rubber  sponge  is  a  mere  development  of 
sponge-rubber,  it  must  be  conceded  that  they  are,  commercia,lly  and 
practically,  different  articles,  although  the  precise  dividing-line  may 
be  difficult  to  fix.  That  dividing-line  is  not  important,  in  this  case, 
since  the  product  of  both  parties  is  far  removed  from  it  Prior  to 
1903,  rubber  sponges  were  not  known  in  this  country,  save  as  Im- 
portations from  Russia.  The  manufacturers  of  rubber  articles  in 
this  country  either  had  not  known  how  to  make  sponges  or  had  not 
cared  to.  With  the  exception  of  the  matters  to  be  mentioned,  the 
patentees  were  the  earliest  to  make,  in  this  country,  and  put  upon  the 
market,  a  practical  and  successful  rubber  sponge,  and  they  must  be 
given  the  chief  credit  for  the  successful  founding  of  a  new  branch  of 
the  rubber-goods  industry. 

(1,  2)  It  had  been  common  to  practise  vulcanization  through 
steam  heat  in  two  methods.  The  first  was  to  confine  the  rubber 
article  in  a  metallic  mold  and  apply  the  steam  heat  to  the  outside  of 
this  mold.  The  second  was  to  expose  the  rubber  article,  uncovered, 
in  a  tight  steam-chamber  and  thereby  get  a  direct  application  of  the 
steam  heat.  Sponge-rubber  had  been  made  in  these  molds,  but  it 
was  the  theory  of  the  patentees  that  the  molds  prevented  sufficient  ex- 
pansion to  make  a  good  rubber  sponge.  At  the  same  time  they 
recognized  there  must  be  an  external  pressure  upon  the  rubber  to 
prevent  too  much  internal  expansion,  and  they  observed  that  the 
direct  pressure  of  the  steam  upon  the  outside  of  the  mass  of  rubber 
would  take  the  place  of  the  metallic  mold  and  would  prevent  expan- 
sion beyond  the  point  of  balance.  They  made  this  observation  or  dis- 
covery the  basis  of  their  patent;  and  they  reduced  the  idea  to  form  in 
several  claims,  of  which  No.  3,  quoted  in  the  footnote,  is  typical.* 
While  this  claim  and  the  other  claims  in  suit  include  other  features 
in  their  stated  combinations,  it  is  practically  conceded  that  earlier 
patents  and  publications  which  need  not  be  mentioned  show  the  same 

>  Claim  3.  The  herein^described  process  of  making  artificial  sponge,  which  conststs  In 
caring  a  compound  of  rubber  and  a  material  adapted  to  assume  gaseous  form  on  the 
application  of  heat,  by  subjecting  the  compound  to  the  direct  action  of  steam  under 
pressure  sufficient  to  prevent  the  escape  of  the  gases  generated  during  the  curing  opera- 
tion, whereby  the  resulting  product  becomes  a  cellular  structure  composed  uniformly 
throughout  of  contiguous  thin-walled  closed  cells,  and  after  permitting  the  cooling 
and  contraction  of  the  resulting  substance,  mechanically  breaking  down  the  walls  of  the 
contiguous  cells  formed  during  the  curing  operation  by  thoroughly  tearing  or  slitting 
them  whereby  complete  intercommunication  between  contiguous  cells  is  secured,  and  the 
resulting  material  Is  rendered  capable  of  the  read^  absorption  of  liquida. 
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combinations,  unless  it  be  for  this  restraining  eflFect  of  the  direct 
action  of  the  steam  in  the  open  steam-vulcanizer,  and  the  validity  of 
the  patent  can  be  upheld  only  by  dependence  upon  this  feature  as 
being  novel  in  this  combination  and  as  thus  imparting  novelty  to  the 
combination. 

Several  defenses  are  urged,  which  have  at  least  plausible  force.  If 
all  the  others  could  be  overcome,  there  would  remain  the  one  upon 
which  the  court  below  chiefly  relied,  and  which  can  best  be  appre- 
ciated after  observing  the  alleged  anticipation  by  the  B.  F.  Good- 
rich Company,  of  Akron,  Ohio.  Prior  to  1903,  the  Goodrich  Com- 
pany had  sent  its  president  to  Bussia  for  the  express  purpose,  among 
others,  of  learning  how  to  make  the  Bussian  rubber  sponge.  He  ac- 
quired this  information,  or  thought  he  did,  and  in  1902  and  1903  he 
proceeded  to  put  it  into  effect  at  the  company's  factory.  Sample 
rubber  sponges  were  produced  and  given  to  salesmen.  ^The  article 
was  fully  described  in  the  regular  printed  circulars  of  the  company, 
and  a  very  considerable  number  of  sales  were  made  in  all  parts  of 
the  country.  These  were  followed  by  some  shipments.  During  1903 
the  Goodrich  Company  undoubtedly  produced,  sold,  and  shipped  a 
very  substantial  number  of  sponges,  practically  the  same  as  those 
later  produced  by  the  patentees;  but  after  advertising  the  article, 
and  offering  it  for  sale  for  several  months,  or  perhaps  a  year,  the 
Goodrich  Company  withdrew  its  offer  and  discontinued  the  manu- 
facture. The  testimony  in  this  case  puts  beyond  fair  doubt  that  the 
Goodrich  Company,  in  this  work,  used  precisely  the  process  described 
and  claimed  in  the  patent  in  suit,  and  there  would  be  obvious  and 
compfete  anticipation  save  for  the  effect  of  that  company's  discon- 
tinuing the  business.  This  is  said  to  transform  the  whole  thing  into 
an  abandoned  experiment  whereby  it  may  not  serve  as  an  anticipa- 
tion ;  and  it  is  also  urged  that,  in  so  far  as  the  Goodrich  Company 
used  the  critical  step  in  the  patented  process,  they  did  it  accidentally 
and  unintelligently,  and  that  they  abandoned  the  effort  because  they 
did  not  understand  the  underlying  theory  upon  which  the  patent  in 
suit  depends. 

Since  it  had  long  been  common  to  cure  all  kinds  of  rubber  articles 
by  exposure  to  direct  steam  action,  and  since  a  temperature  of  about 
800^  Fahrenheit  was  known  to  be  the  appropriate  heat  for  giving 
the  characteristics  desired  in  a  rubber  sponge,  and  since  the  relation 
between  temperature  and  pressure  was  invariable,  and  300°  Fahren- 
heit, in  an  open  steam-vulcanizer,  meant,  everywhere  and  always, 
about  60  pounds  pressure,  and  this  was  as  elementary  and  obvious 
then  as  now,  we  are  not  able  to  believe  that  the  experts  of  the  Good- 
rich Company  did  not  then  understand  the  tendency  of  the  envelop- 
ing steam  to  have  the  effect  of  a  restraining-mold  just  as  well  as  they 
did  after  reading  this  specification.     They  gave  up  the  business 
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because,  though  they  could  and  did  make  good  sponges,  the  per- 
centage of  failure  was  too  great.  This  result — some  failure  and 
some  success — could  not  come  from  a  neglect  to  get  the  appropriate 
steam-pressure,  because,  if  they  had  the  right  heat,  they  must  have 
had  the  right  pressure,  and  it  is  not  to  be  supposed  that  they  would 
have  been  careless  and  non-observant  as  to  their  temperatures. 

We  are  convinced  that  the  real  reason  for  their  partial  failure 
must  have  been  that  they  did  not  suflSciently  understand  the  neces- 
sary composition  of  the  rubber  compound  to  be  used.  This  leads  us 
to  observe  that  the  specification  of  the  patent  in  suit  gives  no  precise 
information  upon  this  point.  It  is  the  theory  of  the  patent,  and 
the  specification  distinctly  states,  that  the  user  of  the  process  may 
take  any  raw-rubber  compound,  which  he  may  buy  upon  the  market, 
and  incorporate  with  it  any  blowing  agent  commonly  used  for  pro- 
ducing intQmal  expansion,  and  thereupon  treat  this  material  by  the 
patented  process.  If  this  language  is  taken  at  its  face,  and  if  there 
was  among  the  rubber  compounds  then  on  the  market  any  one  which, 
treated  with  some  selected  one  of  the  blowing  agents  then  known 
and  in  use,  would  fail,  the  specification  would  seem  to  be  deceptive 
and  insufficient;  and  plaintiff's  counsel  concede  that,  if  this  test  is 
applied,  the  patent  must  fail.  For  the  purposes  of  this  opinion, 
however,  we  accept  their  contention  that  the  patent  will  be  valid 
if  the  person  then  ordinarily  skilled  in  the  art  could,  by  reason  of 
his  skill,  select  an  appropriate  compound  and  blowing  agent  from 
those  on  the  market,  and,  as  the  result  of  this  selection,  could  success- 
fully practise  the  patented  process. 

Even  this  liberality  of  rule  will  not  save  the  patent.  The  proof 
to  this  effect  is  entirely  convincing.  We  notice  only  two  facts,  out 
of  the  many  in  proof,  which  tend  to  this  result.  One  is  that  an 
expert  selected  by  plaintiff,  and  fully  taught  by  the  patent  and  aided 
by  consultation  with  plaintiff's  factory  experts,  selected  and  pur- 
chased compounds  which  were  upon  the  market  in  1^7,  and  added 
blowing  agents  according  to  his  judgment,  and,  in  a  considerable 
number  of  tests,  entirely  failed  to  make  anything  which  could  be 
defined  as  a  rubber  sponge,  under  the  definition  which  plaintiff 
must  adopt  in  order  to  support  its  theory  of  invention.  From  these 
tests,  he  got  only  a  fair  or  good  sponge-rubber.  The  other  is  that 
plaintiff  uses,  and  defendant  uses,  and  this  expert,  when  he  finally 
succeeded  in  making  good  sponges,  used,  a  peculiar  and  special  in- 
gredient ("  paragol,"  a  corn-oil  substitute)  in  the  compound,  which 
ingredient  serves  as  a  blowing  agent,  and  probably  also  has  other 
qualities,  and  which  ingredient,  as  entering  into  this  compound,  was 
early  discovered  by  and  has  always  been  used  by  plaintiff,  but  was 
kept  secret  until  defendant  learned  about  it  and  began  to  use  it  to 
make  successful  sponges  in  competition.     No  one,  seemingly,  has 
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ever  made  a  satisfactory  sponge  without  using  "  paragol,"  or  its 
univalent,  in  addition  to  the  specific  blowing  agent,  and  it  does 
not  appear  tfiat  compounds  containing  this  ingredient,  or  an  equiva- 
lent, in  proportions  suitable  for  the  uses  now  involved,  were  upon 
the  market,  or,  indeed,  known  to  any  one,  in  1907. 

We  do  not  overlook  the  formula  given  in  the  Lefferts  patent  of 
1902,  nor  the  reference  to  corn-oil  substitute  in  the  text-book  of  1899. 
Paragol  is  not  indicated  in  the  Lefferts  patent,  save  by  the  very 
generic  name  "rubber  substitute,"  of  which  there  were  scores;  nor 
was  the  Lefferts  compound  intended  for  any  use  comparable  to  that 
of  these  patentees,  nor  did  Lefferts  give  any  proportions.  The  text- 
book does  not  indicate  that  corn-oil  substitutes  had  any  of  the  pe- 
culiar qualities  which  now  seem  to  make  paragol,  or  something  like 
it,  essential  to  the  rubber  sponge.  We  think  there  is  no  reasonable 
escape  from  the  conclusion  that  the  patentees'  real  discovery  was 
not  in  what  they  disclosed  in  their  specification,  but  in  what  they 
concealed,  and  that  their  purpose'  was  to  get  the  protection  of 
a  patent,  and,  at  the  same  time,  hold  back  the  knowledge  which 
would  allow  the  public  to  manufacture  successfully  at  the  end  of 
the  patent  term.  The  testimony  of  one  of  the  patentees  is  di- 
rectly to  this  effect,  but  he  is  now  interested  adversely  to  the  plaintiff, 
and  we  do  not  find  it  necessary  to  place  dependence  on  that  testi- 
mony. 

It  is  not  important  that  no  hard  and  fast  formula  is  given,  nor 
that  considerable  skill  and  experimentation  may  be  necessary  to  get 
the  best  results.  {Minerals^  etc.,  v.  Hyde^  C.  D.,  1917,  381 ;  234  O.  G., 
1311 ;  242  U.  S.,  261 ;  37  Sup.  Ct.  82.)  The  trouble  here  is  that  those 
ordinarily  skilled  could  not  practise  the  invention  with  even  a  tol- 
erable degree  of  success,  unless  after  a  series  of  blind  experimenta- 
tion, which  might  happen  to  give  the  necessary  information,  but  might 
not.  If  intelligible  and  fairly  specific  directions  had  been  given  as 
to  the  qualities  the  compound  must  have,  plaintiffs'  case  would  have 
a  better  aspect;  but  this  was  not  done.  We  find  specified  only  the 
four  qualities  desired  in  the  final  product,  and  not  only  are  these 
qualities  not  substantially  present  in  any  compound  that  any  one 
has. used,  but  they  are  all  ascribed  to  the  patented  treatment.  To 
say,  as  is  said  by  implication,  if  at  all,  that  the  raw  material  must 
have  those  inherent  qualities  which  are  necessary  to  make  the  pat- 
ented process  work  successfully,  and  to  stop  there,  is  to  add  nothing 
to  the  reader's  previous  knowledge. 

From  our  conclusion  of  fact  as  to  lack  of  disclosure,  the  invalidity 
of  the  patent  necessarily  follows.  {SewcUl  v.  Jones^  C.  D.,  1876,  255 ; 
9  O.  a,  47 ;  91  XT.  S.,  171 ;  iJ/owy  v.  Whitney,  1  O.  G.,  499 ;  14  Wall., 
620 ;  20  L.  Ed.,  860.) 

The  decree  of  the  court  helow  is  affirmed. 
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[U.  S.  circuit  Court  of  Appeals — Seyenth  Circuit.] 

HuTCHiNS  Car  Roofing  Co.  v.  Standard  Rt.  Equipment  Co.  et  (d. 
Standard  Ry.  Equipment  Co.  et  al.  v.  Hutchins  Car'Roofinq  Co. 

Decided  March  8, 1919;  rehiring  denied  May  6,  1919, 

268  O.  Q.,  741 ;  259  Fed.  Rep..  226. 

1.  Patents — VAtronr  and  Infrinoeicknt— Gar-Roof. 

The  Latta  and  Thompson  patent.  No.  1,058.989,  (or  a  flexible  plate  car- 
roof,  Held  not  anticipated,  valid,  and  infringed. 

2.  Same — Infringement — CartRoof. 

The  Souder  patent,  No.  763,438,  and  the  Muipby  patent.  No.  946,823,  each 
for  a  car-roof,  Held  not  infringed. 

Cross- Appeals  from  the  District  Court  of  the  United  States  for 
the  Eastern  Division  of  the  Northern  District  of  Illinois. 

Suit  by  the  Hutchins  Car  Roofing  Company  against  the  Standard 
Railway  Equipment  Company,  the  Western  Steel  Car  &  Foundry 
Company,  the  Union  Pacific  Company,  and  the  P.  H.  Murphy  Com- 
pany, with  cross-bill  by  the  Murphy  Company.  From  the  decree^ 
both  parties  appeal.  Reversed  on  corn/plainoini^s  appeal^  and  aifirmed 
on  cross-appeal. 

Cross-appeals  ;f rom  decree  dismissing  plaintiff's  bill  seeking  an  in- 
junction to  restrain  appellees  from  infringing  Patent  No.  1,058,989, 
to  Latta  and  Thompson,  and  also  dismissing  cross-bill  of  P.  H. 
Murphy  Company,  in  which  an  injunction  was  sought  to  restrain 
appellant  from  infringing  Souder  patent,  No.  763,438,  and  Murphy 
patent,  No.  946,823. 

Mr,  Edward  Rector  and  Mr,  Framk  Parker  Dams  for  Hutchins 
Car  Roofing  Co. 

Mr.  James  A,  Garr  and  Mr,  Robert  H,  Parkinson  for  Standard  Ry. 
Equipment  Co. 

Patent  appeals  Nos.  2,556  and  2,570. 

Before  Baker  and  Evans,  Circuit  Judges. 

Evans,  Cir„J,: 

Plaintiff,  as  the  owner  of  Patent  No.  1,058,989,  granted  to  liatta 
and  Thompson,  herein  called  L.  &  T.,  sought  damages  and  a  restrain- 
ing order  against  the  defendants,  who  were  either  the  users,  manu- 
facturers, or  sale  agents  of  car-roofs  alleged  to  infringe  complainant's 
patent.  Defendants  denied  infringement  and  disputed  the  validity 
of  the  patent.  Appellee  P.  H.  Murphy  Company,  counterclaimed, 
seeking  relief  against  appellant  for  alleged  violation  of  the  Souder 
patent,  No.  763,438,  dated  June  28, 1904,  and  the  Murphy  patent.  No. 
946,823,  dated  January  18,  1910.  To  this  cross-bill  appellant  filed 
answer,  denying  infringement.    Appellees  also  asserted  that  P.  H. 
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Murphy  made  and  sold  cars  sach  as  disclosed  in  the  appellant^s 
patent  more  than  two  years  prior  to  the  date  of  the  L.  &  T.  applica- 
tion. 

(1)  Upon  the  various  issues  thus  presented  the  district  judge 
found— r 

the  Latta  &  Thompson  patent  valid,  and  prior  in  time  to  Murphy,  946,823  (in 
suit;)  plaintiff  having  carried  back  the  effective  date  of  invention,  by  proof 
beyond  reasonable  doubt,  to  the  time  of  the  disclosure  of  the  pen  and  ink 
sketch,  April,  1906.  Latta  &  Thompson  patent  not  infringed.  Souder  patent 
valid,  but  not  infringed.  Murphy  patent  in  suit.  No.  946,823,  valid,  not  in- 
fringed, and  inferior  in  date  to  the  Latta  &  Thompson  invention. 

From  this  decree  both  parties  appeal;  appellees  on  their  cross- 
appeal  attacking  particularly  that  part  of  the  decree  which  holds 
the  L.  &  T.  patent  valid. 

In  view  of  the  action  taken  by  P.  H.  Murphy  Company  in  refer- 
ence to  its  patent,  herein  called  the  Murphy  patent,  a  consideration 
of  the  finding  of  the  court  on  priority  first  challenges  our  attention. 
It  is  appellant's  urge  that  although  the  L.  &  T.  application  was  not 
filed  until  May  29,  1907,  nine  days  later  than  W.  P.  Murphy  made 
application  for  his  patent,  yet  nevertheless  L.  &  T.  disclosed  their 
combination  by  a  pen  and  ink  sketch  as  early  as  April,  1906.  In 
support  of  the  Murphy  patent  it  was  claimed  that  in  the  fall  of  1905 
sketches  were  made  disclosing  the  structure  later  embodied  in  L.  &  T. 
patent. 

The  district  judge  found  in  favor  of  appellant  on  this  issue.  Our 
examination  of  the  evidence  does  not  warrant  a  disturbance  of  this 
finding. 

The  significancer  of  this  finding  is  appreciated  when  we  examine 
the  file-wrapper  in  respect  to  the  Murphy  patent.  After  L.  &  T. 
secured  their  patent.  Murphy  made  application  to  the  Patent  Office 
to  secure  a  reissue  patent  covering  some  of  the  claims  of  the  L.  &  T. 
patent  now  in  issue.  The  statements  there  made  under  oath  by  Mr. 
Murphy  are  significant.  They  cannot  be  reconciled  with  appellees' 
present  position  in  reference  to  the  state  of  the  prior  art. 

Mr.  Murphy,  succeeding  his  father,  was  a  large  manufacturer  of 
car-roofs,  and  thoroughly  familiar  with  the  various  kinds  in  use.  He 
had  obtained  some  fifty  patents  upon  car-roofs  and  had  experience 
in  contested  cases  involving  questicms  arising  out  of  prior  art  cita- 
tions. He  was  necessarily  familiar  with  what  has  been  termed  the 
Mexican  car-roof.  After  reading  the  L.  &  T.  patent,  he  sought  a 
reissue  patent  to  himself,  thereby  attempting  to  obtain  a  monopoly 
upon  certain  claims  now  in  dispute.  In  his  affidavit  in  support  of 
this  reissue  application  he  said : 

That,  prior  to  deponent's  invention,  there  were  three  general  types  of  metal 
car  roofs,  namely,  inside  metal  roofs,  outside  metal  roofs,  and  all  metal  roofs. 
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That  deponent  is  Informed  and  believes  that  the  claims  of  said  Latta  & 
Thompson  patent  dominate  deponent's  Patent  No.  94632S,  and  the  stractnie 
therein  shown,  and  thereby  deprive  deponent  and  his  assignee  of  the  benefits 
that  should  inure  to  them  by  reason  of  deponent  being  the  true  and  first  in- 
ventor of  the  subject-matter  of  said  claims ;  and  that  according  to  the  decision 
of  said  Commissioner  of  Patents  in  the  matter  of  said  Latta  &  Thompson  ap- 
plication, most  of  the  claims  of  said  Latta  &  Thompson  patent  were  patentable 
to  this  deponent,  and  should  have  been  incorporated  in  his  patent  aforesaid. 

He  also  sought  to  amend  his  specifications  by  inclading,  among 
other  things,  the  following : 

My  plate  car  roof  is  as  a  whole  flexible,  because  the  sheets  or  plates  thereof 
are  ind^[)endently,  freely,  and  movably  supported  on  the  carlines  or  skeleton 
frame,  and  are  secured  thereto  as  above  stated. 

Murphy's  claim  to  a  reissue  patent  covering  these  claims  was  vig- 
orously pressed  before  the  department.  Notwithstanding  these  state- 
ments, appellees  now  contend  that  the  patent  to  L*  &  T.  is  inv^alid, 
because  the  prior  art,  and  particularly  the  Mexican  Central  car-roo^ 
clearly  disclosed  all  that  is  covered  by  the  claims  in  suit.  It  is  diffi- 
cult to  appreciate  how  Murphy  can  expect  the  court  to  give  serious 
heed  to  the  contentions  now  made  that  directly  contradict  his  sworn 
statement  when  seeking  a  similar  grant  from  the  Patent  Office.  Prior 
to  any  controversy  between  Murphy  and  L.  &.  T.,  the  Commissioner 
of  Patents,  in  granting  the  patent,  said : 

These  appUcants  are  admittedly  the  first  ones  to  provide  a  designedly  flexible 
all  metal  car  roof. 

This  finding  and  observation  of  the  Commissioner  of  Patents  is  in 
perfect  harmony  with  the  claim  of  Mr.  Murphy  that  on  May  20, 1907, 
there  were  no  such  car-roofs  in  existence.  Entertaining  the  belief 
that  his  application,  which  was  nine  days  ahead  of  L.  &  T.,  would 
entitle  him  to  priority  over  the  latter's  patent,  he  imder  oath  set  forth 
the  state  of  the  prior  art  in  such  a  way  as  to  necessarily  seriously 
challenge  any  reflection  now  made  upon  tiiat  assertion. 

Appellees,  having  failed  to  secure  this  reissue  patent,  now  assert 
that  the  prior  art  was  full  of  patents  for  car-roofs  of  the  type  which 
L.  &  T.  monopolized  by  their  patent.  But  notwithstanding  this  in- 
consistency we  have  carefully  examined  the  prior  art,  to  ascertain 
whether  the  patent  to  L.  &  T.  was  in  fact  valid.  In  considering  this 
question,  a  brief  examination  of  the  structure  in  question  will  be 
enlightening.  In  the  specifications  of  the  L.  A  T.  pjatent  we  find 
the  following: 

Generally  speaking,  the  invention  relates  to  a  car  roof  possessing  adequate 
flexibility  and  required  roofing  rigidity.  As  components  of  the  structure  there 
are  rigid  or  load-supporting  metallic  plates,  constituting  in  the  main  the 
primary  roofing  elements,  and  associated  with  these  plates  are  suit- 
able means  for  forming  weather-proof  Joints  between  the  plates,  which  means 
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are  bo  constructed  aud  arranged  that,  while  the  roof  will  be  maintained 
weather-Ught,  It  will  still  posBese  the  requlalte  rigidity  ajid  flexiblUtr  to  permit 
the  weavlTLg  actions  of  the  structure. 

In  other  words,  we  have  what  in  ordinary  building  parlance  might 
be  termed  the  framework,  consisting  of  the  transverse  beams  or  car- 
lines  of  steel,  the  longitudinal  beams  or  purlins,  tiie  ridge-pole  or 
ridge-purlin,  which  skeleton  frame,  thus -composed  of  carlines  and 
purlins,  leave  rectangular  spaces  of  considerable  area- over  the  top  of 
the  car.  These  are  covered  by  heavy-gage  steel  plates,  there  being 
a  series  of  these  on  each  side,  each  sheet  completely  covering  the 
space  between  the  carlines  from  the  ridge  to  the  eaves,  and  these 
sheets  are  in  turn  flanged  downwardly  at  the  eaves  and  upwardly 
along  the  sides  and  at  the  ridge.  Each  shieet,  excepting  the  end  ones, 
lies  in  between  two  of  the  carlines,  with  the  side  flanges  adjacent  to 
the  upstanding  flanges  of  these  carlines.  The  eaves-flange  of  the 
sheet  occupies  the  rabbeted  portion  of  the  wooden  strip  or  fascia, 
which  is  secured  'against  the  side  of  the  car,  and  this  downtumed 
flange  of  the  sheet  may  be,  and  in  the  preferred  form  described  in  Uie 
patent  is,  nailed  to  the  fascia. 


The  essence  of  the  invention  is  found  in  the  above-disclosed  rela- 
tionship between  the  skeleton  frame  and  the  sheets  or  plates,  and 
particularly  the  relationship  between  these  sheets  or  plates  and  the 
carlines.  In  addition  thereto,  and  as  a  part  of  the  carlines  in  con- 
troversy, appellant  provided  an  important  element  in  the  combina- 
tion, b^g  the  means  for  rendering  waterproof  the  joints  between  the 
plates  or  sheets  and  the  carlines.  A  cap  is  placed  over  each  joint  so 
as  to  embrace  the  flanges  of  the  two  adjacent  sheets  or  plates,  and 
the  intervening  sheets  or  plates  of  the  foot-flange  V  rests  upon  the 
sheets.  Herewith  is  submitted  a  drawing  of  a  car-top  showing  the 
skeleton  made  up  of  the  purlins,  A,  the  ridge-pole  or  ridge-purlin, 
B,  the  carlines,  C,  the  sheets  of  steel,  L,  the  side,  E,  the  cap,  T,  with 
the  foot-Sange  V.  The  manner  in  which  the  cap,  as  well  as  the 
plates,  is  attached  to  the  fascia,  will  be  referred  to  later. 

The  claims  under  consideration  are : 

1.  A  flexible  plate  cor  roof,  comprising  a  skeleton  frame,  load  sustaining  rigid 
metallic  roofing  platps  Rpaonlng  open  spaces  of  tiald  frame,  ami  Independently 
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freely  movably  supported  thereon  and  secured  thereto,  and  weather-prooflnf^ 
means  between  adjacent  plates  permitting  said  free  independent  moT^ment 

2.  A  flexible  plate  car  roof,  comprising  carlines,  load  sustaining  rigid  metal- 
lic roofing  plates  spanning  the  opmi  spaces  between  said  carllnes  and  inde- 
pendently freely  movable  therebetween,  and  weather-proofing  means  between 
adjacent  plates,  supported  thereby  independent  of  the  carllnes  and  permitting 
the  independent  movement  of  the  plates. 

7.  A  flexible  plate  car  roof,  comprising  side  plates,  metallic  carllnes  connect- 
ing the  side  plates,  purlins  connecting  the  carllnes,  a  covering  composed  of  ex- 
posed rigid  load  supporting  metal  rooflng  plates  adjacent  to  but  ^aced  from 
the  carllnes,  caps  over  the  carllnes  and  plate  flanges,  said  caps  being  spaced 
from  the  plate  flanges,  and  lateral  foot  flanges  on  the  bottom  of  the  caps  rest- 
ing on  the  plate. 

18.  In  a  flexible  plate  car  roof,  an  open  frame  comprising  carllnes,  exposed 
rigid  load  supporting  metal  roofing  plates  between  the  carllnes  having  marginal 
edge  flanges  adjacent  the  carllnes  and  caps  over  the  carllnes  having  side  parts 
spaced  from  the  carllnes  and  plate  flanges  and  having  their  lower  edges  ar- 
ranged adjacent  the  plates  to  form  a  weathering  Joint  therebetween. 

In  considering  the  state  of  the  prior  art  as  bearing  upon  appel- 
lant's asserted  claim  to  novelty,  it  must  be  admitted  that  metal  roofs 
as  such  were  old,  having  been  used  over  wooden  roofs,  under  wooden 
roofs,  and  without  the  support  of  wooden  roofa  The  Mexican  Cen- 
tral  car-roofs  and  the  Souder  patents  well  mark  the  advanced  state 
of  the  art  so  far  as  this  patent  is  concerned.  The  Mexican  Central 
roof  had  long  be;en  in  use,  being  built  in  the  United  States  for  the 
Mexican  Central  Eailroad  and  interchanged  with  other  roads  in  the 
United  States.    Admittedly  they  were  a  part  of  the  prior  art. 

They  are  distinguishable  from  the  patent  in  suit,  in  that  they  were 
not  "  designedly  flexible,"  and  there  was  an  absence  of  weatherproof 
means  found  in  two  of  the  claims  under  consideration.  It  seems  their 
substructure  was  somewhat  like  the  one  under  consideration,  consist- 
ing of  a  ridge-pole,  carlines,  and  purlins.  This  substructure  was 
covered  by  corrugated-metal  roofing-sheets  extending  from  eave  to 
eave.  The  joints  between  the  sheets  were  formed  by  merely  overlap- 
ping the  side  eaves  of  the  adjacent  sheets.  At  each  side  of  the  car 
there  is  a  strip  to  clamp  the  eave  ends  to  the  frame.  This  strip  is 
secured  to  the  side  plate  by  several  lag-screws  extending  through  the 
clamping-strip  and  the  roofing-sheets  into  the  side  plate.  The  sheet 
was  not  only  fastened  securely  at  the  ends,  but  it  was  prevented  from 
moving  relatively  to  the  substructure  by  the  screws  that  extended 
from  the  clamping-strips  down  through  the  sheets  in  the  side  plates. 
Flexibility  was  obtainable  only  when  the  holes  for  the  lag-screws 
were  torn  and  much  larger  than  the  screws.  Likewise,  so  long  as  the 
flanges  were  in  fact  waterproof,  there  was  little  or  no  flexibility  at 
this  point.  Flexibility  was  obtained  here  only  when  the  roof  was 
leaky. 
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The  Sender  patent  related  to-^ 

flreprcMjf  or  metallic  roofs  for  railway  cars  or  other  structures,  and  had  for  Its 
object  a  roof  applied  without  the  use  of  nails  or  screws  and  the  several  parts 
put  together  and  secured  without  solder. 

Its  merits,  as  set  forth  in  the  patent,  were : 

The  roof  thus  constructed  is  without  solder  being  applied  to  any  of  its  seams 
or  joints  and  without  nails  or  screws  to  secure  it  to  the  car,  and  the  sections 
are  interchangeable,  and  any  section  may  be  renewed  without  interfering  with 
its  adjacent  section. 

While  doubtless  covering  a  metallic  roof,  it  is  evident  that  rigidity 
rather  than  flexibility  was  sought.  The  metal  sheets  were  attached 
at  three  of  the  four  sides  of  the  parallelogram  formed  by  them,  which 
of  course  necessarily  prevented  that  relative  movement  which  was 
the  aim  and  object  of  L,  &  T.  It  is  also  noticeable  that  the  roof  did 
not  call  for  purlins. 

Other  citations  in  the  prior  art  need  not  be  specially  considered, 
for  they  do  not  as  nearly  approach  the  dignity  of  an  anticipation  as 
either  of  the  two  just  considered. 

The  opposing  counsel  do  not  agree  upon  the  meaning  of  the  word 
"  independently,"  as  used  in  the  phrase  in  claim  1,  "  and  independ- 
ently freely  movably  supported  thereon  and  secured  thereto,"  and 
as  used  in  claim  2  in  the  phrase  "  and  independently  freely  movable 
therebetween"  and  this  difference  of  opinion  leads  to  a  difference 
in  conclusions  both  as  to  validity  and  infringement.  Appellees  con- 
tend that  this  phrase,  fairly  construed,  describes  plates  that  move 
independently  and  freely  in  relation  to  each  other,  while  appellant 
insists  that  this  language  describes  a  structure  wherein  the  plates 
move  freely  and  independently  of  the  substructure  as  well  as  inde- 
pendently of  the  weatherproofing-caps.  An  examination  of  the 
entire  patent,  the  file-wrapper  discloses,  and  the  ruling  of  the  Com- 
missioner in  allowing  applicant's  claims,  convinces  us  that  appel- 
lant's construction  of  this  language  is  the  correct  one ;  that  was  ap- 
pellant's roof  as  an  entirety  that  was  to  be  "  designedly  flexible ; " 
that  the  roofing-plates  were  to  be  "independently  freely  movable" 
in  relation  to  the  substructure  and  the  weatherproof  caps. 

Considering  each  of  claims  1  and  2  as  an  integer,  and  giving  full 
effect  to  each  element  of  the  combination,  we  conclude  they  are 
valid.  This  conclusion  on  the  question  of  validity  is  confirmed  by 
the  fact  that  the  various  types  of  car-roofs  in  actual  use  on  the  cars 
were  shown  the  district  judge,  who  examined  them  all  carefully, 
and  thereupon  found  the  claims  above  quoted  to  be  valid. 

Claims  7  and  13  are  narrower;  a  cap  to  prevent  leakage  appear- 
ing as  an  added  element  in  the  combination.  Both  claims  Murphy 
sought  in  his  reissue  application;  claim  13,  heretofore  quoted,  being 
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inserted  in  the  reissue  application '  verbatiin,  and  claim  7  almost 
verbatim.  Both  were  patentable,  according  to  Murphy,  when  he' 
was  prosecuting  his  application  for  the  reissue  patent.  Our  ex- 
amination of  the  prior-art  citations  fails  to  disclose  a  roof  that 
challenges  the  accuracy  of  this  conclusion.  In  neither  of  these 
claims  does  the  phrase  "independently  freely  movable"  exist  to 
vex  us.  We  agree  with  the  district  judge  that  both  these  claims 
are  valid. 

Infringement, — Claims  1  and  2:  Appellees'  roof  does  not  embody 
the  specific  form  illustrated  in  the  L.  &  T.  patent.  But  is  it  not  the 
equivalent  thereof?  Broadly  speaking,  L.  &  T.'s  invention  covered 
a  combination  that  resulted  in  a  roof  having  a  rigid  load-support, 
metal  roof -plates  that  moved  freely  in  relation  to  the  skeleton  frame 
to  which  they  were  attached,  so  as  to  permit  distortion  to  which 
car-roofs  ar^  necessarily  subject,  without  buckling  or  other  injury 
to  the  roof-plates.  True,  the  elements  as  described  in  the  combina- 
tion, not  the  resiilts,  must  measure  the  limits  of  the  claims.  But 
these  elements  should  also  be  read  with  the  desired  and  attained 
results  as  a  background,  rather  than  be  measured  by  the  specific  or 
preferred  form  described  in  the  specifications.  The  "preferred  struc- 
ture" or  the  specific  description  of  the  combination  found  in  the 
specifications,  while  no  doubt  instructive  in  construing  claims,  is 
too  f  Bequently  erroneously  assimied  to  measure  the  limitations  of  the 
patentee's  invention. 

In  the  present  case  the  illustrated  metal  roof -plates  consisted  of  two 
series,  one  covering  but  half  of  the  roof,  from  eaves  to  ridge.  The 
outer  ends  of  the  plates  of  each  series  are  bent  down  over  the  eaves 
and  securely  attached  to  the  framework;  both  outer  ends  thereby 
becoming  rigidly  secured  to  the  same  common  rigid  member  of  the 
framework  of  the  car.  At  the  inner  ends  of  the  roof -plates,  at  the 
ridge  of  the  roof,  there  is  no  attachment.  If  the  plates  were  secured 
to  the  framework  at  the  inner  as  well  as  outer  edges,  they  would 
necessarily  respond  to  any  distortions  of  the  framework,  and  would 
be  quickly  distorted  and  damaged.  To  attach  the  plates  at  the  inner 
edge,  leaving  the  outer  edge  unattached,  would  not  be  such  a  change 
as  would  defeat  infringement. 

But  appellees  not  only  attach  the  plates  at  the  ridge  of  the  car, 
but  they  extend  the  plate  from  eave  to  eave.  If  attachment  of  the 
plates  at  the  ridge  of  the  roof  does  not  avoid  infringement,  it  is  not 
clear  how  the  mere  use  of  a  single  plate  extending  from  eave  to  eave, 
in  place  of  two  plates  attached  at  the  ridge,  would  avoid  infringe- 
ment. In  fact,  the  two  plates,  when  commonly  attached  to  the  ridge- 
pole, would  for  all  practical  purposes  constitute  but  a  single  plate. 
Nor  would  it  matter  whether  the  attachment  was  by  a  single  series  of 
bolts  or  a  double  series. 
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But  a  still  better  answer,  perhaps,  to  appellees'  claim  of  non-in- 
fringement, due  to  the  difference  in  place  of  attachment,  or  the  pres- 
ence of  one  instead  of  a  pair  of  plates,  lies  in  the  fact  that  neither 
claim  specifically  calls  for  two  series  of  plates,  nor  requires  their  at- 
tachment to  the  frame  at  the  eaves,  instead  of  the  ridge. 

Evidence  to  support  the  finding  that  claims  7  and  13  are  not  in- 
fringed is  nowhere  to  be  found  in  the  record.  That  some  of  appellees' 
roofs  infringe  these  two  claims  we  think  is  clear.  We  find  all  four 
claims  infringed. 

(2)  It  is  unnecessary  to  consider  Murphy's  counterclaims.  No  in- 
fringement of  either  patent  appears. 

The  decree  is  reversed^  with  costs^  with  directions  to  enter  a  decree 
enjoining  defendants  from  fv/rther  infringing  claims  7,  ^,  7,  and  13  of 
L.  <&  T.  patent^  and  for  damages  for  past  infringements. 

As  to  No.  2^670  the  decree  is  affirmed. 


[U.  S.  Circait  Court  of  Appeals — First  Circuit.  1 

Independent  Coal  Tar  Co.  v.  Cresst  Contracting  Co. 

Decided  September  5,  1919. 
269  O.  G.,  545;  260  Fed.  Rep.,  463. 

1.  Patents — Apparatus  fob  Spraying  Road-Sttbfaces  Valid  and  Infmnoo). 

The  PiUfibnry  patent,  No.  1,062,029,  for  apparatus  for  spraying  oil  or 
o#ier  surfacing  material  on  roads,  discloses  a  new  combination  in  a  nnitary 
structure  of  old  elements,  which  produces  a  new  and  useful  result,  and 
is  TaUd,  also  Held  infringed.  ^ 

2.  Same — Simxtltaneous  Goaction  of  Parts  Unnecessabt  to  Rendkb  (Combi- 

nation Patentable. 
It  is  not  necessary  to  render  a  combination  patentable  that  its  elements 
should  act  at  the  same  t4me  to  secure  joint  action,  but  Is  enough  that 
each  contributes  te  the  result  which  but  for  the  successive  action  of  each 
would  not  have  been  produced. 

8.  Same — Combination  of  Old  Elements  May  be  Patentable. 

It  Is  no  defense  to  a  claim  of  Infringement  that  one  or  more  elements 
of  a  patented  combination  or  one^  or  more  parts^  of  a  patented  improvement 
may  be  found  ^in  one  old  patent  and  others  In  another  and  still  others  In 
a  third. 

4.  Same — Description  of  Specific  Device  Not  NECES8ABn.T  Measure  of  In- 
vention. 
While  the  patentee  must  describe  the  best  mode  of  applying  the  principle 
of  his  invention,  the  description  does  not  necessarily  measure  the  Invention. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Dis- 
trict of  Massachusetts;  (xeorge  H.  Bingham,  judge. 

Suit  in  equity  by  the  Cressy.  Contracting  Company  against  the 
Independent  Coal  Tar  Company.  Decree  for  complainant^  and  de- 
fendant appeals.    Affirmed. 
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Mr.  W.  Orison  Underwood  and  Mr.  Horace  Van  Everen  for  the 
appellant. 

Mr.  Frederick  L.  Emery  {Mr.  Everett  S.  Emery  and  Mr.  Jesse 
W.  Morton  on  the  brief)  for  the  appellee. 

Before  Johnson  and  Anderson,  Circuit  Judges,  and  Aldrich,  Dis- 
trict Judge. 
Johnson,  Cir.  J.: 

This  is  an  appeal  from  a  final  decree  sustaining  the  validity  ol 
Patent  No.  1,062,029,  for  apparatus  for  spraying  oil  on  road-sur- 
faces, issued  May  20,  1913,  to  Franklin  C.  Pillsbury,  assignor  to 
Walter  H.  Cressy,  and  finding  .that  the  same  was  infringed  by  the 
defendant. 

(1)  The  first  claim  only  of  the  patent  is  involved  in  this  suit, 

which  reads  as  follows: 

The  combination  with  a  tank  wagon  having  a  discharge  pipe  and  a  valve 
in  said  pipe,  of  a  spray  pipe  communicating  with  the  discharge  pipe,  a  steam 
pipe  communicating  with  said  discharge  pipe  intermediate  the  valve  and  the 
tank,  whereby  steam  may  be  admitted  to  the  tank  through  the  discharge  pipe, 
a  steam  pipe  communicating  with  said  discharge  pipe  in  rear  of  the  valve, 
whereby  steam  may  be  blown  through  the  spray  pipe,  and  means  for  applying 
a  pressure  to  the  tank  above  the  liquid  therein. 

Pillsbury,  in  his  application  filed  in  the  Patent  Office  May  27, 1911, 
conceived  that  the  novelty  in  his  invention  consisted  in  the  introduc- 
tion of  steam  under  pressure  directly  into  the  tank  of  the  tank- 
wagon  on  top  of  the  body  of  the  contents.  He  then  had  in  mind  that 
the  contents  would  consist  of  oil,  and  in  his  specification  he  thus  d^ 
IScribes  his  apparatus: 

My  improved  apparatus  comprises  a  spraying  attachment  adapted  to  De 
readily  applied  to  a  tank  wagon,  and  means  for  introducing  steam,  under  pres- 
sure, directly  into  the  tank  of  the  tank  wagon  and  on  top  of  the  body  of  oil 
therein,  so  that  the  steam  pressure  within  the  tank  will  furnish  the  desired 
pressure  for  forcing  the  oil  out  through  the  spray  device,  and  will  also  consti- 
tute means  for  heating  the  oil  in  the  tank,  thus  increasing  its  fluidity,  so  tliat 
it  will  flow  more  freely.  Where  the  steam  is  thus  admitted  directly  to  the 
Interior  of  the  tank,  said  steam  will  not  only  force  all  the  oil  out  of  the  tank 
but  when  the  oil  is  exhausted  the  steam  ^wiU  then  be  discharged  through  the 
spray  device  and  during  its  discharge  it  will  heat  and  'thus  increase  the 
fluidity  of  any  oil  or  other  surfacing  material  which  may  remain  in  or  upon 
the  spray  device ;  and  will  also  blow  out  and  clean  the  spray  device  thoroughly, 
so  that  said  device  will  be  ready  for  use  again  without  any  further  attention 
as  soon  as  the  tank  has  been  filled. 

The  surfacing  material  to  be  used  is  not  confined  to  oil,  as  the 
description  contains  the  following  statement: 

My  invention  is  not  confined  to  use  in  connection  with  heavy  oils,  such  as 
are  commonly  used  in  surfacing  of  roads,  but  may  be  used  in  connection  with 
any  road-surfacing  material  which  is  capable  of  being  sprayed  from  a  tank. 

The  principal  elements  of  the  apparatus  set  out  in  the  descrip- 
tion and  shown  by  the  drawings  are  a  tank-wagon  propelled  by 
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steam  from  a  boiler  located  upon  it  or  drawn  by  a  steam-tractor; 
a  tank  designed  to  carry  the  material  to  be  sprayed  upon  the  road- 
surface  and  made  sufficiently  strong  to  resist  internal  pressure;  at 
the  rear  of  the  tank  a  discharge-pipe,  having  a  valve  to  shut  off  the 
flow  from  the  tank,  and  connecting  with  a  spray-pipe  having  a 
series  of  nozzles  similar  to  that  used  upon  the  familiar  street-sprink- 
ling cart;  a  steam-pipe  with  a  valve  in  it  connecting  with  the  boiler 
upon  the  tank-wagon,  if  it  has  one,  or  the  boiler  of  the  steam-tractor, 
if  drawn  by  that,  so  that  steam  under  pressure  may  be  supplied 
through  a  pipe  to  the  top  of  the  tank  above  the  ccmtents  in  the  same, 
and  also  to  a  coil  within  the  tank  for  the  purpose  of  hedging  the 
contents;  a  branch  of  this  steam-pipe  with  a  valve  leading  to  the 
rear  of  the  tank,  where  it  branches  again,  one  branch  entering  the 
discharge-pipe  between  the  valve  and  the  tank  and  the  other  between 
the  valve  and  the  spraying  device,  and  each  branch  having  a  valve, 
so  that  the  supply  of  steam  through  each  may  be  separately  con- 
trolled. The  advantage  of  the  use  of  the  brtmching  steam-pipes  at 
the  rear  of  the  tank  is  stated  in  the  following  language : 

The  advantage  of  this  construction  is  that  steam  may  be  admitted  to  the 
valve  5  on  either  side  thereof,  thereby  warming  tlie  latter;  or  steam  may  be 
admitted  directly  to  the  spray  device  without  passing  through  the  tank  wagon, 
if  it  is  desired  to  heat  the  oil  in  the  spray  device  or  to  blow  it  out.  ' 

None  of  the  original  claims  contained  any  mention  of  these  steam- 
pipes,  and  the  combination  which  Pillsbury  claimed  as  new  was: 

1.  The  combination  with  a  tank  wagon  of  a  spray  device  connected  thereto, 
a  source  of  steam  supply  for  generating  steam  imder  pressure  and  means  to 
introduce  steam  under  pressure  therefrom  into  the  tank  above  the  body  of  oil 
therein,  whereby  the  steam  in  said  tank  not  only  furnishes  pressure  for  spray- 
ing the  oil  but  also  helps  heat  the  oil,  and  when  the  oil  is  exhausted  blows  out 
through  and  cleans  the  spray  device. 

All  the  original  claims  were  rejected,  because  anticipated  by  sev- 
eral patents  which  were  cited  by  the  Examiner.  On  reconsideration 
several  times  by  the  Patent  Office,  amendments  involving  the  same 
combination  were  rejected,  because  anticipated,  although  these 
amendments'  contained,  as  one  element  of  the  combination,  the  in- 
troduction of  steam  pressure  fluid  into  the  discharge-pipe  in  the  rear 
of  the  valve  between  it  and  the  spraying  device.  The  claim  as  al- 
lowed abandoned  the  introduction  of  steam  as  a  pressure  fluid  into 
the  tank  as  one  element  of  the  combination,  and  in  place  thereof  in- 
troduced "  means  for  applying  a  pressure  to  the  tank  above  the  liquid 
therein.'' 

The  only  new  element  which  was  introduced  by  the  amended  claim 
was: 

A  steam  pipe  communicating  with  the  discharge  pipe  intermediate  the  valve 
and  the  tank,  whereby  steam  may  be  admitted  to  the  tank  through  the  dis- 
charge pipe. 
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The  Patent  Office  could  find  no  novelty  in  a  combination  by  which 
steam  was  admitted  to  the  top  of  the  tank  above  the  contents  to 
serve  as  a  pressure  fluid  to  expel  the  contents  of  the  tank,  nor  in  the 
introduction  of  a  steam-pipe  into  the  discharge-pipe  between  the 
valve  and  the  spraying  device^  but  the  combination,  in  which  the 
introduction  of  a  steam-pipe  between  it  and  the  tank  was  an  ele- 
ment, was  found  to  be  novel  and  patentable.  Before  the  patent  in 
suit  great  difficulty  had  been  experienced  in  securing  a  uniform  dis- 
charge of  road-surfacing  material  by  any  then  known  device. 
Earlier  patents  consisted  of  a  tank-wagon  equipped  with  a  sprink- 
ling aAangement  so  constructed  as  to  admit  pressure  to  the  top  of 
the  tank  to  force  out  its  contents  through  the  spraying  device, 
with  an  arrangement  also  for  heating  the  contents  of  the  tank ;  but 
none  of  them  contained  the  branching  steam-pipe  which  enters  the 
discharge-pipe  on  either  side  of  the  valve  as  in  Pillsbury's. 

The  only  witness  who  testified  in  regard  to  the  operation  of  one 
of  these  stated  that — 

the  flow  was  very  Irregular;  the  space  covered  was  not  perfectly  smooth,  as 
was  intended ;  these  spaces  had  to  be  patched  up.  This  was  done  by  hand  with 
a  coal  hod  or  watering  pot  containing  seme  of  the  materiaL  This  left  a  space 
full  of  humps,  or  high  and  low  spaces;  the  high  spaces  being  those  filled  by 
hftnd.  The  traffic  pushed  the  bunches  back  and  forth,  very  soon  producing 
holes.  The  first  time  I  saw  this  machine,  It  had  no  means  for  cleaning  the 
pipes,  with  the  result  tiiat,  for  several  feet  after  the  machine  was  drawn  along, 
no  material  came  out,  and  the  material  that  came  out  was  in  streaks,  which 
was  true  after  the  machine  finished. 

The  Nichol  patent.  No.  604,479,  which  had  been  many  times  cited 
against  Pillsbury's  application  before  the  amendment  which  was  al- 
lowed, is  a  device  for  spraying  the  road-bed  of  a  railroad  with  oil. 
It  has  a  st€.am-pipe  leading  into  the  spray-pipe  to  heat  the  contents 
and  force  the  oil  out  during  the  process  of  spraying ;  but  it  is  evi- 
dent that  its  use  is  confined  to  oils  and  materials  which  are  fluid  at 
ordinary  temperatures,  and  is  not  adapted  to  the  use  of  either  tar 
or  asphalt. 

An  English  patent  to  Salvisberg  for  a  road-tarring  machine,  also 
«ited  against  Pillsbury,  closely  resembled  his  patent  in  its  structure, 
except  that  it  did  not  have  the  branching  steam-pipe  which  enters 
the  discharge-pipe.  In  it  pressure  is  applied  to  the  contents  of  the 
tank  above  its  surface,  and  they  were  heated  by  a  steam-coil.  In 
this  machine,  as  in  others  of  a  similar  nature,  when  tar  or  asphalt, 
or  any  other  mateaial  which  is  solid  at  an  ordinary  temperature, 
was  used,  the  discharge-pipe  between  the  tank  and  the  valve  became 
clogged  with  the  material,  which  would  harden  and  congeal  when 
the  machine  was  not  in  operation,  and  the  valve  in  the  discharge- 
pipe  would  be  so  clogged  that  it  could  not  be  moved  freely.  Ma- 
terial also  in  the  discharge-pipe  between  the  valve  and  the  spray- 
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ing  device,  and  also  that  left  in  the  spraying  device,  would  harden 
and  congeal,  and  when,  in  the  operation  of  the  machine,  a  crosswalk 
or  some  space  was  reached,  which  it  was  not  desired  to  cover  with 
surfacing  material,  and  the  valve  in  the  discharge-pipe  was  closed, 
the  material  would  drip  from  the  spray-pipe,  causing  streaks. 

In  the  operation  of  the  patent  in  suit  the  tank  is  filled  with  sur- 
facing material,  which  may  be  oil,  tar,  or  asphalt,  and,  if  this  is  not 
hot  enough,  steam  is  passed  into  coils  within  the  tank  to  heat  it. 
Steam  is  then  allowed  to  pass  through  the  steam-pipe,  entering  the 
discharge-pipe  in  rear  of  the  main  valve  and  through  the  nozzles  of 
the  spray-pipe,  heating  these  pipes,  and  forcing  all  material  from 
them.  Steam  is  then  admitted  to  the  tank  above  the  contents  in  the 
si^ne,  and  is  also  allowed  to  pass  through  the  -branch  pipe,  which 
enters  the  discharge-pipe  intermediate  its  valve  and  the  tank.  When 
the  steam  is  active  in  the  steam-pipes  on  either  side  of  the  valve  in 
the  discharge-pipe,  this  valve  is  closed.  Each  time,  before  spraying, 
steam  is  allowed  to  enter  the  discharge-pipe  and  the  spraying  device 
in  the  rear  of  the  valve;  but  it  is  only  necessary  to  admit  steam 
through  the  pipe  which  enters  the  discharge-pipe  intermediate  the 
valve  and  the  tank  before  the  first  trip  in  the  morning,  unless  th^ 
weather  is  cold,  when  this  is  done  before  each  trip.  The  order  in 
which  the  valves  are  used  varies.  It  would  seem  that  the  best  results 
would  be  secured  by  admitting  steam  under  pressure  to  the  discharge- 
pipe  on  each  side  of  the  valve  in  it  before  admitting  steam  through 
the  pipe  leading  to  the  top  of  the  tank.  The  only  witness  who  testi- 
fied in  regard  to  it  stated: 

I  have  actuaUy  seen  sometimes  steam  put  through  the  valve  in  the  rear  of 
the  discharge  valve  first  before  steam  is  put  onto  the  tank  for  preissure,  and 
sometimes  steam  is  used  first  to  get  up  your  pressure  to  run  the  compressor. 
Sometimes  pressure  is  put  onto  the  tank  first ;  sometimes  the  steam  valve  inter- 
mediate the  tank  and  the  discharge  valve  is  used  first. 

The  Pillsbury  machine  secures  a  uniform  discharge  of  tar,  asphalt, 
or  heavy  oils  through  the  spraying  device  at  all  times,  whatever  the 
temperature  of  the  air.  It  provides  means  for  readily  opening  the 
valve  in  the  discharge-pipe  after  the  apparatus  has  been  used  and 
allowed  to  stand,  and  prevents  the  dripping  of  the  material  to  be  dis- 
charged when  portions  of  a  street  are  reached  which  are  not  to  be 
covered  with  the  surfacing  material.  By  the  introduction  of  steam 
through  the  pipes  which  enter  the  discharge-pipe  upon  each  side  of 
the  valve,  the  discharge-pipe  and  spraying  device  arc  heated  and 
their  contents  liquefied. 

(2)  The  claim  in  suit  is  for  a  combination  none  of  the  elements 
of  which  are  new.  Everybody  before  Pillsbury  knew  that  pressuj^ 
exerted  upon  the  fluid  contents  of  a  tank  would  cause  a  discharge 
therefrom,  and  that  steam  under  pressure  would  heat  and  liquefy 
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objects  which  are  solid  at  ordinary  temperatures;  but  the  ccmibina- 
tion  of  these  elements  in  one  structure  produced  a  beneficial  and  use- 
ful  result  at  a  time  when  there  was  a  public  demand  for  a  machine 
which  would  distribute  road-surfacing  material  uniformly  and  with 
sufficient  force  to  cause  it  to  penetrate  the  surface  upon  which  it 
was  used.  The  question  presented  for  our  consideration  is  whether 
these  elements,  in  a  unitary  structure,  produce  a  new  and  useful  re- 
sult by  the  cooperation  of  all.  It  is  claimed  that  what  Pilisbury  did 
was  only  by  mechanical  skill  to  produce  an  aggregation  of  elements 
in  which  each  produced  its  own  result  without  any  cooperation  from 
the  others.  While  it  is  true  that  steam  is  shut  off  from  the  pipes 
which  enter  the  discharge-pipe  when  the  machine  is  in  operation 
and  pressure  is  applied  to  the  contents  of  the  tank,  yet  it  is  neverthe- 
less true  that  the  effect  produced  by  the  connection  of  the  steam-pipes 
with  the  discharge-pipe  on  either  side  of  the  valve  produces  effects 
which  cooperate  with  those  produced  by  pressure  upon  the  material 
in  the  tank ;  for,  by  the  action  of  the  steam  upon  the  material  in  the 
discharge-pipes  and  upon  the  pipes  themselves,  the  pipes  have  been 
heated  and  the  material  in  them  liquefied,  so  that  it  will  flow  freely, 
and  this  heated  condition  of  the  spray-pipe,  discharge-pipe,  and  valve 
in  the  discharge-pipe  continues  while  material  from  the  tank  is 
being  forced  out  through  the  same.  The  separate  effects  produced  by 
all  the  elements  contribute  to  one  result,  viz.  a  free  and  uniform  flow 
of  the  material  through  the  discharge-pipe  and  out  of  the  spraying 
device  with  sufficient  force  to  drive  it  into  the  surface  which  it  strikes. 
It  is  not  necessaryj  to  render  a  combination  patentable,  that  its  ele- 
ments should  act  at  the  same  time  to  secure  joint  action;  but  it  is 
enough  that  each  contributes  to  the  result  which,  but  for  the  suc- 
cessive action  of  each,  would  not  have  been  produced.  (Forbush  v. 
Cook,  2  Fish.  Pat.  Cas.,  669;  Fed.  Cas.,  No.  4931;  National  Cash 
Register  Co.  v.  American  Co.,  C.  D.,  1893,  160;  62  O.  G.,  449;  53 
Fed.  Rep.,  867 ;  3  C.  C.  A.,  669 ;  E.  J.  ManvUle  Mach.  Co.  v.  Excelsior 
Needle  Co.,  167  Fed.  Rep.,  638;  93  C.  C.  A.,  216;  Novelty  Glass  Mfg. 
Co.  V.  BroohpM,  170  Fed.  Rep.,  946 ;  95  C.  C.  A.,  516 ;  Sanders  v. 
Hcmcock,  128  Fed.  Rep.,  424;  63  C.  C.  A.,  166;  National  Tube  Co.  v. 
Aiken,  163  Fed.  Rep.,  254;  91  C.  C.  A.,  114.) 

Even  if  the  Nichol  patent  and  the  English  patent  to  Salvisberg 
for  road-tarring  machines,  and  other  prior  patents,  taught  Pillsbury 
that  the  fluid  contents  of  the  tank  could  be  forced  from  the  same 
by  steam-pressure  applied  from  above ;  and  even  if  the  Grun  patent 
No.  666,061,  had  taught  him  that  the  discharge-pipe  and  the  spray- 
ing device  could  be  cleared  out  by  the  introduction  of  a  pressure  fluid 
into  the  same  in  the  rear  of  the  valve  in  the  discharge-pipe;  or  if 
the  Darrin  patent.  No.  839,119,  had  taught  him  that  steam  admitted 
under  pressure  into  the  discharge-pipe  on  each  side  of  the  valve  in 
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the  same  would  liquefy  the  contents  of  the  discharge-pipe  and  the 
spraying  device,  and  heat  the  pipes  so  that  the  liquid  which  entered 
theoi  would  not  be  hardened  by  the  coldness  of  the  pipes,  no  unitary 
structure  possessing  all  of  the  elements  of  his  combination  was  j:ited 
against  him,  and  it  is  admitted  that  there  was  none.  The  Grun 
patent  was  an  apparatus  designed  for  the  distribution  of  beer  and 
other  fermented  liquors,  in  which  a  tank-wagon  for  delivering  beer 
and  other  fermented  liquors  had  a  receiver  for  carbonic-aoid  gas  sup- 
ported on  the  wheel  frame  of  the  tank,  from  which  pressure  was 
supplied  to  the  contents  of  the  tank  and  also  the  discharge-pipe 
beyond  the  valve  in  the  same,  but  not  between  the  valve  and  the 
tank,  so  that,  after  a  receptacle  had  been  filled  with  liquor  from  the 
tank,  the  carbonic-acid  gas  could  be  shut  off  from  the  tank  and 
caused  to  flow  through  the  hose  connecting  the  tank  with  the  re- 
ceptacle, thus  forcing  the  beer  from  it  and  the  stand-pipe.  It  is 
evident,  however,  that  the  purpose  of  forcing  the  carbonic-acid  gas 
through  the  discharge-hose  is  not  only  to  fone  the  beer  out  of  the* 
same,  but  also  to  supply  a  charge  of  carbonic-acid  gas  to  the  stand- 
pipe  connected  with  the  receptacle  for  beer,  and  that  the  Grun  patent 
does  not  disclose  a  combination  which,  in  a  unitary  structure,  ac- 
complishes the  result  that  Pillsbury  accomplished.  It  is  only  a  beer- 
delivery  wagon,  and  designed  for  an  entirely  different  use  from  that 
of  the  Pillsbury  patent.  The  Darrin  patent,  upon  which  the  appel- 
lant relies  as  showing  that  the  introduction  by  Pillsbury  of  steam  un- 
der pressure  into  the  discharge-pipe  on  each  side  of  the  valve  in  the 
same  had  been  anticipated,  is  an  apparatus  for  the  distillation  of 
resinous  woods  for  abstracting  therefrom  turpentine,  pitch,  tar, 
tar-oil,  and  pyroligneous  acid.  After  the  process  of  distillation  has 
been  carried  on  for  sometime,  a  valve  in  the  pipe  connecting  the 
retort  with  the  condenser  is  closed,  and  then  steam  admitted  to  this 
connecting-pipe  on  either  side  of  the  valve  for  the  purpose  of  clean- 
ing out  the  condensations  which  may  have  gathered  in  the  con- 
duit-pipe, and  which  would  stain  or  discolor  the  turpentine  passing 
through  it,  and  which  are  revaporized  and  blown  out  through  a 
three-way  valve. 

Pillsbury,  however,  made  use  of  the  introduction  of  steam  into  the 
discharge-pipe  on  either  side  of  the  valve^not  only  for  the  purpose 
of  cleaning  out  the  pipe,  but  also  for  the  purpose  of  heating  and 
liquefying  its  contents,  thus  accelerating  their  flow,  and  also  for  heat- 
ing the  valve  so  that  it  might  be  opened  freely.  As  a  unitary 
structure  the  Darrin  patent  in  no  way  resembles  the  Pillsbury 
patent,  nor  is  the  introduction  of  steam  into  the  discharge-pipe 
employed  for  the  same  purpose.  The  use  of  steam  to  clean  and  scour 
out  the  interior  of  a  pipe,  or  to  heat  it  and  liquefy  its  contents,  is  a 
matter  of  such  common  knowledge  that  we  do  not  think  it  can  be 
188655*— 20 80 
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said  that  any  information  was  necessary  in  regard  to  its  use  for 
these  purposes.  But,  admitting  that  all  of  the  elements  of  the  Pills- 
bury  patent  are  old,  as  we  think  they  are,  he  nevertheless  produced 
by  their  combination  in  his  patent  a  unitary  structure  in  which  they 
all  cooperate  to  produce  a  new  and  beneficial  result,  viz.  tiie  free 
and  uniform  discharge  of  heavy  oil,  tar,  and  asphalt  upon  a  road- 
surface  with  sufficient  force  to  cause  penetration  to  a  depth  desired 
for  practical  purposes,  with  means  for  clearing  out  the  spraying 
device  when  it  is  desired  to  suspend  the  process  of  sprinkling,  so 
that  there  will  not  be  a  dripping  and  streaks  caused  over  surfaces 
which  it  is  not  desired  to  cover,  and  also  means  for  freeing  the  valve 
in  tne  discharge-pipe  when  it  stuck, 

(3)  None  of  the  patents  cited  in  the  Patent  Office  or  by  the  appel- 
lant disclose  the  combination  of  Pillsbury  or  any  single  machine  that 
produced  the  same  result;  but  it  is  claimed  that  all  the  elements  of 
Pillsbury  are  contained  in  earlier  patents,  none  of  which  contains 
them  all.  It  is  no  defense  to  a  claim  of  infringement  that  one, or 
more  elements  of  a  patented  combination,  or  one  or  more  parts  of  a 
patented  improvement,  may  be  found  in  one  old  patent,  and  others 
in  another,  and  still  others  in  a  third.  (/.  L,  Owens  Co.  v.  Twin 
City  Separator  Co.,  168  Fed.  Rep.,  259 ;  93  C.  C.  A.,  561 ;  Imhaemer 
V.  Buerk,  C.  D.,  1880,  362;  17  O.  G.,  795;  101  U.  S.,  647;  Bates  v. 
Coe,  C.  D.,  1879,  365 ;  15  O.  G.,  337 ;  98  U.  S.,  31.) 

It  is  further  claimed  by  the  appellant  that  Pillsbury  in  his  speci- 
fications limited  the  use  which  can  be  made  of  the  introduction  of 
steam  into  the  discharge-pipe  between  the  valve  and  the  tank  by  the 
"whereby  clause,"  which  reads  as  follows: 

whereby  steam  may  be  admitted  to  the  tank  through  the  discharge  pipe — 

and  that,  the  use  of  this  pipe  being  so  limited,  the  claim  is  void  be- 
cause inoperative;  that  with  steam  admitted  to  the  top  of  the  tank 
above  the  contents  in  the  same  it  would  not  be  possible  to  force 
steam  under  pressure  from  the  same  source  into  the  tank  through 
the  discharge-pipe. 

We  do  not  think  that  the  patentee  is  limited  by  this  "whereby 
clause"  solely  to  the  use  expressed  in  it,  provided  the  elementary 
structure  which  he  specified  is  capable  of  other  uses.  Nor  do  ve 
find  it  necessary,  as  did  the  district  court,  to  treat  the  "whereby 
clause  "  as  surplusage,  because  it  is  evident  from  the  structure  of  the 
combination,  as  shown  by  the  drawings,  that,  if  steam  is  inactive  in 
the  tank,  and  the  valve  in  the  discharge-pipe  is  closed  and  steam 
P.dmitted  through  the  pipe  leading  to  the  discharge-pipe  between  th# 
valve  and  the  tank,  steam  will  be  admitted  to  the  tank.  It  is  also 
evident  that  one  of  the  practical  uses  of  this  steam-pipe  in  the  com- 
bination is  to  clear  the  section  of  the  discharge-pipe  between  the  tank 
and  the  valve,  and  also  the  entrance  into  the  discharge-pipe  from  the 
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tank,  and  this  can  be  done  when  the  steam  is  shut  oflf  from  entering 
the  top  of  the  tank  and  is  admitted  into  the  tank  through  this 
steam-pipe  which  enters  the  discharge-pipe,  which  would  liquefy  and 
blow  back  into  the  tank  any  of  the  surfacing  material  which  clogged 
that  part  of  the  discharge-pipe  between  the  tank  and  the  valve,  and 
would  at  the  same  time  accomplish  the  purpose,  which  Pillsbury 
pointed  out  as  an  advantage  in  his  specifications,  of  warming, the 
valve. 

We  think  this  function  is  plainly  inherent  in  the  combination  cov- 
ered by  Pillsbury 's  claim  and  in  the  arrangement  of -pipes  shown  in 
his  drawings  and  described  in  his  specification.  The  necessity  for 
the  use  of  this  steam-pipe  at  the  beginning  (5t  the  day's  work  with 
the  machine  demonstrates  that  when  the  machine  was  not  in  use  the 
tar  must  have  become  solidified  in  this  part  of  the  discharge-pipe, 
and  that  before  the  machine  can  be  successfully  operated  and  the 
valve  opened  steam  must  be  applied  here  for  the  purpose  of  heating 
and  liquefying  the  contents  of  the  pipe  and  any  material  which  may 
have  adhered  to  the  valve,  and  that  particularly  in  cold  weather 
would  this  be  necessary,  as  then  steam  must  be  admitted  through  this 
pipe  at  the  beginning  of  each  trip. 

The  appellant  has  found  it  to  be  an  advantage  to  copy  the  con- 
struction of  pipes  of  the  Pillsbury  patent,  and  the  testimony  of  the 
witness  who  saw  the  uses  to  which  it  was  put  in  heating  the  valve 
when  it  stuck,  upon  the  appellant's  machine,  demonstrates  that  it 
was  found  to  be  operative.  It  is  also  claimed  by  the  appellant  in 
argument  that  there  is  no  discharge-pipe  between  the  main  valve  5 
and  the  tank,  but  that  the  valve  connects  directly  with  the  tank. 
The  drawings  disclose,  however,  in  Figures  2  and  3,  a  discharge- 
pipe  at  this  point  and  a  steam-pipe  entering  it  here. 

(4)  It  is  admitted  by  the  appellant  that,  if  this  claim  is  valid, 
it  is  infringed  by  the  appellant's  machine,  in  which  steam  is  used  as 
a  pressure  fluid  to  expel  the  contents  of  the  tank ;  but  it  strenuously 
contends  that,  even  if  it  be  valid,  it  is  not  infringed  by  its  machine 
in  which  pressure  is  supplied  to  the  tank  by  an  air-compressing 
pump.  In  support  of  this  contention  our  attention  is  called  to  the 
statement  made  by  Pillsbury  in  his  application,  which,  it  is  claimed, 
limits  the  pressure  to  be  used  upon  the  contents  of  the  tank  to  that 
exerted  by  steam.    This  statement  is  as  follows: 

I  am  aware  tbat  it  has  heretofore  been  proposed  to  admit  compressed  air  to 
the  oil  containing  tank  with  which  a  spray  device  is  used,  for  the  purpose  of 
providing  within  the  tanlc  a  suitable  pressure  to  force  the  liquid  out  through 
the  spraying  device.  My  invention  is  to  be  distinguished  from  devices  of  this 
nature,  however,  in  that  the  pressure  is  secured  by  the  use  of  steam,  which 
Is  admitted  under  pressure  directly  to  the  tanlc;  and  which  has  the  capacity 
for  not  only  heating  the  oU  within  the  tanls,  but  also  cleaning  out  automatically 
the  spray  device. 


428        DECISIOKS  OF  THE  U.  S.  COURTS  IN  PATENT  OASES,  1919. 

It  appears  from  the  file- wrapper  and  its  contents  in  the  case  that, 
when  Pillsbury  made  this  statement,  he  supposed  his  invention  lay 
in  providing  steam-pressure  within  the  tank  to  force  out  its  con- 
tents, and  the  claim  which  he  then  made,  and  which  we  have  quoted, 
showed  that  he  believed  the  merit  of  his  invention  to  reside  in  this. 
But,  after  the  rejection  of  this  claim  upon  references  to  prior 
patents,  he  canceled  all  his  original  claims,  and,  after  an  interview 
between  himself  and  attorney  and  the  Principal  Examiner,  he  filed 
the  amended  claim,  which  is  the  one  in  suit,  in  which  the  pressure  to 
be  applied  above  the  contents  of  the  tank  was  not  limited  to  steam, 
but  was  broadened  to  include  any  "means  of  applying  pressure  to 
the  tank  above  the  liquid  therein.^  No  amendment  was  made  to  the 
description,  nor  the  drawing,  and  none  was  necessary.  The  dominant 
feature  of  the  combination  which  made  it  novel  and  patentable  was 
the  pipes  that  entered  the  discharge-pipe  on  each  side  of  the  valve 
in  the  same.  It  was  important  for  the  successful  operation  of  the 
combination  that  pressure  be  exerted  upon  the  top  of  the  contents 
of  the  tank;  but  it  was  unimportant  whether  it  be  supplied -by  steam 
or  by  any  other  means.  The  inventor  was  therefore  allowed  a 
broad  scope  for  this  element  in  his  combination. 

It  is  apparent  from  the  history  of  the  progress  of  the  case  through 
the  Patent  OflSce,  as  shown  by  the  file- wrapper  and  ita.  contents,  that, 
after  the  original  claims  were  rejected  upon  references  to  earlier 
patents,  the  statement  made  by  the  inventor  in  his  description  in 
regard  to  the  use  of  steam  as  pressure  in  the  tank  was  not  intended 
to  limit  the  combination  for  which  a  patent  was  allowed  to- the  use 
of  steam  alone  for  this  purpose,  for  it  became  immaterial  what  pres- 
sure fluid  should  be  exerted  upon  the  contents  of  the  tank.  The 
branching  steam-pipe,  in  combination  with  a  pressure  fluid  applied 
above  the  contents  of  the  tank,  was  specified  in  his  description  and 
drawings,  and  Pillsbury  could  legally  file  an  amended  claim  for  a 
combination  which  would  contain  as  one  of  its  elements  any  means 
for  applying  pressure  to  the  contents  of  the  tank,  for,  although  he 
had  suggested  steam,  the  principle  would  remain  the  same,  whether 
that  or  other  means  for  introducing  pressure  within  the  tank  were 
employed. 

The  claims  measure  the  invention,  and  while  the  inventor  mnst  describe  the 
best  mode  of  applying  the  principle  of  his  invention  the  description  does  not 
necessarily  measure  the  invention.  (Paper  Bag  Patent  Case,  O.  D.,  1906,  594; 
136  O.  G.,  1297;  210  U.  S.,  405;  28  Sup.  Ct,  74a) 

We  think  the  district  court  correctly  held  that  the  claim  in  suit 
is  valid,  and  that  it  is  infringed,  not  only  by.  the  machine  of  the 
appellent,  in  which  steam  is  used  to  force  out  the  contents  of  the 
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tank,  but  also  by  its  machine  in  which  compressed  air  is  used  for  the 
same  purpose. 

The  decree  of  the  district  court  is  affirmed^  with  costs  to  the  appeJr 
lee  in  this  court. 


[U.  8.  arctiit  Court  of  Appealv—Nintb  Circuit.] 

Petroleum  Rectifting  Co.  of  California  v.  Reward  Oil  Co. 

^     Decided  Augwit  4,  1919;  rehearing  denied  October  U,  1919. 

209  O.  Q.,  705;  260  Fed.  Rep.,  177. 

1.  Patents — Claims — Construction. 

A  term  in  a  patent  claim,  if  susceptible  of  two  meanings,  should  be  given 
the  meaning  which  the  specifications  show  it  was  Intended  to  have,  if  that 
meaning  is  not  repugnant  to  the  terms  used. 

2.   SA1£E--00N8TBXJCTI0N. 

A  pioneer  process  patent  which  has  been  extensively  used  should  receive 
a  fairly  Uberal  construction  to  uphold  it. 

8.  Same — Pbocebs — Settinq  Out  Scientific  Basis. 

It  is  not  essential  that  patentees  should  either  understand  or  set  forth 
the  scientific  principle  on  which  the  patented  process  operated. 

4.  Same — Infrinoement. 

A  defect  in  a  patented  process  cannot  be  predicated  upon  defects  in  a 
patented  apparatus  intended  to  apply  the  process ;  nor  is  the  fact  that  the 
patentee's  first  apparatus  was  defective  any  reason  for  denying  protection 
to  a  subsequent  apparatus. 

5.  Same— Sams. 

The  defendant's  infringement  of  plaintilTs  process  is  not  excused  by 
the  fact  that  *def endant*s  apparatus  is  distinctly  superior  to -plaintiffs 
apparatus. 

e.  Same — Same. 

The  Cottrell  and  Speed  patents,  Nos.  d87,115  and  087,116,  for  a  process 
and  apparatus  for  separating  and  collecting  particles  of  one  liquid  sus- 
pended in  another,  Held  valid  and  infringed. 

Appeal  from  the  District  Court  of  the  United  States  for  the  Sec- 
ond Division  of  the  Northern  District  of  California;  Jeremiah 
Neterer,  judge. 

Suit  by  the  Petroleum  Rectifying  Company  of  California  against 
the  Reward  Oil  Company.  From  a  decree  dismissing  the  bill,  plain- 
tiff appeals.    Reversed  and  remanded^  with  directions. 

Mr.  John  H.  MiUer,  Mr.  F.  P.  Fish,  and  Mr.  J.  H.  Brickenstein 
for  the  appellant. 
Mr.  William  K.  White  for  the  appellee. 

Before  Gh-bert,  Ross,  and  Hunt,  Circuit  Judges. 

Gilbert,  Cir.  J.: 

The  appeUant  brought  suit  in  the  court  below  for  infringement  of 
patents.  Upon  the  issue  of  infringement  that  court  found  for  the 
appellee  and  dismissed  the  appellant's  bill. 


430        DECISIONS  OF  THE  U.  S.  COtJRTS  IN  PATENT  CASES,  1919. 

The  appellant  is  the  assignee  of  patents  granted  on  March  21, 1911, 
to  Cottrell  and  Speed,  numbered,  respectively,  987,115  and  987,116, 
the  first  of  which  is  for  the  process  of  separating  and  collecting 
particles  of  one  liquid  suspended  in  another  liquid,  and  the  second  is 
for  apparatus  by  which  the  process  is  carried  out.  The  invention 
relates  to  the  elimination  of  water  from  crude  petroleum  as  it  comes 
from  wells.    The  specifications  say: 

There  Is  a  large  class  of  oils  that  cannot  be  ecoDomically  freed  from  water 
without  distillation.  These  are  largely  oils  in  which  the  water  is  in  very  small 
globules,  often  less  than  one-thousandth  of  an  inch  in  diameter,  and  behaving 
as  if  surrounded  with  a  membrane  resisting  coalescence  of  the  drops.  *  *  • 
Many  natural  petroleums  as  taken  from  the  wells  contain  from  i%  to  50%  of 
water  in  the  form  of  small  drops  (t.  e.,  emulsions),  and  after  being  allowed  to 
stand  for  months  still  hold  a  great  proportion  of  the  water  in  suspension. 

The  specifications  go  on  to  say  that  the  inventors  had  found  that, 
when  these\emulsions  are  subjected  to  the*  action  of  high-potential 
electric  charges  in  the  manner  thereinafter  described,  they  are  rap- 
idly deemulsified,  the  water  settling,  to  the  bottom  of  the  vessel, 
collecting  into  large  masses,  which  can  be  readily  withdrawn,  leaving 
the  oil  dry. 

The  process  involved  in  the  invention,  as  shown  by  the  specifica- 
tions, is  substantially  this:  Oil  loaded  with  water  in  the  form  of 
minute  globules  is  passed  between  two  electrodes  separated. at  a 
proper  distance,  the  electrodes  being  connected  to  a  source  of  elec- 
tricity of  sufficiently  high  potential  to  create  between  the  electrodes 
an  electrostatic  field,  or  field  of  electric  strain,  whicj;^  will  cause  the 
minute  globules  of  water  to  conglomerate  and  coalesce  until  they 
become  so  large  that  they  will  settle  out  from  the  oil  by  gravity. 
For  present  purposes  it  is  sufficient  to  quote  the  first  claim : 

The  improvement  in  the  art  of  separating  and  collecting  particles  of  one 
liquid  suspended  in  another,  which  latter  is  essentially  a  non-conductor  of 
electricity,  consisting  in  bringing  the  material  to  be  treated  between  electrodes 
connected  to  a  source  of  electricity  of  sufficient  voltage  to  produce  coalescence 
of  the  suspended  particles  In  such  wise  as  to  cause  the  rapid  separation  of 
the  two  liquids  throughout  the  body  of  the  mixture,  and  at  the  same  time 
prevent  the  coalescing  globules  from  forming  complete  chains,  short-circuiting 
the  electrodes. 

The  appellee,  operating  under  a  patent  issued  October  26,  1915, 
No.  1,158,253,  for  "process  of  dehydrating  oil,"  removes  the  mois- 
ture from  oil  by  passing  the  oil  between  electrodes  connected  to  a 
source  of  electricity  of  sufficient  voltage  to  cause  the  suspended  par- 
ticles to  coalesce  in  such  wise  as  to  produce  rapid  separation  of  the 
two  liquids  throughout  the  body  of  the  mixture.  But  the  appellee 
contends  that  it  does  not  infringe  the  appellant's  patent  for  the 
reason  that  it  does  not  prevent  the  coalescing  globules  from  "  form- 
ing complete  chains,  short-circuiting  the  electrodes.'^    Therein  is 
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the  whole  ground  of  controversy  in  the  present  suit.  In  both  proc- 
esses there  are  the  electrodes,  the  sufficiently  high  voltage  to  produce 
coalescence  of  the  moisture,  and  to  separate  the  same  from  the  oil. 
The  only  question  is  whether  the  operations  involve  different 
methods  of  electrical  action.  In  the  application  for  the  McNear 
and  Bowles  patent  reference  was  made  to  the  appellant's  patent  as 
follows: 

Said  patentees  [Cottrell  and  Speed]  relied  upon  the  electromotive  force  only 
to  break  down  the  oil  partitions  between  the  water  globules,  and  took  espe- 
cial pains  to  prevent  short-circuiting  between  the  electrodes,  and,  Indeed,  their 
inventions  consisted  wholly  In  the  prevention  of  short-circuiting.  We  have 
discovered  that  far  better  results  are  obtained  by  relying,  not  upon  electro- 
motive force,  but  upon  heat  as  an  agent  to  produce  coalescence  between  the 
water  globules,  this  heat  being  produced  by  the  passage  of  the  very  large  elec- 
tric current  which  Is  produced  by  short-circuiting,  the  amount  of  heat  being 
such  as  to  convert  water  globules  In  the  path  of  the  current  Into  steam,  and 
by  said  conversion  breaking  the  electric  current  In  said  path. 

This  fancifuLexplanation  of  the  effect  of  the  current  in  the  appel- 
lee's process  may  be  pardoned  in  view  of  the  fact  that  neither  the 
patentees  of  that  patent  nor  any  expert  witness  was  able  to  say  just 
what  does  occur  in  the  mass  of  the  fluid  when  under  treatment  in 
either  process.  The  theory  that  in  the  appellee's- process  the  water 
globules  are  by  the  electric  current  converted  into  steam  is  not  estab- 
lished by  evidence^  and  is  discredited  by  the  appellee's  expert  wit- 
nesses. The  defense  of  non-infringement,  therefore,  rests  upon  the 
appellee's  contention  that  in  the  appellant's  process  there  is  no  pas- 
sage of  electric  current  from  one  electrode  to  another,  and  that  the 
dehydration  of  oil  accomplished  therein  is  the  result  of  the  mainte- 
n^ce  of  an  electrostatic  condition  in  the  fluid  between  the  two  elec- 
trodes, whereas  in  the  appellee's  process  the  hydration  is  accom- 
plished by  the  passage  of  currents  of  electricity  from  one  electrode 
to  another.  In  other  words,  according  to  the  appellee,  it  is  essen- 
tial to  the  appellant's  process  that  short-circuiting  be  avoided,  while 
it  is  essential  to  the  appellee's  process  that  short-circuiting  be  pro- 
duced. We  are  led,  therefore,  to  the  inquiry  what  is  short-circuit- 
ing as  referred  to  in  the  appellant's  claims,  and  what  is  the  proper 
construction  of  the  appellant's  claim  where  it  provides  for  a  source 
of  electricity  of  sufficient  voltage  to  prevent  the  coalescing  globules 
from  forming  complete  chains  short-circuiting  the  electrodes. 

(1-2)  It  is  clear  that  the  appellant's  process  contemplates  the 
formation  of  chains  of  globules  of  water  between  the  electrodes, 
and  their  disruption  by  electric  current  as  soon  as  formed,  and  that 
the  limitation  of  the  claim  is  only  that  the  chains  shall  not  be  of 
such  number  and  dimensions  as  to  afford  transit  through  the  fluid 
of  sufficient  of  the  electric  current  to  short-circuit  the  same,  and 
thus  render  the  current  ineffective  in  the  process.    The  inventors 
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believed  that  such  chains  were  formed,  and  that  the  success  of  their 
process  depended  on  the  creation  and  destruction  of  them.  Their 
specifications  show  that  they  had  in  mind  the  fact  that  between  the 
electrodes  water  globules  in  the  oil  would  immediately  commence  to 
arrange  themselves  in  chains,  extending  out  from  each  electrode  to 
the  other,  and  that  in  order  to  prevent  the  formation  of  short  cir- 
cuits within  the  liquid,  due  to  chains  of  water  globules  forming  from 
one  electrode  to  the  other,  it  was  necessary  to  prevent  the  potential 
difference  between  the  electrodes  from  falling  too  low  to  produce 
the  disruptive  forces,  either  electrostatic  or  thermal,  which  the  high 
potential  exerts  on  the  chains  of  water.    They  said : 

If  the  potential  faUs  too  low,  then  ♦  ♦  ♦  permanent  electrolytlcaUy  con- 
ducting chains  are  established  between  the  electrodes,  thereby  reducing  the  po- 
tential difference  of  the  latter  still  more,  and  wasting  a  part  of  the  supplied 
energy  in  useless  heat  of  electrolytic  conduction. 

The  appellee's  expert  witness  Johnson  admits  that  in  the  appel- 
lant's process  momentary  or  instantaneous  chains  ar^  formed  bridg- 
ing the  electrode-gap,  but  he  was  of  the  opinion  that  these  chains  were 
broken  mechanically  by  the  movement  of  the  oil  and  the  movement 
of  the  electrodes,  and  not  by  an  electrolytically-conducted  current- 
This  opinion  was  expressed  upon  his  understanding  that  the  oil  was 
in  more  rapid  movement  in  the  appellant's  process  than  in  the  ap- 
pellee's, and  that  the  electrodes  in  the  appellantls  patent  were  not 
stationary  as  in  the  appellee's  process,  but  revolved.  He  admitted, 
however,  that  if  the  current  moved  at  the  same  rate  of  speed  in  both, 
and  both  had  stationary  electrodes,  their  operation  would  be  the 
same.  The  expert  witness  and  the  court  below  seem  to  have  fallen 
into  the  error  of  assuming  that  the  inner  electrode  of  the  appellant's 
patent  revolved.  As  described  in  the  patents  in  suit,  the  inner 
electrode  is  stationary.  It  was  in  a  subsequent  patent  issued  to  Cot- 
trell  and  Wright,  and  assigned  to  the  appeUant,  not  involved  in  this 
suit,  that  a  revolving  electrode  was  disclosed. 

But  the  question  here  is  not  a  question  of  difference  of  apparatus 
or  difference  of  speed  with  which  the  oil  is  conducted  through  the 
same.  It  is  simply  the  question  whether  or  not  the  appellee's  process 
can  be  read  upon  the  appellant's  claims.  There  is  no  mention  in  any 
of  those  claims  of  any  mechanical  means  for  preventing  short-circuit- 
ing. There  can  be  no  doubt,  we  think,  that  the  appeUee  prevents 
short-circuiting  in  the  same  manner  and  for  the  same  purpose,  if  not 
to  the  same  degree,  as  does  the  appellant.  The  degree  is  unim- 
portant. It  is  obvious  that  neither  the  appellant's  nor  the  appellee's 
process  will  work  if  the  current  is  entirely  short-circuited.  It  is 
necessary  in  both  to  maintain  a  high  voltage,  and  to  permit  the  pas- 
sage from  one  electrode  to  the  other  of  small  portions  only  of  the 
current.    That  the  appellee  maintains  such  high  voltage  is  indicated 
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by  the  oscillographs  taken  by  its  own  expert.  These  show  that  dur- 
ing the  process  there  is  no  lowering  of  the  potential  to  such  a  de- 
gree as  to  make  the  process  inoperative,  but  that  there  is  at  all 
times  sufficient  electric  charge  in  the  electrodes  to  maintain  the 
necessary  electric  strain.  Professor  Cory,  expert  witness  for  the 
appellee,  testified  concerning  the  appellee's  treaters : 

I  am  not  at  aU  desirous  of  saying  that  I  know  exactly  what  occurs  in  any 
of  these  treaters.  I  do  know  this,  that  in  the  operation  of  the  treaters 
*  *  *  an  emulsion  is  delivered  into  the  treater,  and  that  a  difference  of 
potential  is  appUed  to  the  electrodes,  that  that  difference  of  potential  pro- 
duces short  circuits  between  these  electrodes,  that  these  short  circuits  could 
only  occur  because  of  the  formation  of  chains  of  water  globules  between  the 
electrodes,  and  that  as  a  result  the  water  is  definitely  separated  from  the  oil 
and  is  drawn  off. 

Evidently  the  witness  meant  that  in  the  process  momentary  short 
circuits  were  produced,  but  not  a  total  short  circuit;  for  there  is  no 
suggestion  in  his  testimony  or  in  any  of  the  evidence  that  in  the  ap- 
pellee's  treaters  the  potential  of  the  charge  ever  falls  so  low  as  to 
diminish  the  electric  strain  between  the  electrodes  to  a  point  where 
coalescence  of  the  water  globules  ceases. 

The  term  "short-circuiting"  in  the  appellant's  claims,  if  sus- 
ceptible of  two  meanings,  should  be  given  that  which  the  specifica- 
tions show  it  was  intended  to  have,  if  that  meaning  is  not  repugnant 
to  the  plain  and  clear  terms  used.  Cottrell  and  Speed  were  the  first 
to  discover  the  process  of  dehydrating  oil  by  electricity.  Their  in- 
vention went  into  large  and  extensive  use.  For  a  time  it  was  used 
by  the  appellee  under  a  license.  Professor  Cory  states  that  so  far  as 
he  knows  it  is  a  pioneer  invention.  It  should  receive  a  fairly  liberal 
construction — a  construction  that  will  uphold  rather  than  destroy. 
The  construction  given  the  term  "  short-circuiting  "  by  the  court  be- 
low is,  we  think,  erroneous.  What  the  inventors  meant  by  the  term 
was  a  total  short-circuiting,  and  not  the  succession  of  minute  short 
circuits  snapping  from  one  electrode  to  another,  whereby  dehydration 
is  accomplished  in  both  the  appellant's  and  the  appellee's  process* 
The  claims  of  the  appellant's  patent  must  be  read  in  the  light  of  the 
invention  a3  disclosed  in  the  specifications.  It  appears  therefrom 
that  the  inventors  recognized  the  essential  value  of  the  formation  of 
chains  between  the  electrodes  and  the  instantaneous  disruption  of  the 
chains  by  electric  current,  and  at  the  same  tim^  the  necessity  of 
maintaining  the  potentiality  of  the  main  current,  and  that  it  was  to 
express  that  necessity  that  they  inserted  in  the  claim  the  caution 
against  such  short-circuiting  of  the  current  as  to  interfere  with  the 
process.  They  realized  that  the  momentary  passage  of  short  cur-^ 
rents  between  the  electrodes  would  not  "  short-circuit "  their  current 
in  the  sense  in  which  they  used  that  term  in  their  claims. 
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(3)  But  it  was  not  essential  that  they  should  either  understand  or 

set  forth  the  principle  on  which  their  process  operated.    In  Andrews 

V.  Cross  (C.  C;  19  Blatchf.,  294,  305;  8  Fed.  Rep.,  269)   Judge 

Blatchf ord  said : 

It  may  Ue  that  the  inventor  did  not  know  what  the  scientific  principle  was, 
or  that,  knowing  it,  he  omitted,  from  accident  or  design,  to  set  it  forth.  That 
does  not  vitit^te  the  patent.  He  sets  forth  the  process  or  mode  of  operation 
whicl)««nds  in  the  result  and  tlie  means  for  working  out  the  process  or  mode 
of  operation.  The  principle  referred  to  is  only  the  why  and  the  wherefore. 
That  Is  not  required  to  be  set  forth. 

In  Eames  v.  Andrews  (C.  D.,  1887,  378;  39  O.  G.,  1319;  122  U.  S., 
40;  7  Sup.  Ct.,  1073)  the  foregoing  language  of  Judge  Blatchf  ord 
was  quoted  and  approved.  Professor  Cory  admitted  his  want  of 
definite  knowledge  as  to  what  occurs  in  the  process.    He  testified : 

Q.  As  a  matter  ^f  fact,  aren't  these  water  chains  formed  in  the  Cottrell 
process  and  immediately  disrupted? 

A.  I  don't  know. 

Q.  In  the  McN^r-Bowles  process,  is  it  not  a  fact  that  the  chains  are  formed, 
a«id  then  immediately  thereafter  disrupted? 

A.  I  don't  know. 

Q.  Is  it  not  a  fact  that  that  disruption  takes  place  by  the  passage  of  the  cur- 
rent through  the  chains? 

A.  In  all  probability,  but  if  you  ask  me  to  state  definitely,  I  don't  know. 

He  was  of  the  opinion,  however,  that  chains  are  formed  in  the  ap- 
pellant's process.    He  says : 

With  the  continuation  of  the  electric  forces  between  these  particles,  due  en- 
tirely to  electrostatic  attraction  and  repulsion,  sooner  or  later  there  will  be 
many  of  these  chains,  and  if  that  voltage  is  continued  sufficiently  a  complete 
chain  will  be  formed.  Now,  when  that  happens  things  have  changed  entirely 
from  that  existing  at  the  beginning.    A  current  fiow  begins  to  manifest  itself. 

The  witness  thus  fairly  describes  the  appellant's  process,  the  theory 
of  which  is  that,  if  the  voltage  is  sufficiently  high,  chains  are  formed 
and  a  current-flow  instantaneously  occurs,  which  demolishes  the 
chains,  whereby  the  flow  is  arrested.  That  a  variation  in  the  current 
does  not  occur  in  practice  is  shown  in  the  appellant's  specifications, 
which  state  that  when  the  proper  electromotive  force  is  applied  the 
ammeter  will  show  "  irregular  variation  '^  in  the  current,  or  "  occa- 
sional momentary  variation." 

(4-5)  The  appellee  contends  that  the  extensive  use  and  great  utility 
of  the  appellant's  process  is  owing  to  the  use  of  the  rotating  type  of 
treater  disclosed  in  the  Cottrell  and  Wright  patent  assigned  to  the 
appellant,  and  not  involved  in  the  present  suit,  and  that  the  inven- 
tions disclosed  in  the  patents  in  suit  are  not  operative.  This  conten- 
tion is  not  sustained  by  the  record.  In  the  first  place,  the  fate  of  the 
appellant's  process  patent  is  not  linked  with  that  of  its  apparatus 
patent.  {Risdon  Locomotive  Works  v.  Medart^  C.  D.,  1895,  330 ;  71 
O.  G.,  751;  158  U.  S.,  68;  15  Sup.  Ct,  745;  TUghman  v.  Prootor^  102 
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U.  S.,  707;  26  L.  Ed.,  279.)     Said  the  court  in  Buffalo  Forge  Co.  v. 
CUy  of  Buffalo,  (255  Fed.  Rep.,  83:) 

No  process  patent  Is  In  theory  either  helped  or  harmed  by  the  excellence  or 
worthlessness  of  the  disclosed  apparatus  by  which  it  is  illustrated. 

Again,  the  evidence  shows  that  it  is  not  true  that  the  first  appa- 
ratus was  a  failure.  A  "treater"  constructed  under  the  apparatus 
patent  in  1909  was  in  use  for  several  years.  The  evidence  is  that  it 
required  readjustment,  and  that  it  was  not  perfect  in  operation,  and 
that  some  three  years  later  the  appellant  resorted  to  the  use  of 
treaters  with  revolving  electrodes  as  disclosed  in  the  Cottrell  and 
Wright  patent,  and  thereby  increased  the  efficiency  of  the  process 
from  fifteen  to  twenty-five  per  cent.  No  defect  in  the  process  patent, 
therefore,  can  be  predicated  upon  defects  in  the  apparatus  patent, 
and  the  fact  that  the  first  apparatus  was  defective  is  no  reason  for 
denying  protection  to  either  the  patented  process  or  the  apparatus. 
{Merganthaler  Linotype  Co.  v.  Pres$  Pub.  Co.,  C.  C. ;  C.  D.,  1893, 685 ; 
65  O.  G.,  2062 ;  57  Fed.  Rep.,  502 ;  Von  Schmidt  v.  Bowers,  80  Fed. 
Sep.,  121 ;  25  C.  C.  A.,  323.)  If,  as  we  have  found,  the  appellee  uses 
the  appellant's  process  it  is  immaterial  that,  by  improvements  in 
structure  of  its  apparatus,  the  appellee  has  so  increased  the  efficiency 
of  its  machine  that  it  marks  a  distinct  improvement  upon  (he  appel- 
lant's apparatus.  In  Cochrane  v.  Deener  (C.  D.,  1877,  242;  11  O.  G., 
687,  94  U.  S.,  780;  24  L.  Ed.,  139)  Mr.  Justice  Bradley,  speaking  of 
improvements  made  by  the  defendants,  said : 

Bot  it  cannot  be  seriously  denied  that  Goclirane*s  Invention  lies  at  the  tK)t> 
torn  of  these  improvements,  is  involved  in  them,  and  was  itself  capable  of 
beneficial  use,  and  was  put  to  such  use.  It  had  all  the  elements  and  circum- 
stances necessary  for  sustaining  the  patent,  and  cannot  be  appropriated  by  the 
defendants,  even  though  supplemented  by,  and  enveloped  in,  very  important 
and  material  improvements  of  their  own. 

It  follows  that  the  appellee  has  infringed,  in  the  form  of  treater 

/  first  used  by  it,  claims  1,  2,  8,  4,  and  7  of  process  patent  No.  987,115, 

and  that  in  its  second  form  of  treater,  the  one  now  used,  it  infringes 

claims  1,  2,  3,  and  7,  and  that  in  both  forms  of  treaters  the  appellee 

has  infringed  claim  1  of  the  apparatus  patent  No.  987,116. 

The  decree  is  reversed,  amd  the  eause  is  remanded  to  the  court  he- 
low,  with  instructions  to  enter  an  injunction  in  accordance  with  the 
foregoing  views,-  and  for  accou/nting. 

[U.  8.  Circuit  Court  of  Appeals — Sixth  Clrcult.l 

Van  Dorn  Iron  Works  Co.  v.  Mathis  Bros.  Co.  et  al. 

Decided  June  12,  1919, 

269  O.  G.,  886;  260  Fed.  Rep.,  400. 

Patents — Invention — Mail-Box. 

The  Van  Dorn  patent,  No.  827,482,  for  a  mail-box,  Held  void  for  lack  of 
InTention  in  view  of  the  prior  art* 
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ApFEAii  from  the  District  Court  of  the  United  States  for  the  East^ 
em  Division  of  the  Northern  District  of  Ohio ;  D.  C.  Westenhaver, 
judge. 

Suit  by  the  Van  Dom  Iron  Works  Company  against  the  MfLthig 
Bros.  Company  and  the  New  Yoi'k  Blower  Company.  Decree  far 
defeTidoprUs^  arid  complainant  appeals.    A-ffirmed. 

Mr.  E.  L.  Thurston  for  the  appellant. 
Mr.  Thomas  A.  Banning  for  the  appellees. 

Before  Warrington,  Knafpen,  and  Denison,  Circuit  Judges. 

Warrington,  Cir.  J.: 

Suit  for  infringement  of  Letters  Patent  of  the  United  States  No. 
827,482,  granted  on  July  31,  1906,  to  James  H.  Van  Dom,  assignor 
to  the  appellant  company,  for  improvement  in  mail-boxes.  The  de- 
fenses presented  are  that  a  construction  equivalej^t  to  that  of  the 
mail-box  in  issue  was  on  sale  more  than  two  years  prior  to  filing 
application  for  the  patent;  that  the  mail-box  is  lacking  in  invention; 
that  it  was  designed  by  one  M'Giehan,  and  not  by  Van  Dom,  the 
patentee;  also  laches.  The  first  two  defenses  were  sustained,  and 
the  other  two  not  passed  on;  the  bill  was  dismissed,  and  the  assignee 
company  appeals. 

The  controversy  grew  out  of  differences  between  competitors  for 
the  supply  of  mail-boxes  to  the  Post  Office  Department.  It  will  be 
helpful  to  observe,  as  far  as  the  record  discloses,  the  course  pursued 
by  the  Department  in  securing  mail-boxes.  The  plan,  at  least  since 
1893,  appears  to  have  been  to  select  forms  of  postal  package-boxes 
and  letter-boxes  from  designs  which  were  submitted  by  persons 
wishing  to  supply  the  boxes,  though  subject  to  such  changes  and  mod- 
ifications as  the  Department  itself  might  require,  and  then,  under 
competitive  bidding  upon  the  forms  so  determined,  to  enter  into 
contracts  with  the  accepted  bidders  to  furnish  the  boxes.^ 

Pursuant  to  bids  accepted  and  contracts  entered  into  under  the 
plan  of  procedure  above  described,  Isaac  S.  M^Oiehan,  throu^  com- 
panies managed  by  him,  supplied  package  mail-boxes  to  the  Govem- 


^  In  accordance  with  the  plan  thns  described  a  combination  package  and  letter  bene.  In 
all  material  respects  the  same  as  the  one  now  in  issue,  was  constructed  by  the  Van  Don 
Company  and  submitted  to  the  Post  Office  Department  in  1000  or  1001,  apme  four  years 
before  Van  Dom  applied  for  the  patent ;  but  it  appears  that  this  box  was  rejected  by  the 
Department,  and  no  bids  for  supplying  it  were  requested  4>r  made.  In  1000,  or  there- 
about, the  Van  Dorn  Company  also  constructed  a  number  of  combination  boxes  for  the 
Post  Office  Department  which  were  used  by  the  postmaster  at  St  Lonia.  Upon  these 
transactions^  particularly  the  submission  of  the  flrst-mentioned  box  to  the  Department, 
the  court  below  based  its  decision  that  the  mail  box  in  suit  had  been  on  sale  more 
than  two  years  prior  to  application  for  the  patent.  It  shonld  be  obserred  that  Isaac 
S.  M*Giehan  claims  to  have  devised  botli  of  these  types  of  boxes,  though,  as  we  have 
seen,  the  question  whether  he  devised  any  of  the  boxes  was  not  detennlned  below.  In 
our  view  of  the  case  it  wiU  not  be  necssary  to  pass  on  the  ruling  of  the  trial  judge  that 
the  submission  of  the  box  in  1000  or  1001,  as  stated,  was  to  plaoe  the  box  on  sale 
within  the  meaning  of  the  act  of  C<Higre8S. 
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ment  continuously  from  1893  until  the  latter  part  of  1903,  when  the 
Government  discontinued  ordering  boxes  under  the  last  contract 
controlled  by  M'Giehan.  Throughout  this  period  close  business  re- 
lations existed  between  M'Giehan  and  J.  H.  Van  Dom;  indeed,  Van 
Dom's  company,  the  present  appellant,  constructed  for  the  M'Giehan 
companies  all  the  boxes  they  furnished.  In  September,  1904,  against 
the  protest  of  ITGiehan,  the  Department  advertised  for  bids  in 
accordance  with  its  usual  course  before  pointed  out  A  contract  for 
a  term  of  four  years  was  awarded  under  that  bidding,  and  again  in 
1908,  to  appellant  herein,  for  the  supply  of  combination  package  and 
letter  boxes.  In  1913,  however,  a  contract  to  supply  such  boxes  for 
a  period  of  four  years  was  secured  by  appellee,  Matl^is  Bros.  Com- 
pany, and  the  boxes  furnished  by  it  were  constructed  hv  the  New 
York  Blower  Company,  appellee. 

It  should  be  observed  that  the  contracts  made  with  appellant,  as 
stated,  one  in  1904  and  the  other  in  1908,  called  for  a  combination 
package  and  letter  box,  which  was  the  same  in  construction  as  the 
one  described  and  claimed  in  the  patent  in  suit,  and  that  the  contract 
made  in  1913  with  the  Mathis  Company  provided  for  a  box  like  the 
one  furnished  by  appellant  under  its  contracts.  It  is  consequently 
admitted  that,  if  the  patent  is  valid,  t^e  appellees  have  infringed  it. 

Van  Dom  applied  for  the  patent  January  30,  1906,  something 
more  than  a  month  after  his  company  had  secuted  its  first  contract 
(December  3,  19(H)  to  furnish  this  type  of  mail-box,  and,  as  stated, 
the  patent  was  issued  July  31, 1906.  The  box  is  of  the  familiar  type 
used  by  the  Government  in  receiving  and  gathering  mail,  and  kept 
at  street  comers  in  the  various  cities  of  the  country.  It  will  be  easily 
recognized  in  two  of  the  drawings.  Figures  1  and  2 : 


The  specification  states : 

The  object  of  tbis  loveDtloii  li  to  provide  a  strong,  efBdeot,  and  neat  mall 
box  wMcli  aliaU  have  convenlentlr  accessible  receptacles  for  both  letters  and 
packages.  Bacb  of  these  receptad^  la  accessible  from  the  front  of  the  box. 
•     •     •    A  A'  represent  a  pair  of  angle  bars,  which  are  bent  into  the  Inverted  U 
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shape  shown,  and  thus  constitute  four  standards,  forming  legs  for  the  box  and 
comer  pieces  for  it.  The  sides  of  the  box  are  designated  B  and  are  metal 
sheets  riveted  to  the  angle  bars.  The  back  sheet  O  is  also  riveted  to  the  angle 
bars  and  curves  over  a  portion  of  the  top,  as  at  c.  The  bottom  of  the  box 
(designated  D)  is  a  sheet  having  downwardly  turned  flanges,  which  are  riveted 
to  the  sides  and  baclc  and  the  ai^gle  bars. 

The  front  of  the  box,  Fig.  2,  is  composed  of  sheet  metal  and,  for 
the  most  part,  of  the  portions  associated  with  the  receiving-gates, 
marked  "Packages^  and  "Letters,"  and  the  exit-door  P,  which 
when  closed,  covers  both  the  exit  for  packages,  and  the  supplemental 
exit-door  E  for  letters.  The  box  is  divided  into  two  compartments ; 
the  larger  oBe  is  designed  for  the  reception  of  packages,  and  as  sliown 
in  Pig.  1,  comprises  the  greater  part  of  the  interior  between  the  upper 
receiving-gate  E  and  the  bottom  D,  while  the  smaller  compartment 
is  intended  for  letters,  and,  as  likewise  shown  in  Fig.  1,  consists  of 
the  receptacle  N  extending  from  the  lower  receiving-gate  L  to  and 
including  the  supplemental  exit-door  R  (see,  also.  Fig.  2.)  Protec- 
tion against  robbery  of  the  mail  is  secured  by  inwardly-depending 
extensions  (e  and  L,  Fig.  1)  of  the  respective  gates;  upon  opening 
the  gates  these  extensions  are  raised  into  engagement  with  guard- 
plates  (one  called  "baffle  plate  F"  and  the  other  "hood  K",)  and 
upon  closing  the  gates  they  rdease  the  packages  and  letters  and  in 
connection  with  the  guard-plates  guide  each  class  of  mail  into  its 
proper  receptacle.  The  box  is  further  explained  by  the  claims  in 
issue,  3,  6,  and  9,  which  appear  in  the  footnote.^ 

In  view  of  the  defense  that  the  box  is  lacking  in  the  quality  of 
invention,  the  most  natural  observation  to  be  made  upon  the  struc- 
ture is  that,  when  Van  Dom  applied  for  the  patent,  the  prior  art, 
as  it  appears  in  this  record,  disclosed  package-boxes  singly  and  let- 
ter-boxes in  combination  with  package-boxes.  The  initial  inquiry 
then  is  whether  the  patent  shows  any  advance  over  the  prior  art 
which  can  be  said  to  signify  invention  rather  than  skill. 

The  arguments  of  counsel  amount  to  a  concession  that  mail-boxes 
which  had  in  fact  been  on  sale  or  in  public  use  for  more  than  two 

^3.  In  a  mail  box,  in  combination,  a  package  receptacle  having  an  opening  in  the  lower 
portion  of  its  front  side  and  door  for  closing  said  opening,  a  letter  receptacle  located 
witbin  tbe  pacl^age  receptacle  and  above  the  bottom  tbereof,  but  extending  below  tbe 
upper  end  of  said  opening,  whereby  the  exit  door  for  the  package  opening  overlaps  tbe 
letter  box  and  a  supplementary  door  for  the  letter  box  adapted  to  swing  outwardly 
through  said  opening. 

6.  In  a  mail  box,  the  combination  of  a  comparatively  large  package  receptacle,  a  com- 
paratively small  letter  receptacle  within  the  package  receptacle  on  the  front  side  thereof 
and  above  the  bottom  thereof,  a  pivoted  gate  for  tbe  package  receptacle,  a  plate  extend- 
ing from  such  gate  to  the  front  of  the  box,  a  hood  secured  to  the  under  side  of  such 
plate  aiid  extending  downward  into  the  letter  receptacle,  and  a  letter  gate  operatlns 
in  such  hood. 

9.  In  a  mail  box.  In  combination,  a  pair  of  angle  bars  bent  into  the  form  of  an  In- 
verted U  and  thus  constituting  four  corner  posts,  each  angle  bar  being  flat  near  itK 
edges  and  intermediately  bulging  from  one  flat  edge  to  the  other,  and  walls  for  the  box 
having  their  edges  within  tbe  bulging  portion  of  the  angle  bar,  said  walls  toing  be!d  In 
place  by  rivets  passing  through  tbe  flat  portion  of  the  angle  bars,  one  of  said  walls  8ob> 
■tantiaily  abutting  the  other  within  the  bulging  portion  of  the  angle  bari^ 


VAN  DOEN  IRON  WORKS  CO.  V.  MATHIS  BROS.  CO.  ET  AL.         439 

years  before  the  date  of  the  patentee's  application  are  to  be  tr^ted 
as  part  of  the  prior  art,  as  well  as  the  earlier  kindred  patents  them- . 
selves.  The  package-box^  required  and  furnished  under  contracts 
with  the  Post  Office  Department  in  1893, 1897,  and  1901,  which  passed 
into  the  control  of  the  M'Giehan  companies  as  stated,  were  in  form 
and  material  and  coDstruction  sul»tantially  the  same  as  the  patented 
mail-box,  save  that  they  were  not  equipped  with  a  receiving-gate  and 
receptacle  for  letters,  or  with  angle-bars  bent  into  the  inverted-U 
shape  described  in  the  patent;  they  were,  however,  equipped  witii 
metal  supports  in  the  form  of  legs  disposed  at  the  lower  comers  of 
thebox.  Thesimilaritiesbetweenthemail-boxin  issue  here  and  the 
structures  used  under  these  contracts  are  sufficiently  illustrated  by 
the  following  exhibits,  showing  the  interior  and  exterior  of  one  of 
the  two  forms  of  boxes  furnished  under  the  contract  of  1901 : 


It  ia'particularly  to  be  observed  of  the  boxes  thus  illustrated  that 
the  lines  indicating  the  receiving-gate  with  its  depending  extension, 
the  baffle-plate,  and  the  exit-door  were  in  every  material  respect  the 
same  as  those  parts  of  the  patented  structure  (E,  e,  F,  P,  Fig.  1,) 
and  that  the  feature  of  accessibility  at  the  front  of  the  box,  both  for 
depositing  and  removing  mail-matter,  which  is  here  relied  on  as  a 
distinguishing  characteristic  of  the  patented  structure,  in  fact  existed 
in  these  earlier  boxes. 

We  may  now  look  into  the  prior  art  in  relation  to  the  letter-box 
and  its  association  with  the  package-box  of  the  patented  structure. 

The  De  Mets  patent  of  1872,  Ko.  132,954,  for  an  improvement  in 
post-office  letter-boxes,  states  in  the  specification : 

My  InT^itlon  relates  to  the  enlargement  of  the  hoses  and  separation  of  them 
Into  receptacleB  for  letters  and  printed  matter,  reBpectlvely,  the  object  heing 
to  give  additional  security  and  symmetry,  as  well  as  to  supply  a  receptacle  for 
printed  and  bulky  matter,  now  totally  wanting. 

The  exterior  of  the  structure  differed  from  that  of  the  patent  in 
suit,  but  the  interior  comprised  two  receptacles,  one  for  letters  and 
the  other  for  packages,  which  in  relative  dimensions  and  in  arrange- 
ment were  similar  to  those  of  the  box  in  suit,  though  the  packages 
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wei:e  received  in  the  smaller  receptacle ;  the  openings  G  and  F  to  the 
package  and  letter  receptacles  respectively,  were  disposed  similarly 
to  the  receiving-gates  of  the  present  mail-box.  While  the  letters  and 
packages,  it  is  true,  were  deposited  through  openings  in  the  front  of 
the  box,  they  were  removable  through  a  door  maintained  at  the  rear, 
which  led  directly  into  the  letter-box  and  indirectly  (through  an 
interior  downwardly-sliding  door  D)  into  the  package-box;  in  a 
word,  the  facilities  for  removing  the  mail-matter  through  the  main 
and  supplemental  exits  at  the  rear  of  that  structure  were  to  all  in- 
tents and  purposes  the  same  as  the  means  designed  for  such  removal 
through  the  main  and  supplemental  exits  at  the  front  of  the  patented 
structure. 

The  Maize  patent  of  1884,  No.  294,483,  for  an  improved  letter-box, 
consisted  of  a  box  of  rectangular  form  and  having  two  receptacles, 
one  above  the  other ;  the  upper  being  designed  for  packages  and  the 
lower  for  letters.  Both  receptacles  were  accessible  for  depositing 
mail  at  the  front  through  openings  provided  with  suitably  hinged 
drop-lids  with  fixed  stops.  Specific  means  to  prevent  abstraction  of 
mail  deposited  in  the  box  appears  to  be  provided  at  the  upper  open- 
ing, and  the  form  of  the  lower  opening  would  seem  in  itself  to  pre- 
vent abstraction.  Removal  of  the  mail  was  to  be  made  through  a 
single  door  maintained  at  the  side  of  the  box  and  covering  both  re- 
ceptacles. 

Rosenthal  was  granted  a  patent  in  1889,  No.  410,379,  upon  an  im- 
proved letter-box.  with  two  transverse  compartments,  one  adapted  to 
receive  letters  and  the  other  papers  and  similar  articles.  The  mail 
matter  was  all  deposited  and  removed  through  suitable  openings  in 
the  front  of  the  box.  Each  compartment,  it  is  true,  was  provided 
with  a  door;  but,  as  stated  in  the  specification  and  shown  in  the 
drawings,  the  doors  were  so  connected  that  when* — 

the  upper  door  is  opened  the  lower  door  wiU  be  automatically  op^ied  also,  and 
vice  versa, 

and  a  single  lock  placed  upon  the  upper  door  served,  through  the  con- 
necting device  mentioned,  to  fasten  both  doors. 

The  Spear  Patents  Nos.  479,576  and  481,772,  one  of  July  26  and  the 
other  of  August  30, 1892,  show — 

a  mail  box  having  two  separate  compartments  with  a  common  door, 

and  the  difference  between  that  structure  and  the  one  now  in  issue 
is  that  Spear  located  his  door  at  the  side,  instead  of  the  front,  as  in 
the  instant  patent.  In  all  other  respects  the  two  structures  are  sub- 
stantially alike,  despite  the  fact  that  Spear  provided  for  a  third 
compartment  and  for  "  fingers,"  as  they  are  called,  instead  of  baffle- 
plates,  to  prevent  abstraction  of  the  maiL 
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Metcalf  s  patent  in  1894,  No.  527,614,  was  for  a  letter  and  package 
box  comprising  two  adjoining  and  perpendicular  compartments,  with 
receiving  and  exit  openings  which  were  all  accessible  at  the  front 
of  the  box.  Packages  were  deposited  upon  platform  G  (after  raising 
lid  C  at  the  front  portion  of  the  circular  top,)  whence  they  were 
carried  by  a  revolving  tray  into  the  rear  compartment,  with  full 
protection  against  abstraction  of  the  mail ;  and  letters  were  deposited 
through  a  suitable  opening  into  the  front  compartment  at  a  point 
immediately  below  the  normal  horizontal  level  of  two  arms  of  the 
package-tray.  Removal  of  the  letters  was  effected  through  an  out- 
wardly-swinging door  with  quadrant  flanges  and  hinged  at  the  front 
lower  edge  of  the  letter-compartment;  and  the  packages  were  reached 
through  this  door  and  an  additional  one  hinged  at  the  bottom  of  the 
partition  between  the  two  compartments.  Still  other  patents  appear 
in  the  record,  and  their  teachings  are  more  or  less  pertinent;  but  we 
do  not  think  it  necessary  to  pursue  the  subject. 

Plainly,  then,  at  the  time  the  patent  in  suit  was  applied  for,  the 
idea,  if  not  the  practice,  of  uniting  package  and  letter  receptacles 
with  suitable  appliances  in  a  single  inclosure,  and  so  as  to  render 
them  accessible  on  one  side  or  another,  and  indeed,  wholly  in  front, 
for  depositing  and  removing  the  mail,  was  old.  It  is  true  that  the 
receptacles  varied  in  form,  location,  and  dimensions,  and  that  the 
openings  for  depositing  and  removing  the  two  classes  of  mail  like- 
wise varied  in  these  respects,  and  also  in  means  of  protection  against 
theft  and  effects  of  y eather ;  and  yet,  as  applied  to  the  patented  struc- 
ture, these  variations  were  negligible,  since,  in  the  sense  of  equiva- 
lency, the  essential  parts  of  that  structure  were  old,  and  they  sev- 
erally operate  here  in  the  same  way  as  they  operated  before,  and 
effect  the  same  result  This  is  sufficiently  shown  by  the  obvious 
identity  in  form  and  function  between  the  gate  E  with  its  depending 
extension  ^,  baffle-plate  F,  and  exit-door  P  (Figs.  1  and  2,  supra^  of 
patent  in  suit,)  and  the  corresponding  parts  of  the  earlier  package- 
boxes  (illustrations  thereof,  supra,)  on  the  one  hand,  and  the  gate 
with  its  depending  extension  L,  hood  K,  and  the  supplemental  exit- 
door  R  (Figs.  1  and  2,  patent  in  suit,)  on  the  other  hand.  The  sup- 
plemental exit-door  R  not  only  finds  analogy  in  exit-door  P,  but  in 
point  of  equivalency  exit-door  R  cannot  be  differentiated  from  the 
supplemental  exit-door  of  either  De  Mets  or  Metcalf.  The  feature 
of  accessibility  at  the  front  of  the  box  for  both  depositing  and  remov- 
ing mail  was  old,  not  alone  in  respect  of  the  earlier  post-office  pack- 
age-l)oxes  on  sale  and  in  use  from  1893  until  the  latter  part  of  1903, 
as  already  pointed  out,  but  also  as  shown  in  the  Rosenthal  and  Met- 
calf patents.  In  view  of  these  last-mentioned  patents  no  advance 
was  made  in  the  patented  structure  by  simply  extending  the  exit- 
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door  of  the  old  post-office  boxes,  as  was  done,  so  as  to  cover  the  exits 
of  both  the  package  and  letter  receptacles  of  the  box  in  suit. 

It  remains  to  notice  the  features  of  the  patent  in  suit  which  involve 
angle-bars  "bent  into  the  inverted  U  shape  shown."  We  cannot 
think  it  necessary  to  dwell  on  these  devices.  We  are  satisfied  from 
the  testimony,  if  indeed  we  may  not  take  judicial  notice  of  the  fact, 
that  angle-bars  of  this  form  and  of  different  weights  have  been  on 
sale  in  the  market  for  many  years.  They  have  been  commonly 
known  as  " ridge  roll,"  and  used  in  the  construction  of  "ridge  roofs," 
and  also  in  reinforcing  boxes  and  putting  a  finish  on  them ;  one  wit- 
ness testifying  that  this  form  of  angle-bar  is  used  to — 

hide  the  seam  and  the  defects  from  the  riveting,  the  marks,  and  also  It  is  an 
ornamental  affair  for  the  box. 

It  is  also  shown  that  "cutting  slots  or  notches"  in  one  of  the 
flanges  of  the  angle-bar  for  the  purpose  of  bending  the  bar  into  the 
"  U  shape  "  mentioned,  was  well  known  to  the  mechanic.  It  appears 
that  in  the  contract  made  by  the  Post  Office  Department  in  1897  for 
package-boxes  the  contractor  was  required  to  make  the  corners  of  the 
boxes  "  round,"  and  we  think  it  may  fairly  be  inferred  that  the  use 
of  the  present  form  of  angle-bar  grew  out  of  that  requirement.  How- 
ever this  may  be,  it  is  manifest  that  the  remedy  for  rough  or  un- 
sightly edges  of  a  mail-box  would  be  found  in  an  order  addressed  to 
the  skilled  mechanic.  It  is  too  clear  for  argument  that  the  extension 
and  use  of  these  angle4)ars  as  legs  for  the  box  added  nothing  of 
patentable  importance  to  the  metal  legs  previously  used. 

We  are  thus  led  to  believe  that  the  patent  shows  no  advance  over 
the  prior  art  which  can  be  said  to  signify  invention  rather  than  skill, 
and,  consequently,  that  the  defense  of  lack  of  invention  was  rightly 
sustained.  The  rule  laid  down  in  Werh  v.  Parker  {post^  455;  264 
O.  G.,  159;  249  U.  S.,  130;  39  U.  S.  Sup.  Ct.,  197)  is  at  once  applicable 
and  controlling.  In  respect  to  certain  combinations  there  claimed 
under  two  divisional  patents  relating — 

to  an  oil  press  mat  or  cloth  for  use  in  the  extraction  of  cotton  seed  oil, 
it  was  said  by  Mr.  Justice  Pitney: 

And  this,  in  our  opinion,  goes  no  further  than  a  mere  mechanical  adaptation 
of  familiar  materials  and  methods,  not  rising  to  the  dignity  of  invention. 

(See,  also,  decision  of  our  own  court  in  Huelmer-Toledo  Brew.  Co. 
T.  Mathews  Grav.  Carrier  Co.^  ante,  251 ;  262  O.  G.,  313 ;  253  Fed." 
Rep.,  435 ;  Luten  v.  Wkittier,  251  Fed.  Rep.,  590 ;  163  C.  C.  A.,  584 ; 
Windsor  v.  Mercier,  253  Fed.  Rep.,  448.) 

The  decree  is  afjii'med. 
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[Supreme  Court  of  tbe  United  States.] 

E.  W.  Buss  Company  v.  The  United  States. 

Decided  December  9, 1918. 
258  O.  G.,  223;  248  U.  S.  37. 

PATBNTS — Ck)NTBAGT     BETWEEN     GOVEBNMENT     AND     MANUFACTURING     OOMPANT 

Resfkctino  Secrecy. 
In  a  contract  between  the  Government  and  a  company  manufacturing 
torpedoes  providing  tliat  the  company  **  will  not  make  use  of  any  device  the 
design  of  which  is  furnished  to  It"  by  the  Government  "in  any  torpedo 
constructed  or  to  be  constructed  for  any  person  or  persons,  firms,  cor- 
porations, or  others,  or  for  other  Governments  than*'  the  United  States 
the  word  "  furnished  '*  is  significant,  meaning  "  supplied."  The  restrictive 
clause  therefore  refers  to  devices  supplied  by  the  Government,  whether 
they  be*patentable  inventions  or  not  or  whether  they  are  devices  patented 
or  known  to  the  public,  but  does  not  Include  a  device  which  is  not  used 
in  the  existing  type  of  torpedo.  Decree  granting  an  injunction  restraining ' 
the  company  from  exhibiting  or  communicating  the  construction  and  oper- 
ation of  a  torpedo  known  as  the  "  Bliss-Leavitt "  torpedo  modified  and 
affirmed, 

Appeaij  from  the  United  States  Circuit  Court  of  Appeals  for  the 
Second  Circuit, 

Mr.  Arthur  C.  Fraser^  Mr,  George  W.  Filla^  and  Mr.  Fromk  H. 
Piatt  for  E.  W.  Bliss  Company. 

The  Attorney-General  for  the  United  States. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

Appeal  from  a  decree  of  the  United  States  Circuit  Court  of  Ap- 
peals amending  and  affirming  a  decree  of  the  District  Court  for  the 
Eastern  District  of  New  York  entered  in  a  suit  brought  by  the 
United  States  against  appellant  (herein  referred  to  as  the  Bliss  Com- 
pany) restraining  the  latter  from  exhibiting  or  communicating  the 
construction  and  operation  of  a  torpedo  known  as  the  Bliss-Leavitt 
torpedo. 

The  controversy  turns  upon  the  construction  and  application  of 
certain  clauses  of  the  contracts  between  the  Bliss  Company  and  the 
United  States  and  is  not,  we  think,  in  broad  compass.  In  support 
of  its  contention  in  the  maia  the  United  States  has  the  sanction  of 
the  two  courts. 

The  development,  construction,  and  operation  of  the  torpedo  gave 
animation  and  attraction  to  the  argument,  but  it  is  enough  to  say 
that  its  method  of  propulsion  is  the  balance-turbine  method,  so 
called,  that  is,  turbines  revolving  in  opposite  directions.  The  United 
States  asserts  that  to  this  method  of  propulsion  the  excellence  and 
efficacy  of  the  torpedo  is  due  and  that  it  was  the  conception  of  the 
United  States ;  that  it  was  the  result  of  much  experimentation  on  the 
part  of  its  engineers  and  those  of  the  Bliss  Company  and  the  ex- 


444        DECISIONS  OF  THE  U.  S.  COURTS  IN  PATENT  CASES,  1919. 

penditure  of  substantial  sums  of  money  by  the  Government,  and  that 
because  of  the  superior  speed,  range,  and  power  of  this  new  weapon, 
other  nations  have  been  eager  to  learn  the  secrets  of  its  construction. 
The  Bliss  Company  denies  these  assertions,  opposes  them,  besides, 
by  the  contentions  that  the  balancing  of  rotary  bodies  analogous  to 
turbines  rotating  in  opposite  directions  was  a  matter  of  common 
knowledge  long  prior  to  any  transactions  with  the  United  States 
and  that  the  torpedoes  constructed  by  it  under  its  contract  contained 
balance  turbines,  so  called,  of  its  own  design  and  property;  or,  to 
(jttote  counsel : 

The  torpedo  is  the  product  of  the  assiduity  and  genius  of  the  defendant's 
officers  and  engineers,  and  not  that  of  the  CTOvemment. 

And,  further,  that  it  purchased  from  Lieutenant  DaVison,  with 
full  knowledge  of  the  United  States,  all  of  his  rights  to  foreign 
patents,  and  to  this  patent,  it  is  said,  the  United  States  assigns  a 
special  excellence.  This  is  the  issue  in  outline.  The  Bliss  Company 
asserts  the  right  to  have  other  customers  than  the  United  States  and 
to  seek  other  markets,  and  not  subject  to  restriction  by  the  United 
States.  The  United  States  claims  an  exclusive  service  and  even 
concealment  from  all  others  except  as  it  may  concede  it.  The  reso- 
lution of  the  contentions  is  in  the  contract  of  the  parties. 

Those  transactions  date  to  1905  and  are  exhibited  in  three  con- 
tracts, one  of  November  22,  1905,  one  of  June  12,  1912,  and  an  in- 
tervei>ing  one  dated  July  16,  1909.  In  the  1905  contract  there  was 
a  provision,  which  it  is  admitted  was  embodied  in  all  subsequent 
contracts.  Disputes  arose  as  to  the  meaning  of  the  provision,  the 
rights  and  restraints  under  it,  and  the  Bliss  Company  brought  them 
to  litigation  by  expressing  its  desire  to  negotiate  with  Messrs.  White- 
head &  Company  for  the  right  to  manufacture  the  torpedo  in  foreign 
countries.  The  Bureau  of  Ordnance  objected,  and  on  May  9,  1913, 
the  company  addressed  the  Secretary  of  Navy  as  follows: 

As  a  means  to  this  end  we  notify  yon  hereby  that  It  Is  our  Intention  to 
communicate  the  complete  construction  and  operation  of  the  existing  type  of 
BIlss-Leavltt  torpedo,  and  to  make  a  demonstration  of  the  operation  of  said  tor- 
pedo, to  a  representative  of  Messrs.  Whitehead  &  CJompany  on  or  immediately 
after  June  1,  1913. 

To  restrain  the  threatened  action  this  suit  was  brought.  The 
prayer  of  the  bill  covers  the  balanced  turbine  and  certain  other 
features,  and  it  is  manifest  that  whether  it  should  be  granted  de- 
pends particularly  upon  a  provision  of  the  contract  which  prohibits 
the  exhibition  of  the  torpedo  or  its  performance  to  any  person  what- 
soever or  to  any  other  Government,  or  its  representatives,  than  that 
of  the  United  States.    That  provision  is  that  the  Bliss  Company — 

wUl  not  make  use  of  any  device  the  design  for  which  is  furnished  to  it — 
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by  the  United  States —  , 

In  any  torpedo  constructed  or  to  be  constructed  for  any  person  or  persons, 
firms,  corporations,  or  others,  or  for  other  Governments  than — 

the  United  States  and — 

will  not  exhibit  such  device  or  in  any  way  describe  It  to  or  give  any  Information 
in  regard  to  it  to  any  person  ♦  •  ♦  op  to  other  Governments,  or  their 
r^resentatives — 

or  exhibit  its  performance  "either  in  shop  or  in  service  tests."  A 
violation  of  the  contract  incurs  its  cancelation  and  releases  the 
United  States  from  all  claims  or  demands  under  it.  It  is,  however, 
provided  that  no  design  shall  be  considered  as  coming  within  the 
provisions  unless  the  United  States  communicates  in  writing  to  the 
Bliss  Company  that  it  (the  United  States)  thinks  it  is  embraced 
by  the  provision.^  It  is  disputed  whether  the  condition  of  the 
provision  was  performed,  but  both  the  lower  courts  have  found 
that  it  was,  and  we  concur  in  their  judgment.  The  condition  of 
the  provision,  then^  having  been  performed,  we  come  to  its  mean- 
ing, the  Bliss  Company  contending  that  the  device  must  be  of  the 
invention  of  the  United  States,  and  the  flatter  contending  that  it 
need  only  be  "  furnished  "  by  the  United  States. 

The  Bliss  Company's  contention  in  its  detail  is  somewhat  difficult  to 
state  concisely.    It  rests  as  much  in  implication  as  in  expression.    It  is 

*■  **  Nineteenth.  It  ie  hereby  expressly  further  stipulated,  covenanted  and  agreed,  that 
the  party  of  the  first  part  will  not  make  any  use  of  any  device  the  design  for  which  is 
furnished  to  it  by  the  party  of  the  second  part  in  any  torpedo  constructed  or  to  be  con- 
structed for  any  person  or  persons,  firms,  corporations  or  others,  or  for  other  Govern- 
ments than  the  party  of  the  second  part  bereto ;  that  the  party  of  the  first  part  will  not 
exhibit  such  device  or  in  any  way  describe  It  to,  or  give  any  information  In  regard  to  it 
to  any  person  or  persons,  firms,  corporations,  or  others,  or  to  other  Governments,  or  their 
representatives,  tban  the  party  of  the  second  part  hereto ;  that  the  party  of  the  first  part 
wiU  not  exhibit  the  performance  of  any  torpedo  containing  such  device  either  in  shop  or 
in  service  tests,  to  any  person  or  persons,  firms,  corporations  or  others,  or  to  other  Gov- 
ernments, or  their  representatives,  tban  the  party  of  the  second  part  bereto : 

**  Provided  furthermore,  that  no  device  or  design  shall  be  considered  as  coming  within  the 
provisions  of  this  clause  unless  the  party  of  the  second  part  shall  state  to  the  party  of 
the  first  part  in  writing,  at  the  time  when  the  said  device  or  design  Is  Itself  conveyed  to 
the  party  of  the  first  part  by  written  communication  from  the  party  of  the  second  part, 
that  the  party  of  the  second  part  considers  that  the  said  device  or  design  is  embraced 
within  the  provisions  of  this  dause.** 

In  the  contract  of  June  12,  1912,  the  foregoing  clause  became  clause  twentieth.  The 
1912  contract  contained,  however,  In  the  second  clause,  the  following  new  matter,  which 
(save  that  part  inclosed  by  brackets)  had  not  been  Included  in  previous  contracts: 

"[Second.  The  manufacture  of  said  torpedoes]  (the  word  'torpedoes'  as  used  through- 
out this  contract  being  Intended  to  include  everything  covered  by  the  drawings,  plans 
and  specifications  above  referred  to)  [shall  conform  in  all  respects  to  and  with  said 
drawings,  plans  and  specifications]  Including  duly  authorized  cbanges  therein,  but  said 
drawings,  plans  and  speclficaUons  are  not  hereto  annexed  or  made  a  part  hereof.  They 
contain  Information  of  a  confidential  character  that  cannot  be  made  public  without  detri- 
ment to  the  Government's  and  the  contractor's  Interests,  and  they  are  to  be  treated  as 
confidential  by  the  parties  of  this  contract,  it  being  understood,  however,  that  nothing 
in  this  clause  shall  be  construed  as  depriving  the  party  of  the  first  part  of  the  right  to 
make  and  sell  such  torpedoes  to  any  other  party  or  Government  whatsoever,  except  aa 
limited  by  clause  twentieth  of  this  contract.'* 
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said  that  the  restrictive  clause  "  applies  only  to  a  '  device  the  design 
for  which  is  furnished  by  the  Government'"  and  "expressly  and 
clearly  excludes  ideas,  methods,  or  principles."  And  it  is  further 
urged  that — 

to  furnish  a  design,  it  is  necessary  to  furnish  something  concrete.  A  device  is 
also  something  concrete.    One  cannot  acc^t  an  idea. 

To  support  these  declarations  legal  and  other  definitions  are  ad- 
duced. One  is  selected  from  Armour  Packing  Co.  v.  United  States^ 
(209  U.  S.,  56,)  which  explains  a  device  to  be  "  a  thing  devised  or 
formed  by  design,  a  contrivance,  an  invention."  It  is  hence  asserted 
that  the  United  States  did  not  comply  with  these  definitional  require- 
ments— indeed,  from  the  state  of  the  art,  could  not;  and  therefore 
could  not  impose  secrecy  upon  the  Bliss  Company. 

The  tangibility  of  the  definitions  and  the  arguments  based  upon 
them  are  not  very  clear  nor  what  purpose  they  tend  to  establish.  The 
company  asserts  a  right  to  employ  the  principle  of  propulsion  and 
this  principle  it  asserts  to  be — ^to  quote  counsel — 

the  balancing  of  rotary  bodies  analogous  to  turbines  rotating  in  opposite  direc- 
tions and  of  equal  speeds  for  l^e  purpose  of  eliminating  gyroscopic  effect, 

and  that  it  was — 

long  prior  to  1906  [the  first  contract  was  made  in  19051  a  matter  of  common 
knowledge  and  Icnown  to  the  defendant  [tlie  company! ; 

and  again: 

The  balanced  turbine  principle  was  public  property  and  not  the  property  of 
the  Government    It  was  a  matter  of  public  Isnowledge  and  not  a  secret. 

Therefore,  as  we  have  said,  the  contention  is  that  it  was  not  within 
the  prohibition  of  the  contracts.  Immediately  it  may  be  asked :  This 
being  the  condition,  of  what  value  was  the  restrictive  clause  to  the 
Government?  Surely  the  Government  sought  to  secure  something 
valuable  and  practical,  and  yet  it  was  apparently  only  the  promise 
of  words  never  to  have  effective  realization.  Instead  of  security  the 
Government  got  a  controversy.  Anything  it  might  offer  or  suggest 
or,  to  use  the  word  of  the  contract,  "  furnished,"  would  be  open  to 
dispute  and  the  charge  of  being  anticipated,  already  in  existence 
among  the  things  available  to  the  company  as  "  public  property  and 
not  the  property  of  the  Government " — '^  a  matter  of  public  knowl- 
edge and  not  a  secret."  And  the  Goveriiment  could  not  even  fortify 
itself  by  the  presumptions  of  a  patent.  To  have  done  so  would  have 
been  to  break  the  seal  of  secrecy  and  relieve  the  company  from  the 
obligations  imposed  by  the  contract.  To  this  contention  the  Bliss 
Company  is  driven  to  get  rid  of  the  Davison  patent,  the  design  for 
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which  was  furnished  the  company  by  the  United  States.    Counsel 
say: 

Assuming  that  the  particular  design  of  a  balanced  turbine  produced  by  Davi- 
son was  a  secret,  it  lost  every  attribute  of  the  secret  upon  the  issuance  by  the 
United  States  Government  of  Letters  Patent  to  Davison. 

And  further: 

The  issuance  of  this  patent,  therefore,  became  an  act  of  the  Navy  Depart- 
ment. Thus  the  Government  through  the  same  department  by  which  it  entered 
into  the  several  contracts  with  the  defendant  [the  company  J,  caused  the  secret 
otMie  balanced  turbine  to  be  laid  open  to  tlie  public. 

And,  besides,  it  is  said  that  the  Government — 

tacitly  permitted  Davison,  one  of  its  officers  and  subject  to  Its  discipline,  to 
assign — 

to  the  company  ^'  foreign  patents  for  the  device  in  issue; "  and  that 
therefore — 

it  cannot  now  successfully  contend  that  its  design  is  within  the  restrictive 
clause. 

But  this  gives  an  exaggerated  effect  of  publicity  to  a  patent  and 
cannot  dispense  with  the  explicit  obligation  of  the  restrictive  clause. 
Indeed,  we  may  repeat,  of  what  avail  was  the  restrictive  clause  to  the 
Government  under  the  contentions  of  the  company  ?  It  was  assured 
of  nothing  but  opposition  and  litigation.  We  may  cite  in  further 
illustration  of  this  that  the  Bliss  Company  asserts  that  the  Davison 
device  was  without  novelty  in  the  field  of  "  opposite  revolving  tur- 
bines "  (another  name  for  a  balanced  turbine)  and  that  all  he  did  was 
to  take  a  "  design  of  unbalanced  turbine  shown  "  in  a  prior  patent — 

and  reverse  one  of  the  turbine  wheels  with  the  incidental  and  necessary  change 
in  the  gearing. 

The  assertion  is  that — 

The  design  of  this  gearing  is  what  occupied  Lieutenant  Davison's  time  and 
thought. 

We  may  say  that  we  concur  with  the  lower  courts  and  think  the 
patent  is  not  so  limited.  The  Bliss  Company  thought  well  enough  of 
it  to  buy  its  foreign  rights. 

The  several  contentions  of  the  company  are  but  fragments  of  the 
broader  one  that  there  were  in  the  world's  knowledga  and  available 
to  the  company  practical  devices  as  well  as  principles  of  operation 
which  precluded  a  demand  of  secrecy  by  the  Government  and  which 
left  the  company  free  to  use  or  exhibit  or  sell  to  anybody  torpedoes 
embodying  them,  the  final  and  dominant  contention  being  that  the 
Government's  reservation  was  only  of  inventions,  inventions,  how- 
ever, undisclosed,  patentable  but  not' patented.  Yet  the  word  of  the 
contract  is  "  furnished,"  not  invented,  and  the  words  are  of  different 
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significance.  To  invent  means  to  create;  to  furnish  means  to  supply. 
And  the  difference  was  too  important,  too  pertinent  to  the  purpose  to 
have  been  overlooked — indeed,  must  have  been  deliberately  contem- 
plated to  achieve  the  object  of  the  parties.  The  Government  in  its 
situation,  considering  the  use  of  torpedoes  and  the  uncertainty 
against  whom  to  be  used,  would  want  to  avail  itself  of  the  whole  uni- 
verse of  things  then  existing  or  that  might  be  brought  into  existence, 
in  whatever  way  or  combination  it  could.  It  is  easy  to  believe  that 
an  arrangement  of  old  devices  might  have  value.  And  secrecy  was 
an  especial  object,  as  far  as  it  could  be  maintained  and  for  such 
length  of  time  as  it  could  be  maintained.  The  fact  and  the  time 
might  in  instances  be  critical  and  determinative  of  a  decisive  result. 
The  Government  considered  the  provision  important  to  insert 'in  the 
contract  of  1905  and  to  repeat  in  every  subsequent  contract,  to  and 
including  that  of  1912,  and  to  disregard  the  plea  of  the  company 
for  some  relaxation  of  it  to  accommodate  the  company's  interests. 
There  was  some  relaxation  in  1912  and  1913,  but  the  confidential  rela- 
tion of  the  parties 'was  emphasized  as  we  have  seen.  This  was  the 
simple  situation.  It  is  free  from  the  tangle  and  perplexities  of  the 
company's  contentions.  It  gives  use  to  the  restrictive  clause,  direct- 
ness of  right  and  remedy,  not  dependent  upon  explorations  into  the 
prior  art  or  the  delays  and  termination  of  law  suits.  These  observa- 
tions apply  to  other  parts  of  the  torpedo  as  well  as  to  the  balanced 
turbine.  The  remarks  of  the  circuit  court  of  appeals  are  pertinent. 
The  court  said: 

Throughout  the  entire  record,  in  the  contracts,  correspondence  and  deaUngs 
of  the  parties,  the  importance  of  secrecy  is  everywhere  manifest.  The  nature 
of  the  services  rendered  was  such  that  secrecy  might  almost  be  implied.  It  Is 
difficult  to  imagine  a  nation  giving  to  one  of  its  citizens  contracts  to  manufac- 
ture implements  necessary  to  the  national  defense  anc^permltting  that  citizen  to 
disclose  the  construction  of  such  implement  or  sell  it  to  another  nation.  The 
very  nature  of  the  service  makes  the  construction  urged  by  tlie  defendant  un- 
tenable. We  are  of  the  opinion,  therefore,  that  the  injunction  should  include 
all  designs,  drawings,  plans  and  specifications  used  by  the  defendant  in  making 
tlie  Bliss-Lea vitt  torpedo  for  the  Government  which  were  approved  by  the  Ord- 
nance Bureau,  notice  of  which  was  given  to  the  Bliss  Company  pursuant  to  the 
provisions  of  clauses  19  and  20  of  the  contracts  in  question."  The  court  hence 
directed  the  amendment  of  the  decree  of  the  district  court,  "  adding  such  a  pro- 
\ision.'* 

A  rehearing  was  asked  of  the  case.  It  was  denied  as  to  the  bal- 
anced turbine  and  granted  as  to  the  other  devices,  that  is,  double 
regulation  of  air,  ball-bearings  for  gyroscope,  and  inside  super- 
heater. To  the  inclusion  of  these  in  the  decree  it  is  objected,  as  to  the 
double  regulation  of  air,  that  written  notice  was  not  given  the  com- 
pany as  required  by  the  restrictive  clause.  The  assertion  is  that  what 
was  done  by  the  Government  was  nothing  but  suggestions,  first  ver- 
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bal,  and  then  by  letter,  but  not  accompanied  by  "blue  prints  of 
design."  *  The  objection  is  based  on  the  contention  already  referred 
to  that  a  device  or  design  must  be  something  concrete  or,  it  is  now 
said,  if  not  that — 

it  at  least  imports  sometiiing  as  to  dimensions,  size,  sliape,  weight,  etc.,  from 
wlilcli  a  device  could  be  constructed. 

The  objection  is  hypercritical  and  wo  are  somewhat  surprised  at  it. 
There  was  no  uncertainty  in  the  Governmeht's  demand  and  no  mis- 
understanding of  it.  There  were  discussions  concerning  the  practical 
means  of  using  it,  and  it  was  testified  that — 

tlie  sole  question  practically  reducing  Itself  to  whether  or  not  they  had  sufHcient 
space  to  apply  this  design  or  principle. 

And  the  design  was  subsequently  worked  out  by  the  employees  of 
the  company.  The  objection  was  rested  on  other  grounds,  and  it  was 
rightfully  dealt  with  by  the  circuit  court  of  appeals. 

The  same  objection  is  not  made  as  to  the  superheater  and  the  ball- 
bearings. It  is  said  of  them  that  they  are  not  used  in  the  existing 
type  of  torpedo.  As  this  is  conceded  by  the  Government  and  as  we 
do  not  agree  with  its  assertion  that  the  company — 

displays  a  disposition  to  violate  its  trust  whenever  it  seems  advantageous  to 
do  so, 

we  think  the  decree  should  not  include  the  devices.  In  other  words, 
it  should  be  modified  to  exclude  them,  without  prejudice,  however,  to 


'Bureau  of  Ordnance, 

Natt  Department, 
25698/102- (G)-0.  January  18,  1915. 

Sirs  :  1.  The  Bureau  is  pleased  to  note  the  decided  improvement  shown  in  the  dyna- 
mometer tests  of  the  Mark  Vll  torpedo  by  the  use  ot  double  regulating  valyes. 

2.  This  plan  or  idea  of  double  regulation  was  first  submitted  to  the  Bureau  by  a  letter 
from  Lieut.  B.  Frederick,  then  Assistant  Inspector  of  Ordance  at  your  works,  dated  March 
9,  1911,  which  was  received  and  filed  in  this  office  on  or  about  March  15,  1911,  and  the 
value  of  the  invention  was  successfully  established  by  the  actual  tests  at  the  Naval 
Torpedo  Station,  Newport,  R.  I. 

8.  The  Bliss  Company  had  been  fiimlshed  verbally  with  the  idea  and  the  fact  that  ita 
value  had  been  established  by  actual  trials.  This  was  also  furnished  the  E.  W.  Bliss 
Company  by  the  Bureau's  letter  No.  25698/92  (0)  of  January  4,  1913. 

4.  In  vkw  of  the  above  the  Bureau  requests  that  you  will  note  for  record  that  the 
double  regulating  principle  has  been  submitted  by  the  Bureau,  and  that  this  principle 
of  any  device  embodying  the  same  falls  under  the  provisions  of  clause  20  of  the  contracts 
now  existing. 

5.  While  the  Bureau  has  no  actual  blue  prints  of  design  it  has  on  record  cards  and  cer- . 
tain  data  obtained  by  experiments  at  the  torpedo  station  which  the  Bureau  will  be  pleased 
to  furnish  the  B.  W.  Bliss  Company  for  their  information  if  they  so  desire  and  will 
request  it. 

6.  The  Bureau  again  desires  to  express  its  pleasure  in  noting  the  Improvement  in  the 
dynamometer  tests  due  to  the  double  regulation  and  the  change  in  angle  spray  which  was 
Introduced  at  the  suggestion  of  the  Bureau's  inspectors  at  your  works. 

Respectfully, 

N.  C.  Twining, 
OMef  of  Bureau, 
E.  W.  Bliss  Co..  Brooklyn,  N.  Y. 

(Through  Inspector  of  Ordnance.) 
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the  Government's  right  to  obtain  an  injunction  against  their  dis- 
closure upon  proper  proof  of  an  intention  to  use  the  devices  in  pro- 
ceedings supplemental  to  this  action  or  in  an  independent  action. 
{Uitchman  Coal  c&  Coke  Co.  v.  Mitchell,  245  U.  S.,  229.) 

T/ie  decree  is  modiiied  as  stated^  and^  as  modified^  affirmed. 

Affirmed, 

The  Chief  Justice  dissents, 

Mr.  Justice  McReynolds  took  no  part  in  the  consideration  or  deci- 
sion of  the  case. 

[Supreme  Court  of  the  United  States.! 

Brothers  v.  The  United  States. 

Decided  May  X9y  1919, 

263  O.  G.,  331 ;  250  U.  «.,  88. 

Patents — iNFRiNGEiCENT — Cabtje-Cranes  with  GRAvmr-ANCHOKS. 

The  Brothers  patent,  No.  551,614,  for  a  cable-crane  with  a  gravity-anchor 
consisting  of  a  rigid  tower  and  a  tilting  anchor- tower,  from  which  a  counter- 
weight Is  suspended  to  take  up  the  slack  of  the  cable.  Held  not  infringed 
by  a  crane  In  which  both  towers  were  designed  and  Intended  to  be  rigid,  eTeti 
though  In  the  subsequent  tightening  of  the  cables  for  the  purpose  of  carry- 
ing the  load  over  and  free  from  the  work  which  was  being  constructed  there 
was  a  yielding  of  the  towers  under  stress  of  the  load,  since  there  was  no 
semblance  of  an  outward.  Inclination  of  a  yielding  support,  but  rather  u 
tendency  on  the  part  of  both  rigid  towers  to  collapse  inwardly  under  an 
undue  stress. 

Appeal  from  the  Court  of  Claims. 

Mr,  William  F.  Brothers  pro  se. 

Mr,  Assistant  Attorney-General  Frierson  for  the  defendant. 

Mr.  Justice  Pitney  delivered  the  opinion  of  the  Court. 

Appellant  brought  this  action  in  the  Court  of  Claims  under  the 
act  of  June  25, 1910,  (ch.  423 ;  36  Stat.,  851,)  to  recover  compensation 
for  the  unlicensed  use  by  the  United  States  in  the  Panama  Canal  work 
of  his  patented  invention  for  "  improvements  in  cable-cranes  with 
gravity-anchors."  That  court  made  findings  of  fact  upon  which  it 
concluded  as  matter  of  law  that  there  was  no  infringement  of  claim- 
ant's patent,  and  thereupon  dismissed  his  petition.    (62  Ct.  Cls.,  462.) 

From  the  findings  it  appears  that  claimant  filed  application  for  his 
patent  July  18,  1895,  and,  upon  such  application,  Letters  Patent  No. 
551,614  were  granted  and  issued,  under  date  December  17,  1895,  to 
his  assignees  Sarah  E.  Brothers  and  Maria  A.  Brown,  to  whom  he 
had  made  assignment  pending  the  application.  Subsequently  the 
Letters  Patent  were  assigned  to  claimant,  under  date  October  2, 1912, 
two  and  one-half  months  prior  to  their  expiration  by  limitation 
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on  December  17, 1912.  His  claim  to  compensation  is  necessarily  lim- 
ited to  this  brief  period,  since  there  could  be  no  assignment  to  him 
of  any  unliquidated  claim  against  the  Government  arising  prior  to  the 
time  he  became  the  owner  of  the  patent.    (Rev.  Stat.,  sec.  3477.) 

No  question  is  made  but  that  plaintiff's  invention  was  broadly 
new,  a  pioneer  in  its  line,  and  the  patent  entitled  to  a  broad  con- 
struction and  the  claims  to  a  liberal  application  of  the  doctrine  of 
equivalents.  (See  Brothers  v.  Lidgerwood  Mfg.  Co.^  223  Fed.  Rep., 
359.)  It  relates  to  the  method  of  erecting  and  operating  a  suspension- 
cable  adapted  to  carrying  a  traveling  crane  or  the  like.  Roughly 
speaking,  the  prior  art  consisted  in  supporting  such  cables  upon 
rigid  and  unyielding  towers  at  each  end,  so  as  to  prevent  an  undue 
sagging  of  the  cable  under  the  strain  of  its  load.  Claimant's  in- 
vention consisted  in  employing  a  ri^d  support  or  abutment  at  one 
end  of  the  cable  and  what  is  called  a  "gravity  anchor"  at  the  op- 
posite end,  consisting  of  outwardly-inclined  shears  with  the  cable  at- 
tached thereto  and  a  weight  hung  permanently  from  the  shears  on 
the  opposite  side,  which  weight,  together  with  the  weight  of  the 
shears,  puts  a  tension  upon  the  cable  varying  according  to  the 
weight  of  the  structure  and  counterweight,  combined  with  the  degree 
of  inclination  of  the  structure;  the  operation  of  the  tension  device 
being  automatically  to  take  up  the  slack  of  the  suspended  cable  when 
the  load  approaches  the  supports,  with  the  result  of  permitting  the 
load,  to  be  moved  closer  to  the  supports,  with  a  given  exertion  of 
power  than  before.  There  are  other  advantages  not  necessary  to 
be  specified.  The  essential  feature  of  the  patent  is  a  non-yielding 
support  or  anchor  at  one  end  of  the  cable,  and  a  yielding,  tilting,  or 
rocking  support  at  the  opposite  end,  consisting  of  outwardly-inclined 
shears  or  some  equivalent  structure  held  movably  at  the  base,  and 
a  counterweight  on  the  outer  side.  It  is  to  be  observed  that  rigidity 
of  the  head-tower  is  a  sine  qua  non^  necessary  to  produce  tension  of 
the  cable;  yielding  supports  at  both  ends  would  be  a  contradiction 
of  terms,  since  with  such  an  arrangement  there  would  be  no  support, 
and  the  entire  structure  would  collapse  under  its  own  weight.  The 
importance  of  this  will  appear. 

In  the  construction  of  the  Panama  Canal  the  Government  installed 
in  the  year  1909,  and  maintained  and  used  continuously  thereafter 
until  the  expiration  of  the  Brothers  patent,  one  single  cableway  and 
six  duplex  or  double  cableways  which  are  complained  of  in  this 
case  as  infringements.  As  to  the  mode  of  construction,  maintenance, 
and  operation  of  these  cableways,  the  findings  of  the  Court  of 
Claims  are  as  follows : 

The  single  and  the  duplex  cableways  were  sjmilar  In  general  design  and 
construction  except  that  the  towers  of  the  former  supported  a  single  cable» 
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while  those  of  the  latter  supported  two  cables,  parallel  to  each  other,  at  a 
distance  of  eighteen  feet  apart,  and  each  operated  independently  of  the  other, 
the  length  of  the  towers  longitudinally  of  the  canal  cut  being  of  proportionate 
dimension  for  the  accommodation  of  the  two  cables.  The  towers  were  of 
structural  steel  construction ;  and  taking  the  duplex  cableways  for  illustration, 
each  tower  in  vertical  cross  section  from  front  to  rear  was  in  the  shape  of  a 
right-angle  triangle,  with  a  base  of  approximately  fifty  feet,  a  perpendicular  or 
vertical  height  of  about  eighty-five  feet,  and  a  hypotenuse  of  about  ninety-ei^t 
feet,  with  a  length  of  about  thirty-eight  feet  longitudinally  of  the  canal.  The 
two  towers  of  the  cableway  stood  facing  each  other,  on  opposite  banks  of  the 
canal  cut,  with  their  hypotenuse  faces  toward  the  cut.  The  cable  span  across 
the  cut  between  the  tops  of  the  towers  was  approximately  eight  hundred  feet. 
The  cables  used  were  two  and  one-fourth  inch  steel-wire  cables  having  a  rated 
breaking  stress  of  200  tons.  The  cables  were  supported  by  headlocks  or  saddles 
at  the  tops  of  the  towers,  and  their  ends  were  carried  down  and  firmly  anchored 
to  the  counterweighted  bases  of  the  towers. 

Rigidity  of  the  towers  was  desired;  and  In  order  to  secure  this  and  hold 
the  towers  rigid  against  any  tendency  to  tip,  tilt,  or  yield  under  the  stress  of  the 
suspended  cables  and  their  loads,  the  platform  base  at  the  rear  side  of  each 
tower — that  is,  the  side  farthest  from  the  canal  cut — was  counterweighted  by 
a  block  of  cement  concrete  of  over  one  hundred  and  fifty  tons  weight,  cast  about 
the  structural  steel  members  of  the  base  of  the  tower  and  extending  along 
practically  the  entire  length  of  the  base.  The  entire  weight  of  each  tower,  in- 
cluding the  tower  proper,  the  trucks  upon  which  it  was  mounted,  and  the  con- 
crete counterweight,  was  upward  of  five  hundred  tons. 

To  facilitate  the  shifting  or  moving  of  the  cableways  along  the  canal  cut  as 
the  work  progressed  each  tower  was  mounted  upon  sets  of  trucks,  similar  to 
the  trucks  of  railway  cars,  on  the  front  and  rear  sides  of  the  base  of  the  tower, 
and  the  whole  structure  was  mounted  upon  two  standard-gage  railway  tracks 
located  on  the  bank  of  the  canal  cut  at  the  proper  distance  from  each  other  and 
from  the  similar  tower  tracks  on  the  opposite  bank  of  the  cut 

The  cableways  were  operated  by  electrical  power  from  the  machinery 
stations  in  the  head  tower  of  each  cableway. 

Subsequent  to  the  construction  and  installation  of  said  cableways  they  were 
maintained  and  operated  without  change  in  structural  form  or  method  of  op- 
eration other  than  that  as  the  height  of  the  waUs  and  other  work  of  the  canal 
increased,  beginning  about  August,  1910,  it  became  necessary,  in  order  to  admit 
of  the  loads  being  carried  to  pass  clear  of  the  works  and  men  engaged  thereon 
as  the  height  of  the  work  increased,  to  take  up  the  slack  or  decrease  the  de- 
flection of  the  cable.  The  cables  were  accordingly  drawn  up  for  said  purpose. 
This  tightening  up  of  the  cables  or  reduction  of  their  deflection  increased  the 
effect  of  the  load  and  weight  of  the  cables  upon  the  towers  as  regards  their 
tendency  to  yield  or  tilt. 

It  was  the  intent  and  purpose  of  the  engineer  officers  of  the  Canal  Gonunis- 
sion,  by  and  under  whom  said  cableways  were  designed,  constructed,  and  op- 
erated, that  the  towers  thereof  should  be  rigid  and  non-yielding  to  the  full  ex- 
tent that  rigidity  in  cable  towers  was  possible;  and  there  was  no  tilting  or' 
yielding  of  said  towers  other  than  such  as  resulted  from  a  yielding  of  the 
roadbed  of  the  tracks  supporting  them,  portions  of  which  roadbed  consisted  of 
*'  fills  "  of  excavated  materials  upon  swampy  ground.  There  is  no  satisfactory 
evidence  that  the  towers  either  yielded  or  tilted  at  any  time  during  the  period 
of  claimant's  ownership  of  said  Letters  Patent. 
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Upon  the  argument  here,  appiellant  quoted  somewhat  amply  from 
the  evidence  taken  before  the  Court  of  Claims.  For  the  purposes  of 
our  review  the  findings  of  that  court  are  to  be  treated  like  the  verdict 
of  a  jury,  and  we  are  not  at  liberty  to  refer  to  the  evidence,  any  more 
than  to  the  opinion,  for  the  purpose  of  eking  out,  controlling,  or 
modifying  their  scope.  ( United  States  v.  Smith,  94  U.  S.,  214 ;  Stone 
V.  United  States,  164  U.  S.,  380 ;  District  of  Columbia  v.  Barnes,  197 
U.  S.,  146;  Crocker  v.  United  States,  240  U.  S.,  74,  and  cases  cited.) 

We  concur  in  the  opinion  of  the  Court  of  Claims  that  no  infringe- 
ment of  claimant's  patent  is  shown..  In  the  act  of  June  26,  1910, 
under  which  this  suit  is  brought  and  under  which  alone  it  could  be 
brought,  it  is  expressly  provided  that  there  shall  be  no  such  suit — 

based  on  the  use  by  the  United  States  of  any  article  heretofore  owned,  leased, 
used  by,  or  In  the  possession  of  the  United  States. 

In  view  of  this  and  of  the  fact  that  the  cableways  complained  of 
were  theretofore  in  the  possession  of  and  used  by  the  United  States, 
claimant  insists  that  after  the  passage  of  the  act  the  Government 
materially  altered  the  cableways  in  such  a  manner  as  to  make  them 
infringe  his  patent.  The  contention  is  that  the  cables  were  tightened 
up  in  order  to  decrease  their  deflection,  and  that  this  tightening,  in 
view  of  the  loads  carried  by  the  cables,  caused  the  supporting-towers 
to  yield  or  tilt,  and  thus  to  become  in  essence  movable  towers  like 
the  gravity-anchors  covered  by  the  claimant's  patent.  But,  as  pointed 
out  by  the  Court  of  Claims,  it  is  beyond  question  that,  as  constructed 
and  used  generally,  and  as  intende4  to  be  used,  the  Government  cable- 
ways  did  not  infringe  claimant's  device.  The  subsequent  tightening 
of  the  cables  was  done  in  the  orderly  conduct  of  the  work  for  the 
purpose  of  carrying  the  loads  over  and  free  from  the  work  that  was 
being  constructed.  So  far  as  this  caused  a  yielding  of  the  tower 
under  the  stress  of  the  load,  it  was  an  incidental  result,  affecting  or 
tending  to  affect  the  towers  on  both  sides,  and  not  upon  one  side  to 
the  exclusion  of  the  other.  It  did  not  amount  to  a  mechanical  equiva- 
lent of  the  claimant's  structure ;  there  is  no  semblance  of  an  outward 
inclination  of  a  yielding  tower  or  yielding  support,  but  rather  a 
tendency  on  the  part  of  rigid  towers  to  break  down  or  collapse  in- 
wardly under  an  undue  stress.  And,  as  we  have  shown,  the  rigidity 
of  one  support  is  as  essential  to  claimant's  structure  as  is  the  mova- 
bility  of  the  other. 

Inasmuch  as  the  -findings  fully  support  the  judgment  of  the  court 
beloWy  its  judgment  must  he  and  it  is  affirmed. 
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r Supreme  Court  of  the  United  States.] 

Joseph  Schutz  Brewing  Company  v.  Houston  Ice  &  Brewing  Com- 
pany et  al. 

Decided  May  19,  1919. 
263  O.  G.,  333 ;  250  U.  S.,  28. 

1.  Trade-Marks — Infringement. 

In  determining  the  question  whetlier  two  labels  are  deceptively  similar 
it  is  not  necessary  that  the  imitation  of  a  feature  to  which  the  plaintiff 
has  the  exclusive  right  when  taken  alone  should  be  sufficient  to  deceive.  It 
would  be  enough  if,  taken  with  the  elements  common  to  the  public,  the 
inscription  accomplished  a  result  that  neither  would  alona 

2.  Same — Same. 

Where  both  plaintiff  and  defendant  sell  beer  in  brown  bottles  with  brown 
labels,  but  plaintiff  has  no  exclusive  right  to  the  color  of  the  bottle  or  label, 
and  the  shape  of  defendant's  label  is  quite  different  from  that  of  plaintilTs 
and  the  script  upon  it  is  wholly  different  and  the  two  labels  are  applied  to 
the  bottles  Id  quite  unlike  modes,  Held  that  defendant's  use  of  its  label  did 
not  amount  to  unfair  competition. 

On  Writ  of  certiorari  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Fifth  Circuit. 

Mr.  Russell  H,  Jackson  for  the  petitioner, 
Mr^  H.M.  Garwood  for  the  respondent. 

Mr.  Justice  Holmes  delivered  the  opinion  of  the  Court. 

This  is  a  bill  in  equity  brought  to  restrain  the  use  of  a  trade-mark 
alleged  to  infringe  the  plaintiff's  or  at  least  to  be  used  in  a  way  that 
is  calculated  to  deceive  and  unfairly  to  interfere  with  the  plaintiff's 
good-will.  Both  courts  have  found  for  the  defendant  (241  Fed.  Rep., 
817;  154  C.  C.  A.,  519,)  so  that  the  only  question  that  we  shall  con- 
sider is  whether  upon  inspection  it  can  be  said  as  matter  of  law 
thlit  the  admitted  acts  of  the  defendant  are  a  wrong  of  which  the 
plaintiff  can  complain. 

Both  parties  sell  beer  in  brown  bottles  with  brown  labels  and  the 
plaintiff  conceded  below  and  still  with  some  unwillingness  seems  to 
concede  that,  although  perhaps  it  first  introduced  them  in  this  con- 
nection and  this  place,  it  cannot  claim  the  brown  bottle,  the  brown 
label,  or  the  two  combined.  These  could  be  used  without  a  warning, 
such  as  sometimes  is  required,  that  the  beer  was  not  the  plaintiff's. 
The  only  question  is  how  the  additional  element,  the  form  of  the  in- 
scription, should  be  treated.  It  often  is  said  that  the  plaintiff  must 
show  a  deception  arising  from  some  feature  of  its  own  not  common  to 
the  public.  {United  States  Tol>a/)co  Co,  v.  McGreenery^  144  Fed. 
Rep.,  531,  cited  by  the  court  below.)  But  so  stated  the  proposition 
may  be  misleading.    It  is  not  necessary  that  the  imitation  of  the 
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plaintiff's  feature  taken  alone  should  be  sufficient  to  deceive.  It  is  a 
fallacy  to  break  the  fagot  stick  by  stick.  It  would  be  enough  if 
taken  with  the  elements  common  to  the  public  the  inscription  accom- 
plished a  result  that  neither  would  alone.  {New  England  Awl  <6 
Needle  Co.  v.  Marlborough  Awl  cfc  Needle  Co.^  168  Mass.,  154.) 

But  it  is  true  that  the  unlawful  imitation  must  be  what  achieves  the 
deception,  even  though  it  could  do  so  only  on  the  special  background 
lawfully  used.  The  question  again  narrowed  is  whether  that  is  the 
case  here.  The  shape  of  the  defendant's  label  is  different  from  the 
plaintiff's;  the  script  upon  it  not  only  is  wholly  different  from  the 
other  in  meaning,  to  one  who  reads  the  two,  but  hardly  can  be  said 
to  resemble  it  as  a  picture.  The  two  labels  are  attached  to  the  bot- 
tles in  quite  unlike  modes.  The  Schlitz  is  applied  in  a  spiral  around 
the  length  of  the  bottle  so  as  to  make  the  ends  of  the  label  parallel  to 
the  sides  of  the  glass.  The  defendant's  is  pasted  around  the  bottom 
of  the  bottle  in  tlie  usual  way.  This  diversity  of  itself  renders  mis- 
take unlikely.  If  there  were  deception  it  seems  to  us  that  it  would 
arise  from  beer  and  brown  color  and  that  it  could  not  be  said  that 
the  configuration  appreciably  helped.  (CoaU  \,  Merrick  Thread  Co.y 
C.  D.,  1893,  373;  63  O.  G.,  1531;  149  U.  S.,  562.)  Beyond  stating 
the  principles  to  be  applied  there  is  little  to  be  said  except  to  compare 
the  impression  made  by  the  two,  or,  if  that  form  of  statement  is 
preferred,  the  memory  of  Schlitz  with  the  presence  of  the  defendant's 
bottles  as  marked. 

Decree  affirmed. 

Mr.  Justice  McKenna  and  Mr.  Justice  Pitney  dissent. 


[Supreme  Court  of  the  United  States.] 

Werk  ft  al.^  Copartners  Under  the  Name  of  Robert  F.  Werk  & 
Company,  v.  Parker  et  al.^  Copartners  Under  the  Name  of  F.  T, 
Parker  Company. 

Decided  March  3,  1919, 

264  O.  G.,  159 ;  249  U.  S.,  130. 

1.  PaTENTABILTTT — ^EVIDENCB — JUDICIAL  NOTICE  OF  BoOKS  OF  HeFERENCB. 

The  use  of  horsehair  mats  for  extracting  oil,  as  abundantly  shown  in 
standard  and  easily-accessible  books  of  reference,  may  be  noticed  Judicially. 

2.  Same — Invention — Use  of  Animal  Haib  for  Oil-Pbess  Mats. 

The  application,  in  the  extraction  of  cotton-seed  oil,  of  mats  made  of 
horsehair  or  other  long  animal  hair,  woven  in  a  manner  designated,  but 
without  Improvement  in  the  art  of  weaving.  Held  not  invention,  but  merely 
mechanical  adaptation  of  familiar  materials  and  methods. 

8.  Sahb — Same — Same. 

Patents  Nos.  758,574  and  758,575,  to  Robert  P.  Werk,  relating  to  oil- 
press  mats  for  use  in  extracting  cotton-seed  oil,  Held  invalid  as  to  certain 
dalms. 
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Certiorari  to  the  Circuit  Court  of  Appeals  for  the  ThirU  Circuit. 
The  case  is  stated  in  the  opinion. 

Mr.  T.  Hart  Anderson  for  the  petitioners. 
Mr,  John  Weaver  for  the  respondents. 

Mr.  Justice  Pitney  delivered  the  opinion  of  the  Court. 

Petitioners  sued  respondents  in  the  District  Court  of  the  United 
States  for  the  Eastern  District  of  Pennsylvania  for  infringement  of 
two  divisional  patents,  Nos.  758,574  and  758,575,  granted  April  26, 
1904,  to  Robert  F.  Werk.  Defendants  answered  denying  patentable 
novelty,  and  also  denying  infringei^ent.  The  patents  relate  to  an  oil- 
press  mat  or  cloth  for  use  in  the  extraction  of  cotton-seed  oil.  The 
claim  in  issue  under  the  former  patent  was  for — 

an  oil-press  mat  or  cloth  made  entirely  of  long  animal  hair  and  consisting  of 
warp  and  weft  threads,  said  weft-threads  being  composec^  exclusively  of  soft, 
pliable  hair  and  the  warp-threads  greatly  exceeding  the  weft-threads  in  number 
per  square  inch. 

And  in  the  second  patent: 

An  oil-press  mat  or  cloth  consisting  of  warp-threads  and  weft-threads,  each 
composed  exclusively  of  long  hair  derived  from  animals'  tails  and  manes,  which 
hair  is  soft  and  pliable;  the  warp-threads  exceeding  the  w^eft-threads  in  num- 
ber per  square  inch,  and  the  weft-threads  being  thicker  than  the  warp-threads. 

The  district  court  dismissed  the  bill  on  the  ground  of  non-infringe- 
ment. (221  Fed.  Bep.,  644.)  The  circuit  court  of  appeals,  without 
discussing  this  question,  affirmed  the  decree  upon  the  ground  that  the 
patent  disclosed  no  such  novel  information  to  the  oil-pressing  art  as 
warranted  a  grant  of  the  patent  monopoly.  (231  Fed.  Bep.,  121.) 
At  the  conclusion  of  its  opinion  the  court  stated  (p.  125)  that  in  view 
of  the  fact  that  certain  references  quoted  were  not  given  in  evidence, 
the  sending  down  of  the  mandate  would  be  deferred  for  a  time  to 
permit  of  an  application  for  reargument  or  other  form  of  relief  to 
meet  such  references.  Thereupon  a  petition  for  a  rehearing  was  filed 
in  behalf  of  appellants,  which,  while  not  disputing  the  accuracy  of 
the  results  disclosed  by  the  court's  investigation,  insisted  that  there 
was  error  in  giving  effect  to  the  anticipatory  matter  thus  disclosed, 
and  in — 

failing  to  give  controlling  consideration  to  the  fact  that  both  of  the  two  claims 
declared  upon  are  laid  not  only  to  a  particular  woven  structure  of  an  oil-press 
mat,  but  also  to  an  oil-press  mat  of  such  particular  woven  structure,  when  its 
threads  are  composed  of  animal  hair. 

The  rehearing  was  refused;  after  which  the  present  writ  of  cer- 
tiorari was  allowed.    (242  U.  S.,  645.) 

In  the  process  of  obtaining  oU  from  cotton-seed,  the  seeds,  having 
been  cleaned  and  freed  from  lint,  are  hulled  and  chopped  up,  the 
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meats  being  separated  from  the  hulls ;  the  meats  are  passed  through 
a  crusher,  next  cooked  in  water,  and  after  this  are  spread  upon  an 
oil-press  mat  or  cloth,  the  ends  of  which  are  folded  over  to  cover  the 
upper  surface  of  the  cooked  meats.  The  mat  with  its  inclosed  mass  of 
meats  is  then  placed  in  a  press  and  subjected  to  a  pressure  of  about 
four  thousand  pounds,  which  has  the  effect  of  expressing  the  oil 
through  the  mat  as  through  a  strainer. 

One  of  the  patents  declares,  and  the  evidence  at  the  hearing  indi- 
cated, that  the  highest  grade  of  mat  previously  in  general  use  was 
made  of  camel's  hair,  and  that  this  was  objectionable  because  of  its 
tendency  to  pack-  and  felt  together  when  in  use  to  such  an  extent  as 
to  hinder  the  free  flow  of  the  oil,  and  also  because  of  its  want  of 
durability.  The  use  of  long  animal  hair,  specifically  horsehair,  ob- 
viated this  difficulty  to  such  an  extent  as  materially  to  reduce  the  per- 
centage of  oil  wasted,  as  well  as  the  cost  of  the^mat  in  proportion  to 
the  product.  Defendants  accomplished  like  results  with  mats  woven 
from  human  hair. 

The  circuit  court  of  appeals,  while  finding  that  the  change  from 
camel's-hair  to  horsehair  mats  was  sufficient  to  constitute  invention 
in  the  art,  if  this  use  of  horsehair  mats  was  first  disclosed  by  Werk, 
nevertheless  found,  from  an  examination  of  standard  works,  that  the 
patentee's  use  was  but  a  revival  of  an  old  and  well-recognized  use 
of  such  mats  in  the  art  of  oil  extraction.  Reference  was  made 'to  the 
British  Encyclopedia^  ninth  edition,  1884,  the  Standard  Dictionary 
of  1894,  and  a  multitude  of  other  publications  long  antedating  the 
application  for  the  patent. 

It  is  not  questioned  that  these  references  abundantly  showed  that 
the  use  of  haircloth,  and  especially  horsehair  cloth,  in  the  making  of 
oil-press  mats  or  cloths,  was  well  known  in  the  art  long  before  the 
patents  in  suit. 

Nor  is  it  questioned — ^indeed,  we  deem  it  clear,  beyond  question — 
that  the  court  was  justified  in  taking  judicial  notice  of  facts  that 
appeared  so  abundantly  from  standard  works  accessible  in  every  con- 
siderable library.  {Brown  v.  Piper,  C.  D.,  1876,  464;  10  O.  G.,  417; 
91  U.  S.,  37,  42;  Terkwne  v.  PhiUips,  99  U.  S„  592.) 

The  burden  of  petitioner's  argument  in  this  Court,  as  in  the  appli- 
cation for  a  rehearing  in  the  circuit  court  of  appeals,  is  that  there 
was  nothing  in  these  publications  to  show  that  the  horsehair  cloth 
so  familiar  in  the  art  embodied  the  "structural  characteristics"  of 
the  oil-press  mats  of  the  patents  in  suit,  referring  to  the  peculiar  mode 
of  weaving  described  in  the  claims.  But  at  the  hearing  it  was  clearly 
proved,  and  was  conceded  to  be  beyond  controversy,  that  the  patents 
involved  no  claim  of  an  improvement  in  the  art  of  weaving,  but  only 
the  application  of  that  art  and  a  combination  of  threads  of  a  certain 
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type  and  character  in  order  to  produce  a  particular  result.  And  this, 
in  our  opinion,  goes  no  further  than  a  mere  mechanical  adaptation  of 
familiar  materials  and  methods,  not  rising  to  the  dignity  of  inven- 
tion. {Atlantic  Works  v.  Brady,  C.  D.,  1883,  214;  23  O.  G.,  1330; 
107  U.  S.,  192;  Pennsylvania  R.  R,  Co.  v.  Locomotive  Truck  Co.^ 
C.  D.,  1884,  168 ;  27  O.  G.,  207 ;  110  U.  S.,  490 ;  noUister  v.  Benedict 
Mfg.  Co.,  113  U.  S.,  59;  Aron  v.  Manhattan  Ry.  Co.,  C.  D.,  1889,  650; 
49  O.  G.,  1365 ;  132.  U.  S.,  84 ;  McClain  v.  Ortmayer,  C.  D.,  1891,  532 ; 
57  O.  G.,  1129;  141  U.  S.,  419;  Duer  v.  Corbin  Cabinet  Lock  Co.^ 
€.  D.,  1893,  334 ;  63  O.  G.,  1060 ;  149  U.  S.,  216 ;  WHght  v.  Tuengling^ 
C.  D.,  1894,  560;  69  O.  G.,  639;  155  U.  S.,  47;  Olin  v.  Timken,  C.  D., 
1894,  645 ;  69  O.  G.,  1361 ;  155  U.  S.,  141 ;  Market  Street  Cable  Ry. 
Co.  V.  Rowley,  C.  D.,  1895,  152;  70  O.  G.,  632;  155  U.  S.,  621.) 
Decree  affirmed. 

[Supreme  Court  of  the  United  States.] 

Moore  v.  The  United  States. 

Decided  ApHl  U,  1919. 
264  O.  G.,  160;  249  U.  S.  487. 

1.  Patents — Act  of  June  25,  1910 — Jubisdiction  op  the  Ooubt  of  Clatvs. 

Where  the  bill  of  complaint  filed  In  the  Ck)urt  of  Claims  alleged  that 
the  patentee  completed  his  invention  while  in  the  employ  of  the  CSoTem- 
ment.  Held  that  under  the  third  proviso  of  the  act  of  June  25,  1910,  the 
Ck)urt  of  Olaims  was  without  jurisdiction. 

2.  Sake — Same — Same. 

Where  it  appears  from  the  bill  filed  in  the  Court  of  Claims  under  the 
act  of  June  25,  1910,  that  the  patentee  at  the  time  he  completed  his  in- 
vention was  an  employee  of  the  Government,  the  allegation  that  he  con- 
fined his  work  on  the  invention  to  the  hours  when  he  was  not  actually 
on  duty  is  immaterial.  To  give  effect  to  this  allegation  would  be  to  ameiid 
the  statute,  not  to  construe  it 

Appeal  from  the  Court  of  Claims. 

Mr.  Samuel  Herrick  for  the  appellant. 

Mr.  Assistant  Attorney-General  Frierson  for  the  United  States. 

Mr.  Justice  Clarke  delivered  the  opinion  of  the  Court. 

The  appellant  sued  the  United  States  in  the  Court  of  Claims  to 
recover  compensation  for  the  use,  without  license  or  lawful  rights 
of  a  tool,  which  was  covered  by  the  United  States  Letters  Patent, 
of  which  he  was  the  owner.  In  his  amended  petition  he  alleged 
that  during  the  years  1903  to  1914,  inclusive,  he  invented  the  tool 
in  question,  which  was  adapted  to  be  used — 

as  a  reefing-iron  on  the  decks,  sides  and  bottoms  of  vessels  where  wood-calking 
is  done; 
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that  he  entered  the  employment  of  the  Government  as  a  wood-calker 
in  a  navy-yard  on  March  26,  1913,  and  continued  therein  until  July 
16,  1914; 

that  daring  the  month  of  May,  1914,  your  petitioner,  after  expending  a  great 
deal  of  time,  labor,  and  study,  completed  his  invention — 

of  the  tool  afterward  patented;  and  that  during  the  hours  of  his 
employment  by  the  Government  he  did  not  do  any  work  upon  his 
invention,  but  that  such  work  as  was  performed  upon  it  subsequent 
to  March  26,  1913,  when  he  entered  the  Government  employ,  was 
performed  at  his  home  during  his  absence  from  duty  in  the  navy- 
yard.  For  the  extensive  use  which  the  Government  had  made  of 
the  tool  he  prayed  for  compensation,  which  had  been  demanded  and 
refused. 

The  appellant  can  maintain  such  a  suit,  if  at  all,  only  by  warrant 
of  the  act  of  Congress,  approved  June  25, 1910,  (36  Stat.,  851.)  This 
act  provides  that  whenever  any  invention  described  in  and  covered 
by  a  patent  from  the  United  States  shall  hereafter  be  used  by  the 
United  States  without  the  license  of  the  owner  thereof  or  lawful 
right  to  use  the  same,  such  owner  may  recover  reasonable  compensa- 
tion for  such  use  by  suit  in  the  Court  of  Claims. 

Of  the  three  provisos  in  the  act  the  third  one  is  applicable  to  this 
case  and  reads : 

And  provided  further,  (3)  that  the  benefits  of  this  act  shall  not  inure  to  any 
patentee,  who,  when  he  makes  such  claim  is  in  the  employment  or  service  of  the 
Government  of  the  United  States;  or  the  assignee  of  any  such  patentee;  nor 
shall  this  act  apply  to  any  device  discovered  or  invented  by  such  employee  dur- 
ing the  time  of  his  employment  or  service. 

The  appellant  was  not  actually  in  the  employ  of  the  Government 
when  he  made  his  claim  by  bringing  suit,  but  the  Court  of  Claims 
dismissed  his  petition  for  want  of  jurisdiction  on  the  ground  that 
it  showed  on  its  face  that  the  device  was  discovered  during  the  time 
he  was  in  the  employment  or  service  of  the  Government,  and  that 
therefore  the  case  fell  within  the  third  proviso  of  the  act. 

This  decision  is  so  obviously  right  that  discussion  of  it  would  be 
superfluous.    The  act  of  Congress  must  be  read — 

according  to  the  natural  and  obvious  import  of  the  language,  without  resorting 
to  subtle  and  forced  construction  for  the  purpose  of  either  limiting  or  extend- 
ing its  operation.     {United  Steves  v.  Temple,  105  U.  S.,  97.) 

No  matter  what  the  appellant  may  have  done  prior  to  May,  1914, 
it  was  in  that  month,  he  avers,  that  he  completed  his  invention,  and 
during  the  whole  of  that  month  he  was  in  the  employment  or  service 
of  the  Government.  To  give  the  effect  contended  for  to  the  allega- 
tion that  the  appellant  confined  his  work  on  his  invention  to  the 
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hours  when  he  was  not  actually  on  duty,  but  while  he  was  in  the 
Government  employ,  would  be  to  amend  the  statute,  not  to  construe 
or  interpret  it. 

The  judgment  of  the  Court  of  Claims  is  affirmed. 


[Supreme  Court  of  the  United  States.l 

United  States  or  America  v,  Colgate  &  Company, 

Decided  June  2,  1919. 
264  O.  G.,  356 ;  250  U.  S.,  300. 

Monopolies — Combination  and  Restraint  of  Trade — Antitrust  Act. 

The  manufacturer  of  products  shipped  in  interstate  trade  is  not  sub- 
ject to  criminal  prosecution  under  the  Sherman  Antitrust  Act  of  July  2, 
1890,  because  he  specifies  the  resale  prices  and  refuses  to  deal  with  any 
one  who  fails  to  maintain  the  same. 

In  error  to  the  United  States  District  Court  for  the  Eastern  Dis- 
trict of  Virginia. 

Mr,  Assistant  Attorney-General  Todd  for  the  United  States. 
Mr.  Charles  Wesley  Dunn^  Mr.  Charles  E.  Uughes^  and  Mr.  Mason 
Trowbridge  for  defendant  in  error. 

Mr.  Justice  McReynolds  delivered  the  opinion  of  the  Court 
Writs  of  error  from  district  courts  directly  here  may  be  taken  by 
the  United  States — 

from  a  decision  or  judgment  quashing,  setting  aside  or  sustaining  a  demurrer 
to  any  Indictment  or  any  count  thereof  where  such  decision  or  Judgment  is 
based  upon  the  invalidity  or  construction  of  the  statute  upon  which  the  In- 
dictment Is  founded.  (Act  of  March  2,  1907,  c.  2564;  34  Stat,  1246.) 

Upon  such  a  writ — 

we  have  ho  authority  to  revise  the  mere  Interpretation  of  an  indictment  and 
are  confined  to  ascertaining  whether  the  court  In  a  case  under  review  errone- 
ously construed  the  statute. 

We  must  accept  that  court's  Interpretation  of  the  Indictments  and  confine 
otir  review  to  the  question  of  the  construction  of  the  statute  Involved  in  its 
decision.  ( United  States  v.  Carter,  231  U.  S.,  492,  493 ;  United  States  v.  MUler, 
228  U.  S.,  599,  602.) 

Being  of  opinion  that-^ 

the  Indictment  should  set  forth  such  a  state  of  facts  as  to  make  It  clear  that 
a  manufacturer,  engaged  In  what  was  believed  to  be  the  lawful  conduct  of  its 
business,  has  violated  some  known  law  before  It  can  be  haled  Into  court  to 
answer  the  charge  of  a  commission  of  a  crime — 

and  holding  that  it — 

fails  to  charge  any  offense  under  the  Sherman  Act  or  any  other  law  of  tlie 
United  States,  that  is  to  say  as  to  the  substance  of  the  Indictment  and  the 
conduct  and  act  charged  therein — 
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the  trial  court  sustained  a  demurrer  to  the  one  before  us.  Its  reason- 
ing and  conclusions  are  set  out  in  a  written  opinion.  (253  Fed.  Rep., 
6220 

We  are  confronted  by  an  uncertain  interpretation  of  an  indict- 
ment itself  couched  in  rather  vague  and  general  language.  Counsel 
differ  radically  concerning  the  meaning  of  the  opinion  below  and 
there  is  much  room  for  the  controversy  between  them. 

The  indictment  runs  only  against  Colgate  &  Company,  a  corpora- 
tion engaged  in  manufacturing  soap  and  toilet  articles  and  selling 
them  throughout  the  Union.  It  makes  no  reference  to  monopoly, 
and  proceeds  solely  upon  tlje  theory  of  an  unlawful  combination. 
After  setting  out  defendant;^s  organization,  place  and  character  of 
business,  and  general  methods  of  selling  and  distributing  products 
through  wholesale  and  retail  merchants,  it  alleges : 

During  the  aforesaid  period  of  time,  within  the  said  eastern  district  of  Vir- 
ginia and  throughout  the  United  States,  the  defendant  Icnowingly  and  unlaw- 
fully created  and  engaged  in  a  combination  with  said  wholesale  and  retail 
dealers,  in  the  eastern  district  of  Virginia  and  throughout  the  United  States, 
for  the  purpose  and  with  the  effect  of  procuring  adherence  on  the  part  of  such 
dealers  (in  reselling  such  products  sold  to  them  aforesaid)  to  resale  prices 
fixed  by  the  defendant,  and  of  preventing  such  dealers  from  reseUing  such 
products  at  lower  prices,  thus  suppressing  competition  among  such  wholesale 
dealers,  and  ainong  such  retail  dealers,  in  restraint  of  the  aforesaid  trade  and 
commerce  among  the  several  States,  in  violation  of  the  act  entitled  "  An  act  to 
protect  trade  and  commerce  against  unlawful  restraints  and  monopolies,**  ap- 
proved July  2,  1890. 

Following  this  is  a  summary  of  things  done  to  carry  out  the  pur- 
poses of  the  combination :  distribution  among  dealers  of  letters,  tele- 
grams, circulars,  and  lists  showing  uniform  prices  to  be  charged; 
urging  them  to  adhere  to  such  prices  and  notices,  stating  that  no 
sales  would  be  made  to  those  who  did  not;  requests,  often  complied 
with,  for  information  concerning  dealers  who- had  departed  from 
specified  prices;  investigation  and  discovery  of  those  not  adhering 
thereto  and  placing  their  names  upon  "  suspended  lists ;"  requests  to 
offending  dealers  for  assurances  and  promises  of  future  adherence 
to  prices,  which  were  often  given;  uniform  refusals  to  sell  to  any  who 
failed  to  give  the  same;  sales  to  those  who  did;  similar  assurances 
and  promises  required  of,  and  given  by,  other  dealers  followed  by 
sales  to  them ;  unrestricted  sales  to  dealers  with  established  accounts 
who  had  observed  specified  prices,  etc. 

Immediately  thereafter  comes  this  paragraph: 

By  reason  of  the  foregoing,  wholesale  dealers  in  the  aforesaid  products  of 
the  defendant  in  the  eastern  district  of  Virginia  and  throughout  the  United 
States,  with  few  exceptions,  resold,  at  uniform  prices  fixed  by  the  defendant, 
the  aforesaid  products,  sold  to  them  by  the  defendant,  and  refused  to  resell 
such  products  at  lower  prices  to  retail  dealers  in  the  States  where  the  re- 
spective wholesale  dealers  did  business  and  in  other  States.    For  the  same 


462        DECISIONS  OF  THE  U.  S.  COURTS  IN  PATENT  CASES,  1W9. 

reason  retail  dealers  in  the  aforesaid  prodncts  of  the  deftodant  in  the  eastern 
district  of  Virginia  and  throughout  the  United  States  resold,  at  uniform  prices 
fixed  by  the  defendant,  the  aforesaid  products,  sold  to  them  by  the  defendant 
and  by  the  aforesaid  wholesale  dealers,  and  refused  to  sell  such  products  at 
lower  prices  to  the  consuming  public  in  the  States  where  the  respective  retail 
dealers  did  business  and  in  other  States.  Thus  competition  in  the  sale  of 
such  products,  by  wholesale  dealers  to  retail  dealers,  and  by  retail  dealers 
to  the  consuming  public,  was  suppressed,  and  the  prices  of  such  products 
to  the  retail  dealers  and  to  the  consuming  public  In  the  eastern  district  of 
Virginia  and  throughout  the  United  States  were  maintained' and  enhanced. 

In  the  course  of  its  opinion  the  trial  court  said : 

No  charge  is  made  that  any  contract  was  entered  into  by  and  on  the 
part  of  the  defendant,  and  any  of  its  retail  customers,  in  restraint  of  inter- 
state trade  and  commerce,  the  averment  being,'  in  effect,  that  it  knowingly  and 
unlawfully  created  and  engaged  in  a  combination  with  certain  of  its  iivhole- 
sale  and  retail  customers,  to  procure  adherence  on  their  part,  in  the  sale  of  its 
products  sold  to  them,  to  resale  prices  fixed  by  the  defendant;  and  that,  in 
connection  therewith,  such  wholesale  and  retail  customers  gave  assurances 
and  promises,  which  resulted  in  the  enhancement  and  maintenance  of  such 
prices,  and  In  the  suppression  of  competition  by  wholesale  dealers  and  retail 
dealers,  and  by  the  latter  to  the  consuming  public 

*  ♦        •  ♦  ♦  ♦  •  • 

In  the  view  taken  by  the  court,  the  indictment  here  fairly  presents  the  ques- 
tion of  whether  a  manufacturer  of  products  shipped  in  Interstate  trade,  is  sub- 
ject to  criminal  prosecution  under  the  Sherman  Act,  for  entering  into  a  com- 
bination in  restraint  of  such  trade  and  commerce,  because  he  agrees  with  his 
wholesale  and  retail  customers,  upon  prices  claimed  by  them  to  be  fair  and 
reasonable,  at  which  the  same  may  be  resold,  and  declines  to  sell  his  products 
to  those  who  will  not  thus  stipulate  as  to  prices.  This,  at  the  threshold, 
presents  for  the  determination  of  the  court,  how  far  one -may  control  and 
dispose  of  his  own  property;  that  is  to  say,  whether  there  is  any  limitation 
thereon,  if  he  proceeds  in  respect  thereto  In  a  lawful  and  bona  fide  manner. 
That  he  may  not  do  so,  fraudulently,  coltuslvely,  and  in  unlawful  combination 
with  others,  may  be  conceded.  (Eastern  States  Retail  Lumber  Dealer^  Asso- 
datum  v.  The  United  States,  234  U.  S.,  600,  614.)  But  it  by  no  means  follows 
that  being  a  manufacturer  of  a  given  article,  he  may  not,  without  incurring 
any  criminal  liability,  refuse  absolutely  to  sell  the  same  at  any  price,  or  to  sell 
at  a  named  sum  to  a  customer,  with  the  understanding  that  such  customer  will 
resell  only  at  an  agreed  price  between  them,  and  should  the  customer  not  ob- 
serve the  understanding  as  to  retail  prices,  exercise  his  undoubted  right  to  de- 
cline further  to  deal  with  such  person. 

******* 

The  pregnant  fact  should  never  be  lost  sight  of  that  no  averment  is  made  of 
any  contract  or  agreement  having  been  entered  Into  whereby  the  defendant,  the 
manufacturer,  and  his  customers,  bound  themselves  to  enhance  and  maintain 
prices,  further  than  is  involved  in  the  circumstances  that  the  manufacturer,  the 
defendant  here,  refused  to  sell  to  persons  who  would  not  resell  at  indicated 
prices ,  and  that  certain  retailers  made  purchases  on  this  condition,  whereas,  in- 
ferentially,  others  declined. so  to  do.  No  suggestion  is  made  that  the  defendant 
the  manufacturer,  attempted  to  reserve  or  retain  any  interest  In  the  goods 
sold,  or  to  restrain  the  vendee  in  his  right  to  barter  and  sell  the  same  without 
restriction.    The  retailer,  after  buying,  could,  if  he  chose,  give  away  his  par^ 
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cliase  or  sell  it  at  any  price  he  saw  fit,  or  not  sell  it  at  all,  his  course  in  these 
respects  being  affected  only  by  the  fact  that  he  might  by  his  action  incur  the 
displeasure  of  the  manufacturer  who  could  refuse  to  make  further  sales  to 
him,  as  he  had  the  undoubted  right  to  do.  There  is  no  charge  that  the  retailers 
themselves  entered  into  any  combination  or  agreement  with  each  other,  or  that 
the  defendant  acted  other  than  with  his  customers  individually. 

Our  problem  is  to  ascertain,  as  accurately  as  may  be,  what  inter- 
pretation the  trial  court  placed  upon  the  indictment — not  to  inter- 
pret it  ourselves;  and  then  to  determine  whether,  so  construed,  it 
fairly  charges  violation  of  the  Sherman  Act.  Counsel  for  the  Gov- 
ernment maintain,  in  effect,  that,  as  so  interpreted,  the  indictment 
adequately  charges  an  unlawful  combination  (within  the  doctrine  of 
Dr.  Miles  Medical  Company  v.  Park  <&  Sons  Company^  220  U.  S., 
373)  resulting  from  restrictive  agreements  between  defendant  and 
sundry  dealers  whereby  the  latter  obligated  themselves  not  to  resell 
except  at  agreed  prices ;  and  to  support  this  position  they  specifically 
rely  upon  the  above-quoted  sentence  in  the  opinion  which  begins  **  In 
the  view  taken  by  the  court,  etc."  On  the  other  hand  defendant 
maintains  that  looking  at  the  whole  opinion  it  plainly  construes  the 
indictment  as  alleging  only  recognition  of  the  manufacturer's  un- 
doubted right  to  specify  resale  prices  and  refuse  to  deal  with  any  one 
who  failed  to  maintain  the  same. 

Considering  all  said  in  the  opinion  (notwithstancfing  ^ome  serious 

doubts)  we  are  unable  to  accept  the  construction  placed  upon  it  by 

the  jGfovemment.    We  cannot  e.  g.  wholly  disregard  the  statement 

that— 

the  retailer,  after  buying,  could,  if  he  chose,  give  away  his  purchase  or  sell  it 
at  any  price  he  saw  fit,  or  not  sell  it  at  all,  his  course  in  these  respects  being 
affected  only  by  the  fact  that  he  might  by  his  action  Incur  the  displeasure  of 
the  manufacturer  who  couid  refuse  to  make  further  sales  to  him,  as  he  had 
the  undoubted  right  to  do. 

And  we  must  conclude  that,  as  interpreted  below,'  the  indictment 
does  not  charge  Colgate  &  Company  with  selling  its  products  to 
dealers  under  agreements  which  obligated  the  latter  not  to  resell 
except  at  prices  fixed  by  the  company. 

The  position  of  the  defendant  is  more  nearly  in  accord  with  the 
whole  opinion  and  must  be  accepted.  And  as  counsel  for  the  Govern- 
ment were  careful  to  state  on  the  argument  that  this  conclusion  would 
require  affirmation  of  the  judgment  below,  an  extended  discussion  of 
the  principles  involved  is  unnecessary. 

The  purpose  of  the  Sherman  Act  is  to  prohibit  monopolies,  con- 
tracts, and  combinations  which  probably  would  unduly  interfere  with 
the  free  exercise  of  their  rights  by  those  engaged,  or  who  wish  to 
engage,  in  trade  and  commerce — in  a  word  to  preserve  the  right  of 
freedom  to  trade.  In  the  absence  of  any  purpose  to  create  or  main- 
tain a  monopoly,  the  act  does  not  restrict  the  long-recognized  right 
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of  trader  or  manufacturer  engaged  in  an  entirely  private  business, 
freely  to  exercise  his  own  independent  discretion  as  to  parties  with 
whom  he  will  deal.  And,  of  course,  he  may  announce  in  advance  the 
circumstances  under  which  he  will  refuse  to  sell. 

The  trader  or  manufacturer,  on  the  other  hand,  carries  on  an  entirely  private 
business,  and  may  sell  to  whom  he  pleases.  {United  States  v.  Tram 'Missouri 
Freight  Association,  166  U.  S.,  290.) 

A  retail  dealer  has  the  unquestioned  right  to  stop  dealing  with  a  wholesaler 
for  reasons  sufficient  to  himself,  and  may  do  so  because  he  thinks  such  denier 
is  acting  unfairly  in  trying  to  undermine  his  trade.  {Eastern  States  Retail 
Lumber  Dealers'  Association  v.  The  United  States,  234  U.  S.,  600.  See  also 
Standard  Oil  Company  v.  United  States,  221  U.  S.,  1;  United  States  v.  Amerii^n 
Tobacco  Company,  221  U.  S.,  106 ;  Boston  Store  of  Chicago  v.  American  Grapho- 
phone  Company  et  ah,  C.  D.,  1918,  344;  249  O.  G.,  985;  246  U.  S.,  8.) 

In  Dt,  Miles  Medical  Company  v.  Park  <&  Sons  Company^  supra^ 
the  unlawful  combination  was  effected  through  contracts  which 
undertook  to  prevent  dealers  from  freely  exercising  the  right  to  sell. 

The  judgment  of  the  district  court  must  be  affirmed. 


[Supreme  Court  of  the  United   States.) 

Odell  V.  F.  C.  Farnsworth  Company  and  Farnsworth  Manupac- 

TDRiNO  Company, 

Decided  June  9,  1919, 
264  O.  G.,  534 ;  250  U.  S.,  501. 

1.  Patents — Jurisdiction  of  the  Federal  CJourts — Cases  Arising  Under  the 

Patent  Laws. 
To  constitute  a  suit  under  the  patent  laws,  the  plaintiff  must  set  up 
pome  right,  title,  or  Interest  under  the  patent  laws  or  at  least  make  it  ap- 
pear that  some  right  or  privilege  will  be  defeated  by  one  construction 
or  sustained  by  an  opposite  construction  of  these  laws. 

2.  Same — Same — Same. 

Where  the  bill  of  complaint  alleged  that  the  patent  had  been  assigned  by 
the  plaintiff  to  the  defendant,  that  the  latter  had  agreed  to  pay  certain 
royalties,  and  that  they  had  not  been  paid  and  the  prayer  was  for  a  dis- 
covery of  the  number  of  articles  covered  by  the  patent  which  the  de- 
fendants had  sold  and  for  a  decree  that  they  account  for  and  pay  to  the 
plaintiff  the  royalties  thereon.  Held  that  the  case  was  not  one  arising  under 
the  laws,  but  merely  a  suit  for  royalties  based  on  the  contract 

Appeal- from  the  District  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

Mr.  Samuel  E,  Darby  for' the  appellant 
No  appearance  for  the  appellee. 

Mr.  Justice  Clarke  delivered  the  opinion  of  the  Court. 

This  is  an  appeal  from  a  decree  of  the  District  Court  for  the 
Southern  District  of  New  York,  dismissing  plaintiff's,  appellant,  bill 
for  want  of  jurisdiction. 
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The  district  court  certifies :  that  the  case  was  heard  on  the  bill  of 
complaint  and  a  motion  by  the  defendants  to  dismiss  for  want  of 
jurisdiction;  that  the  court  ruled  that  the  cause  of  action  stated  in 
the  bill  is  an  action  on  a  contract  and  is  not  a  suit  arising  under  the 
patent  laws  of  the  United  States,  and  that  the  bill  was  dismissed  for 
want  of  jurisdiction,  solely  because  it  showed  on  its  face  that  the 
matter  in  controversy  is  less  than  three  thousand  dollars. 

The  bill  shows  the  requisite  diversity  of  citizenship  to  give  the 
court  jurisdiction,  but  the  amount  claimed  is  only  $1,800  and  there- 
fore it  did  not  have  jurisdiction,  (Judicial  Code,  sec.  24,  1st  par.,) 
unless  the  case  is  one  arising  under  the  patent  laws  of  the  United 
States. 

The  contention  of  the  appellant  is  that  the  suit  is  one  for  infringe- 
ment of  a  patent  and  arises  under  the  patent  laws  and  that  therefore 
the  court  had  jurisdiction  regardless  of  the  amount  involved.  (Judi- 
cial Code,  sec.  24,  7th  par.) 

The  allegations  of  the  bill  are :  that  the  plaintiff  was  an  inventor 
of  a  new  and  useful  "  steam  trap,"  upon  which  he  was  granted  Let- 
ters Patent  No.  837,711;  that  on  September  8th,  1914,  he  made  a 
grant,  in  writing,  to  one  of  the  defendant's,  to  which  the  other  de- 
fendant succeeded,  of  the — 

sole  and  exclusive  right  to  manufacture  and  seU  all  apparatus  covered  by  the 
patent,    ♦    •    ♦    during  the  whole  term  of  said  patent, 

and  thlit  on  the  same  date  the  defendant,  assignee  of  the  patent, 
agreed  in  writing  to  pay  plaintiff,  in  addition  to  the  sum  paid  for 
the  assignment, — ^$100  within  six  months,  and  a  royalty  thereafter,  of 
five  dollars  upon  each  "apparatus"  sold  until  there  should  be  re- 
ceived on  account  of  such  royalties  the  sum  of  $1,800.  It  is  fur- 
ther alleged  that  the  defendants  had  sold  a  large  number  of  patented 
"steam  traps"  but  had  accounted  and  paid  for  the  sale  of  only 
five,  and  that  they  pretend  that  the  others  which  they  are  manufac- 
turing and  selling  are  not  covered  by  the  Letters  Patent  granted  to 
the  plaintiff,  and,  finally,  that  the  legal  title  to  the  patent  involved 
is  held  by  the  defendants  to  use,  and  pay  for  the  use  of,  the  inven- 
tion according  to  the  terms  of  the  written  contract  of  September 
8,  1914. 

The  prayer  is  for  a  discovery  of  the  number  of  "steam  traps ^ 
covered  by  the  patent  which  the  defendants  have  sold  and  for  a 
decree  that  they — 

account  for  and  pay  over  to  your  orator  the  amount  of  royalties  thereon,  which 
the  defendants  are  required  to  do  under  the  agreement  herein  referred  to — 

and  for  the  costs  of  suit. 

Thus,  neither  the  allegations  nor  the  prayer  of  the  bill  aims  at 
annulling  or  even  modifying  either  the  assignment  of  the  patent  or 
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the  contract  on  account  of  the  breach  of  the  latter,  but  on  the  con- 
trary, plainly,  the  case  intended  to  be  stated,  is  one  to  enforce  the 
contract  and  collect  the  royalties  stipulated  in  it.  Infringement  of 
the  patent  is  not  alleged  but,  on  the  contrary,  a  completed  grant  and 
assignment  of  the  legal  title  to  it  is  pleaded,  sufficient  on  its  face, 
while  unmodified,  to  disable  the  plaintiff  from  maintaining  a  suit  for 
any  infringement  subsequent  to  the  date  of  such  assignment. 
To  constitute  a  suit  under  the  patent  laws  the — 

plaintiff  must  set  up  some  right,  title  ~6r  interest  under  the  patent  laws,  or 
at  least  make  it  appear  that  some  right  or  privilege  wUl  be  defeated  by  oue 
construction,  or  sustained  by  an  opposite  construction,  of  these  laws.  {Pratt 
V.  Pari8  Qas  Light  d  Coke  Co.,  168  U.  S.,  255.) 

The  party  who  brings  suit  is  "  master  to  decide  what  law  he  will 
rely  upon,"  and  the  allegations  of  his  bill  are  the  evidence,  or  the 
expression,  of  his  decision,  upon  which  the  courts  must  act  in  deter- 
mining the  question  of  their  jurisdiction.  {The  Fair  v.  Kohler  Die 
(&  Specialty  Co.,  C.  D.,  1913,  530;  189  O.  G.,  1033;  228  U.  S.,  22; 
Healy  v.  Sea  Gull  Specialty  Co.,  C.  D.,  1915,  337;  218  O.  G.,  604;  237 
U.  S.,  479.) 

It  is  too  clear  for  discussion  that  the  case  stated  in  the  bill,  is  a 
suit  for  royalties  based  on  the  contract,  and  not  at  all  involving  the 
construction  of  any  law  relating  to  patents.  It  has  been  often  de- 
cided by  this  Court  that  such  a  suit  is  not  one  arising  under  the 
patent  laws,  and  since  less  than  the  requisite  jurisdictional  amount 
is  claimed  the  district  court  did  not  err  in  dismissing  the  bill. 
(WiUon  V.  Sand  ford,  10  How,,  99;  Dale  Tile  Mfg.  Co.  v.  Hyalty 
C.  D.,  1888,  312;  43  O.  G.,  249;  125  J5.  S.,  46;  Albright  v.  Teas. 
C.  D.,  1883,  182 ;  23  O.  G.,  829 ;  106  U.  S.,  613 ;  Excelsior  Wooden 
Pipe  Co.  V.  Pacific  Bridge  Co.,  C.  D.,  1902,  655 ;  99  O.  G.,  2102 ;  185 
U.  S.,  282;  Briggs  v.  United  Shoe  Machinery  Co.,  C.  D.,  1915,  339; 
221  O.  G.,  1039 ;  239  U.  S.,  48.) 

The  decree  of  the  district  court  must  he  affirmed. 


[Supreme  Court  of  the  United  States.] 

Minerals  Separation,  Limited,  Minerals  Separation  Amerigak 
Syndicate,  Limited,  and  Minerals  Separation  North  American 
Corporation  v.  Butte  and  Superior  Mining  Company,  Desig- 
nated AS  Butte  and  Superior  Copper  Company,  Limited. 

Decided  June  2,  1919. 
264  O.  G.,  701 ;  250  U.  S.,  336. 

1.  Claims — Construction — Art  Well  Developed. 

Where  a  patentee  comes  so  late  into  the  art  that  his  discovery  rests  npon 
a  prior  art  so  fully  developed  that  it  was  clear  from  the  record  that  ap- 
proach was  being  made  slowly  but  more  and  more  nearly  to  the  result 
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which  he  reached  and  the  final  step  taken  hy  him  was  not  a  long  one, 
the  patent  must  be  construed  strictly,  but  candidly  and  fairly,  to  give  to 
the  patentee  the  full  benefit,  but  not  more,  of  the  disclosure  of  his  discov- 
ery which  is  to  become  a  part  of  the  public  stoclc  of  l^nowledge  upon  the 
expiration  of  the  patent  period  and  which  was  the  consideration  for  the 
grant  of  the  patent  monopoly. 

2.  Samb — ^Patentee  Bound  by  His  Claims. 

The  courts  have  no  right  to  enlarge  a  patent  beyond  the  scope  of  its  claim 
as  allowed  by  the  Patent  Office.  As  patents  are  procured  ex  parte,  the 
public  is  not  bound  by  them,  but  the  patentees  are,  and  the  latter  cannot 
show  that  their  invention  is  broader  than  the  terms  of  their  claim,  or, 
if  broader^  they  must  be  held  to  have  surrendered  the  surplus  to  the 
public.  (Keystone  Bridge  Co.  v.  PhoetUx  Iron  Co.,  C.  D.,  1877,  384;  12 
O.  G.,  980 ;  95  U.  S.,  274 ;  White  y.  Dunbar,  C.  D.,  1886,  494 ;  37  O.  G..  1002 ; 
119  U.  S.,  47 ;  Motion  Picture  Patents  Co.  v.  Universal  Film  Co.,  C.  D.,  1917, 
391  ^238  O.  G.,  311 ;  243  U.  S.,  502.) 

3.  Infringement — Obe-Concentbation  Process — Inckeasino  Amount  of  Less 

Efficient  Oil  to  Exceed  Total  Amount  Descbibed  as  Necessabt. 
The  use  of  a  more  efficient  in  combination  with  a  less  efficient  oil  of  the 
Sulman,  Picard,  and  Ballot  patent,  No.  835,120,  for  i^  ore-concentration 
process,  does*not  constitute  infringement  where  the  former  is  used  In  an 
amount  within  the  limits  of  the  claims,  but  the  combined  amount  is  in 
excess  of  such  limit,  and  when  the  amount  of  the  more  efficient  oil  used 
would  probably  produce  better  results  from  the  process  than  are  produced 
'with  the  combination  of  oils,  particularly  where  the  specification  gave  no 
notice  to  the  public,  and  it  is  nowhere  particularly  pointed  out  in  the 
claims,  that  some  oils  or  combination  of  oils  having  a  preferential  affinity 
for  metalliferous  matter  are  more  useful  than  others  in  the  process,  or  that 
some  may  be  used  successfully  and  some  not,  or  that  some  are  "  frothing 
oils,"  a  designation  not  appearing  in  the  patent,  and  that  some  are  not 

4.  Same — Same. 

The  Sulman,  Picard,  and  Ballot  patent.  No.  835,120,  for  a  process  of  con- 
centrating ores,  known  as  the  air-filtration  process,  employing  oil  having 
an  affinity  for  the  ore  particles,  claims  9,  10,  and  11  Held  void ;  claims  1,  2, 
3,  4,  and  12  construed  and  Held  not  infringed  by  a  process  employing  more 
than  a  fraction  of  one  per  cent,  of  oil  on  the  ore. 

5.  Disclaimeb — Delay  in  Filing — ^Evasiveness. 

A  disclaimer  filed  on  March  28,  1917,  after  a  decision  of  the  United 
States  Supreme  Court  on  December  li,  1916,  holding  certain  claims  of  the 
Sulman,  Picard,  and  Ballot  patent,  No.  835,120,  invalid,  Held  not  to  have 
been  '*  unreasonably  neglected  and  delayed,**  having  regard  to  the  fact  that 
the  owners  of  the  patent  resided  in  a  foreign  country  and  to  the  war  time 
conditions  of  communication  then  prevailing.  Also  Held  that  the  dis- 
claimer was  not  so  evasive  as  to  be  invalid.  While  bordering  on  finesse,  it 
cannot  be  interpreted  as  giving  any  rights  under  the  patent  greater  than 
may  be  legitimately  obtained  under  certain  claims  held  valid. 

On  writ  of  certiorari  to  the  United  States  Circuit  Court  of  Ap- 
peals for  the  Ninth  Circuit. 
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Mr.  Henry  D.  WUlmms^  Mr,  H,  Kenyan^  Mr,  L,  M.  Garrison^  Mr. 
Frederick  D,  McKenney^  Mr.  Garret  W,  McEnemey^  and  Mr,  Odell 
W.  McConnell  for  the  appellant. 

Mr.  Thomas  F.  Sheridan^  Mr.  Frederick  P.  Fish^  Mr.  J.  Edgar 
Bull^  Mr,  J.  Bruce  Kremer^  Mr.  K,  R.  Babbitt^  and  Mr.  T.  L.  Chad^ 
bourne  for  the  appellee. 

Mr.  Justice  Clarke  delivered  the  opinion  of  the  Court. 

This  is  a  suit  by  the  Minerals  Separation,  Limited,  et  al.^  plaintiffs 
below  and  petitioners  in  this  Court,  against  the  Butte  &  Superior 
Mining  Company,  defendant  below  and  respondent  here,  to  recover 
for  infringement  of  United  States  Patent  No.  835,120,  applied  for 
May  29,  1905,  and  issued  November  6,  1906,  the  validity  of  which 
was  sustained  by  this  court  in  Minerals  Separation  Go.^  Ltd..  et  al.j 
V.  Hyde,  (C.  D.,  1917,  381 ;  234  O.  G.,  1311 ;  242  U.  S.,  261.) 

The  patent  has  been  so  frequently  described  in  court  proceedings,* 

that  it  will  suflSce  to  say  of  it  here,  in  the  terms  of  the  specification, 

that  it — 

relates  to  improvements  in  the  concentration  of  ores,  the  object  being  to  sepa- 
rate metalliferous  material,  graplilte  and  the  like,  from  gangue,  by  means  of 
oils,  fatty  acids  or  other  substances,  which  have  a  preferential  afilnity  for 
metalliferous  matter  over  gangue.  * 

The  patent  contains  thirteen  claims,  which,  for  the  purposes  of 
this  opinion,  may  be  conveniently  grouped,  as  follows : 

(1)  Numbers  1,  2,  3,  4,  and  12,  as  "fraction  of  one  per  cent, 
claims,"  because  they  call  for  the  use  of  that  amount  of  oil  on  the 
ore;  (2)  Numbers  5,  6,  7,  8,  and  13,  as  "oleic  acid  claims,"  because 
they  are  limited  to  the  use  of  oleic  acid  in  a  small  fraction  of  one 
per  cent,  on  the  ore, — 0.02-0.5  per  cent.;  (3)  Numbers  9,  10,  and  11, 
as  "  small  quantity  of  oil  claims,"  all  three  of  which  were  held  in- 
valid by  the  former  decision  of  this  Court.  Only  the  five  "  fraction 
of  one  per  cent,  claims,"  are  involved  in  this  case. 

The  respondent  denied  the  validity  of  the  patent  and  the  claim  of 
infringement. 

The  lower  courts  followed  the  decision  by  this  Court  and  sustained 
the  patent  except  as  to  the  three  "  small  quantity  of  oil  claims." 

The  new  evidence  introduced  on  the  validity  issue  is  meager  in 
amount,  and  of  a  character  so  unsatisfying  that  we  see  no  reason  for 
modifying  our  former  conclusion. 

*  British  Ore  Concentration  Syndicate,  Ltd.,  v.  Minerals  Separation,  Ltd.,  25  R.  P.  C.« 

741. 

Minerals  Separation,  Ltd.,  v.  British  Ore  Concentration  Syndicate,  Ltd.,  27  R.  P.  C,  3S. 

Ore  Concentration  Company,  Ltd.,  v.  Sulphide  Corporation,  Ltd.,  Supreme  Court,  Jiew 
South  Wales,  31  R.  P.  C,  216,  217. 

Ore  Concentration  Company,  Ltd.,  v.  Sulphide  Corporation,  31  R.  P.  C,  206,  Priry 
Council  British  Empire. 

Minerals  Separation,  Ltd.,  v.  Hyde,  207  Fed.  Rep.,  956  (D.  C.  Montana). 

Hyde  V.  Minerals  Separation,  Ltd.,  214  Fed.  Rep.,  100  (C.  C.  A.    9th  Circuit). 

Minerals  Separation,  Ltd.,  v.  Miami  Copper  Co.,  287  Fed.  Rep.,  609  (D.  C.  Delaware). 

Minerals  Separation.  Ltd.,  v.  Miami  Cop^r  Co.,  244  Fed.  Rep.,  752  (C.  C.  A.  Sd  Cir- 
cuit, including  dissenting  opinion  of  Judge  Bufflngton,  p.  776). 
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The  chief  controversy  in  the  case  centers  about  the  claim  of  in- 
fringement based  upon  the  use  of  oil  by  the  respondent  in  excess  of 
one  per  cent,  on,  (of  the  weight  of,)  the  ore,  after  the  decision  of 
the  former  case  by  this  Court. 

The  evidence  shows,  and  counsel  now  admit,  that  prior  to  the  de- 
cision by  this  Court  in  December,  1916,  the  respondent  used,  in  its 
ore  concentration  operations,  various  oils  in  quantities  less  than  one- 
half  of  one  per  cent,  on  the  ore,  but  that  from  January  9,  1917,  to 
the  time  of  trial,  with  the  exception  of  two  or  three  weeks,  it  used 
oils  of  a  composition  which  we  shall  discuss  later  on,  in  quantities 
in  excess  of  one  per  cent,  on  the  ore.  In  other  respects  its  methods 
were  substantially  those  of  the  patent  in  suit. 

On  this  showing,  the  district  court  found  the  patent  infringed  by 
the  respondent,  when  it  used  oil  in  quantities  greater  than,  as  well 
as  when  it  used  it  in  quantities  less  than,  one  per  cent,  on  the  ore. 

The  circuit  court  of  appeals  held  the  patent  infringed  only  when 
the  respondent  used  oil  in  quantities  equal  to,  or  less  than,  one-half 
of  one  per  cent,  on  the  ore,  and  it  therefore  reversed  both  of  the 
holdings,  of  the  district  court,  but  allowed  recovery  for  the  period 
when  less  than  one-half  of  one  per  cent,  of  oil  on  the  ore  was  used. 

The  circuit  court  of  appeals  derived  its  authority  to  limit  the 
claims  to  one-half  of  one  per  cent,  on  the  ore  from  the  construction 
which  it  placed  upon  the  following  clause  of  the  opinion  of  this 
Court  in  the  former  case,  viz  : 

The  patent  must  be  confined  to  the  results  obtained  by  the  use  of  oU  within 
the  proportions  often  described  in  the  testimony  and  in  the  claims  of  the 
patent  as  "critical  proportions,"  "amounting  to  a  fraction  of  one  per  cent 
qn  the  ore." 

The  reasoning  which  carried  two  members  of  the  court  to  their 
conclusion  was,  that,  as  shown  by  the  evidence  of  the  patentees  and 
the  argument  of  their  counsel,  the  amount  of  oil  which  is  "  critical," 
in  the  sense  of  marking  the  point  of  transition  from  the  processes 
of  the  prior  art  to  the  process  and  discovery  of  the  patent,  is  one- 
half  of  one  per  cent,  of  oil  on  the  ore,  and  that  therefore  this  Court, 
by  using  the  expression  quoted,  intended  to  limit  the  claims,  not  to 
a  "  fraction  of  one  per  cent."  but  to  a  "  fraction  of  one-half  of  one 
per  cent,  on  the  ore." 

The  specification  of  the  patent  points  out  that  the  proportion  of 
mineral  which  floats  in  the  form  of  froth  varies  with  different  ores 
and  with  different  oil  substances  used  and  that  simple  preliminary 
tests  are  necessary  to  determine  which  oily  substance  will  yield  the 
best  results  with  each  ore.  Of  this  feature  of  the  patent  this  Court 
said : 

Such  variation  of  treatment  must  be  within  the  scope  of  the  claims,  and 
the  certainty  which  the  law  requires  in  patents  Is  not  greater  than  U  reason- 
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able,  having  regard  to  their  subject  matter.  •  ♦  •  The  process  is  one  for 
dealing  with  a  large  class  of  substances  and  the  range  of  treatment  within 
the  terms  of  the  claims,  while  leaving  something  to  the  skill  of  persons  apply- 
ing the  invention,  is  clearly  sufficiently  definite  to  guide  those  skilled  in  the 
art  to  its  successful  application,  as  the  evidence  abundantly  shows.  This 
satisfies  the  law. 

Thus  was  it  plainly  held  proper  for  the  patentees  to  claim  a 
reasonable  degree  of  variation — "  within  the  terms  of  the  claims  " — 
in  the  amount  of  oil  to  be  used  in  the  application  of  their  discovery  in 
practice,  and  that  the  restricting  of  the  amount  to  a  fraction  of  one 
per  cent,  on  the  ore  was  reasonable  and  lawful. 

The  two  expressions  "  critical  proportions  "  and  "  amounting  to  a 
fraction  of  one  per  cent  on  the  ore  "  being  used,  the  former  derived 
from  the  evidence  and  the  latter  from  the  claims  of  the  patent, 
obviously,  to  the  extent  that  they  differ — if  they  differ  at  all — ^the 
language  of  the  claims  must  rule  in  determining  the  rights  of  the 
patentees. 

While  in  the  former  case  this  Court  was  not  called  upon,  and  in  its 
opinion  did  not  attempt,  to  define  the  scope  of  the  claims,  but  was 
considering  the  patent  only  from  the  point  of  view  of  the  invention 
and  usefulness  of  the  claimed  discovery,  nevertheless,  the  language 
quoted  seems  to  indicate  clearly  enough  that  the  opinion  of  the  Court 
then  was,  as  it  is  declared  now  to  be,  that  as  to  the  claims  here  in- 
volved the  patent  extends  to  and  covers  the  use  in  the  process  of  oils 
of  the  patent,  in  amounts  equal  to  any  fraction  of  one  per  cent,  on 
the  ore.  The  oleic-acid  claims  are  in  terms  limited  to  0.02-0.5  per 
cent,  on  the  ore.  The  circuit  court  of  appeals  fell  into  error  in  the 
interpretation  which  it  placed  upon  our  opinion  and  its  judgment 
in  this  respect  is  reversed. 

Since  the  case  must  be  retried,  there  remains  to  be  considered  the 
reversal  by  the  circuit  court  of  appeals  of  the  holding  by  the  district 
court  that  the  use  of  oil  by  the  respondent  in  excess  of  one  per  cent, 
on  the  ore  constituted  an  infringement  of  the  patent. 

As  we  have  said,  prior  to  the  former  decision  by  this  Court,  the 
respondent  used  in  its  ore-concentration  process  less  than  one-half  of 
one  per  cent,  of  oil  on  the  ore,  and  as  to  such  practice  infringement  is 
clear,  but  from  January  9, 1917,  to  the  time  of  trial,  with  slight  excep- 
tions, it  used  in  excess  of  one  per  cent,  on  the  ore,  and  it  is  necessary 
to  consider  only  the  operations  during  this  latter  period.  The  oil 
used  during  this  period,  was  a  compound,  varying  in  composition 
from  time  to  time,  but  we  agree  with  the  district  court  in  selecting 
as  typical  a  mixture  made  up  of  eighteen  per  cent,  of  pine-oil,  and 
the  remainder  of  petroleum  products  or  derivatives — twelve  per 
cent,  of  kerosene-oil,  and  seventy  per  cent,  of  fuel-oil.  Of  this  com- 
pound there  was  used  thirty  pounds  to  the  ton  of  ore,  which  would 
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be  one  and  one-half  per  cent,  on  the  ore.  As  thus  stated,  without 
more,  it  is  obvious  that  the  use  of  such  an  amount  of  oil,  would  not 
infringe  the  claims  of  the  patent  which  limit  the  oil  to  be  used  to 
a  fraction  of  one  per  cent,  on  the  ore. 

But  the  contention  of  the  petitioners,  approved  by  the  district 
court,  was,  and  now  is,  that  kerosene  and  fuel  oil  were  inert  and 
valueless,  if  not  harmful,  as  used  by  the  respondent  in  the  process 
and  rendered  the  recovery  less  than  it  would  have  been  if  the  pine-oil 
only  had  been  used ;  that  they  were  added  solely  to  carry  the  content 
of  oil  beyond  the  prescribed  fraction  of  one  per  cent,  on  the  ore,  in 
the  hope  of  technically  avoiding  infringement ;  and  that  essentially 
in  its  operations  the  respondent  used  the  process  of  the  patent  with 
twenty-seven  one-hundredths  of  one  per  cent,  of  pine-'oil  on  the  ore, 
and  therefore  infringed  it. 

The  respondent  replied  that  it  was  not  true  that  kerosene  and  fuel 
oil  were  inert  and  useless,  and  asserted  that  they  were  oils  of  the 
patent,  "having  a  preferential  aflSnity  for  metalliferous  matter;" 
that  the  patentees  by  the  claims  of  their  patent  had  limited  their 
exclusive  right  to  the  use,  in  the  process,  of  any  oil  or  oily  substance 
having  such  an  affinity,  but  in  an  amount  not  greater  than  a  fraction 
of  one  per  cent,  on  the  ore,  and  that,  therefore,  the  process  of  the  re- 
spondent, in  which  more  than  one  per  cent,  of  oil  on  the  ore  was  used, 
did  not  infringe  the  patent. 

The  entire  evidence  in  the  Hyde  case  was  introduced  on  the  trial 
of  this  case,  and  whether  the  petroleum  products  or  derivatives  used 
by  the  respondent  were  oils  within  the  scope  of  the  patent  must  be 
determined  from  the  record  how  before  us. 

It  is  admitted  that  petroleum  products  are  "  oils  having  a  preferen- 
tial affinity  for  metalliferous  matter." 

In  each  of  the  four  claims  of  the  "  complete  specification  "  of  the 

British  patent,  filed  by  the  same  persons  who  were  patentees  of  the 

patent  in  suit,  on  June  3,  1905,  "  petrol "  is  given  as  an  equivalent  of 

oleic  acid  in  the  process.    This  appears  in  the  statement,  repeated  in 

each  claim,  that  the  ore  and  acidified  water  shall  be  mixed  or  agitated 

with — 

a  small  proportion  of  an  oily  substance  such  as  oleic  acid  or  petrol,  amounting  to 
a  fraction  of  one  per  cent  on  the  ore. 

"  Petrol "  is  the  name  used  in  England  for  gasolene. 

The  claims  of  the  patent  in  suit  which  we  are  considering  call 
for  the  use  in  the  process  of  an  "  oily  liquid,"  "  an  oily  substance," 
and  in  the  twelfth  claim  simply  of  an  "  oil."  These  expressions  are 
said  by  Professor  Chandler,  an  expert  for  the  petitioners,  much 
relied  on  in  the  Hyde  case  and  in  this,  to  include  petroleum  prod- 
ucts. 
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Higgins,  one  of  the  experimenters  who  discovered  the  process  in 
suit,  and  who  is  much  relied  upon  by  the  petitioners  as  an  expert 
witness  in  both  cases,  testified  as  follows  in  the  Hyde  case: 

Q.  Have  you  since  found  it  possible  to  use  other  oils  than  oleic  acid  with 
the  result  of  producing  a  froth? 

A.  Yes. 

Q.  What  other  oils? 

A.  I  have  obtained  satisfactory  results  by  the  use  of  petrol  and  certain  pro- 
portions of  distillate  of  crude  petroleum,  such  as  "  Cosmos  oil," 

and  he  said  "  Cosmos  oil "  is  "  a  petroleum  distillate." 

Chapman,  an  engineer  and  a  witness  for  the  petitioners  in  the 
Hyde  case,  testified  that  he  had  obtained  good  recoveries  in  the  labo- 
ratory and  in -commercial  practice,  from  the  ore  of  the  Braden  mine, 
in  Chile,  using  three  pounds  of  Texas  fuel-oil  to  one  pound  of 
American  wood-tar  oil  per  ton  of  ore.    Texas  fuel-oil  is  petroleum. 

Graninger,  an  engineer  employed  by  one  of  the  petitioners  in 
installing  its  flotation  plants,  testified  in  this  case  that  in  a  mine 
in  British  Columbia  he  used  a  mixture  of  oil,  75  per  cent,  of  which 
was  derived  from  petroleum. 

There  is  much  more  of  the  same  character  from  witnesses  for  the 
petitioners  and  the  evidence  of  the  respondent  is  strongly  to  the  ef- 
fect that  petroleum  products  are  useful  and  efficient  and  have  been 
widely  used  in  the  process  in  laboratory  and  commercial  practice. 

Without  quoting  more  from  the  record  before  us,  we  must  con- 
clude that  when  the  patent  in  suit  was  obtained,  and  even  until  the 
testimony  in  the  Hyde  case  was  closed  in  1912,  petroleum  products 
were  recognized  by  the  petitioners,  and  that  they  are  still  used,  as 
oils,  efficient,  and  useful  in  the  process  of  the  patent  in  suit.  Much 
of  this  evidence  is  especially  impressive  because  the  papers  from 
which  it  is  derived  were  written  and  the  witnesses  testified  before  the 
question  as  to  petroleum,  now  made  in  this  case,  was  raised  or  dis- 
cussed. • 

While  we  thus  conclude  that  petroleum  and  petroleum  prod- 
ucts are  oils  useful  in  this  process  of  the  patent,  it  is  also  clear  that 
they  are  not  as  highly  efficient  as  pine-oil  and  several  other  oils  and 
combinations  of  oils,  which,  in  the  nomenclature  of  the  record  are 
called  "  frothing  oils,"  and  also  that  better  results  would  probably 
have  been  obtained  by  the  use  of  less  than  one  per  cent,  on  the  ore, 
of  pine-oil  alone,  than  were  obtained  by  the  respondent  with  that 
oil  in  combination  with  the  larger  amounts  of  petroleum  products. 
And  this  presents  the  further  question  necessary  to  a  decision  of  the 
case,  viz: 

Does  the  use  of  a  more  efficient,  in  combination  with  a  less  efficient, 
oil  of  the  patent,  constitute  infringement,  where  the  former  is  used 
in  an  amount  within  the  limits  of  the  claims  but  the  combined  amount 
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is  in  excess  of  such  limit,  and  when  the  amount  of  the  more  efficient 
oil  used  would  probably  produce  better  results  from  the  process  than 
are  produced  with  the  combination  of  oils  ? 

To  answer  this  question  requires  a  consideration  of  the  state  of  the 
prior  art  as  it  was  when  the  discovery  of  the  patent  was  made,  and  of 
the  scope  of  the  claims  which  w6  are  considering. 

It  is  always  difficult  to  recover  the  realities  of  a  situation  long  past, 
such  as  we  have  here,  but  it  is  especially  difficult  when  the  importance 
of  tlie  discovery  has  led,  as  in  this  case,  to  extensive  improvement 
in  mechanical  appliances  for  utilizing  the  invention  and  to  large  ad- 
ditions to  the  knowledge  of  the  adaptability  to  the  process  of  various 
oils,  singly  and  in  combination. 

We  held  in  the  former  case  that  the  patentees  came  late  into  the 
field  of  ore  concentration  investigation  and  that  their  discovery  rests 
upon  a  prior  art  so  fully  developed  that  it  was — 

clear  from  the  record  that  approach  was  being  made  slowly  but  more  and  more 
nearly  to  the  result  which  was  reached  by  the  patentees  of  the  process  in  suit 
in  March,  1905, 

and  that  their  final  step  was  not  a  long  one.     • 

Such  a  patent,  in  such  a  field  of  investigation,  must  be  construed 
strictly,  but  candidly  and  fairly,  to  give  to  the  patentees  the  full 
benefit,  but  not  more,  of  the  disclosure  of  their  discovery  which  is  to 
become  a  part  of  the  public  stock  of  knowledge  upon  the  expiration 
of  the  patent  period,  and  which  was  the  consideration  for  the  grant 
to  them  of  a  patent  monopoly. 

With  the  state  of  the  prior  art  in  mind,  we  come  to  consider  the 
nature  and  extent  of  the  disclosures  of  the  patent  in  suit,  but  only 
with  respect  to  the  kinds  and  quantities  of  oil  which  may  be  used  in 
the  process. 

The  specification  recites  that  the  invention  of  the  patent  relates  to 
an  "  improvement  "  upon  prior  processes  employed  in  ore  concentra- 
tion— 

by  means  of  oils,  fatty  acids,  or  other  substances  which  have  a  preferential  af- 
finity for  metalliferous  matter  over  gangue. 

Next  come  the  specific  disclosures  required  by  the  patent  law  (Rev. 
Stat.  4888),  which  are  intended  to  describe  the  advance  which  the 
patentees  claimed  to  have  made  from  the  prior  art  Cattermole  agglom- 
eration of  metalliferous  matter  into  granules,  which  separate  from 
the  gangue,  and  sink  to  the  bottom  of  the  pulp  under  treatment,  to 
the  discovery  of  the  patent  in  suit,  with  its  metal  bearing  froth,  ris- 
ing to  the  surface  of  the  pulp.  Here  is  the  essence  of  the  discovery 
and  it  is  announced  in  these  terms : 

We  have  found  that  if  the  proportion  of  oily  substance  be  considerably  re- 
duced, say  to  a  fraction  of  one  per  cent,  on  the  ore,  granulation  ceases  to  take 
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place,  and  after  vigorous  agitation  there  is  a  tendency  for  a  part  of  the  oil- 
coated  metalliferous  matter  to  rise  to  the  surface  of  the  pulp  In  the  form  of  a 
froth  or  scum. 

This  is  followed  by  the  description  of  three  "  factors "  on  which 
"  this  tendency  is  dependent,"  viz,  slight  acidification,  heat,  and  fine 
pulverization  of  the  ore,  and  then  the  disclosure  concludes  with  the 
statement  that  the  proportion  of  mineral  which  floats  in  the  form  of 
froth  varies  with  different  ores  and  with  different  oily  substances, 
and  that  a  simple  preliminarj'  test  is  necessary  to  determine  which 
oily  substance  yields  the  proportion  of  froth  or  scum  desired. 

The  only  additional  statement  contained  in  the  specification,  which 
is  in  the  nature  of  a  disclosure,  is  found  in  the  description  of  the 
example  of  the  application  of  the  invention,  in  which  it  is  stated  that 
the  "  froth  or  scum  "  derives  its  power  of  flotation  mainly  from  the 
inclusion  of  air-bubbles  introduced  into  the  mass  by  agitation,  such 
bubbles  or  air-films  adhering  only  to  the  mineral  particles  which  are 
coated  with  oleic  acid. 

There  remain  the  claims  of  the  patent,  in  which  the  act  of  Con- 
gress requires  that  the  patentee  shall — 

particularly  point  out  and  distinctly  claim  the  •  ♦  ♦  improvement  ♦  ♦  ♦ 
which  he  claims  as  his  invention  or  discovery. 

And  of  these  this  Court  has  said  in  Keystone  Bridge  Co,  v.  Phoenix 
Iroii  Co.,  (C.  D.,  1877,  384;  12  O.  G.,  980;' 95  U.  S.  274:) 

But  the  courts  have  no  right  to  enlarge  a  patent  beyond  the  scope  of  its  claim 
as  allowed  by  the  Patent  Office.  ♦  •  ♦  As  patents  are  procured  ex  parte, 
the  public  is  not  bound  by  them,  but  the  patentees  are.  And  the  latter  cannot 
show  that  their  invention  is  broader  than  the  terms  of  their  claim;  or,  if 
broader,  they  must  be  held  to  have  surrendered  the  surplus  to  the  public. 

And  in  White  v.  Dunbar,  (C.  D.,  1886,  494;  37  O.  G.,  1002;  119 

U.S.  47:) 

The  claim  is  a  statutory  requirement,  prescribed  for  the  very  purpose  ot 
making  the  p&tentee  define  precisely  what  his  invention  is;  and  it  is  unjust  to 
the  public  as  well  as  an  evasion  of  the  law  to  construe  it  in  a  manner  different 
from  the  plain  Import  of  its  terms. 

And  see  Motion  Picture  Patents  Co.  v.  Universal  Fihn  Co.,  (C.  D., 
1917,  391;  238  O.  G.,  311;  243  U.  S.  502.) 

Since  we  are  concerned  only  with  the  five  "  fraction  of  one  per  cent, 
claims,"  and  since  the  question  we  are  discussing  relates  only  to  the 
use  of  petroleum  products,  we  need  consider  them  only  with  respect 
to  the  amount  and  character  of  the  oil  prCvScribed,  and,  as  they  are 
substantially  identical,  we  quote  the  first  as  typical : 

The  herein  described  process  of  concentrating  ores  which  consists  tn  mixing 
powdered  ore  with  water,  adding  a  small  proportion  of  oily  liquid  having  a 
preferential  affinity  for  metalliferous  matter  (amounting  to  a  fraction  of  one 
per  cent,  on  the  ore),  agitating  the  mixture  until  the  oil-coated  mineral  matter 
forms  Into  a  froth,  and  separating  the  froth  from  the  remainder  by  flotation. 


BflNERALS  SEPARATION,  LTD.,  ET  AL.  V.  BUTTE  MINING  CO.     475 

The  first  three  claims  declare  that,  so  far  as  oil  is  concerned,  the 
discovery  resides  or  consists  in 

adding  a  small  proportion  of  an  oily  liquid  having  a  preferential  affinity  for 
metalliferous  matter,  amounting  to  a  fraction  of  one  per  cent,  on  the  ore ; 

the  fourth  claim  differs  only  in  substituting  the  word  "  substance  " 
for  "  liquid  "  in  the  first  three ;  and  the  twelfth  claim-  provides  for 
carrying  out  the  process  with 

oil  in  water  containing  a  fraction  of  one  per  cent,  of  oil  on  the  ore. 

From  this  consideration  of  the  terms  of  the  patent  as  written,  it 
is  apparent  that  it  makes  no  differentiation  whatever,  either  in  the 
claims  or  in  the  specification,  among  the  oils  having  a  preferential 
affinity  for  metalliferous  matter,  and  that  its  disclosure,  to  which  the 
petitioners  must  be  limited,  is,  that  when  a  fraction  of  one  per  cent, 
on  the  ore  of  any  such  oil  is  used  in  the  manner  prescribed,  there  will 
be  produced  a  metal-bearing  froth,  the  result  of  the  process.  No 
notice  is  given  to  the  public,  and  it  is  nowhere  "  particularly  pointed 
out  "  in  the  claims,  that  some  oils  or  combination  of  oils,  having  a 
preferential  affinity  for  metalliferous  matter,  are  more  useful  than 
others  in  the  process,  or  that  some  may  be  used  successfully  and  some 
not,  or  that  some  are  "  frothing  oils,"  a  designation  not  appearing 
in  the  patent,  and  that  some  are  not.  The  patentees  discovered  the 
described  process  for  producing  the  result  or  effect,  the  metal-bear- 
ing froth,  but  they  did  not  invent  that  result  or  froth, — ^their  patent 
is  on  the  process,  it  is  not  and  cannot  be  on  the  result, — and  the  scope 
of  their  right  is  limited  to  the  means  they  have  devised  and  described 
as  constituting  the  process.  (Ccmiing  v.  Burden^  15  How.,  252;  Le 
Boy  V.  Tatham,  14  How.,  156;  Fuller  v.  Yentzer^  C.  D.,  1877,  218; 
11  O.  G.,  551;  94  U.  S.,  288;  Rob.  on  Pats.,  Sec.  149.) 

The  patent  in  suit  was  applied  for  in  this  country  on  May  29, 
1905,  within  a  few  weeks  after  the  discovery  which  it  embodies  was 
made,  and  whether,  from  haste  or  lack  of  investigation,  from  the 
necessity  of  meeting  the  exigencies  imposed  by  the  prior  art  or  from 
a  desire  to  make  the  claims  as  comprehensive  as  possible,  this  discus- 
sion of  its  terms  makes  it  clear,  that  the  only  disclosure  as  to  the 
kind  and  amount  of  oil  which  the  patentees  made  to  the  public  as 
necessary  to  the  practising  of  their  process  is  that  it  must  be  an  oil 
or  oily  substance,  or  oily  liquid  having  a  "  preferential  affinity  for 
metalliferous  matter,"  and  that  it  shall  be  limited  in  amount  "  to  a 
fraction  of  one  per  cent,  on  the  ore." 

It  is  argued  that  the  provision  of  the  claims  that  the  mixture  pre- 
scribed, of  oil,  water,  and  ore,  shall  be  agitated  until  the  oil-coated 
mineral  matter  forms  into  a  froth,  serves  to  differentiate  the  "  froth- 
ing oils"  from  others  having  the  required  preferential  affinity  for 
metalliferous  matter  but  which,  when  agitated  in  the  mixtures,  may 
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• 

not  produce  the  characteristic  froth,  if  any  such  there  are,  and  that 
a  proper  construction  of  the  patent  limits  it  to  such  "  frothing  oils  " 
and  renders  the  use  of  them  in  a  fraction  of  one  per  cent,  on  the  ore 
an  infringement  when  used  with  "non-frothing  oils"  having  the 
required  affinity  in  amounts  sufficient  to  make  the  combination  exceed 
the  quantity  limit  of  the  patent 

To  give  such  a  construction  to  the  patent  would  subordinate  the 
clear  description  contained  in  it  of  what  are  oils  of  the  process,  to 
an  implied  and  vague  description  and  classification  which  would 
leave  the  whole  subject  again  at  large,  to  become  a  field  for  further 
experimentation,  without  definition  in  the  patent  of  what  oils  or 
froths  would  satisfy  it.  So  interpreted  the  patent  could  not  reason- 
ably be  said  to  contain  a  disclosure  of  the  discovered  process  in  the 
"  full,  clear,  concise  and  exact  terms  "  required  by  law  (Rev.  Stats, 
4888)  and  the -claims  might  conceivably  be  said  to  fall  short  of  "  par- 
ticularly pointing  out  and  distinctly  claiming  "  any  discovery  at  all 
within  the  meaning  of  the  act  of  Congress. 

"Thus  when  to  our  former  conclusion  that  the  respondent  used  an 
efficient  oil  of  the  patent,  we  add  the  further  conclusion,  derived 
from  a  study  of  its  terms,  that  the  patentees  failed  to  differentiate 
among  the  oils  described  in  the  patent,  we  must  conclude  that  it  is 
impossible  for  the  courts  to  distinguish  among  them,  as  more  or  less 
efficient  in  the  process,  without  amending  the  claims  of  the  patent 
and  this  they  are  powerless  to  do. 

We  are  confirmed  in  the  conclusion  thus  arrived  at  by  the  evidence 
which  the  patentees  in  the  Hyde  case,  petitioners  in  this,  introduced 
to  show  that  their  discovered  process  could  not  be  made  operative 
when  more  than  a  fraction  of  one  per  cent,  of  oil  on  the  ore  was  used, 
and  that  the  use  of  a  greater  amount  would  not  produce  the  typical 
froth  which  results  from  it, — ^this  without  differentiation  among  the 
oils  described  in  the  patent,  save  as  to  their  varying  adaptability  to 
different  ores. 

Thus,  Ballantyne,  a  metallurgist  and  the  patent  agent  who  pre- 
pared the  patent  specifications  for  the  petitioners,  when  called  by 
them  as  an  expert  witness,  testifies  to  intimate  relations  witii  the 
patentees  and  with  their  investigations  before  and  since  the  patented 
discovery  was  made,  and  says : 

I  have  never  seen  the  agitation-froth  process  snccessfaUy  carried  out  by  the 
use  of  an  amount  of  oil  equal  to  practicaUy  one  per  cent,  by  weight  on  the  ore, 
and  In  my  opinion  .9999  per  cent,  of  oil  would  not  be  a  proper  quantity  (that 
is  to  say  a  suitable  and  economical  quantity),  as  contemplated  by  the  patent. 
and  would  not,  therefore,  be  a  suitable  fraction  of  one  per  cent,  as  contem- 
plated by  tlie  patent 

Liebman,  an  expert  much  relied  upon  by  the  petitioners,  testified: 

Q.  I  understand  from  your  answer  ♦  ♦  ♦  that  you  have  never  in  your 
•perations    ♦    ♦    ♦    obtained  any  floating  mineral-bearing  froth  when  usin^ 
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au  amount  of  oil,  or  other  selective  agents,  amounting  to  more  than  one  per 
cent,  of  the  weigtit  on  the  ore.    In  order  that  there  may  he-  no  misunderstand- 
ing, will  you  state  whether  I  have  understod  you  rightly? 
A.  That  is  my  recollection. 

John  Ballot,  one  of  the  patentees,  testified  that  he  had  never  seen 
a  froth  of  the  character  produced  by  the  patent  in  suit  using  a  pulp 
containing  more  than  one  per  cent,  of  oil. 

There  is  much  more  of  similar  impoFt  in  the  record.  This,  how- 
ever, will  suffice,  adding  only  the  record  of  a  remarkable  incident 
which  occurred  in  this  court  during  the  argument  of  the  Hyde  case 
by  Mr.  Kenyon  for  the  petitionera : 

Mr.  Justice  McReynolds :  I  would  like  to  ask  you  when  in  this  process  of  re- 
ducing oil  your  Invention  came  into  existence? 

Mr.  Kenyon :  At  ahout  one-half  of  one  per  cent,  of  oil. 

Mr.  Justice  McHeynoUls :  Before  you  got  to  the  one-half  of  one  per  cent,  did 
you  have  any  Invention? 

Mr.  Kenyon :  We  were  passing  from  the  region  of  Cattermole,  which  was  a 
distant 

Mr.  Justice  McReynolds:  I  want  to  know  when  your  invention  came  into 
existence? 

Mr.  Kenyon :  This  invention  was  not  reached,  I  should  say,  from  those  figures, 
until  about  .5,  that  is  one-half  of  one  per  cent,  of  oil  was  reached. 

Mr.  Justice  McReynolds:  At  one  per  cent,  you  had  no  invention? 

Mr.  Kenyon:  No. 

Mr.  Justice  McReynolds :  At  one-half  of  one  per  cent,  you  did  have  Invention? 

Mr.  Kenyon :  It  began  to  come.  Remote,  but  it  began  to  come.  At  .3  of  one 
per  cent,  the  float  vastly  Increased.  At  .1  of  one  per  cent,  the  float  again  vastl> 
increased. 

Mr.  Justice  McReynolds:  When  this  float  has  more  than  one-half  of  one  per 
cent  of  oil  it  does  not  infringe? 

Mr.  Kenyon:  It  does  not  infringe, 

Mr.  Justice  Pitney :  What  have  you  to  say  in  answer  to  what  Mr.  Scott  said 
the  other  day  to  the  effect  that  1.8  per  cent.,  or  perhaps  more,  of  oil,  would  give 
the  same  result  with  increased  agitation? 

Mr.  Williams:  Absolutely  no. 

Mr.  Kenyon:  It  would  not. 

While  parties  should  not  be  held  rigidly  to  statements  made 
by  their  counsel  in  the  stress  of  argument,  even  when  replying  to 
questions  from  members  of  the  court,  nevertheless  these  statements 
from  leading  counsel  in  charge  of  the  Hyde  case  and  of  this  case,  are 
impressive  and  significant. 

This  and  much  more  of  like  character  in  the  record  brings  us  un- 
hesitatingly to  the  conclusion  that  the  scope  we  have  given  to  the 
.patent,  based  upon  an  interpretation  of  the  language  of  the  claims, 
is  justified  also  by  the  evidence  in  the  case  and  that  it  is,  in  fact, 
that  which  the  petitioners  and  their  counsel,  until  very  recently, 
placed  upon  it  in  full  confidence,  that  the  essence  of  the  discovery  lay 
to  such  an  extent  in  the  use  of  a  small  amount  of  oil,  such  as  is  de- 
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scribed  in  the  patent,  that  the  result  could  not  be  obtained  with  more 
than  a  fraction  of  one  per  cent,  on  the  ore. 

It  must  be  added  that  the  evidence  is  far  from  satisfying  that  the 
results  of  tlie  respondent's  process  was,  in  fact,  that  peculiarly 
superior  quality  of  metal-bearing  froth  characteristic  of  the  patented 
process  when  worked  with  a  fraction  of  one  per  cent,  on  the  ore. 
The  evidence,  otherwise  doubtful  on  the  point,  is  rendered  especially 
so  by  the  testimony  introduced  by  the  petitioners,  and  not  contra- 
dicted, that  a  computation  on  the  basis  of  the  tonnage  of  ore  ti-eated 
by  the  respondent  shows  that  if  the  process  as  practised  by  it  after 
January  9,  1917,  had  been  used  through  the  year  it  would  have  in- 
volved a  loss  of  over  a  million  dollars  in  increased  cost  of  oil  and  in 
diminished  recoveries,  as  compared  with  what  the  results  of  opera- 
tion would  have  been  for  the  same  time  using  the  process  of  the 
patent  as  practised  by  the  petitioners.  It  is  difficult  to  see  how  a 
process  so  wasteful  and  inefficient  as  that  of  the  respondent  is  thus 
proved  to  be  can  be  other  than  substantially  different  from  that  of 
the  petitioners. 

It  is  vaguely  suggested  in  the  testimony  for  the  petitioners  that 
there  was  some  peculiarity  in  the  composition  of  the  ore  of  the  re- 
spondent, or  in  the  treatment  of  it,  which  resulted  in  the  presence  of 
"  clayey  gangue  slimes  "  which  absorbed  an  unusual  quantity  of  oil 
and  that  this  contributed  to  render  it  possible  to  produce  the  results 
of  the  patented  process  when  more  than  the  prescribed  fraction  of  one 
per  cent,  of  oil  on  the  ore  was  used. 

It  is  hard  to  see  how  this,  if  true,  would  be  of  value  to  the  peti- 
tioners, but  the  evidence  is  quite  too  indefinite  in  character  and 
meagre  in  extent  to  be  accepted  as  the  basis  for  the  judicial  determi- 
nation of  such  a  claim. 

The  respondent  contends  that  the  disclaimer  filed  by  the  petitioners 
with  respect  to  the  three  claims  held  invalid  by  the  decision  of  this 
court  in  the  former  case  was  so  delayed  and  is  so  evasive  in  form  that 
it  is  invalid  and  that,  for  this  reason,  the  petitioners  should  not  be 
permitted  to  further  prosecute  this  suit,  under  the  provisions  of  Re- 
vised Statutes  4917,  4922. 

The  decision  holding  the  three  claims  invalid  was  rendered  on 
December  11,  1916,  and  the  disclaimer  was  recorded  on  the  28th  dav 
of  March,  1917.  Having  regard  to  the  fact  that  the  owners  of  the 
patent  in  suit  resided  in  a  foreign  country  and  to  the  war  time  con- 
ditions of  communication  then  prevailing,  the  entry  required  by  law 
was  not  "  unreiisonably  neglected  or  delayed."  While  the  wording  of 
the  disclaimer  borders  on  finesse,  we  do  not  think  it  can  be  interpreted 
as  giving  any  rights  under  the  patent  greater  than  .may  be  legiti- 
mately obtained  under  the  claims  held  valid,  and  we  therefore  deem 
it  sufficient  to  meet  the  requirements  of  the  statutes  cited. 


SYMINGTON  CO.  V.  THE  NAT.  MALLEABLE  CASTINGS  00.  ET  AL.     479 

Jt  results  that  the  decree  of  the  circuit  court  of  appeals  that  the 
respondent  infringed  the  pater} t  only  when  using  one-half  of  one  per 
cent,  or  less  of  oil  on  the  ore  must  he  reversed^  hut  that  itn  implied 
holding  that  the  use  made  by  respondent  of  petroleum  products  and 
pine-oil  in  excess  of  one  per  cent,  on  the  ore  did  not  constitute  in- 
fringement must  be  sustained.  The  cause  is  remanded  to  the  district 
court  for  further  proceedings  in  conformity  with  this  opinian. 

lieversed  in  part. 

[Supreme  Court  of  the  United   States.] 

The  T.  H.  Stmington  Company  v.  The  National  Malleable 

Castings  Co.  et  al,    (No.  31.) 

On  writ  of  certiorari  to  the  United  States  Circuit  Court  of  Appeals  for  the 

First  Circuit 

William  H.  Miner  v.  The  T.  H.  Symington  Company.     (No.  24.) 

On  writ  of  certiorari  to  the  United  States  Circuit  Court  of  Appeals  for  the 

Seventh  Circuit. 

Decided  June  9,  1919, 

264  O.  G.,  8G7 ;  250  U.  S.  383. 

1.  Patents — Ct^aims — Construction — Broad  and  Restricted  Claims. 

Where  In  a  patent  for  a  railway  draft-rlj?glng  one  claim  calls  specifically 
for  an  Integral  i)ocket,  while  otlier  claims  do  not  indicate  that  the  pocket 
Is  to  be  Integral,  such  difference  In  terms  points  persuasively  to  a  dllTerence 
in  purpose,  and.  In  view  of  the  description,  which  states  that  "  the  pocket 
may  be  cast  In  a  single  piece,"  Held  that  the  broader  claims  cover  a  pocket 
made  of  separate  parts. 

2.  Same — Priority  of  Invention — Oral  Testimony  Taken   Long  After  the 

Events. 
Oral  testimony  tending  to  show  prior  invention  as  against  existing  Let- 
ters Patent  is,  in  the  absence  of  models,  drawings,  or  kindred  evidence, 
open  to  grave  suspicion,  parti culasly  If  the  testimony  be  taken  after  the 
lapse  of  years. from  the  time  of  the  allege<l  Invention.  The  oral  testimony 
of  a  rival  Inventor  and  two  other  witnesses  taken  fifteen  years  after  the 
date  of  the  alleged  Invention  Held  to  disclose  no  more  than  a  "  mental 
conception  in  process  of  development  which  occasionally  was  outlined  on 
scraps  of  paper  and  then  committed  to  the  waste  basket  and  was  roughly 
worked  Into  a  wooden  model  four  or  five  inches  long  with  a  pen  knife," 
which  is  insufficient  to  overcome  the  prima  facie  evidence  of  priority  aris- 
ing from  the  granting  of  a  prior  patent. 

Mr.  Melville  Church,  Mr.  Gilbert  P.  Ritter,  and  Mr.  Ernest  F. 
Mechlin  for  T.  H.  Symington  Company. 

Mr.  Charles  Neave  for  National  Malleable  Casting  Co.  et  al, 
Mr.  Charles  C.  Linthicum  and  Mr,  George  I.  flaight  for  Miner. 

Mr.  Justice  Van  Devanter  delivered  the  opinion  of  the  Court. 

These  cases  are  so  related  that  they  may  be  disposed  of  together. 
Each  is  a  suit  to  enjoin  the  infringement  of  a  patent.  One  was 
begun  in  the  district  of  Maine  and  is  based  on  Letters  Patent  gi^anted 
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May  7, 1901,  to  Jacob  J.  Byers  on  an  application  filed  April  21, 1900. 
The  other  was  begun  in  the  northern  district  of  Illinois  and  is  based 
on  Letters  Patent  granted  February  18, 1902,  to  William  H.  Emerick 
on  an  application  filed  May  24, 1901.  Both  patents  cover  an  improve- 
ment in  draft-rigging  for  railroad-cars.  In  each  suit  it  became 
necessary  to  compare  the  patents,  determine  whether  the  invention 
of  one  was  anticipated  by  the  other,  and  ascertain  which  of  the  pat- 
entees was  the  original  and  first  inventor.  Ultimately  the  saits 
reached  the  circuit  courts  of  appeals  for  the  circuits  in  which  they 
were  brought.  In  the  Maine  suit  the  court  held  that  Byers  was  the 
prior  inventor  and  that  claims  3,  5,  and  6  of  the  patent  to  him  were 
valid  and  infringed.  (230  Fed.  Rep.,  821;  234  Fed.  Rep.,  343.)  In 
the  Illinois  suit  the  court  held  that  Emerick  was  the  prior  inventor 
and  that  claims  1,  2,  3,  and  4  of  the  patent  to  him  were  valid  and 
infringed.  (229  Fed.  Rep.,  730.)  These  conflicting  decisions  led  to 
the  allowance  of  the  present  writs  of  certiorari. 

While  the  discussion  at  the  bar  and  in  the  briefs  has  taken  a  wide 
range,  only  two  points  need  be  considered. 

One  of  the  elements  called  for  by  the  claims  in  the  Byers  patent 
which  were  sustained  is  a  "  pocket "  or  housing,  which  is  to  hold  other 
parts  in  place.  The  corresponding  element  of  the  Emerick  patent  is 
described  as  "  counterpart  castings "  and  is  in  two  parts.  Whether 
the  Byers  pocket  was  to  be  integral  or  might  be  in  two  or  more  parts 
is  a  matter  about  which  the  two  courts  differed.  In  the  Maine  suit 
it  was  held  that  the  claims  were  not  limited  to  an  integral  pocket, 
but  in  the  Illinois  suit  the  ruling  was  the  other  way.  The  former 
view,  as  it  seems  to  us,  is  the  right  one.  There  is  nothing  in  Byers's 
claims  which  were  sustained  indicating  that  the  pocket  is  to  be  in- 
tegral, while  there  is  a  distinct  call  for  such  a  pocket  in  claim  9.  The 
difference  in  terms  points  persuasively  to  a  difference  in  purpose, 
and  the  specification  does  even  more,  for  it  says  "  the  pocket  may  be 
cast  in  a  single  piece."  This  is  the  common  form  of  designating  an 
admissible  alternative  in  such  instruments.  Of  course,  the  other 
alternative  is  casting  it  in  a  plurality  of  pieces.  When  this  is  done 
and  the  pieces  are  assembled  they  form  a  pocket  and  serve  in  the 
same  way  as  if  there  were  but  one. 

The  courts  differed  also  as  to  who  was  the  prior  inventor.  Pre- 
sumptively it  was  Byers,  for  his  application  and  patent  were  both 
prior  to  Emerick's  application.  Recognizing  this,  the  parties  claim- 
ing under  Emerick  sought  by  proof  to  carry  his  invention  back  to  an 
earlier  date,  and  to  that  end  produced  the  testimony  of  three  wit- 
nesses, Emerick  being  one.  All  three  testified  in  both  suits,  their 
testimony  being  substantially  the  same  in  both..  In  the  Maine  suit 
the  court  pronounced  this  testimony  too  equivocal  and  uncertain  to 
establish  priority  as  against  Byers's  application  and  patent,  but  in 
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the  Illinois  suit  the  court,  although  regarding  the  testimony  as 
hardly  satisfactory,  gave  effect  to  it.  On  reading  it  we  are  per- 
suaded that  it  was  clearly  insufficient. 

This  Court  has  pointed  out  that  oral  testimony  tending  to  show 
prior  invention  as  against  existing  Letters  Patent  is,  in  the  absence 
of  models,  drawings,  or  kindred  evidence,  open  to  grave  suspicion; 
particularly  if  the  testimony  be  taken  after  the  lapse  of  years  from 
the  time  of  the  alleged  inventions.  {Peering,  v.  Winona  Harvester 
Works,  C.  D.,  1894,  672 ;  69  O.  G.,  1641 ;  155  U.  S.,  286.)  And  it  has 
said: 

A  conception  of  the  mind  is  not  an  invention  until  represented  in  some 
physical  form,  and  unsuccessful  experiments  or  projects,  abandoned  by  the  in- 
ventor, are  equally  destitute  of  that  character.  (Clark  Thread  Oo.^y.  WiUi- 
mantic  Co,,  C.  D.,  1891,  449;  56  O.  G..  395;  140  U.  S.,  481.) 

Here  the  evidence  was  oral.  No  model,  drawing,  or  kindred  ex- 
hibit was  produced.  Fifteen  years  had  elapsed  since  the  date  as  of 
which  invention  was  being  claimed.  The  testimony  was  not  direct 
and  strong,  but  weak  and  uncertain  and  in  some  respects  contradic- 
tory. At  most  it  only  disclosed  a  mental  conception  in  process  of 
development  which  occasionally  was  outlined  on  scraps  of  paper 
and  then  committed  to  the  waste-basket  and  was  roughly  worked 
into  a  wooden  model  four  or  five  inches  long  with  a  penknife.  The 
first  real  model  or  drawing  was  made  about  the  time  of  the  actual 
application  for  a  patent  and  there  was  no  attempt  at  reduction  to 
practice  until  after  the  patent  was  issued.  Such  proof  under  the 
rule  just  stated  does  not  suffice. 

Decree  in  No,  SI  afjirmed. 

Decree  in  No.  2J^  reversed. 


[Supreme  Court  of  the  United  States.! 

Ex  PARTE  Wagner   (Trading  as  the  American  Mechanical  Toy 

Company)  et  ah 

Decided  April  1^  1919, 
267  O.  G.,  186 ;  249  U.  S.,  465. 

1.  "Mandaitds — Does  Not  Lie  to  Control  Judicial  Action. 

Mundamus  may  be  resorted  to  In  proper  cases  for  the  purpose  of  secur- 
ing judicial  action,  but  not  for  the  puriwse  of  determining  in  advance  what 
that  action  shall  be. 

2.  Same — Case   Remanded   to   District   Court — Cannot   be   Issued  Against 

Circuit  Court  of  Appeals  and  Its  Judges. 
A  writ  of  mandamus  could  not  properly  be  directed  to  the  circuit  court  of 
appeals  and  its  judges  to  control  proceedings  in  a  case  which  has  been 
*     remanded  by  that  court  to  the  district  court  and  is  pending  exclusively 
in  the  latter. 
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3.  Same — Other  Proceedings  Pending  in  Supreme  CJourt — Nor  Ground  for 

Forbidding  Accounting. 

Interlocutory  proceedings  for  an  accounting  In  the  district  court  will  not 

be  forbidden  by  mandamus  merely  upon  the  ground  that  disposition  of  other 

proceedings  before  this  court  may  possibly  render  the  accounting  nugatory 

and  a  useless  exi)ense  to  the  petitioner. 

m 

On  Petition  for  writ  of  mandamus. 

Mr,  H.  A.  Toulmin^  Jr,^  and  Mr,  H.  A.  Taulmin  (Mr,  E,  H, 
Turner  and  Mr,  TF.  B\  Turner  on  the  brief)  for  the  petitioners. 

Mr,  Reeve  Lewis  {Mr.  C.  A,  L.  Massie  and  Mr,  Ralph  L.  Scott  on 
the  brief)  for  the  respondents. 

Mr.  Justice  Clarke  delivered  the  opinion  of  the  Court. 

The  petitioners  pray  that  a  writ  of  mandamus  shall  issue  out  ot 
this  Court,  requiring  the  Circuit  Court  of  Appeals  for  the  Sixth 
Circuit  and  the  judges  thereof  and  the  United  States  District  Court 
for  the  Southern  District  of  Ohio,  Western  Division,  and  the  judge 
thereof,  to  stay  further  proceedings  in  a  suit  pending  in  the  district 
court,  and  the  execution  of  a  judgment  against  petitioners  rendered 
therein  by  that  court  and  affirmed  by  the  circuit  court  of  appeals. 
The  answers  of  the  courts  and  judges  to  the  usual  rule  to  show  cause 
are  before  us. 

The  facts  upon  which  the  prayer  for  this  extraordinary  remedy  is 
based  are  as  follows:  The  Meccano,  Limited,  a  corporation,  brought 
a  suit,  which  we  shall  designate  as  the  Ohio  case,,  in  the  District 
Court  for  the  Soutliern  District  of  Ohio  against  F.  A.  Wagner, 
trading  as  The  American  Mechanical  Toy  Company,  and  The  Strobel 
&  Wilken  Company,  a  corporation,  charging:  (1)  the  infringement 
of  Letters  Patent,  which  the  plaintiff  claimed  to  own,  covering  cer- 
tain parts  of  a  model-builder  or  mechanical  toy,  known  by  the  trade- 
name of  "  Meccano;  "(2)  the  infringement  of  two  copyrights  which 
the  plaintiff  claimed  to  own  upon  the  manual  or  book  of  instructions, 
which  was  sold  with  the  toy  and  which  was  essential  to  the  use  of  it, 
and  (3)  unfair  competition.  An  accounting  and  permanent  injunc- 
tion were  prayed  for.  The  defendants  denied  the  allegations  of  the 
bill  and  asserted  a  counter  claim. 

Upon  the  trial  on  the  merits  the  district  court  found,  for  the 
plaintiff  on  all  of  the  issues,  dismissed  the  counterclaim  of  defend- 
ants and  granting  an  injunction  ordered  an  accounting. 

On  appeal  the  Circuit  Court  of  Appeals  for  the  Sixth  Circuit 
affirmed  the  decree  of  the  district  court  except  as  to  the  infringement 
of  the  patent,  which  was  held  to  be  invalid  for  want  of  invention, 
and  remanded  the  case  for  a  decree  not  inconsistent  with  its  opinion. 

Pursuant  to  this  affirmance  the  district  court  entered  a  decree,  and 
appointed  a  master  to  take  an  account  of  gains,  profits,  and  damages 
and  to  report  his  conclusions  to  that  court. 
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Thus  was  the  Ohio  case  ripe  for  an  accounting,  which  had  been 
ordered,  when  the  petition  which  we  are  considering  was  filed. 

After  the  decision  by  the  district  court  in  the  Ohio  case^  but  before 
it  was  affirmed  by  the  circuit  court  of  appeals,  the  Meccano,  Limited, 
instituted  a  suit,  which  we  shall  designate  as  the  New  York  case^  in 
the  United  States  District  Court  for  the  Southern  District  of  New 
York  against  John  Wanamaker,  a  corporation,  charging  that  the  de- 
fendant, a  customer  of  the  defendants  in  the  Ohio  case  and  a  retail 
dealer  engaged  in  selling  the  toy  manufactured  by  Wagner,  was 
guilty  of  the  same  violations  of  complainant's  rights  as  were  alleged 
in  the  Ohio  ca^se.  Upon  "affidavits 'and  exhibits"  a  motion  for  an 
injunction  pendente  lite  was  filed  which,  upon  hearing,  was  granted. 
From  this  order  allowing  a  temporary  injunction  an  appeal  was 
taken  to  the  Circuit  Court  of  Appeals  for  the  Second  Circuit,  and 
after  the  appeal  was  argued,  but  before  it  was  decided,  the  decree 
of  the  district  court  in  the  Ohio  case  was  affirmed  by  the  Circuit 
Court  of  Appeals  for  the  Sixth  Circuit.  Thereupon  the  Meccano 
Company  filed  a  "  motion  for  a  decision  on  the  merits  "  in  the  New 
York  case,  then  pending  on  appeal  in  the  Circuit  Court  of  Appeals 
for  the  Second  Circuit,  and  in  support  of  this  motion  were  filed 
copies  of  the  opinion  of  the  Circuit  Court  of  Appeals  for  the  Sixth 
Circuit  and  of  the  decree  entered  by  the  district  court  pursuant 
thereto. 

This  motion  for  a  judgment  on  the  merits  was  bottomed  on  the 
claim  that  the  two  cases  involved  the  »ame  issues,  that  Wagner  had 
assumed  the  defense  in  the  New  York  case  and  that  the  decree  ren- 
dered by  the  Circuit  Court  of  Appeals  for  the  Sixth  Circuit  consti- 
tuted an  estoppel  by  judgment  when  pleaded  in  the  case  in  the 
second  circuit, — but  the  motion  was  denied. 

Later  ob,  the  appeal  from  the  order  granting  a  preliminary  injunc- 
tion, which  was  argued  before  the  motion  for  judgment  on  the  merits 
was  filed,  was  decided,  and  the  district  court  was  reversed,  the  Cir- 
cuit Court  of  Appeals  for  the  Second  Circuit  holding  with  the  Cir- 
cuit Court  of  Appeals  for  the  Sixth  Circuit  that  the  patent  declared 
on  was  invalid  for  want  of  invention,  but  the  court  also  held  that  a 
very  clear  case  was  necessary  to  justify  a  preliminary  injunction  for 
a  claimed  infringement  of  copyright  or  for  unfair  competition,  the 
only  remaining  claims  in  the  bill,  and  that  the  affidavits  and  exhibits 
before  the  district  court  were  not  sufficient  to  warrant  its  conclu- 
sion. For  these  reasons  the  order  of  the  district  court  allowing  a 
temporary  injunction  was  reversed. 

Following  this  decision  by  the  Circuit  Court  of  Appeals  for  the 
Second  Circuit,  the  Meccano,  Limited,  filed  a  petition  in  this  court 
for  a  writ  of  certiorari,  giving  as  the  reasons  relied  upon  to  secure 
the  writ  that  there  was  a  conflict  of  opinion  between  the  courts  of 
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appeals  of  the  second  and  sixth  circuits  upon  the  questions  involved 
in  the  case,  and  that  the  cause  should  be  brought  before  this  court 
for  review  to  determine : 

(1)  The  legal  effect  to  be  given  to  a  prior  decree  in  the  sixth  cir- 
cuit against  the  manufacturer,  as  against  a  customer  in  the  second 
circuit; 

(2)  Whether  the  preliminary  injunction  could  be  legally  denied 
by  the  Circuit  Court  of  Appeals  for  the  Second  Circuit  after  the 
prior  adjudication  of  the  same  issues  by  the  Circuit  Court  of  Ap- 
peals for  the  Sixth  Circuit; 

(3)  Whether  or  not  the  prior  decree  of  the  Circuit  Court  of  Ap- 
peals for  the  Sixth  Circuit  entitled  the  petitioner  to  a  decision  in  its 
favor  on  the  "motion  for  a  decision  on  the  merits  "  filed  in  the  later 
case  in  the  second  circuit ; 

(4)  Whether  or  not  an  unsuccessful  defendant  in  a  suit  in  one 
circuit,  in  which  his  product  has  been  adjudged  unlawful,  is  to  be 
permitted  to  relitigate  the  same  issues  with  respect  to  the  same  prod- 
uct by  assuming  the  defense  of  a  subsequent  suit  in  another  circuit 
against  one  of  his  customers. 

Upon  this  petition  a  writ  of  certiorari  was  allowed  and  the  case 
was  brought  to  this  court  for  review. 

Promptly  upon  the  granting  of  the  writ  of  certiorari  by  this  Court 
the  petitioners  herein  moved  the  Circuit  Court  of  Appeals  for  the 
Sixth  Circuit  to  stay  the  accounting  proceeding  in  the  Ohio  case 
pending  a  decision  by  this  court  in  the  New  York  case. 

The  Circuit  Court  of  Appeals  for  the  Sixth  Circuit  denied  this 
motion  and,  in  the  answer  of  that  court  and  of  the  judges  thereof 
to  the  rule  of  this  Court  to  show  cause,  they  give  as  their  reason  for 
so  deciding,  that  the  court  was  of  the  opinion  that,  as  the  case  had 
theretofore  been  remanded  to  the  district  court,  it  had  no  jurisdiction 
to  order  such  a  stay  or  to  make  an  order  directing  the  district  judge 
to  do  so, — certainly  not  until  a  like  application  had  been  made  to 
that  court  and  had  been  refused.  In  its  journal  entry  the  court 
sufficiently  advised  the  unsuccessful  parties  of  the  reason  for  its 
action.    It  reads  as  follows: 

That  the  motion  ♦  ♦  ♦  to  stay  all  proceedings  herein  only  ♦  •  •  pre- 
sents a  question  which,  at  this  stage  of  the  case,  No.  2977,  must  be  determined 
by  the  court  below. 

And  the  court  and  judges  add  that  no  application  had  been  made 
in  any  way  to  review  the  action  taken  by  the  district  judge  on  the 
motion  to  stay. 

Obviously  it  is  a  conclusive  answer  to  the  prayer  of  the  petitioners 
for  a  writ  of  mandamus  to  the  circuit  court  of  appeals  and  to  the 
judges  thereof  directing  the  eutry  of  a  stay  of  proceedings,  that  the 
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case  was  not,  when  the  stay  was  refused,  and  is  not  now,  pending  in 
that  court. 

After  this  overruling  of  their  motion  for  a  stay  by  the  Circuit 
Court  of  Appeals  for  the  Sixth  Circuit,  the  petitioners  herein  made 
a  similar  application  to  the  District  Court  for  the  Southern  District 
of  Ohio  for  a  stay  of  proceedings  until  the  New  York  case  should 
be  decided  by  this  court,  which  motion  was  also  denied. 

The  district  court  and  the  judge  thereof  in  the  return  to  the  rule 
issued  herein,  give  as  reasons  for  such  denial : 

(1)  That  the  defendants  had  permitted  the  time  to  expire  in 
which  to  apply  to  this  Court  for  a  review  of  the  decree  of  the  Cir- 
cuit Court  of  Appeals  for  the  Sixth  Circuit  on  certiorari  without 
making  any  application  for  such  review,  and  therefore  the  court 
concluded  that  the  rights  of  the  parties  as  to  unfair  competition  and 
copyright  infringement,  which  remained  after  the  holding  that  the 
patent  was  invalid,  had  become  settled. 

(2)  That  the  case  before  the  Circuit  Court  of  Appeals  for  the 
Second  Circuit  was  an  appeal  from  an  order  granting  a  preliminary 
injunction  and  that  to  the  court,  not  having  the  record  in  that  suit 
before  it,  the  New  York  case  seemed  to  involve  only  the  question  as 
to  the  effect  of  the  decree  of  the  Circuit  Court  of  Appeals  for  the 
Sixth  Circuit  upon  the  case  in  the  second  circuit  and  could  not,  there- 
fore, be  determinative  of  the  rights  of  the  parties  in  the  Ohio  case. 

(3)  That  there  did  not  seem  to  the  court  to  be  any  conflict  between 
the  decisions  by  the  sixth  and  second  circuit  courts  of  appeals  be- 
cause the  facts  of  the  two  cases,  as  the  court  was  advised,  were  so 
different  that  the  decisions  could  not  be  the  same  upon  their  merits. 

(4)  That  from  the  statement  of  counsel  for  Wagner  that  a  fire 
had  occurred  on  the  floor  of  the  building  in  which  the  Wagner  out- 
fits, manuals,  etc.,  and  books  had  been  stored,  resulting  in  great 
injury  to  them,  the  court  concluded  it  to  be  the  part  of  prudence  that 
the  marshal  should  take  possession  of  such  property  and  books  as 
soon  as  possible,  and  that  there  seemed  to  it  no  good  reason  for  fur- 
ther delay  in  the  accounting. 

This  answer  of  the  district  court  and  judge  is  also  clearly  suflS- 
cient  and  conclusive.  It  shows  that  the  court  was  called  upon  to 
judicially  determine  the  scope  of  the  decision  of  the  Circuit  Court 
of  Appeals  for  the  Second  Circuit,  reversing  the  action  of  the  dis- 
trict court  granting  a  temporary  injunction,  and  whether  or  not 
that  decision  was  in  conflict  with  the  decision  by  the  Circuit  Court 
of  Appeals  for  the  Sixth  Circuit;  to  forecast,  as  best  it  might,  what 
the  scope  and  effect  of  the  decision  of  this  court  in  the  New  York 
case  would  be  upon  the  rights  of  the  parties  as  determined  in  the 
OfUo  case^  and,  having  regard  to  the  rights  of  the  plaintiff  and  the 
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conduct  of  the  defendants,  whether,  after  four  years  of  obviously 
very  strenuous  litigation,  the  accounting  should  be  further  delayed 
by  the  prospect  that  the  decision  of  this  Court  might  render  the 
results  of  it  valueless. 

Mandamus  is  an  extraordinary  remedy,  to  be  resorted  to  for  the 
purpose  of  securing  judicial  action,  not  for  determining  in  advance 
what  that  action  shall  be.  {In  re  Rice^  155  U.  S.,  396.)  It  may  not 
be  resorted  to,  as  the  petitioners  seek  to  resort  to  it  here,  for  the 
purpose  of  controlling  minor  orders  made  in  the  conduct  of  judicial 
proceedings,  and  the  fact  that  the  result  of  litigation  may  possibly 
be  such  that  interlocutory  proceedings  taken  may  not  prove  of  value 
is  not  a  sufficient  reason  for  calling  the  writ  into  use  for  the  purpose 
of  forbidding  such  proceedings,  even  though  the  cost  of  them  can- 
not be  recovered  from  the  opposing  party  or  even  though  the  order 
cannot  be  reversed  on  error  or  appeal.  (Ex  parte  Newman^  14 
Wall.,  152,  165,  168.)  This  from  American  Construction  Co.  v. 
Jacksonville,  Tampa  cfe  Key  West  By,  Co.  (148  U.  S.,  372,  379)  is 
sharply  pertinent  to  the  application  before  us : 

Least  of  aU,  can  a  writ  of  mandamus  be  granted  to  review  a  niUng  or  Inter- 
locutory order  made  In  the  progress  of  a  cause:  for,  as  observed  py  Chief 
/Justice  MarshaU,  to  do  this  "would  be  a  plain  evasion  of  the  provision  of 
the  act  of  Congress  that  final  judgments  only  should  be  brought  before  this 
court  for  reexamination ; "  would  '*  introduce  the  supervising  power  of  this 
Court  into  a  cause  while  depending  in  an  inferior  court,  and  prematurely  to 
decide  it ; "  would  allow  an  appeal  or  writ  of  error  upon  the  same  question  to 
be  "  repeated,  to  the  great  oppression  of  the  parties ;  *'  and  "  would  subvert 
our  whole  system  of  jurisprudence." 

T/ie  petitioners  have  misconceived  the  scope  and  applicahility  of 
the  remedy  of  mandamus  and  the  rule  is  discharged  and  the  peti- 
tion dis77iissed. 


DIGEST  OF  DECISIONS. 

I  The  Opinion  of  the  Judge  Advocate  General  Is  indicated  by  two  dcfpree  marks  (**)  ; 
decisions  of  the  Court  of  Appeals  of  the  District  of  Columbia  by  one  star  (*)  ;  of  the 
I'nited  States  Circuit  Court  of  Appeals  by  the  letter  d;  of  the  Supreme  Court  of  the 
United  States  by  two  stars  (••).] 


ABANDONED  EXPERIMENTS.     See  PrioHty  of  Invention,  6. 

1.  Interference — Priorty — Delay. — Where  Hughes  testified  that  certain 
tests  of  a  drill-bit  embodying  the  Invention  were  made  for  the  purpose 
of  trying  to  arrive  at  a  bit  that  would  be  most  serviceable  in  a  certain 
oll-fleld  and  thereafter  no  other  bit  of  that  type  was  made  nor  any 
attempt  made  to  put  it  on  the  market  until  it  was  learned  that  the 
^other  party  had  put  his  bit  In  use  and  during  that  period  Hughes  filed 
no  application  for  patent  un  the  bit  which  had  been  testetl,  but  filed 
a  number  of  applications  on  bits  of  forms  which  are  not  within  the 
Issue,  HeJ4  that  the  worls  done  amounted  to  nothing  more  than  an 
abondoned  experiment.  Huffhes  v.  Humason,  16. 
•  2.  Same — Same — Diligence. — Work  done  by  Sexton,  who  was  the  first  to 
conceive  the  invention  in  issue,  Held  to  amount  to  only  an  abandoned 
experiment  and  that  he  was  lacking  in  diligence  at  the  time  the  other 
parties  entered  the  field  and  subsequently  thereto.  ^Main  v.  St,  Clair, 
et  al.,  157. 

ABANDONMENT  OF  APPLICATIONS.  See  Construction  of  Statutes,  3,  4; 
Continuation  of  Applications,  2 ;  Interference,  10. 
Non-Responsive  Prosecution. — Where  certain  formal  requirements  were 
made  in  the  first  action  and  repeated  in  the  second  and  applicant's 
attention  called  to  the  fact  that  some  of  the  claims  had  been  allowed, 
but  nothing  was  done  fpr  almost  a  year  except  to  cancel  one  claim  and 
argue  as  to  the  others  and  a  petition  was  not  filed  for  more  than  a 
year  after  the  Examlnfr  had  held  the  case  abandoned.  Held  that  the 
application  was  abandoned  for  lack  of  responsive  prosecution.  Ex 
parte  Daum,  97. 

ABANDONMENT  OF  INVENTION.  See  Continuation  of  Applications,  2;  In- 
terference, 2. 
Withdrawal  of  Appeal. — Neither  the  withdrawal  of  an  appeal  from  an 
adverse  decision  by  the  Examiner  on  the  merits  nor  the  failure  to 
prosecute  the  application  after  a  rejection  of  the  claims  up  to  the  time 
of  the  suggestion  for  interference  of  claims  allowed  In  another  applica- 
tion constitutes  an  abandonment  of  the  Invention  where  the  applica- 
tion was  always  kept  alive  by  appropriate  action.  *Nicoll  v,  Hoey, 
149. 

ABANDONMENT  OF  TRADE-MARKS.     See  Trade-Marks,  1. 

ACCOUNTING.     See  Mandamus,  3. 

ACT  OF  MARCH  3.  1883.     See  Construction  of  Statutes,  1.  2,  3,  4,  5. 

ACTION  BY  THE  EXAMINER.     See  Abandonment  of  Applications;  Claims, 

1,  2;  Double  Patenting;  Prosecution  of  applications, 
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ACTION  OF  THE  COURTS.    See  Concurrent  Dedsiom  of  the  TribunaU  of  the 

Patent  Office. 
ADVERSE  DECISION  BY  EXAMINER.     See  Abandonment  of  JnventUm. 
ADVERTISING.     See  Trade-Marks^  64. 
AFFIDAVITS.     See  Patentability r  ^. 
AGENT.    See  Reduction  to  Practice,  2. 

ALIEN  ENEMY  OWNED  PATENTS.    Bee  Reneuxil  of  Forfeited  Applications,  2. 
ALLEGATIONS.    See  Construction  of  Statutes,  9,  10 ;  Estoppel,  1 ;  Interference, 

2;  Jurisdiction  of  the  Federal  Courts  2;  Priority  of  Invention,  21; 

Trade-Marks,  5, 11, 12,  13, 

AMBIGUITY.  See  Construction  of  Claims,  4;  Construction  of  Specification* 
and  Patents,  8. 

AMENDMENTS.  See  Infringement,  5 ;  Interference,  1 ;  Priority  of  Invention, 
14 ;  Prosecution  of  Applications, 

ANTICIPATION.  See  Combination,  3 ;  Construction  of  Statutes,  8 ;  Examina- 
tion of  Applications,  1;  Infringement,  5;  Particular  Patents,  19,  24, 
27,  28,  31,  34,  35 ;  Patentability,  6. 

1.  Combination — Combining  Structure  of  Two  Prior  Patents. — ^A  claim  is 

not  anticipated  by  two  prior  patents  whose  structures  may  be  com- 
bined only  with  difficulty  and  even  when  combined  fail  to  produce  a 
device  which  performs  the  designed  function  as  efficiently  as  the  de- 
vice of  the  claim.    Ex  parte  Elliott,  86. 

2.  lNC0MPLETEa>  INVENTION. — The  mere  conception  of  an  invention  and  the 

drawing  of  plans  and  sketches  thereof  does  not  constitute  one  aa  in- 
ventor for  the  purpose  of  anticipating  a  later  patent  to  another. 
d  Minneapolis  St.  P.  d  S.  S.  M.  Ry.  Co.  et  al.  v.  Bamett  d  Record  Co^ 
329. 
8.  Vague  Publication — Subsequent  Patent. — ^A  publication  that  another 
firm  had  sent  out  a  catalogue  of  a  silent  gear  made  of  fiber  of  prepared 
cotton  Is  too  vague  to  enable  an  expert  to  carry  the  device  into  prac- 
tical use  and  does  not  invalidate  a  subsequent  patent  for  a  gear  made  of 
compressed  cotton  fibers,  d  Oeneral  Electric  Co.  v.  Continental  Fibre 
Co.,  386. 

ANTITRUST  ACT.     See  Construction  of  Statutes,  11. 

APPEAL.  See  Abandonment  of  Invention;  Claims,  1;  Concurrent  Decisions 
of  the  Tribunals  of  the  Patent  Office;  Patents;  Patentability,  5. 

APPEAL  FROM  THE  COMMISSIONER  OF  PATENTS.  See  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia.  1,  3. 

APPEAL  TO  THE  COMMISSIONER  OF  PATENTS.     See  Patentability,  5. 

APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUM- 
BIA. See  Concurrent  Decisions  of  the  Tribunals  of  the  Patent  Office; 
Construction  of  Statutes,  5. 

1.  Interference — Priority. — Where  on  an  appeal  from  an  award  of  priority 

the  Commissioner  held  that  the  successful  party  could  not  make  the 
claims  and  dissolved  the  Interference,  Held  that  appeal  from  his 
decision  lay  to  the  Court  of  Appeals  of  the  District  of  Columbia.  •Ftn- 
cent  V.  Landsiedel,  187. 

2.  Same — Scope    of  *  Review. — The  question  whether  or  not  an  application  in 

allowable  and  one  upon  which  the  Issuance  of  a  patent  can  be  predicated 
is  primarily  for  the  experts  of  the  Patent  Office  and  will  not  be  iDqaire<l 
into  in  an  interference  proceeding  except  for  manifest  error.  ^Bonine 
T.  Bliss,  220. 
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APPEAL  TO  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF  COLUM- 
BIA— Continued. 

3.  Same — Jukisdiction  of  the  Coubt. — Held  that  no  appeal  lies  to  the 

court  of  appeals  from  a  decision  of  the  Commissioner  "dlssolvinjj  the 
Interference  on  the  ground  that  count  1  is  unpatentable  and  count  2 
cannot  be  made  by  Parker,"  since  the  order  is  not  even  the  equivalent 
of  a  judgment  of  priority.     *Parker  v.  Craft  and  Reynolds,  224. 

4.  Notice  of  Appeal — Late — Delat  in  the  Mail. — A  notice  of  appeal  filed 

late,  though  mailed  In  ample  time,  considered,  in  the  absence  of  ob- 
jection by  the  appellee,  as  having  been  filed  in  time.  */n  re  Truby,  238. 
APPLICATIONS.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columr 
bia,  2;  Claims,  2,  4;  Continuation  of  Applications;  Renewal  of  For^ 
feited  Applications, 

1.  Delay     in     Filing — Status     with     Relation     to    Peace    Treaty. — 

The  Peace  Treaty  not  having  been  ratified,  paragraphs  307  and  308 
thereof  do  not  warrant  the  allowance  of  an  application  filed  more 
than  twelve  months  after  the  filing  of  an  application,  on  which  a 
patent  was  granted,  in  a  foreign  country.    Ex  parte  Trafford,  82. 

2.  New  Matter — Indefinite  Drawings  Cannot  Form  Basis  for  Cijiims. — 

Where  the  specification  indicates  that  a  certain  arrangement  of  the 
parts  of  a  mechanism  is  intended  and  the  showing  in  two  figures  of 
the  drawings  is  Inconsistent,  but  It  cannot  be  determined  therefr< 
that  the  Intended  arrangement  was  other  than  as  indicated  in  tfii 
specification,  a  claim  based  upon  one  of  the  figures  of  the  drawings 
spei'ifylng  an  arrangement  otlier  than  was  indicated  In  the  specification 
Held  to  involve  new  matter,  since  where  the  drawings  are  uncertain 
they  cannot  be  made  controlling.    Ex  parte  Lindgren,  83. 

ASSIGNEES.     See  Interference,  1,  10 ;  Priority  of  Invention,  11 ;  Renexoal  of 
'  Forfeited  Applications,  2,  3. 

ASSIGNMENTS.  See  Interference,  1 ;  Jurisdiction  of  the  Federal  Courts,  2 ; 
Trade-Marks,  57. 

ATTORNEYS.     See  Delay  in  Filing  Applications,  2. 

BAR  TO  PATENTS.     See  Interference,  10. 

BOOKS  OF  REFERENCE.     See  Judicial  Notice. 

BROAD  AND  NARROW  CLAIMS.  See  Claims,  3,  4;  Commercial  Success,  2; 
Construction  of  Specifications  and  Patents,  6;  Declaration  of  Inter^ 
ference,  2;  Disclaimers,  2;  Particular  Patents,  17;  Reissue  Applica- 
tions, 2,  3,  4 ;  Validity  of  Patents,  2. 

BURDEN  OF  PROOF.  See  Construction  of  Statutes,  3;  Interference,  2;  Pri- 
ority of  Invention,  19,  20;  Suits  for  Infringement,  2. 

CANCELATION  OF  CLAIMS.     See  Prosecution  of  Applications. 

CANCELATION  OF  TRADE-MARK  REGISTRATIONS.  See  Trade-Marks, 
2,  3.  4,  5. 

CHANGE  IN  DEGREE.     See  Invention,  6. 

CIRCUIT  COURT  OF  APPEALS.     See  Mandamus,  2. 

CLAIMS.  See  Abandonment  of  Applications;  Anticipation,  1;  Appeal  to  the 
Court  of  Appeals  of  the  District  of  Columbia,  1;  Applications,  2;  Com- 
mercial Success,  2;  Construction  of  Claims;  Construction  of  Specifica- 
tions and  Pate7its,  2,  3,  4,  6,  8 ;  Construction  of  Statutes,  6,  7 ;  Declara- 
tion of  Interference;  Delay  in  Filing  Applications,  2;  Dilige^ice;  Dis- 
claimers; Double  Patenting;  Estoppel;  Examination  of  Applications; 
Imptovement  Patents;  Infringement,  4,  6;  Interference,  1,  4,  5,  10; 
Invention,  2 ;  Particular  Patents,  1,  4,  5,  13,  14,  15,  16,  17,  25,  29,  33,  34. 
36,  41,  42,  44,  45;  Patentability,  5,  8;  Prosecution  of  Applications;  Re- 
138556'— 20 34 
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issue  Applications;  Renewal  of  Forfeited  AppUcaiionSf  1;  Scope  of  Pat- 
ent; Terminology ^  1,  2;  Validity  of  Patent,  2. 

1.  Copied  fbom  Patent — Time  Limit  for  Reply  or  Appeal^ — Where  claims 

copied  from  a  patent  are  rejected  for  any  reason,  the  Ehcaminer  should 
set  a  time  limit  for  reply  or  appeal,  and  a  similar  limit  should  be  set 
by  the  Examlners-In-Chlef  where  the  rejection  is  affirmed.  Ex  parte 
Weber  and  Woodford,  65. 

2.  Patents — ^Appijcation — Verification. — Claims  40  and  41  of  the  Green 

patent  No.  1,180,030,  inserted  after  the  original  application  on  request 
of  the  Examiner  to  show  interference,  were  within  the  drawings  and 
specifications  of  the  original  application,  so  that  no  additional  verifi- 
cation thereto  was  necessary,    d  Taggart  Baking  Co.  v.  Oreen  et  al,,  357. 

3.  Construction — Broad  Cu^ims. — A  broad  claim  does  not  extend  invention, 

and  if  a  patentee  discloses  one  means,  a  statement  that  he  does  not 
confine  himself  thereto  will  not  Justify  a  claim  covering  all  means. 
d  Bird  v.  Elaborated  Roofing  Co.  of  Buffalo,  Inc.,  e<  al.,  372. 

4.  Failure  to  Conform  to  Disclosure — Undue  Breadth. — Where  in  an 

application  for  light-deflecting  apparatus  two  forms  are  shown.  In  one 
of  which  a  shifting  reflector  is  placed  back  of  a  fixed  glass  and  in  the 
other  of  which  a  fixed  reflector  is  placed  back  of  a  shifting  lens,  and  it  is 

^  not  apparent  how  useful  results  could  be  accomplished  in  either  form 

were  the  fixed  part  made  movable  and  the  movable  part  fixed,  a  claim 
which  covers  merely  a  relative  shifting  of  these  parts  is  Improper  and 
was  properly  refused.    Ex  parte  Cave,  118. 

CLASS  OF  MERCHANDISE.     See  Trade-Marks,  25,  54. 

COACTION  OF  PARTS.    See  Patentability,  7. 

COLOR.     See  Trade-Marks,  37. 

COMBINATION.  See  Anticipation,  1 ;  Construction  of  Claims,  7,  9.  11 ;  Con- 
struction of  Specifications  and  Patents,  4 ;  Infringement,  1 ;  Invention, 
2,  4.  7,  8, 12, 14;  Particular  Patents,  11,  20,  33,  36,  37,  45 ;  PatentabUity, 
2,  3,  7,  8 ;  Scope  of  Patent, 

1.  Invention — Old    Elements. — A    new    combination    of    old    elements, 

whereby  an  old  result  is  obtained  in  a  more  facile,  economical,  and 
eflicient  way,  is  as  securely  protected  by  a  patent  as  is  a.  new  ma- 
chine or  composition  of  matter,  provided  the  discovery  and  reduction 
to  practice  of  the  novel  combination  rose  above  the  reach  of  the  skill 
of  the  mechanic  trained  in  the  art.  d  Minneapolis,  St,  P,  d  S.  S.  M. 
Ry.  Co.  et  al.  v.  Bamett  d  Record  Co.,  329. 

2.  Several    Inventors. — When    the    advance    toward    the    desideratum 

is  gradual  and  several  inventors  formed  different  combinations,  which 
accomplished  the  result  sought  with  varying  degrees  of  success,  each 
is  entitled  to  his  own  combination  as  long  as  it  differs  from  those 
of  his  competitors  and  does  not  include  theirs,    d  Id. 

3.  Anticipation — Prior    Patents. — ^That    prior    patents    separately    dis- 

closed one  or  more  of  the  elements  of  a  later  patent,  while  no  one 
of  them  disclosed  them  all,  does  not  necessarily  establish  anticipa.- 
tion  by  any  of  them.     did. 

COMMERCIAL  SUCCESS.  See  Construction  of  Claims,  1;  Construction  of 
Specifications  and  Patents,  9 ;  Particular  Patents,  27,  46. 
1.  Invention — Validity. — Commercial  success  is  never  a  safe  criterion 
of  invention,  except  in  cases  of  doubtful  validity  of  the  patent. 
d  Huebner-Toledo  Breweries  Co.,  v.  Mathews  Gravity  Carrier  Co., 
251. 
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2.  Patentability — ^Evidence  of  Invention. — ^Large  commercial  use  of  a 
^  device  which  Is  not  made  in  accordance  with  the  disclosure  of  an 
application,  although  within  the  terms  of  the  hroad  claims  thereof, 
but  made  in  accordance  with  the  disclosure  of  a  reissue  patent  to 
another,  has  no  apparent  bearing  upon  the  patentability  of  claims 
presented  in  the  application.    Ex  parte  Cave^  118. 

COMMISSIONER  OP  PATENTS.  See  Appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia,  1,  3. 

COMMON  ASSIGNEE.    See  Interference,  1. 

COMMON  EXPEDIENT.  See  Invention,  13;  Particular  Patents,  1;  Patent- 
ability, i. 

COMMON-LAW  RIGHTS.     See  Trade-Marks,  61, 

CONCEALMENT  OF  INVENTION.  See  Interference,  2;  Priority  of  Inven- 
tion, 11. 

CONCEPTION  OF-  INVENTION.  See  Abandoned  Experiments,  2;  Anticipa- 
tion, 2;  Construction  of  Specification  and  Patents,  5;  Delay  in  Filing 
Applications,  2,  3;  Diligence,  1;  Invention,  12,  16;  Priority  of  Inven- 
tion, 2,  4  6,  11, 12,  14, 15,  16, 17,  18,  20,  21,  23,  24. 

CONCURRENT  DECISIONS  OF  THE  TRIBUNALS  OF  THE  PATENT 
OFFICE.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia,  2;  Delay  in  Filing  Applications,  3;  Patents;  Reduction  to 
Practice,  10. 
Appeal — Incorbect  Conclusions — Action  of  Court. — "While,  ordinarily, 
much  weight  Is  accorded  concurrent  decisions  of  the  Patent  Office, 
we  ought  not  to  hesitate  to  overrule  them  *  where  we  are  convinced 
that  an  Incorrect  conclusion  has  been  reached.'  (Arbetter  v.  Lewis, 
C.  D.,  1910,  371;  154  O.  G.,  516;  34  App.  D.  C,  491.")  *Derr  v. 
Oleason,  213. 

CONDITIONS  EXISTING  BY  REASON  OF  A  STATE  OF  WAR.  See  Dis- 
claimers, 1. 

CONFUSION  OF  THE  PUBLIC.     See  Trade-Marks,  8,  25,  46.  47,  58,  60. 

CONSTRUCTION  OF  CLAIMS.  See  Claims,  3,  4;  Disclaimers,  2;  Interfer- 
ence, 3,  5 ;  Invention,  2,  3 ;  Particular  Patents,  1,  8,  41 ;  Right  to  Make 
Claims. 

1.  Patentability — Lifting-Magnet. — Claims  for   a  11  f ting-magnet   calling 

for  means  that  will  protect  the  winding  and  take  the  shock  and  strains 
to  which  the  magnet  Is  subjected.  Held  patentable  over  the  prior  art 
in  view  of  the  showing  that  the  prior  devices  were  unsatisfactory  and 
that  applicant's  device  was  satisfactory  and  had  gone  into  general  use. 
♦  In  re  Rowell,  164. 

2.  Same — Inclosing   Parts   Within    a   Casino   Having   a   Transparent 

Window. — Claims  for  a  stamp-fixing  machine  presenting  as  the  only 
novelty  an  "inclosing  frame,"  "a  face  plate  interposed  between  the 
cutter  and  the  feeding  device,"  and  a  "  transparent  plate "  Held  not 
patentable,  as  these  features  involve  no  invention,  it  being  obvious  to 
inclose  a  mechanism  to  protect  it  from  dust  or  from  being  tampered 
with  and  to  provide  a  glass  window  to  permit  observation  of  the  mech- 
anism within  the  inclosure.  Ex  parte  Onderdonk,  24. 
8.  Validity — Part  of  Device. — Claims  of  a  patent  Intended  to  reach  the 
operation  of  half  of  the  device  considered  by  itself  may  be  valid. 
d  Jones  et  al,  v.  General  Fireproofing  Co.,  241. 
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4.  Limiting  Words. — Limiting  words  in  the  claim  of  a  patent,  relied  on  In 

Patent  Office  to  differentiate  it  from  a  prior  patent,  while  to  be  given 
their  full  meaning,  if  clear  and  definite,  when  developing  ambiguity 
should  not  be  read  any  more  broadly  than  is  reasonably  necessary  to 
serve  such  puri>ose  of  differentiation,    d  Id, 

5.  Patentability — Pump,  Motor,  or  the  Like. — Claims  for  a  hydraulic 

pump,  motor,  or  the  like  having  certain  specified  characteristics  Held 
unpatentable  In  view  of  the  prior  art.     *  In  re  Carey  and  Todd,  170. 

6.  Same — Water-Jacket   for    Internal-Combustion    Engines. — A   water- 

jacket  for  internal-combustion  engines  having  a  coating  applied  to  the 
inner  surface  thereof  and  the  process  of  making  the  same  Held  un- 
patentable In  view  of  the  prior  art.  ♦  In  re  Birkigt,  171. 
,  7.  Same — Claims  Must  Specify  the  Novelty. — Where  applicant's  com- 
bination Is  new  as  a  whole  and  performs  a  new  and  useful  function, 
but  a  claim  is  presented  which  covers  only  a  part  thereof,  which  is 
literally  met  In  the  prior  art,  It  Is  not  patentable.    Ex  parte  Eager,  46. 

8.  Same — Change  of  Location — New  Function  Performed. — ^A  claim  for 

a  reaming-tool  having  an  alr-lnlet  In  a  specified  location,  which  adapts 
it  for  reaming  the  bung-hole  of  a  barrel,  while  permitting  the  with- 
drawal of  shavings  to  prevent  them  from  falling  Into  the  barrel,  is 
patentable  over  a  reamer  of  the  prior  art  having  an  alr-lnlet  In  a  dif- 
ferent location,  where  It  would  not  perform  the  same  function.    Id. 

9.  Same — New   Result  Achieved   by   New   Combination. — Claims   for   a 

moisture-proof  paper  box  having  foldable  end  flaps,  the  paper  being 
formed  of  layers,  one  of  the  layers  being  a  thin  pliant  layer  of  water- 
proof fused  cement.  Held  patentable  over  references  neither  of  which 
showed  a  carton  with  foldable  ends  made  of  stock  that  would  not 
crack  at  the  folds.  (Ex  parte  McCollum',  O.  D.,  1914,  70;  204  O.  G., 
1346,  construed.)     Ex  parte  Fietsch,  Jr.,  51. 

10.  Same — Welded  Pole-Piece. — ^A  claim  for  a  permanently-magnetized 
steel  bar  and  a  soft-Iron  pole-piece  welded  thereto  Held  not  patentable 
in  view  of  the  prior  art.    Parker  v.  Craft  and  Reynolds,  72. 

11.  Same — Invention — Dust-Cap  for  Tire-Valves. — Claims  covering  the 
combination,  with  a  tire-valve  casing  having  a  mutilated  external 
screw-thread,  of  a  dust-cap  having  a  mutilated  Internal  screw-thread 
and  a  resilient  washer  at  the  bottom  Held  unpatentable  In  view  of 
prior  patents,  one  showing  a  dust-cap  screw- threaded  onto  a  tire-valve 
casing  and  another  for  a  hose-coupling  sho^vlng  the  same  arrangement 
of  screw-threads  and  a  washer  In  the  same  location,  described  as 
•*  flexible,"  It  being  only  fair  to  assume  that  It  Is  resilient.  Ex  parte 
Hammond,  78. 

12.  Same — Doubts    Resolved    in    Favor    of    Applicant. — ^The    question 

whether  two  of  the  appealed  claims  define  an  invention  over  tlie  art 
Held,  under  all  the  circumstances,  not  to  be  so  clear  that  the  patent 
should  be  refused,  the  doubts  as  to  the  patentability  being  resolved  in 
favor  of  the  applicant.    *  In  re  Wilson,  231. 

13.  Same — Substitution  of  Equivalents. — Claims  for  a  mechanism  for 
transmitting  rotary  motion  from  one  shaft  to  another  arranged  at  an 
angle  thereto,  for  the  purpose  of  avoiding  dead-centers,  each  shaft  hav- 
ing a  pair  of  cranks,  each  crank  on  one  shaft  being  connected  to  the 
corresponding  crank  on  the  other  by  a  pitman-rod,  Held  not  patentable 
In  view  of  a  patent  disclosing  an  arrangement  for  the  same  purpose  In 
which  eAch  shaft  Is  provided  with  an  eccentric  and  a  crank,  the  cranks 
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being  connected  by  a  rod  and  the  eccentric-straps  being  similarly  con- 
nected, especially  in  view  of  a  patent  which  discloses  the  same  arrange- 
ment of  cranks  and  pitman-rods  as  in  applicant's  device  for  trans- 
mitting motion  from  one  shaft  to  another  arranged  parallel  thereto. 
Ex  parte  lAndgren,  83. 

CONSTRUCTION  OP  RULES.  See  Delay  in  Filing  Applications  1;  Reissue 
Applications, 

CONSTRUCTION  OF  SPECIFICATIONS  AND  PATENTS.  See  Interference, 
5;  Invention,  10,  11,  16,  17,  18;  Particular  Patents ;,  Public  Use  and 
Sale, 

1.  Patent  No.  966,590 — Substitution  of  Material. — Where  It  was  old  to 

form  an  ore-screen  of  soft  wire,  with  the  weft-wires  larger  than  and 
spaced  farther  apart  than  the  warp-wires,  Held  that  there  was  no 
invention  |&  making  the  smaller  wire  of  harder  material  than  the 
larger,  so  as  to  give  to  the  screen  greater  durability,  d  W.  S,  Tyler 
Co.  v.  Ludlow-Saylor  Wire  Co,,  238. 

2.  Claims — Art  Well  Developed. — Where  a  patentee  comes  so  late  into 

the  art  that  his  discovery  rests  upon  a  prior  art  so  fully  developed 
that  it  was  clear  from  the  record  that  approach  was  being  made 
slowly  but  more  and  more  nearly  to  the  result  which  he  reached  and 
the  final  step  taken  by  him  was  not  a  long  one,  the  patent  must  be 
construed  strictly,  but  candidly  and  fairly,  to  give  to  the  patentee  the 
.  full  benefit,  but  not  more,  of  the  disclosure  of  his  discovery  which  is 
to  become  a  part  of  the  prfblic  stock  of  knowledge  upon  the  expiration 
of  the  patent  period  and  which  was  the  consideration  for  the  grant  of 
the  patent  monopoly.  ^^Minei'ols  Separation,  Limited,  et  al.,  v.  Butte 
and  Superior  Mining  Company,  466. 

S.  Same — Patentee  Bound  by  His  Claims. — ^The  courts  have  no  right  to 
enlarge  a  patent  beyond  the  scope  of  its  claim  as  allowed  by  the 
Patent  Office.  As  patents  are  procured  ex  parte,  the  public  Is  not 
bound  by  them,  but  the  patentees  are,  and  the  latter  cannot  show  that 
their  invention  is  broader  than  the  terms  of  their  claim,  or,  if  broader, 
they  must  be  held  to  have  surrendered  the  surplus  to  the  public. 
{Keystone  Bridge  Co.  v.  Phoenix  Iron  Co.,  C.  D.,  1877,  384;  12  O.  G., 
980 ;  95  U.  §.,  274 ;  White  v.  Dunbar,  C.  D.,  1886,  494 ;  37  O.  G.,  1002 ; 
119  U.  S.,  47 ;  Motion  Picture  Patents  Co.  v.  Universal  Film  Co.,  C.  D., 
1917,  391 ;  238  O.  G.,  311 ;  243  U.  S.,  502.)     **Id. 

4.  Infringement — Ore-Concentration    Process — Increasing    Amount    of 
Less  Efficient  Oil  to  Exceed  Total  Amount  Described  as  Neces- 
sary.— The  use  of  a  more  efficient  in  combination  with  a  less  efficient 
oil  of  the  Sulman,  Picard,  and  Ballot  patent.  No.  835,120,  for  an  ore- 
\  concentration   process,    does   not   constitute   infringement   where   the 

former  is  used  in  an  amount  within  the  limits  of  the  claims,  but  the 
combined  amount  is  in  excess  of  such  limit,  and  when  the  amount  of 
the  more  efficient  oil  used  would  probably  produce  ,better  results  from 
the  process  than  are  produced  with  the  combination  of  oils,  particu- 
larly where  the  specification  gave  no  notice  to  the  public,  and  It  is- 
nowhere  particularly  pointed  out  in  the  claims,  that  some  oils  or 
combination  of  oils  having  a  preferential  affinity  for  metalliferous 
matter  are  more  useful  than  others  In  the  process,  or  that  some  may 
be  used  successfully  and  some  not,  or  that  some  are  "frothing  oils," 
a  designation  not  appearing  In  the  patent;  and  that  some  are  not 
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6.  Patentability — Invention — Waterproof  Garment. — Patent  No.  1,099,- 
031,  for  a  waterproof  j^arment,  including  a  cape  and  hood,  with  the 
hood  having  a  front  band  capable  of  folding  forward  to  constitute  a 
vizor  when  the  hood  is  up  and  capable  of  contraction  and  fastening  to 
give  the  appearance  of  a  military  collar  when  the  hood  is  down,  Held 
valid,  since  the  conception  of  a  convertible  collar  and  band  as  a 
desirable  adjunct  to  a  rain-cape  and  the  inserting  of  an  elastic  where 
it  could  be  applied  to  a  rain-cape  embodied  inventive  thought  d  Fligel 
€t  al.  V.  Sears,  Roebuck  d  Co.,  320.  ■ 

6.  Claims-^Broad   and   Restricted. — ^Where  in   a   patent   for   a   railway 

draft-rigging  one  claim  calls  specifically  for  an  integral  pockety 
while  other  claims  do  not  indicate  that  the  pocket  is  to  be  integral, 
'such  difference  in  terms  points  persuasively  to  a  difference  in  purpose, 
and,  in  view  of  the  description,  which  states  that  **  the  pocket  may  be 
cast  in  a  single  piece,"  Held  that  the  broader  clAlms  cover  a  pocket 
made  of  separate  parts.  **The  T.  H.  Symington  Company  v.  The 
National  Malleahle  Castings  Co,  et  al.,  479. 

7.  Construction  to  Give  Validity  and  Effect. — It  Is  one  of  the  funda- 

mental rules  for  the  interpretation  of  contracts  and  grants,  especially 
applicable  to  grants  of  patents,  that  in  case  of  doubt  or  ambiguity 
that  construction  should  be  preferred  which  sustains  and  vitalizes 
rather  than  that  which  sti4kes  down  and  paralyzes,  d  Minneapolis^ 
St.  P.  d  S.  8.  M.  Ry.  Co.  et  al.  v.  Bamett  d  Record  Co,,  329. 

8.  Patents — Specifications. — ^A  term  in  a  patent  claim,  if  susceptible  of 

two  meanings,  should  be  given  the  meaning  which  the  specifications 
show  it  was  intended  to  have,  if  that  meaning  is  not  repugnant  to  the 
terms  used,  d  Petroleum  Rectifying  Co.  of  California  v.  Reward  Oil 
Co.,  429. 

9.  Same — Process — Extensive  Use. — ^A  pioneer  process  patent  which  has 

been  extensively  used  should  receive  a  fairly  liberal  construction  to 
uphold  it.    d  Id. 
CONSTRUCTION  OF  STATUTES.     See  Applications,  1;  Jurisdiction  of  the 
Federal  Courts,  1. 

1.  Act  of  March  3,  1883 — Disclaimer. — Whei'e  an  application  is  filed  with- 

out fees  under  the  provisions  of  the  act  of  March  3, 1883,  the  disclaimer 
must  follow  the  language  of  the  statute.  Ett  parte  McNary,  27; 
°**  Opinion  of  Acting  Judge- Advocate  General,  133. 

2.  Same — Same — Should  Not  be  Construed  by  the  Patent  Office. — ^The 

Patent  Office  should  not  undertake  to  construe  the  scope  of  the  dis- 
claimer specified  by  the  act  of  March  3,  1883,  and  the  copies  of  tbe 
patent  issued  on  an  application  filed  under  that  act  should  not  contain 
the  statement  "  Dedicated  to  the  public,*'  but  merely  the  words  "  Filed 
under  the  act  of  March  3,  1883,  22  Stat.  L..  625."    Id.;  ^''Id. 

8.  Interference — Continuing  Application — Prior  Application  Under 
Act  of  1883. — Where  R.  filetl  an  api)lication  under  the  provisions  of  the 
act  of  March  3,  1883,  without  a  fee  and  subsequently  filed  a  duplicate 
application  with  a  fee  and  abandoned  the  first,  Held  that  for  the  pur- 
pose of  determining  the  burden  of  proof  he  is  entitled  to  the  benefit  of 
his  earlier  application.  S7ielling  v.  Rittman  v.  Brookpf  Bacon,  and 
Clark,  40. 

4.  Same — Same — Same — Abandonment  of  Application. — ^A  dedication  by 
filing  an  application  without  fee  under  the  provisions  of  the  act  of  1883 
is  not  completed  unless  the  patent  issues.    Id. 
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CONSTRUCTION  OF  STATUTES— Continued. 

5.  SAJdifi — Same — Same — Question    of    Dedication    Reviewable    by    the 

CouBT  of  Appeals  of  the  District  of  Columbia. — Where  in  an  inter- 
ferenee  it  is  contended  that  the  filing  of  an  application  without  fee 
under  the  provisions  of  tlie  act  of  1883  is  a  dedication  of  the  invention 
to  the  public  and  that  a  subsequent  application  filed  with  fee  has  no 
standing,  Held  that  this  is  a  matter  which  presumably  the  court  of 
appeals  would  review  in  connection  w^ith  an  appeal  upon  the  question 
of  priority.    Id. 

6.  Excessive  Claim — Discijiimer  Pbiob  to  Bringing  Suit  Necessary  to 

Recover  Costs. — Where,  through  inadvertence,  etc.,  a  patentee  has 
claimed  that  of  which  he  was  not  the  first  inventor,  he  cannot,  under 
Revised  Statutes,  section  4922,  (Comp.  St.,  1916,  sec.  9408,)  recover 
costs  for  infringement  of  the  valid  portion  of  the  patent  where  his  dis- 
claimer was  not  fileil  prior  to  the  beginning  of  suit,  d  Liquid  Carbonic 
Co.  €t  al.  V.  OilcfirUt  Co.,  275. 

7.  Same — Right  to  Recovery  Dependent  Upon  Filing  of  Disclaimer. — 

Under  Revised  Statutes,  sections  4917,  4922,  (Comp.  St.,  1916,  sees. 
9462,  9468,)  where  a  patentee,  through  inadvertence,  etc.,  claimed  that 
of  which  he  was  not  the  original  discoverer,  but  a  disclaimer  was  not 
filed  before  suit,  no  recovery  by  the  patentee  for  infringement  of  the 
valid  portion  of  the  patent  can  be  allowed  unless  disclaimer  be  filed 
within  a  reasonable  time,    d  Id, 

8.  Anticipation — Prior     Use. — Under     Revised     Statutes,    section     4886, 

(Comp.  St.,  1916,  sec.  9430,)  use  by  others  of  an  invention  prior  to 
patenting  does  not  invalidate  the  patent  where  the  time  did  not  exceed 
two  years  prior  to  the  application  and  the  patentee  was  the  first  to 
actually  make  the  invention,    d  Tiffany  v.  Paper  Products  Co.,  287. 

9.  Act  of  June  25,  1910 — Jukisdiction  of  the  Coi-rt  of  Claims. — Where 

the  bill  of  complaint  filed  in  the  Court  of  Claims  alleged  that  the 
patentee  completed  his  invention  while  in  the  employ  of  the  Govern- 
ment, Held  that  under  the  third  proviso  of  the  act  of  June  25,  1910, 
the  CJourt  of  Claims  was  without  Jurisdiction.  *•  Moore  v.  Tfie  United 
States,  458. 

10.  Same — Same. — Where  it  appears  from  the  bill  filed  in  the  Court  of 
Claims  under  the  act  of  June  25,  1910,'  that  the  patentee  at  the  time 
he  completed  his  invention  was  an  employee  of  the  Government,  the 
allegation  that  he  confined  his  work  on  the  invention  to  the  liours 
when  he  was  not  actually  on  duty  is  immaterial.  To  give  effect  to  this 
allegation  would  be  to  amend  the  statute,  not  to  construe  it.    *•  Id. 

11.  Monopolies — Combination  and  Restraint  oi-  Trai»e — ^Antitrust  Act. — 

The  manufacturer  of  products  shipped  in  interstate  trade  is  not  sub- 
ject to  criminal  prosecution  under  the  Sherman  Antitrust  Act  of  July 
2,  1890,  because  he  specifies  the  resale  prices  and  refuses  to  deal  with 
any  one  who  fails  to  maintain  the  same.  **  United  States  of  America 
V.  Colgate  d  Company,  460. 

12.  Second  Patent  for  Same  Invention — Interference  Proceedings. — 
Under  Revised  Statutes,  section  4904,  (Comp.  St.  Sec.  9449,)  which  ex- 
pressly provides  for  declaring  interference  with  an  existing  patent, 
priority  of  invention  may  be  adjudged  in  the  adverse  party  and  a 
patent  issued  to  him.  dBird  v.  Elaborated  Roofing  Co.  of  Buffalo, 
Inc.,  et  al.,  372. 

CONSTRUCTION  OP  TRADE-MARK  STATUTBS.     See  Trade-Marks  31. 


496  DECISIONS  OF  TH&  COMMISSIONER,  1919. 

CONTINUATION  OF  APPLICATIONS.     See  Construction  of  Statutes,  3,  5. 

1.  In  Pabt — No  Indorsement  on  the  File-Wrapper. — Where  an  applica- 

tion is  filed  which  is  a  continuation  in  part  only  of  a  prior  application, 
no  indorsement  should  be  placed  on  the  file-wrapper.  Such  an  indorse- 
ment should  be  placed  thereon  only  when  the  application  is  a  division 
or  a  continuation  of  or  substitute  for  a  previously-filed  application. 
Ex  parte  Ellis,  64. 

2.  Applications. — An  application  for  a  patent  for  gears  made  of  com- 

pressed textile  material,  the  specific  material  used  being  cotton  bat- 
ting, describes  the  same  invention  as  a  prior  pending  application 
describing  the  material  as  compact  layers  of  textile  fibers,  and,  there 
being  no  showing  of  their  intention  to  abandon  the  original  invention, 
the  subsequent  application  can  be  treateil  as  a  continuation  of  the 
former,    d  General  Electric  Co,  v.  Continental  Fibre  Co.,  386. 

CONTRACT  WITH  THE  GOVERNMENT. 

Secrecy — Injunction. — In  a  contract  between  the  Government  and  a  com- 
pany manufacturing  torpedoes  providing  that  the  company  "  will  not 
make  use  of  any  device  the  design  of  which  is  furnished  to  it "  by  the 
Government  "  in  any  torpedo  constructed  or  to  be  constructed  for  any 
person  or  persons,  firms,  corporations,  or  others,  or  for  other  Govern- 
ments than"  the  United  States  the  word  "furnished**  is  significant, 
meaning  "  supplied.*'  The  restrictive  clause  therefore  refers  to  devices 
supplied  by  the  Government,  whether  they  be  patentable  inventions 
or  not  or  whether  they  are  devices  patented  or  Icnown  to  the  public, 
but  does  not  include  a  device  which  Is  not  used  in  the  existing  type  of 
torpedo.  Decree  granting  an  injunction  restraining  the  company  from 
exhibiting  or  communicating  the  construction  and  operation  of  a  tor- 
pedo known  as  the  **  Bliss-Leavitt  **  torpedo  modified  and  affirmed. 
**E.  W.  Bliss  Company  v.  The  United  States,  443. 

CONTRACTS.     See  Construction  of  Specifications  and  Patents,  1;  Jurisdio- 
tion  of  the  Federal  Courts,  2 ;  Priority  of  Invention,  12. 

COPENDING  APPLICATIONS.     See  PrioHty  of  Invention,  19,  20. 

COPENDING   PATENTS.     See   Examination   of  Applications,   1,   2;    TemU- 
nology,  3. 

COPYING  CLAIMS.     See  Claims,  1 ;  Declaration  of  Interference,  1 ;  Estoppel^ 
2;  Interference,  4. 

COSTS.     See  Construction  of  Statutes,  6,  7. 

DiscBEnoN  OF  CouBT  IN  EQUITY. — Costs  in  equity  cases  are  within  the 
sound  discretion  of  the  court,    d  Nelson  v.  Lloyd  Mfg.  Co.  et  al.,  348. 
CREDIBILITY  OF  WITNESSES.    See  Testimony,  3. 
CRIMINAL  PROSECUTION.    See  Construction  of  Statutes,  11. 

CUSTODIAN  OP  ALIEN  PROPERTY.     See  Re^iewal  of  Forfeited  AppUca^ 

tions,  2,  3. 
DAMAGES   AND   PROFITS.     See   Jurisdiction   of   the   Federal    Courts,    2; 

Trade-Marks,  46,  47. 

DATE  OF  FILING  APPLICATION.    See  Suits  for  Infringement,  1. 

DECEPTIVE  MARKS.     See  Trade-Marks,  48,  49,  58,  60. 

DECISIONS  OF  THE  COURT  OF  APPEALS.     See  Trade-Marks,  50,  51. 

DECISIONS  OP  THE  SUPREME  COURT  OF  THE  UNITED  STATES.     See 
Disclaimers, 
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OECLARATION  OF  INTERFERENCE.     See  Interference,  6. 

1.  Rejected  Claims. — Where  some  of  the  claims  copied  from  a  patent  are 

found  allowable,  but  others  not,  the  interference  should  be  promptly 
declared  without  waiting  to  determine  the  applicant's  right  to  the 
rejected  claims.    Ex  parte  Weber  and  Woodford,  65. 

2.  Patent   and  Application — Informality. — Where  an   interference  was 

declared  between  a  patent  and  an  application,  the  issue  being  the 
claims  of  the  application,  which  were  slightly  broader  than  the  claims 
of  the  patent  in  that  they  omitted  a  certain  limitation,  but  were  not 
patentably  different  therefro'hi.  Held  that  there  was  no  informality  in 
the  declaration  of  the  interference.  Parker  v.  Craft  and  Reynolds,  72. 
DECREE.  See  Contract  tcith  the  Government;  Jurisdiction  of  the  Federal 
Courts,  2 ;  Trade-Marks,  62. 

DEDICATION  TO  THE  PUBLIC.     See  Construction  of  Statutes,  1,  2,  4,  5. 
DEFECTS.     See  Infringetnent,  6. 

DEFENSE.     See  Patentability,  8 ;  Suits  for  InfHngement,  2. 
DELAY  IN  FILING  APPEAL.     See  Appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia,  4. 

DELAY  IN  FILING  APPLICATIONS.  See  Abandoned  ExpeHments;  Applica- 
tions,  1;  Diligence;  Priority  of  Invention,  1,  2,  11,  12,  24,  25;  Re- 
duction to  Practice,  3. 

1.  Additional  Oath — Unreasonable  Delay — Delay  of  Fivif  Weeks. — Five 

weeks  in  addition  to  the  time  which  may  naturally  be  expected  to  be 
required  in  transmitting  the  papers  by  mail  to  the  Patent  Office  will 
not  be  considered  such  an  unreasonable  time  for  filing  an  application 
after  the  execution  of  the  oath  as  to  require  an  additional  oath  under 
Rule  46.  {Ex  parte  Branna,  C.  D.,  1901,  232 ;  97  O.  G.,  2533,  modified.) 
Ex  parte  Heinze,  67. 

2.  Interference — Priority — Dhjoence. — Conceding   that   B.   and   E.   con- 

ceived the  invention  before  D.  reduced  the  invention  to  practice  by 
filing  an  application  on  May  13,  1905,  they  were  lacking  in  diligence 
where  nothing  was  being  done  at  the  time  D.  entered  the  field  except 
the  tentative  making  of  Patent  Office  drawings  and  where  the  case 
was  put  in  the  hands  of  first  one  party  and  then  another  and  an  appli- 
cation was  finally  prepared  without  any  claims  and  turned  over  to  the 
attorneys  of  record,  who  prepared  and  filed  the  complete  application. 
EriekHon  and  Erickson  v.  Dyson,  68. 

3.  Same — Same — Same — Review    of    Patent    Office    Decision. — Where 

there  was  a  period  of  inactivity  by  E.  and  E.  of  several  months  Just 
before  and  after  D.  entered  the  field  and  the  circumstances  were  such 
that  the  court  is  unable  to  say  that  there  was  error  in  the  ruling  ol 
the  Patent  Office  that  they  were  lacking  in  diligence,  the  decision  will 
be  affirmed.     *  Erickson  and  Erickson  v.  Dyson,  217. 

DELAY  IN  FILING  APPLICATIONS  FOR  REISSUE.  See  Reissue  Applica- 
tions, 2,  3,  4. 

DELAY  IN  FILING  APPLICATIONS  FOB  RENEWAL.  See  Renewal  of  For- 
feited Applications,  3. 

DELAY  IN  FILING  DISCLAIMERS.    See  Disclaimers,  1. 

DELAY  IN  FILING  NOTICE  OF  APPEAL.  See  Appeal  to  the  Court  of  Ap- 
peals of  the  District  of  Columbia,  3. 

DELAY  IN  PROSECUTING  APPLICATIONS.  See  Abandonment  of  Invenr 
tions;  Estoppel,  !• 
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DESCRIPTION.  See  Construction  of  Specifications  and  Patents,  6;  De- 
signs; Divisional  Applications;  Invention,  20;  Scope  of  Patent;  Suits 
for  Infringement,  1 ;  Testimony,  2. 

DESCRIPTIVE  TERMS.  See  Trade-Marks,  2,  4.  15,  16,  17,  19,  21,  22,  24,  26, 
28,  30,  32,  33,  34,  35,  36,  39,  40,  41,  42,  43,  55,  5a 

DESCRIPTIVENESS.    See  Terminology,  3. 

DESIGNS.    See  Contract  with  the  Oovemment, 

Descbiption — Sometimes  Permissible. — ^There  should  be  no  hard  anjd  fast 
rule  that  a  design  may  not  be  described  In  the  specification.  The  ques- 
tion whether  such  a  description  will  give  a  better  understanding  of  the 
design  is  left  to  the  discretion  of  the  Examiner;  but  nothing  useless 
should  be  added  to  the  record.  {Ex  parte  Cady,  C.  D.,  1916,  57;  232 
O.  G.,  619,  modified.)     Ex  parte  Spiegel,  112. 

DILIGENCE.  See  Abandoned  Experiments,  2;  Delay  in  Filing  Applications, 
2,  3 ;  Priority  of  Invention,  12,  14,  16,  18,  24,  26 ;  Reissue  Applications, 
8,4. 

1.  Work  on  Machine  for  Use  of  Government. — ^Where  the  inventor  con- 

ceived the  invention  in  1911  and  claims  to  have  completed  and  suc- 
cessfully reduced  it  to  practice  at  that  time,  at  which  time  he  might 
have  applied  for  a  patent,  his  lack  of  diligence  up  to  the  time  of  an 
unquestioned  reduction  to  practice  may  not  be  excused  on  the  ground 
that  he  was  working  on  a  large  and  unusual  machine  for  use  in  work 
for  the  Government.    *  Derr  v.  Oleason,  213. 

2.  Activity  Due  to  Knowledge  of  Work  of  Rival. — ^Evidence  considered 

and  Held  to  show  that  G.  was  not  exercising  diligence  when  D.  entered 
the  field  and  that  he  was  spurred  to  activity  only  by  knowledge  that  D, 
was  in  the  field.    ♦  Id. 
DISCLAIMERS.    See  Construction  of  Statutes,  1,  2,  6,  7 ;  Trade-Marks,  81,  41^ 
61. 

1.  Delay  in  Filing — ^Evasiveness. — A  disclaimer  filed  on  March  28,  1917, 

after  a  decision  of  the  United  States  Supreme  Court  on  December  11, 
1916,  holding  certain  claims  of  the  Sulman,  Picard,  and  Ballot  patent. 
No.  835,120,  Invalid,  Held  not  to  have  been  "unreasonably  neglected 
and  delayed,"  having  regard  to  the  fact  that  the  owners  of  the  patent 
resided  In  a  foreign  country  and  to  the  wartlYne  conditions  of  commo- 
Dlcatlon  then  prevailing.  Also  Held  that  the  disclaimer  was  not  so 
evasive  as  to  be  invalid.  While  bordering  on  finesse,  It  cannot  be 
Interpreted  as  giving  any  rights  under  the  patent  greater  than  may  be 
legitimately  obtained  under  certain  claims  held  valid.  **  Minerals 
Separation,  Limited,  et  al,  v.  Butte  and  Superior  Mining  Company,  466. 

2.  Claims  Too  Broad — ^Relief. — ^The  owner  of  a  patent,  if  it  be  held  in  his 

suit  for  infringement  that  the  claims  In  suit  are  too  broad,  cannot  be 
given  relief  on  filing  necessary  disclaimer  In  the  Patent  Office,  where, 
if  limited  to  the  application  of  the  three  first  features  in  the  patent 
relied  upon  by  plaintiff,  another  feature  not  employed  by  defendant*s 
device  would  still  remain,  while.  If  made  to  include  a  construction  of 
the  claims  in  accordance  with  plaintiffs  Interpretation  of  the  distiii- 
guishing  fourth  feature,  relief  would  be  inequitable  as  converting  Into 
infringement  acts  otherwise  Innocent  d  Kellogg  Stdtchhoard  d  Sup- 
ply Co,  V.  Dean  Electric  Co,,  368. 
8.  Effect  of. — A  claimant  of  a  generic  Invention  does  not  lose  his  right 
by  declining  to  claim  some  other  person's  subsequently-devised  form. 
d  Standard  Scale  d  Supply  Co.  v.  Cropp  Concrete  MaoMnery  0<K 
et  al.,  894. 
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DISCLOSURE  OF  INVENTION.  See  Claims,  8.  4;  ComhinatUm,  3;  Com- 
mercial Success,  2;  tJonstruclion  of  Specifications  and  PatentSj  2; 
Estoppel,  1;  Examination  of  Applications;  Interference,  7;  Particular 
Patents,  19,  25,  26.  27,  37,  42,  46 ;  Patentability,  6 ;  Priority  of  Inven- 
tion, S,  10,  21 ;  Reduction  to  Practice,  2,  6,  9,  10 ;  Reissue  Applications, 
1;  Renewal  of  Forfeited  Applications,  1;  Scientific  Principle;  Termi- 
nology, 2. 
SuFFiciKNCY. — While  no  hard  and  fast  formula  need  be  given  and  experi- 
mentation may  be  necessary  to  get  the  best  results,  the  disclosure  in 
a  process  patent  must  be  sufficient  to  enable  those  ordinarily  skilled 
in  the  art  to  produce  the  substantial  result  desired,  d  Featheredge 
Rubber  Co,  v.  Miller  Rubber  Co.  et  al.,  406. 

DISCOVERY.  See  Combination,  1 ;  Construction  of  Specifications  and  Patents, 
2;  Invention,  10,  12;  Jurisdiction  of  The  Federal  Courts,  2;  Patent 
Laws. 

DISCRETION  OF  THE  COURTS.     See  Costs. 

DISCRETION  OF  THE  EXAMINERS.     See  Designs. 

DISSOLUTION  OF  INTERFEREI^ICE.  See  Appeal  to  the  Court  of  Appeals 
of  the  District  of  Columbia,  1,  3 ;  Interference,  1,  4. 

DISSOLUTION  OF  TRADEMARK  INTERFERENCE.     See  Trade-Marks,  57. 

DISTRICT  COURTS.     See  Mandamus,  2,  3. 

DIVISIONAL  APPLICATIONS.  See  Continuation  of  Applications,  1 ;  Double 
Patenting;  Interference,  4. 
Cancel£d  Drawings — Mat  be  Used. — Where  in  response  to  a  requirement 
for  division  a  sheet  of  drawings  and  the  descriptive  matter  of  the 
figures  appearing  thereon  were  canceled.  Held  that  if  a  proper  photo- 
graphic print  is  placed  in  the  application  file  the  canceled  sheet  may 
be  withdrawn  and  used  as  the  drawing  of  a  divisional  application. 
Ew  parte  Scheiner,  8. 

DOUBLE  PATENTING. 

Doubts  Resolved  in  Favob  of  Appijcant. — Where  the  Primary  Examiner 
required  division  between  claims  for  an  article  and  a  mold  for  produc- 
ing the  same  and  the  applicant  canceled  the  claims  for  the  article  and 
took  out  a  patent  for  the  mold  and  shortly  after  such  patent  was 
granted  filed  an  application  for  the  article,  any  doubt  upon  the  ques- 
tion of  the  independence  of  the  Inventions  should  be  resolved  in  favor 
of  the  applicant.    Ex  parte  McBean,  35. 

DOUBTS.  See  Ctmstruction  of  Claims,  12;  Construction  of  Specifications  and 
Patents,  7;  Double  Patenting;  Priority  of  Invention,  20. 

DRAWINGS.  See.  Anticipation,  2 ;  Applications,  2 ;  Claims  2 ;  Delay  in  Filing 
Applications,  2;  Divisional  Applications;  Priority  of  Invention,  12,  21; 
Right  to  Make  Claims. 

BSARLIER  APPLICATIONS.  See  Construction  of  Statutes,  3,  5;  Interfer- 
ence, 4. 

ELECTION  OF  CLAIMS.  See  Prosecution  of  Applications;  Renewal  of  For- 
feited Applications,  1. 

ELEMENTS.  See  Combination,  3;  Infringement,  1,  5;  Invention,  7,  8,  14,  15, 
16 ;  Particular  Patents,  11,  15,  20,  45 ;  Patentability,  3,  7,  8. 

EMPLOYEE  OF  THE  GOVERNMENT.  See  Construction  of  Statutes,  9,  10; 
Diligence,  1. 

EMPLOYER  AND  EMPLOYEE.  See  Interference,  6,  7;  Priority  of  Invet^ 
tion,  22 ;  Reduction  to  Practice,  2. 

Ei^UITY  CASES.    See  Costs. 
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EQUIVALENTS.     See  Construction  of  Claims,  13 ;  Invention,  3,  18. 

ERROR.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia,  2; 
Concurrent  Decisions  of  the  Tribunals  of  the  Patent  Office;  Delay  in 
Filing  Applications,  3;  Patents;  Reissue  Applications,  3. 

ERROR  OF  LAW.     See  Patents, 

ESTOPPEL.     See  Suits  for  Infringement,  4. 

1.  Dklay  in  Prosecution  of  Application. — A  party  is  not  estopped  from 

making  claims  readable  on  his  disclosure  because  of  delay  in  prosecuting 
his  application  where  he  has  done  all  that  is  required  of  him  by  the 
statute  and  rules  of  the  Patent  Office,  and  particularly  where  the  party 
who  Is  alleging  estoppel  knew  nothing  of  the  alleged  delay,  and  there- 
fore did  not  rely  upon  such  conduct  to  his  injury.     *Nicoll  v.  Hoey,  149. 

2.  Copying  Claims  fbom  a  Patent. — ^An  applicant  is  'not  estopped  from 

copying  the  claims  of  a  patent  under  the  doctrine  of  Wintroath  v. 
Chapman  (C.  D.,  1918,  154;  248  Q.  G.,  1004;  47  App.  D.  C,  428)  where 
claims  to  the  same  subject-matter  were  always  in  the  case.  Ex  parte 
Hanson,  33. 

EVASIVENESS  OF  DISCLAIMERS.    See  DUclaimers,  1. 

EVIDENCE,  See  Commercial  Success,  2 ;  Diligence,  2 ;  Interference,  6,  7,  8. 
9;  Judicial  Notice;  Patentability,  5;  Priority  of  Invention,  1,  3,  4,  5,  6, 
7,  8,  10,  13,  15,  16,  17,  20,  21,  22,  25;  Reduction  to  Practice,  6;  Suits 
for  Infringement,  1,  2 ;  Testimony,  2 ;  Trade-Marks,  3,  4,  45,  60,  62,  64. 

EXAMINATION  OF  APPLICATIONS.  See  Abandonment  of  Applications; 
Abandonment  of  Invention;  Prosecution  of  Applications, 

1.  "  Copending  "   Patent. — Where  the  question  to  be  determined  is  the 

allowability  of  a  claim  over  a  "copending"  patent  wliich  discloses 
only  a  portion  of  the  subject-matter  of  the  claim  and  the  pertinent 
subject-matter  of  the  patent  takes  one  direction  in  the  field  of  inven- 
tion and  the  portion  of  the  subject-matter  of  the  claim  with  which  it 
is  to  be  compared  takes  another,  no  issue  of  priority  is  raised,  iJut  the 
question  is  one  of  anticipation.  If  they  take  the  same  direction  and 
are  commensurate  with  respect  to  all  **  material  and  substantial  •• 
features,  the  issue  raised  is  one  of  priority.    Ex  parte  Allen,  105. 

2.  Rejection  of  Claims. — A  claim  for  subject-matter  only, a  part  of  which 

is  disclosed  in  a  copending  patent  should  be  rejected  thereon  when  the 
subject-matter  of  the  patent  and  that  portion  of  the  claim  with  which 
it  is  compared  are  such  that  an  issue  of  priority  Is  raised  within  the 
meaning  of  ex  parte  Thomas  (C.  D.,  1918,  11;  251  O.  G.,  839)  and 
the  claim  including  the  further  features  does  not  define  invention 
thereover.  Id, 
8.  Same — Losing  Party  to  an  Interference. — Claims  should  not  be  al- 
lowed to  the  losing  party  to  an  interference  if  the  distinguishing  fea- 
tures  of  the  claims  are  not  such  that  the  claims  define  invention  over 
that  portion  of  the  disclosure  of  the  winning  party's  application 
which  is  pertinent  to  an  issue  of  priority.    Id. 

EXAMINERS-IN-CHIEF.    See  Claims,  1. 

EXCLUSIVE  USE.     See  Trade-Marks,  14,  16,  30,  41. 

EXPERIMENTAL  USE.    See  Disclosure  of  Invention;  Public  Use  and  Sale. 

EXPERTS.  See  Anticipation,  8 ;  Appeal  to  the  Court  of  Appeals  of  the  District 
of  Columbia,  2 ;  Patentability,  5. 

FEES.    See  Construction  of  Statutes,  1,  3,  4.  5. 

FILE-WRAPPERS.    See  Continuation  of  Applications  1. 
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FIRST  AND  ORIGINAL  INVENTOR.  See  Construction  of  Statutes,  8 ;  Delay 
in  Filing  Applications,  2 ;  Interference,  1,  2,  3,  6,  7,  8 ;  Priority  of  In- 
vention, 5,  8,  10,  19,  20,  22,  23,  25;  Suits  for  Infringement,  2,  3;  Valid- 
ity of  Patent Sy  1. 

FOREIGN  APPLICANT.     See  Trade-Marks,  57. 

FOREIGN  APPLICATIONS.  See  Applications,  1 ;  Renewal  of  Forfeited  Appli- 
cations, 2,  3. 

FOREIGN  OWNERS.    See  Disclaimers,  1. 

FOREIGN  PATENT.     See  Applications,  1. 

FORFEITED  APPLICATIONS.     See  Renewal  of  Forfeited  Applications. 

FORMER  DECISIONS  CITED.  See  Concurrent  Decisions  of  the  Tribunals  of 
the  Patent  Office;  Construction  of  Specifications  and  Patents,  3 ;  Delay 
in  Filing  Applications,  1;  Estoppel;  Examination  of  Applications,  2; 
Interference,  4 ;  Reduction  to  Practice,  6 ;  Suits  for  Infringement,  1. 

FORMER  DECISIONS  CONSTRUED.  See  Construction  of  Claims,  9;  Inter- 
ference, 10. 

FORMER  DECISIONS  DISTINGUISHED.  See  Interference,  4;  Trade- 
Marks,  20. 

FORMER  DECISIONS  MODIFIED.  See  Delay  in  Filing  Applications,  1; 
Designs, 

FORMER  DECISIONS  OVERRULED.    See  Prosecution  of  Applications. 

FUNCTION.  Sec  Anticipation,  1;  Construction  of  Claims,  7,  8;  Particular 
Patents,  3,  14,  33. 

FUNCTIONAL  SIGNS.     See  Trade-Marks,  45. 

GENERIC  INVENTION.     See  Disclaimers,  3 ;  Reduction  to  Practice,  2. 

GEOGRAPHICAL  TERMS.     See  Trade-Marks,  6,  18,  35,  41. 

GOODS  OF  THE  SAME  DESCRIPTIVE  PROPERTIES.  See  Trade-Marks, 
7,  8,  9,  11,  12,  53,  54,  55,  56. 

GRADE-MARKS.     See  Trade-Marks,  1,  3,  4. 

GRANT  OF  PATENT.  See  Construction  of  Specifications  and  Patents,  7; 
Priority  of  Invention;  Reissue  Applications. 

IDENTITY  OF  INVENTION.  See  ' Infringement,  2,  3,  4;  Interference,  11; 
Particular  Patents,  5. 

IMPROVEMENT  PATENTS. 

Specific  Device — Validity. — In  considering  the  claims  of  a  first  improver 
upon  a  specific  device  when  asserted  against  third  persons  it  is  often 
useful  to  .inquire  whether  his  claims  could  have  been  asserted  by  the 
improver  against  the  Inventor  and  patentee  of  the  specific  device  ui)on 
which  the  improvement  was  made,  d  Ballardvale  Springs  Co.  v.  United 
Metal  Seal  Co.,  271. 

INDEPENDENT  INVENTIONS.  See  Double  Patenting;  Priority  of  Invention, 
19,  20 ;  Suits  for  Infringement,  1. 

INFRINGEMENT.  See  Construction  of  Specifications  and  Patents,  4;  Con- 
struction of  Statutes,  6,  7;  Disclaimers,  2;  Improvement  Patents;  In- 
vention, 14,  15;  Particular  Patents,  3,  4,  6,  7,  8,  12,  13,  16,  18,  19,  21, 
22,  23,  25,  27,  28,  31,  32,  33,  34,  37,  39,  41,  42,  47;  Patents;  Patent- 
ability, 8;  Suits  for  Infringement;  Terminology,  1;  Trade-Marks, 
58,59. 
1.  Not  Avoided  by  Addition  of  Immaterial  Element. — The  essential  ele- 
ments of  plaintiffs  patent  having  been  appropriated,  infringement  is  not 
avoided  b^  the  addition  of  an  element  which  is  not  necessary  to  the 
operativeness  of  the  combination.  *  Hutchinson  Vapor  Heating  Cor- 
poration and  Zellers  v.  Mouat,  173. 
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2.  Pboduct  Patent — Identity. — Where  the  Issue  of  infringement  arises  on 
a  product  patent,  the  processes  are  immaterial,  except  as  they  show 
characteristics  of  the  two  products  that  are  either  identical  or  dlflfer- 
ent.    d  J,  E.  Baker  Co.  v.  Kennedy  Refractorie*  Co,  et  ah,  264. 

8.  Same — Same. — ^A  product  patent  is  infringed  if  the  product  complained 
of  is  the  patented  article  substantially  as  described,  it  making  no  dif- 
ference by  what  path  or  process — new  or  old,  inferior  or  improved — the 
infringing  product  is  manufactured,  d  Proctor  d  Oamble  Co,  v.  Berlin 
Mills  Co,,  803. 

4.  Practical  Identity. — Infringement  should  not  be  determined  by  the 

mere  decision  that  the  terms  of  a  claim  of  a  valid  patent  are  applicable 
to  defendant's  device,  but  the  question  involves  considerations  of  prac- 
tical utility  and  substantial  identity, 'and  that  must  be  quantitative 
as  well  as  qualitative,  d  8ilver  d  Co,,  Inc.,  v.  8,  Stemau  d  Co.,  Inc.^ 
363. 

5.  Limitation  of  Giaim  by  Amendment. — Where  after  rejection  of  a  claim 

for  anticipation  it  is  amended  by  adding  a  limiting  feature  and  then 
allowed,  the  added  feature  l)ecomes  an  essential  element,  and  a  struc- 
ture from  which  it  is  omitted  does  not  infringe.  dSchulte  et  al.  y. 
Colorado  Tire  d  Leather  Co,  et  ah,  402. 

6.  Process — Defective  Apparatus. — A  defect  in  a  patented  process  cannot 

l)e  predicated  upon  defects  in  a  patented  apparatus  intended  to  apply 
the  process;  nor  is  the  fact  that  the  patentee's  first  apparatus  was 
defective  any  reason  for  denying  protection  to  a  subsequent  ap- 
paratus, d  Petroleum  Rectifying  Co.  of  California,  v.  Reward  Oil  Co^ 
429. 

7.  Apparatus — Superiorfty. — The  defendant's  infringement  of  plaintiffs 

process  is  not  excused  by  the  fact  that  defendant's  apparatus  is  dis- 
tinctly superior  to  plaintifTs  apparatus,    did. 

INJUNCTION.     See  Contract  with  the  Qovemment. 

INJURY.    See  Estoppel;  Trade-Marks,  13. 

INTERFERENCE.  See  Abandoned  Experiments;  Abandonment  of  Invention; 
Appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia;  Claims, 
2;  Construction  of  Statutes,  3,  4,  5,  12;  Declaration  of  Interference; 
Delay  in  Filing  Applications,  2,  3;  Examination  of  Applications;  Pri- 
ority of  Invention;  Reduction  to  Practice;  Reissue  Applications,  1; 
Right  to  Make  Claims;  Testimony;  Trade-Marks,  57. 

1.  Dissolution — Common  Assignee — Practice. — Where  it  appears  that  B. 

had  made  an  assignment  to  the  assignee  of  the  S.  application,  bat 
without  request  to  Issue,  and  subsequently  had  made  an  assignment 
to  another  party,  with  request  to  issue,  that  a  power  of  attorney  from 
the  common  assignee  had  been  filed  in  the  B.  application  and  no  pro- 
test against  the  revocation  of  the  former  power  had  been  made,  and 
the  common  assignee  stated  that  it  was  believed  that  S.  was  the  first 
inventor  of  the  invention  common  to  the  two  and  that  B.  could  not 
be  found,  so  that  a  concession  of  priority  could  be  obtained  from  him. 
Held  that  the  probabilities  of  the  assignment  to  the  common  assignee 
being  invalid  and  B.  being  the  first  inventor  were  so  remote  that  the 
interference  should  be  dissolved  and  the  proposed  amendment  can- 
celing the  claims  in  Issue  entered  In  the  B.  application.  Schreiber 
v.  Bauer,  4. 

2.  Priority — Concealment  or  Abandonment — Burden  of  Proof. — ^Where 

it  is  alleged  that  the  party  who  first  reduced  the  invention  to  practice 
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concealed  or  abandoned  the  Invention,  Held  that  the  party  alleging 
such  concealment  or  abandonment  has  the  burden  of  strictly  proving 
it  *Hath(noay  v.  FieldyLarmingf  and  Oolman,  et  aU,  177. 
^  3.  Gist  of  the  Invention — Immaterial  Details. — Where  the  real  inven- 
tion in  issue  consisted  in  placing  a  thumb-flange  on  the  valve-casing 
of  a  tire-valve,  the  first  Inventor  of  this  structure  was  the  first  in- 
ventor of  the  issue,  although  one  count  called  for  a  sealing-washer  in 
a  specified  location.  *  Sarah  O.  Hockley,  administratrix  v.  Henemier, 
182. 

4.  Claims  Copied  fbom  Patent  After  Adverse  Decision  on  Priority. — ^In 

an  Interference  between  H.  anid  O.  priority  was  awarded  to  H.  and 
a  patent  was  granted  to  him.  Thereafter  C.  discovered  an  earlier- 
filed  application  which  supported  some  of  the  claims  of  H.'s  patent 
and  sought  an  interference,  which  was  denied  because  the  application 
was  in  issue  and  the  proposed  claims  were  for  a  different  speciea 
Thereupon  a  divisional  application  was  filed  containing  such  claims 
and  an  interference  was  declared,  which  was  dissolved  on  the  ground 
of  res  judicata.  Upon  appeal  from  an  ex  parte  rejection  on  this 
ground  Held  that  the  question  of  priority  was  res  judicata,  since  the 
claims  were  in  H.'s  application  during  the  first  interference  and  in 
accordance  with  New  Departure  Mfg,  Co.  v.  Rohinson  (C.  D.,  19i3, 
832;  188  O.  G.,  1055;  30  App.  D.  C,  504)  should  then  have  been  made 
by  C,  even  though  it  had  been  necessary  to  declare  another  interfer- 
ence. {In  re  Curtiss,  C.  D.,  1917,  142 ;  238  O.  G.,  650 ;  46  App.  D.  0., 
183,  distinguished.)     *In  re  Cutler,  191. 

5.  Interference  in  Fact. — ^An  Interference  was  properly  declared  between 

the  claim  of  a  patent  which  specified  a  "manually  operated  switch" 
and  the  claim  of  an  application  for  a  similar  apparatus  in  which  a 
similar  part  was  referred  to  by  the  br^der  term  "  switch  "  where  the 
result  of  closing  the  switch  was  the  same  in  each  case — namely,  to 
connect  a  dynamo-electric  machine  to  a  battery,  so  that  it  might  oper- 
ate as  a  motor,  and  to  open  an  automatic  switch.    Bonine  v.  Bliss,  75. 

6.  Evidence — Originality — Uebuttal. — Where  S.  sought  to  show  that  B. 

was  not  the  original  inventor,  but  derived  his  knowledge  from  him 
through  one  L.,  testimony  offered  in  rebuttal  to  show  that  L.  was  in 
the  employ  of  B.'s  company  Held  properly  excluded  as  improper  re- 
buttal, since  it  was  a  part  of  S.*s  case-in-chlef.  *S'w%nglelWrrst  v. 
BaHlard,  228. 

7.  Same — Same — Same. — Evidence   that   L.    was   in    the   employ   of   B.'s 

assignee  Held  insufilcient  to  establish  that  B.  derived  his  knowledge  of 
the  invention  from  S.,  especially  as  when  L.  was  called  by  S.  as  a 
witness  in  making  out  his  prima  facie  case  he  was  not  asked  as  to  any 
disclosure  to  B.    ♦/(!. 

8.  Same — Same. — ^The  fact  that  B.  was  not  called  as  a  witness  to  testify 

that  he  was  the  inventor  is  immaterial.  He  swore  that  he  was,  in  his 
application,  and  having  filed  first  he  was  presumably  the  first  inventor, 
which  presumption  remains  with  him  until  it  has  been  overcome  by 

proof,    ♦/d. 

9.  Test — Witness. — Where  in  an  Interference  between  G.  and  D.,  G.  and 

ills  brother  testified  as  to  the  test  of  an  apparatus.  Held  that  it  can- 
not be  disregarded  merely  because  it  was  a  private  test,  witnessed  only 
by  the  two  brothers.  "  If  the  record  disclosed  that  at  the  time  It 
was  made  G.  had  been  aroused  to  action  by  knowledge  of  what  D. 
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was  doing,  there  might  be  force  to  the  request,  but  the  record  Is 
devoid  of  any  evidence  to  that  effect."  *Greenawalt  v.  D wight ,  et  aL, 
234. 

10.   AHANDONMENT   OF   AN    APPLICATION    BY   THE    WINNING    PARTY — INVENTION 

Made  Public — Judgment  a  Bab. — Where  after  a  final  decision  on 
priority  the  winning  party  allowed  his  application  to  become  aban- 
doned, but  it. appears  that  he  had  actually  built  machines  embodying 
the  Invention  of  the  interference,  one  of  which  was  sent  to  the  as- 
signee of  the  other  party,  Held  that  the  Judgment  in  the  lnterfer«icre 
is  a  bar  to  the  allowance  of  claims  to  the  losing  party  corresponding 
to  the  issue  of  interference.  (Decision  in  JoUiffe-w  Waldo  v.  Vermeer 
and  Schorik,  C.  D.,  1917,  15;  234  O.  G.  671,  construed.)  Famlow  v. 
Whitney,  93. 
11.  Patents — Validity — ^Effect  of  Proceedings. — ^The  effect  of  Patent 
Office  proceedings  in  interference  is  to  settle  on  the  record  there  made 
the  question  of  priority  between  the  parties,  assuming  that  the 
claimed  inventions  are  identical;  but  they  do  not  finally  establish 
that  either  party  has  made  a  patentable  invention.  dBird  v.  Elabo- 
rated  Roofing  Co.  of  Buffalo,  Inc,  et  al,  372. 

INTERLOCUTORY  PROCEEDINGS.     See  Mandamwt,  3. 

INTERVENING  RIGHTS.     See  Reissue  Applications,  1. 

INVENTION.  See  Anticipation,  2;  Appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia,  3;  Claims,  3;  Combination;  Commercial  Suo^ 
cess;  Construction  of  Claims,  2,  11,  12;  Construction  of  Specifications 
and  Patents,  1,  3,  5;  Construction  of  Statutes,  8,  9,  10;  Continuatiofi  of 
Applications,  2;  Examination  of  Applications;  Improvement  Patents^ 
Interference,  3,  7,  8,  10,  11 ;  Particular  Patents,  1,  2,  5,  9,  14,  19,  20,  24, 
25,  27.  30,  35,  36,  38,  42,  43;  Patent  Laws;  Patentability;  Priority  of 
Invention;  Prosecution  of  Applications;  Reduction  to  Practice;  Suits 
for  Infringement,  1,  3.  ^ 

1.  Patentability. — "Many  things  appear  easy  after  they  have  been  ex- 

plained, and  doubtless  many  a  man  has  wondered  why  he  failed  to 
think  of  some  apparently  simple  device  or  improvement  that  yielded 
a  fortune  to  the  one  who  did  and  revolutionized  an  Industry.  The 
simple  fact  is  that  the  average  person  sees  things  as  they  are,  and 
he  who  has  originality  of  vision  enabling  him  to  visualize  defects 
and  the  means  of  overcoming  them  should  receive  adequate  reward." 
♦  In  re  Huff,  152. 

2.  Same — Substitution  of  a  Belt-Drive  for  an  Overrunning  Cuttch  in 

A  Skij-Starter  for  Automobiles. — The  substitution,  In  a  self-starter 
for  automobiles,  of  a  belt-drive  for  an  overrunning  clutch  Held  to  in- 
volve invention,  and  claims  covering  the  combination  Held  patentable, 
♦/d. 

8.  Same — Substitution  or  Equivalents. — In  a  counterbalanced-wlndow- 
sash  construction  the  substitution  of  the  flexible  connection  sliown  in 
one  patent  for  the  lever  connection  of  another,  without  producing 
any  material  difference  in  operation  or  obtaining  any  materiallj"  dif- 
ferent result,  involves  no  invention.    Ex.  parte  Dutcher,  38. 

4.  Same — Novel  Combination. — In  order  to  negative  Invention  In 
a  novel  combination  "  it  is  necessary  to  find  in  the  prior  art  not 
merely  a  device  which  might  be  modified  to  make  this  construction, 
but  somewhere  a  suggestion,  not  only  that  the  modification  ought  to 
be  made  but  how  to  make  it."    Ex  parte  Gee,  49. 
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5.  Same — ^Adaptation  of  Old  Devices. — To  adapt  an  old  and  familiar  de- 

vice to  another  structure  equally  old  and  well  known  Is  not  to  exercise 
the  inventive  faculty,  but  to  apply  skill  of  the  mechanic.  dHuebner- 
Toldeo  Breweries  Co.  v.  Mathews  Gravity  Carrier  Co.^  251. 

6.  Same — Imphoved  Result. — ^A  mere  carrying  forward  of  the  original  idea, 

a  change  in  form,  an  improvement  In  degree,  without  substantiar 
change  in  either  means  or  result,  is  not  Invention,     d  Id. 

7.  Same — Combination  of  Old  Elements. — The  selection  and  putting  to- 

gether of  the  most  desirable  parts  of  different  machines  in  the  same  or 
kindred  arts,  making  a  new  machine,  but  In  which  each  part  operates 
in  the  same  way  as  it  operated  before  and  effects  the  same  result, 
cannot  be  invention,     d  Id. 

8.  Same — New  Use — Enlargement  in  Size  and  Further  Modification. — • 

While  one  who  by  enlarging  the  size  of  a  patented  article  makes  it 
suitable  for  a  new  use  is  not  entitled  to  a  patent,  yet  where  the  in- 
ventor combines  a  new  element  with  the  old  device,  whereby  a  new  and 
useful  result  is  obtained,  there  is  **  invention,"  which  is  patentable. 
d  Liquid  Carbonic  Co.  et  al.  v.  Gilchriat  Co.,  275. 

9.  Same — Making  Two  Parts  Iniegral. — Whfere  the  prior  art  disclosed  a 

cone-tube  for  supporting  yam  having  a  square  nose  or  tip  and  it  was 
the  custom  to  provide  such  tip  with  a  button  or  ball  of  acorn  shai>e, 
it  involved  no  invention  to  make  in  one  piece  a  cone-tube  of  the  same 
shape,    d  Tiffany  v.  Paper  Producta^o.y  287. 

10.  Dlscovert. — Young's  thought  that  a  line  might  be  made  to  record  a  mas-* 
ter's  interpretation  of  a  musical  composition  and  that  any  one  who 
follows  that  line  physically  can  reproduce  the  music  of  the  master  was 
not  his  Invention.  That  was  his  discovery.  It  was,  however,  the  soul 
of  his  invention.  The  very  simple  means  of  a  pointer  connected  with 
the  controller  and  extending  over  the  music-sheet  to  the  line,  by  which 
his  discovery  was  brought  into  action,  did  not,  when  standing  alone, 
involve  invention;  but  when  this  means,  simple  though  it  was,  was 
employed  to  bring  into  being  and  put  to  use  the  substance  of  the  dis- 
covery the  two  together,  the  great  and  the  little  thing,  constitute  inven- 
tion,   d  Cunningham  Piano  Company  v.  ^olian  Co.,  312. 

11.  Patentability — Use  of  Animal  Hair  for  Oil-Press  Mats. — The  appli- 
cation, in  the  extraction  of  cotton-seed  oil,  of  mats  made  of  horsehair 
or  other  long  animal  hair,  woven  in  a  manner  designated,  but  without 
Improvement  in  the  art  of  weaving.  Held  not  invention,  but  merely 
mechanical  adaptation  of  familiar  materials  and  methods.  **Wcrk 
et  al  V.  Parker  et  al.,  455. 

12.  Same — Conception. — In  a  large  majority  of  cases  the  conception  of  a 
general  result  wished  for  may  be  obvious,  and  it  is  the  discovery  of  a 
w^ay  of  obtaining  the  result  which  calls  for  the  exorcise  of  invention ; 
but  it  may  also  be  that  Invention  lies  in  the  ccmception  that  a  new  and 
useful  result  will  be  obtained  by  combining  two  or  more  old  machines; 
that  as  soon  as  the  advantage  of  the  combination  is  imderstood  the 
means  for  bringing  It  about  is  within  the  capacity  of  any  fairly-skilled 
mechanic,    d  Rosemary  Mfg.  Co.  v.  Halifax  Cotton  Mills,  Inc.,  327. 

13.  Same — Common  Expedient — Inclined  Surface  to  Shed  Rain. — It  Is 
such  a  common  practice  to  Incline  surfaces  downwardly  to  shed  rain 
that  Inclining  a  track-flange  of  a  car-door  downwardly  involves  no 
invention.    Ex  parte  Elliott,  86. 

188565*— 20 85 
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14.  Combination — New  Results. — Invention  may  exist  even  though  every 
element  is  old,  provided  the  combination  either  produces  a  new  result 
or  effects  an  old  result  in  a  new  and  materially  better  way.  d  Edwards 
V.  Dayton  Mfg,  Co.,  351. 

15.  Elements  of  Pkior  Art. — All  elements  of  the  prior  art  have  a  bearing? 
on  the  question  of  invention,  and  it  is  unnecessary  to  a  finding  of  lack 
of  invention  that  every  element  be  found  In  one  embodiment,     d  Id. 

16.  Joint  Use  of  Old  Elements. — ^Where  the  mere  bringing  together  in  a 
conveyer  of  a  spiral  chute  and  a  supple;nental  conveyer,  each  of  which 
was  old,  had  no  advantage  other  than  the  advantages  inherent  in  each. 
Held  that  the  conception  of  their  Joint  use  did  not  involve  invention. 
d  Alvey 'Ferguson  Co,  v.  Peter  Schoenhofcn  Brewing  Co.,  382. 

17.  Same. — ^The  substitution  in  a  conveyer  of  a  stationary  or  slide  portion 
for  the  rollers  at  a  point  intermediate  the  bottom  horizontal  end  portion 
and  the  inclined  portion  Held  to  involve  invention,    did. 

18.  Construction — Limitation  of  Claims — Novel  Invention. — ^The  use  of 
-compressed  textile  fabrics,  unchanged  by  vulcanizing,  for  gears,  was 

fundamentally  new  in  the  gear  ^rt,  though  a  similar  use  had  been  made 
in  other  arts,  and  the  Miller  patent,  No.  1,061,770,  for  gear  composed 
of  that  material,  is  entitled  to  the  advantages  of  broad  equivalence 
flowing  from  absolute  novelty  of  invention,  d  General  Electric  Co.  v. 
Continental  Fibre  Co.,  386^ 

19.  Patentabiijty — Flattening  and  Roughening  a  Dental  Point  to 
Adapt  It  to  be  More  Readily  Gripped  by  a  Tool. — ^The  provision  of 
serrated  or  roughened  plane  faces  on  the  end  of  a  conical  point  adapteil 
for  insertion  into  the  nerve-canal  of  a  tooth,  which  enables  it  to  be 
more  easily  grasped  and  held  by  a  pair  of  pliers,  constitutes  an  inven- 
tion, admitting  it  to  be  old  to  flatten  the  heads  of  bolts  or  screws  and 
also  to  roughen  them,  so  that  they  will  be  engaged  and  turned  by  a 
tool  without  danger  of  turning  and  slipping  in  the  tool.  Ex  parte 
Hurtt,  122. 

20.  Description  of  Specific  Device  Not  Necessarily  Measitre  of. — Whil«» 
the  patentee  must  describe  the  best  mode  of  applying  the  principle  of 
his  invention,  the  description  does  not  necessarily  measure  the  inven- 
tion,   d  Independent  Coal  Tar  Co.  v.  Cressy  Contracting  Co.,  419. 

INVENTOR.     See  Improvement  Patents;  Suits  for  Infringement,  2,  3. 

JOINT  INVENTORS.    See  Priority  of  Invention,  4,  22. 

JUDGMENT  ON  PRIORITY.  See  Appeal  to  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia,  3;  Interference,  10. 

JUDICIAL  ACTION.    See  Mandamus,  1,  2. 

JUDICIAL  NOTICE. 

Patentability — Evidence — Books  of  Reference. — The  use  of  horsehair 
mats  for  extracting  oil,  as  abundantly  shown  in  standard  and  easily. 
accessible  books  of  reference,  may  be  noticed  Judicially.  **Werk  et  aL 
V.  Parker  et  at.,  455. 

JURISDICTION  OP  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbia,  3. 

JURISDICTION  OF  THE  COURT  OF  CLAIMS.  See  Construction  of  Statutes^ 
9,  10, 

JURISDICTION  OF  THE  COURTS.  See  Construction  of  Specifications  and 
Patents^  3 ;  Mandamus, 
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.TURISDICTION  OF  THE  FEDERAL  COURTS. 

1.  Cases  Arising  Under  the  Patent  Laws. — ^To  constitute  a  suit  under  the 

patent  laws,  the  plaintiff  must  set  up  some  right,  title,  or  interest  under 
the  patent  laws  or  at  least  make  it  appear  that  some  right  or  privilege 
will  be  defeated  by  one  construction  or  sustained  by  an  opposite  con- 
struction of  these  laws.  **Odell  v.  F.  C  Fartistcorth  Company  et  al., 
464. 

2.  Same. — Where  the  bill  of  complaint  allegc<l  that  the  patent  had  been 

assigned  by  the  plaintilTto  the  defendant,  that  the  latter  had  agreed  to 
pay  certain  royalties,  and  that  they  had  not  been  paid  and  tlie  prayer 
was  for  a  discovery  of  the  number  of  articles  covered  by  the  patent 
which  the  defendants  had  sold  and  for  a  decree  that  they  account  for 
and  pay  to  the  plaintiff  the  royalties  thereon,  Held  that  the  ca.se  was 
not  ore  arising  under  the  laws,  but  merely  a  suit  for  royalties  based  on 
the  contract.    **/d. 

LABELS.     See  Trade-Marks,  58.  50.  61,  62,  63. 

LATER  PATENTS.     See  Anticipation,  2 ;  Combination,  3,  4. 

LICENSE.    See  Suits  for  Infringement,  4. 

LIMIT  OF  TIME.  See  Appeal  to  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia, 4;  Applications,  1;  Claims,  1;  Construction  of  Statutes,  8; 
Delay  in  Filing  Applications,  1 ;  Public  Use  and  Sale;  Reissue  Applica- 
tions, 2.  3,  4;  Renetcal  of  Forfeited  Applications,  2,  3. 

LIMITATION  OF  CLAIMS.  See  Construction  of  Claims,  4;  Construction  of 
Specifications  and  Patents,  3,  4;  Declaration  of  Interference,  2;  In- 
fringement, 5 ;  Invention,  16. 

MACHINE.  See  Combination,  1;  Interference,  10;  Particular  Patents,  14,  15, 
16, 17,  21. 

MANDAMUS. 

1.  Does  Not  Lie  to  Control  Judicial  Action. — Mandamus  may  be  resorted 

to  in  pVoper  cases  for  the  purpose  of  securing  judicial  action,  but  not 
for  the  purpose  of  determining  in  advance  what  that  action  shall  be. 
**Ex  parte  Wagner  et  al.,  481. 

2.  Case  Remanded  to  District  Court — Cannot  Be  Issued  Against  Circuit 

Court  of  Appeals  and  Its  Judges. — A  w^rit  of  mandamus  could  not 
properly  be  directed  to  the  circuit  court  of  api)eals  and  its  judges  to 
control  proceedings  in  a  case  which  has  been  remande<l  by  that  court  to 
the  district  court  and  Is  pending  exclusively  in  the  latter.     **/d. 

3.  Other  Proceedings  Pending  in  Supreme  CvOUrt — Not  Ground  for  For- 

bidding Accounting. — Interlocutory  proceedings  for  an  accounting  in 
the  district  court  will  not  be  forbidden  by  mandamus  merely  upon  the 
ground  that  disposition  of  other  proceedings  before  this  court  may 
possibly  render  the  accounting  nugatory  and  a  useless  expense  to  the 
petitioner.    **/(*. 

MECHANICAL  SKILL,  See  Combination,  1;  Invmtion,  5,  11,  12;  Judicial 
Notice;  Particular  Patents,  29;  Patent  Laivs. 

MERITS.     See  Abandonment  of  Int-ention, 

METHOD.     See  Particular  Patents,  1,  10. 

MISREPRESENTATION.     See  Testimony,  1. 

MISTAKE.     See  Construction  of  Statutes,  6,  7 ;  Patents. 

MONOPOLY.  See  Construction  of  Specifications  and  Patents,  2;  Construction 
of  Statutes,  11 ;  Patent  Laws. 

NAME  OF  APPLICANT.    See  Trade-Marks,  29. 

NAME  OF  CORPORATION.     See  Trade-Marks,  50,  51. 
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NEW  MATTER.    See  Applications,  2 ;  Particular  Patents,  27 ;  Priority  of  In- 

vention,  14 ;  Reissue  Applications,  1. 
NEW  RESULTS.    See  Construction  of  Claims,  9;  Invention,  8,  12;  Particular 

Patents,  4,  37 ;  Patentability,  5. 
NEW  USE.     See  Invention,  8. 
NOTICE  OF  APPEAL.    See  Appeal  to  the  Court  of  Appeals  of  the  District  of 

Columbia,  4. 
NOTICE  OF  OPPOSITION  TO  REGISTRATION  OF  TRADE-MARKS.     See 

Trade-Marks,  10,  11,  12,  13. 
NOVELTY.     See  Combination,  1;  Construction  of  Claims,  2;  invention,  4,  18; 

Particular  Patents,  10,  26,  38. 
OATH.     See  Delay  in  Filing  Applications;  1 ;  Validity  of  Patents,  1. 
OLD  DEVICES.     See  Invention,  5,  8. 
OLD  ELEMENTS.     See  Combinotion,  1;  Invention,  7,  14,  16;  Particular  Pat- 

ents,  37;  Patentability,  8. 

OLD  METHODS.    See  Particular  Patents,  2. 

OPPOSITION  TO  REGISTRATION  OF  TRADE-MARKS.     See  Trade-Marks, 
10,  11,  12, 13,  14,  27,  46,  47. 

ORAL  TESTIMONY.    See  Priority  of  Invention,  21. 

ORIGINAL  APPLICATIONS.    See  Claims,  2 ;  Renewal  of  Forfeited  Applica- 
tions, 1. 

ORNAMENTATION.     See  Trade-Marks,  37,  38. 

PARTICULAR  PATENTS.     See  Construction  of  Specifications  and  PatenU; 
Disclaimers,  1;  Invention,  18. 

1.  Armstbonq — No.    1,195,946 — Tagging    Oysters — Invention. — The    Arm- 

strong patent,  No.  1,195,946,  for  marking  bivalves  by  means  of  a  tas: 
attached  to  the  lower  shell  of  an  oyster,  involving  claims  for  a  tag 
attached  to  an  oyster-shell  and  a  method  of  attaching  the  tag  at  a 
certain  point,  Held  void  for  -lack  of  invention,  it  being  ^  Ciinimon  prac- 
tice to  identify  articles  by  attaching  tags  thereto,  d  Armstrong  Seatag 
Corporation  v.  Smith's  Island  Oyster  Co.,  296. 

2.  Baker — No.  1,063,102 — Material  for  Use  in  Metallurgical  Furnaces — 

Invention. — The  Baker  patent,  No.  1,063,102.  for  a  material  for  use  in 
making  up,  repairing,  and  replacing  linings,  etc.,  of_metallurgical  fur- 
naces, known  as  "magdolite,"  which  consisted  of  a  product  having 
new  characteristics  produced  by  successive  burnings  of  dolemite  by 
two  old  methods.  Held  valid,  showing  invention.  dJ.  E,  Baker  Co,  v. 
Kennedy  Refractories  Co.  et  al.,  264. 

3.  Same — Same — Infringement — Products,  Similar  Function,  Diffebkxt 

Characteristics. — ^The  Baker  patent.  No.  1,063,102,  for  a  material 
for  use  in  making  up,  repairing,  and  replacing  linings,  etc.,  of  metal- 
lurgical furnaces,  which  consisted  in  a  double-burned  dolomite  knov^^i 
as  "  magdolite,"  having  certain  specified  characteristics,  Held  not  In- 
fringed by  a  product  known  as  "  kendymag,"  which  had  different  char- 
acteristics, although  it  accomplished  substantially  the  same  results. 
did. 

4.  Berman — ^No.      962,300 — Dispensing     Apparatus — ^Valimtt — Infrikgk- 

MENT. — The  Berman  patent.  No.  962,300,  for  a  dispensing  apparat\L> 
for  use  at  bars  and  soda-fountains  to  contain  straws  for  drinking  pur 
poses.  Held  valid  and  infringed  as  to  claim  2,  invalid  as  to  claim  1. 
d  Liquid  Carbonic  Co.  et  al,  v.  Gilchrist  Co,,  275. 
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5.  Bird — No.   1,181,827 — Becker — No.   1,024,550 — Prepared  Roofing — Iden- 

tity OF  Inventions. — The  Bird  patent.  No.  1,181,827,  and  the  Becker 
patent,  No.  1,024,550,  for  prepared  roofing,  Held  identical  as  to  the  in- 
vention claimed,  d  Bird  v.  Elaborated  Roofing  Co.  of  Buffalo,  Inc,, 
et  ah,  372. 

6.  Same— Same — Prepared    Roofing — Validity    and    Infringement. — ^The 

Bird  patent.  No.  1,181,827,  for  a  prepared  roofing,  Held  valid  and  in- 
fringed,   d  Id. 

7.  Same— -No.  1,036,427~-Prepared  Roofing.— The  Bird  patent,  No.  1,036,427. 

for  i)repared  roofing,  Held  valid,  but  not  infringed,    did. 

8.  Brothers — No.     551,614 — Cable-Crane — Infringement. — ^The     Brothers 

patent,  No.  551,614,  for  a  cable-crane  with  a  gravity-anchor  consisting 
of  a  rigid  tower  and  a  tilting  anchor-tower,  from  which  a  counter- 
weight is  suspended  to  take  up  tlie  slack  of  the  cable,  Held  not  in- 
fringed by  a  crane  in  which  both  towers  were  designed  and  intended  to 
be  rigid,  even  though  in  the  subsequent  tightening  of  the  cables  for 
the  purpose  of  carrying  the  load  over  and  free  from  the  work  which 
was  being  constructed  there  was  a  yielding  of  the  towers  under  stress 
of  the  load,  since  there  was  no  semblance  of  an  outward  inclination 
of  a  yielding  support,  but  rather  a  tendency  on  the  part  of  both  rigid 
towers  to  collapse  inwardly  under  an  undue  stress.  **  Brothers  v. 
The  United  States,  450. 

9.  ButtCHENAL — No.   1,135,351 — Food   Product — Invention. — ^While   It  was 

old  to  form  a  lardlike  compound  by  mixing  animal  stearin  and  cotton- 
seed oil  and  also  to  produce  a  hard  product  from  cotton-seed  oil  by 
hydrogenation,  a  lardlike  product  consisting  of  an  incompletely-hydro- 
genized  vegetable  oil  was  a  new  thing  in  the  sense  of  the  patent  law. 
and  the  Burchenal  patent.  No.  1,135,351,  for  such  a  product  is  valid. 
d  Procter  d  Oamble  Co.  v.  Berlin  Mills  Co.,  303. 

10.  Same — Novelty — Hydrogenized-Vegetable-Oil  Lard. — What  is  practi- 

cally lard,  consisting  solely  of  one  vegetable  oil  in  a  state  of  arrested 
hydrogenation,  is  a  new  thing  in  the  sense  of  the  patent  law,  and  not 
a  lard  substitute,  so  near  to  existing  articles  of  commerce  that  the 
only  field  open  to  patentee  was  limited  to  a  particular  mode  of  making 
or  by  specifically-stated  chemical  tests,    did. 

11.  Caldwell — No.    682316 — Studding    and    Metai^Lath    Combination — 

Validity. — The  CaldweH  patent.  No.  682,316,  for  a  studding  and 
metal-lath  combination,  Held  invalid  as  involving  elements  developed 
In  the  prior  art.     d  Berger  Mfg.  Go.  v.  Trussed  Concrete  Steel  Co.,  343. 

12.  CoTTRELL  and  Speed — Nos.  987,115  and  987,116 — Process  and  Apparatus 
for  Separating  and  Collecting,  Etc. — Validity — Infringement. — ^The 
Cottrell  and  Speed  patents,  Nos.  987,115  and  987,116,  for  a  process  and 
apparatus  for  separating  and  collecting  particles  of  one  liquid  sus- 
pended in  another.  Held  valid  and  infringed,  d  Petroleum  Rectifying 
Co.  of  California  v.  Reward  OH  Co.,  429. 

13.  Cropp — No.    947,196 — Concrete-Mixer — Infringement. — Cropp    patent. 

No.  947,196,  dated  January  18,  1910,  claims  1,  2,  3,  4,  7,  9,  12,  13.  14. 
and  16,  for  a  concrete-mixer,  Held  valid  and  infringed;  patents  to 
Ransome,  No.  322,006,  No.  804,803,  and  No.  870,797,  to  Burns.  No.  661,- 
487,  and  to  Roberts,  No.  845,435,  not  being  pertinent  d  Standard  Scale 
d  Supply  Co.  V.  Cropp  Concrete  Machinery  Co.  et  al.,  394. 

14.  Curtis — No.  670,606 — Machine  for  Expanding  Sheet  Metal — Func- 
tion— ^Patentabality. — The  Curtis  patent,  No.  670,606,  on  machines 
for  expanding  sheet  metal,  claim  13  Held  invalid  as  not  involving  In- 
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vention,  but  the  thouKht  that  automatic  opening  mechanism  could  be 
made  to  operate  in  a  transverse  plane,  it  not  being  patentable  merely 
to  do  by  automatic  machinery  what  has  commonly  been  done  by  hand. 
d  Jones  et  ah  v.  General  Fireproofing  Co,,  241. 

15.  Same — No.  796,402 — Sheet-Metal-Expanding  Machine — Validity. — 
The  Curtis  patent,  No.  796,402,  on  machines  for  expanding  sheet  metal, 
claim  3  Held  to  be  for  the  diagonal  edge  over  which  the  sheet  should 
be  drawn  into  another  plane  as  it  progresses  longitudinally,  a  new 
element  in  the  association,  and  to  be  valid,    d  Id. 

16.  Same — Same — Same — Infringement — "Drawing." — ^The  Curtis  patent. 
No.  796,402,  on  machines  for  expanding  sheet  metal,  claim  3  Held 
Infringed  by  defendant's  machine  as,  "drawing**  the  sheet.  Claims 
5  and  9  also  Held  valid  and  infringed,    d  Id. 

17.  Same — Same — Same — Validity. — ^I'he  Curtis  patent.  No.  790,402,  -on 
machines  for  expanding  sheet  metal,  claims  1,  8,  and  10  Held  invalid 
as  too  broad,     d  Id. 

18.  Dean — No.   779,533 — Harmonic   Calling   Means   in   Telephone   Sys- 

tems— Infringement. — ^The  Dean  patent,  No.  779,533,  for  improvements 
in  harmonic  calling  means  for  use  in  party-line  telephone  systems. 
Held  not  infringed,  d  Kellogg  Switchboard  d  Supply  Co.  v.  Dean 
Electnc  Co.,  368. 

19.  Edmands    and    Hoyt — No.    775,105 — Electrical    Surgical    Bakes — 

Valid — Infringed. — ^The  Edmands  and  Hoyt  patent.  No.  775.105,  for 
an  electrical  surgical  baker,  was  not  anticipated,  discloses  invention, 
and  is  entitled  to  a  construction  broad  enough  to  protect  the  valuable 
contribution  of  the  patentees  to  the  art;  also  Held  infringed,  d  Ed- 
mands V.  Perlman,  299. 

20.  Edwards — No.  890,626 — Window  Holding  and  Fastening  Devicb — 
Combination  of  Elements  in  Prior  Art. — The  Edwards  patent.  No. 
890,626,  for  an  improvement  in  window  holding  and  fastening  devices. 
Held  void  for  lack  of  invention,  consisting  merely  in  a  combination 
of  the  desirable  elements  of  different  devices  in  the  same  art.  d  Ed- 
wards V.  Dayton  Mfg.  Co.,  351. 

21.  Ferndon  —  No.   1,199,257  —  Collapsible   Stove  —  Infringement.  —  The 

Ferndon  patent.  No.  1,199,257,  for  a  collapsible  stove,  is  limited  to  the 
particular  means  shown  for  keeping  the  legs  in  oi)en  position  when  in 
use,  and,  as  so  construed,  Hel4  not  infringed,  d  Silver  d  Co.,  Inc.,  v. 
fif.  Stemau  d  Co.,  Inc.,  363. 

22.  Same — No.     1,229,492 — Collapsible     Stove — Validity    and    Infringe- 

ment.— ^The  Ferdon  patent.  No.  1,229,492,  for  a  collapsible  or  knock- 
down stove,  Held  void  for  lack  of  invention,  and  also  not  infringed. 
d  Id. 

23.  Fligel — No.  1,099,031 — Waterproof  Garment — Infringement. — Patent 
No.  1,099,031,  for  a  waterproof  garment,  including  a  cape  and  hood. 
Held  not  infringed,    d  Fligel  et  al.  v.  Sears,  Roebuck  d  Co.,  320.  * 

24.  Gess — No.  986,379 — Cone-Tube  for  Knitting-Machines — Void  and  An- 

ticipated.— The  Gess  patent.  No.  986,379,  for  a  cone-tube  for  use  in 
knitting-machines  as  a  support  for  masses  of  yarn,  which  involved  the 
rounding  of  the  nose  or  end  of  prior  devices  to  eliminate  the  danger 
of  the  last  few  rounds  catching  and  breaking  on  the  edge  of  the  cone, 
while  a  di.stinct  improvement,  He/d* invalid  as  lacking  invention;  also 
anticipated  by  prior  art  devices,    d  Tiffany  v.  Paper  Products  Co^  287. 
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25.  Green — No.  1,180,030 — ^Btscuit-Cutteb — Validity  and  iNrniNGEMENT.— 
The  Green  patent,  No.  1,180,030,  claims  29,  30,  40-45,  inclu.sive,  for  a 
biscuit-cutter,  especially  relating  to  pan-carrier  with  automatic  skip, 
which  could  be  adjusted  without  stopping  the  machine,  Held  valid,  as 
disclosing  invention,  and  infringed,  d  Taggart^  Baking  Co,  v;  Green 
et  a/.,  357. 

26.  Hehuc — No.  1,154,989 — Brewing  Process — Disclositre. — The  Hehle 
patent,  No.  1,154,989,  for  "  improvement  in  brewing  processes,"  Held 
void  for  want  of  patentable  novelty  and  for  failure  to  disclose  how 
to  practise  invention  after  patent  expires,  d  Hudepohl  Brewing  Co. 
et  al.  V.  Hehle,  398. 

27.  Howe — No.  13,765.  (Reissue) — Box-Strapping — Validity  and  In- 
fringement.— The  Howe  reissue  patent.  No.  13,765,  (original  No. 
1,043,771,)  for  box-strapping,  is  not  Invalid,  as  containing  new  matter, 
was  not  anticipated,  and  discloses  invention,  evidenced  in  part  by  its 
great  commercial  success  In  an  old  art;  also  Held  infringed,  d  Stan- 
ley Works  V.  Twisted  Wire  d  Steel  Co.,  316. 

28.  Latta    and    Thompson — No.    1,058,989 — Car-Roof — Anticipation — In- 

fringement.— The  Latta  and  Thompson  patent,  No.  1,058,989,  for  a 
flexible  plate  car-roof,  Held  not  anticipated,  valid,  and  infringed. 
d  Hutchins  Car  Roofing  Co,  v.  Standard  Ry,  Equipment  Co,  et  al.,  412. 

29.  Luten— Nos.  852,970,  853,202,  979,770,  and  989,272— -Reinforced  Con- 
CREiTC  CoNSTRiTcnioN. — The  Luten  patents.  No.  852,970,  claims  14,  15, 
and  16;  No.  853,202,  claim  17;  No.  979,776,  claim  1,  and  No.  989,272, 
claim  3,  all  for  reinforced  concrete  construction,  Held  invalid.  Steel 
rods  having  been  placed  in  concrete  structures  to  resist  tension  or 
pull,  it  required  only  mechanical  or  engineering  skill  to  locate  in  any 
particular  structure  where  the  tension  is  and  only  the  same  skill  to 
determine  where  the  steel  should  be  placed  to  resist  such  tension. 
d  Luten  v.  Washburn  et  al.,  292. 

80.  Mathews  and  Lister — No.  890,917 — Mathews — No.  978,466 — Gravity- 
Carrier — Validity. — ^The  Mathews  and  Lister  patent,  No.  890,917,  and 
the  Mathews  patent.  No.  978,466,  each  for  improvements  in  gravity- 
carriers,  are  both  void  for  lack  of  invention  in  view  of  the  prior  art 
d  Huebner-Toledo  Breweries  Co.  v.  Mathews  Gravity  Carrier  Co.,  251. 

31.  McQueen — No.     896,233 — Grain-Elevator — Validity     and     Infringe- 

ment.— The  McQueen  patent.  No.  896,233,  for  a  working  elevator,  Held 
not  anticipated,  valid,  and  infringed,  d  Minneapolis,  St.  P.  d  S.  S.  M. 
Ry.  Co.  et  al,  v.  Barnett  &  Record  Co.,  329. 

32.  Mii.u:r — No.    1,061,770 — Compressed-Fiber    Gear — Infringement. — ^The 

Miller  patent,  No.  1,061.770,  for  a  gear  of  compressed  textile  fabrics 
and  means  for  holding  the  material  in  a  compressed  state,  is  infringed 
by  a  gear  composed  of  fibers  held  In  place  by  the  patented  composition 
bakelite,  since  the  fundamental  merit  of  the  patented  gear  is  the  re- 
sistance of  a  large  number  of  fibers  within  a  small  space,  which  is  also 
the  fundamental  merit  of  the  infringing  article. — d  General  Electric 
Co.  v.  Continental  Fibre  Co.,  386. 

33.  MouAT — No.  937,686 — Pressure-Regulator — Infringement. — The  Mouat 
patent,  No.  937.686.  for  a  pressure-regulating  apparatus,  claims  7  and 
10,  which  involve  combinations  including  a  steam-boiler  and  a  recep- 
tacle connected  thereto  by  a  pipe  above  the  water-level  in  the  boiler, 
wliich  affords  an  equalization  of  steam-pressure  on  the  water  in  the 
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receptacle  and  in  the  boiler  and  keeps  the  receptacle  filled  by  water  of 
condensation,  is  infringed  by  a  similar  apparatus  in  which  such  a  con- 
necting-pipe is  employed  to  perform  the  same  functions,  although  ar- 
ranged  slightly  different  from  that  shown  in  the  patent.  ♦  Hutchinson 
Vapor  Heating  Corporation  and  Zellers  v.  Mouat,  173. 
84.  MiiNsoN — No.  1,025,420 — Revolving  Clod-Fender — Validity  and  In- 
fringement.— Munson  patent  No.  1,025,420,  claims  1  and  4,  for  an  im- 
proved revolving  clod-fender  for  use  with  a  corn-cultivator,  Held  not 
anticipated  and  valid  and  infringed  by  a  device  of  similar  shape  and 
opt>ration,  but  constructed  of  malleable  castings  instead  of  wire,  as  de- 
scribed in  the  claims,     d  Munson  Mfg.  Co.  v.  Deere  d  Co,^  344. 

35.  Nelson — No.  836,526 — Tank-Heater — Validity.— The  Nelson  patent. 
No.  836,526,  for  a  tank-heater.  Held  void  for  anticipation  and  lack  of 
invention,    d  Nelson  v.  Lloyd  Mfg.  Co,  ct  al.,  348. 

36.  Patterson — No.  12,159,  (Reissue) — Power-Loom — Validity. — ^The  Pat- 
terson reissue  patent,  No.  12,159,  (original  No.  722,243,)  for  power- 
loom,  Held  void  as  claiming,  broadly,  a  combination  of  jacquard  mech- 
anism with  a  plain  power-loom  equipped  with  an  automatic  weft-re- 
plenishing device,  which  was  not  the  patentee's  invention,  d  Rose- 
mary Mfg.  Co,  V.  Halifax  Cotton  Mills,  Inc.,  327. 

87.  Pillshury — ^No.  1,062,029 — Apparatus  for  Spraying  Oil,  Etc. — Valid- 
ity— iNfuiNGEMENT. — ^The  Pillsbury  patent,  No.  1.062,029,  for  appa- 
ratus for  spraying  oil  or  other  surfacing  material  on  roads,  discloses  a 
new  combination  in  a  unitary  structure  of  old  elements,  which  pro- 
duces a  new  and  useful  result,  and  is  valid ;  also  Held  infringed,  d  Inr 
dependent  Coal  Tar  Co.  v.  Creesy  Contrai^ting  Co.,  419. 

88.  Recht — No.  796,356 — Cap  for  Bottles — Validity. — ^The  Recht  patent. 
No.  796,356,  for  improvement  in  caps  for  bottles,  Held  void  for  lack  of 
patentable  novelty  in  view  of  the  prior  art.  d  Ballardvale  Springs 
Co.  V.  Utiited  Metal  Seal  Co.,  271. 

89.  Souder— No.     763,438--Car-Roof— Murphy— No.     946,823— Car-Roof — 

iNFKiNGMENT. — The  Souder  patent,  No.  7(53,438,  and  the  Murphy  patent. 
No.  946,823,  each  for  a  car-roof.  Held  not  infringe<l.  d  Hutchins  Car 
Roofing  Co.  v.  Standard  Ry.  Equipment  Co.  et  al.,  412. 
40.  Sturges — No.  965,250 — Leather  Belting — Validity. — ^The  Sturges  pat- 
ent, No.  965,250,  for  sectional  leather  belting,  Held  void  for  iack  of 
utility,    d  Schulte  et  al.  v.  Colorado  Tire  d  Leather  Co.  et  al.,  402. 

41.    SULMAN,   PiCARD,  AND  BALLOT — NO.  885,120 — PROCESS  OF  CONCENTRATING 

Ores — Validity  and  Infringement. — The  Sulman,  Picard,  and  Ballot 
I>atent,  No.  835,120,  for  a  process  of  concentrating  ores,  known  as  the 
air-filtration  process,  employing  oil  having  an  affinity  for  the  ore  par- 
ticles, claims  9,  10,  and  11  Held  void ;  claims  1,  2,  3,  4,  and  12  con.strued 
and  Held  not  Infringed  by  a  process  employing  more  than  a  fraction 
of  1  per  cent,  of  oil  on  the  ore.  ♦♦  Minerals  Separation,  Limited,  et 
al.,  V.  Butte  and  Superior  Mining  Co.,  466. 

42.  Vandenburgh — No.    14,182,    (Reissue) — Concrete-Reinforcing    Bar — 

Validity  and  Infringement. — The  Vandenburgh  reissue  patent.  No. 
14,182,  for  a  concrete-reinforcing  bar,  claims  1  and  2  are  void  as  too 
broad.  Claims  3  and  5  disclose  invention  and  are  valid ;  also  Held 
infringed,    d  Vandenburgh  v.  Concrete  Steel  Co.,  366. 

43.  Van  Dorn — No.  827,482 — Mail-Box — Invention. — The  Van  Dom  pat- 
ent. No.  827,482,  for  a  mail-box.  Held  void  for  lack  of  Invention  in  view 
of  the  prior  art.  d  Van  Dorn  Iron  Works  Co.  v.  Mathis  Bros.  Co.  et  aU^ 
435. 
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44.  Wbrk — ^Nos.  758,574  and  758,575 — OiL-Pwcss  Mat— Validity. — Patents 
Nos.  758,574  and  758,575,  to  Robert  F.  Werk,  relating  to  oil-press  mats 
for  use  in  extracting  cotton-seed  oil,  Held  invalid  as  to  certain  claims. 
*♦  Werk  et  al.  v.  Parker,  et  al,,  455. 

45.  WiLLABD  AND  WiLCox — ^No.  1,064,270 — RoTABY  Dbilling  Apparatus — 
Agobeoation — One  Element  Detached  Instbument. — Allegetl  combi- 
nation claims  of  the  Willard  and  Wilcox  patent.  No.  1,064,270,  repre- 
sented by  claim  2,  for  elements  to  be  used  in  connection  with  a  rotary 
drilling  apparatus  to  facilitate  changing  from  the  operation  of  drilling 
to  the  operation  of  removing  the  drill-string  from  the  well,  and  vice 
versa,  are  for  a  mere  aggregation,  the  device  for  holding  the  pipe- 
string  being  a  detached  instrument  and  not  a  part  of  a  machine. 
d  Willard  et  ah  v.  VnUm  Tool  Co.,  281. 

46.  Willis    and    Felix  —  No.    1,045,234  —  Pbocess    fob    Making    Rubbeb 

Sponges — Insufficient  Disclosube. — ^The  Willis  and  Felix  patent.  No. 
1,045,234,  for  a  process  for  making  rubber  sponges.  Held  invalid,  the 
disclosure  of  the  patent  not  being  sufficient  to  enable  one  skilled  in  the 
art  to  manufacture  sponges  with  commercial  success,  d  Featheredge 
Rubber  Co,  v.  Miller  Rubber  Co.  et  ah,  406. 

47.  Young — ^Noi  692,968 — Piano-Playeb — ^Validity  and  Infbingement. — 
The  Young  patent.  No.  692,968,  for  controller  for  mechanical  musical 
instruments,  Held  valid  and  infringed,  d  Cunningham  Piano  Company 
V.  yEolian  Co.,  312. 

PATENT  AND  APPLICATION.  See  Construction  of  Statutes,  12 ;  Declaration 
of  fnterfcrence,  2;  Disclaimers,  2;  Examination  of  Applications;  In- 
terference. 5 ;  Priority  of  Invention,  25. 

PATENT  LAWa  See  Jurisdiction  of  the  Federal  Courts;  Particular  Patents, 
9,  10. 
Device  Mi«st  Involve  Invention. — ^The  design  of  the  patent  laws  is  to 
reward  those  who  make  some  substantial  discovt-ry  which  adds  to  our 
knowledge,  etc. ;  but  it  was  never  the  object  of  those  laws  to  grant  a 
monopoly  for  every  trifling  device  or  shadow  of  a  shade  of  an  idea 
which  would  naturally  occur  to  any  skilled  mechanic,  d  Tiffany  v. 
Paper  Products  Co.,  287. 

PATENTS.  See  Construction  of  Specifications  and  Patents;  Particular  Pat- 
ents; Patentability,  4;  Scope  of  Patent. 
Decisions  Sustaining  Validity — Review  on  Appeal. — ^Where  a  patent  has 
been  grantetl  and  sustained  by  a  trial  court,  the  legal  presumption  is  that 
the  decisions  of  the  Patent  Office  and  the  court  in  an  infringement 
case  were  right,  and  they  may  not  lawfully  be  reversed  by  an  appellate 
court  unless  there  is  clear  and  convincing  proof  in  the  record  that  they 
have  made  some  serious  mistake  of  fact  or  fallen  into  fatal  error  of 
law.  d  Minneapolis,  St.  P.  d  8.  S.  M.  Ry.  Co.  et  al  v.  Bamett  d  Record 
Co.,  329. 

PATENTS  WITHOUT  FEE.     See  Construction  of  Statutes,  1,  2  3.  4,  5. 

PA1:ENT ABILITY.  See  Anticipation,  1 ;  Appeal  to  the  Court  of  Appeals  of  the 
District  of  Columbia;  Commercial  Success,  2;  Construction  of  Claims, 
1,  2,  5,  6,  7,  8,  9,  10,  11,  12,  13 ;  Construction  of  Specifications  and  Pat- 
ents, 5;  Declaration  of  Interference;  Interference,  11;  Inventifm; 
Judicial  Notice;  Particular  Patents,  14,  26,  38;  Prosecution  of  Appli- 
cations^ 
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1.  Invention — Handler  on  Parts  of  a  Burial-Casket. — The  provision  of 

haiuiles  wherever  tliey  are  needed  Is  so  common  that  the  provislcm  of 
handles  on  the  parts  of  a  separable  burlal-caslcet  involves  no  invention. 
Ex  parte  Mc Kinney ^  21. 

2.  Same — Combination  of  Old  Features. — Although  a  conveyer  made  up 

of  sections  dlsposc^l  at  varying  angles,  an  elevator  having  a  horizontal 
and  an  inclined  portion,  and  an  elevator  adapted  to  be  swung  so  as  to 
deliver  at  a  deslretl  i)oint  were  separately  old,  the  combination  of  such 
a  conveyer  with  a  swinging  elevator  having  a  horizontal  and  an  in- 
clined portion,  the  horizontal  portion  being  placed  to  receive  packages 
from  the  conveyer,  provided  a  device  of  grt^ater  flexibility  and  Is 
patentable.  Ex  parte  Bemheim,  28. 
8.  Validity  of  Combinations. — The  mere  fact  that  human  agency  inter- 
venes in  an  operation  does  not  render  a  combination  unpatentable. 
Nor  is  it  necessary  that  the  action  of  the  elements  be  simultaneous, 
nor  that  one  of  the  elements  shall  so  enter  Into  the  combination  as  to 
change  the  action  of  the  others;  but  it  is  sufficient  if  there  be  .some 
Joint  operation  of  the  elements,  producing  a  result  due  to  their  c<H>p- 
eratlve  action,    d  Willard  ct  al.  v.  Union  Tool  Co.,  281. 

4.  Subject-Matter  for  Patents — ^TAociHo  Oysters. — A  taggetl  oyster  is  not 

a  machine  or  a  composition  of  matter,  and  It  Is  not  a  manufacture. 
d  Armstrong  Seatag  Corporation  v.  Smith's  Island  (Xyster  Co.,  296. 

5.  Evidence  of  New  Results — Ex  parte  Affidavits. — Where  It  Is  admit- 

ted by  the  lower  tribunals  that  the  appealed  claims  present  patentable 
subject-matter  of  considerable  merit  if  the  results  claimed  are  actually 
achieved,  but  after  witnessing  demonstrations  deny  that  such  results 
are  achievtHl,  and  conclude,  on  the  otlier  hand,  that  the  results  are 
inferior  to  prior  devices.  Held  on  api>eal  that  the  claims  should  be 
allowed  in  view  of  affidavits  by  experts  that  the  results  claimed  were 
accomplished.     Ex  parte  Armat,  113. 

6.  Invention — Stopping  a  Prior  1*rocess  at  an  Intermediate  Stage. — A 

composition  **  compressed  into  blocks "  does  not  anticipate  the  same 
composition  adapte<l  to  be  applied  in  the  form  of  a  thick  coating  as  a 
lining  for  tanks  to  protect  the  same  from  the  fumes  of  acids  and  the 
like.  If  the  prior  inventor  had  stopped  at  a  stage  of  his  process  so  as 
to  leave  tlie  composition  in  condition  to  be  used  as  a  lining,  it  might 
have  been  an  anticipation ;  but  the  disclosure  as  made  does  not  sug- 
gest the  use  of  such  a  composition  as  a  lining  for  tanks.  Ex  parte 
WiedcrhoM,  116. 

7.  Simultaneous  Coaotion  of  Parts  Unnecessary  to  Render  Combination 

Patentable. — It  Is  not  necessary  to  render  a  combination  patentable 
that  its  elements  .should  act  at  the  same  time  to  secure  joint  action, 
but  it  is  enough  that  each  contril)Utes  to  the  result  which  but  for  the 
successive  action  of  eacli  would  not  have  been  prcKluced.  d  Independent 
Coal  Tar  Co.  v.  Cressy  Contracting  Co.,  410. 

8.  Combination  of  Oij)  Elements  May  be  Patentable. — It  is  no  defense 

to  a  claim  of  infringement  that  one  or  more  elements  of  a  patented 
combination  or  one  or  more  parts  of  a  patented  improvement  may  l)e 
found  in  one  old  patent  and  others  in  another  and  still  others  in  a 
third,    d  Id. 

PEACE  TREATY.     See  Applications,  1. 

PETITH)N  for  C^ANCELATION  of  TRADE-MARK  REGISTRATION.  See 
Trade-Marks,  2,  3,  5. 

PHOTOGRAPHIC  PRINT.    See  Divisional  Applications. 
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PIONEER  PATENTS.    See  Construction  of  Specifications  and  Patents,  9. 

POWER  OF  ATTORNEY.    See  Interference,  1. 

PRACTICE  IN  THE  COURTS.  See  Concurrent  Decisions  of  the  THhunals  of 
the  Patent  Office;  Interference,  1. 

PRESUMPTION.  See  Construction  of  Statutes,  5;  Interference,  8;  Patents; 
Trade-Marks,  63;  Validity  of  Patents  1. 

PRIOR  APPLICATIONS.  See  Continuation  of  Applications,  1;  Reduction  to 
Practice,  9,  10. 

PRIOR  PATENTS.  See  Anticipation,  1;  Combination,  3;  Construction  of 
Claims,  4.  13 ;  Priority  of  Invention,  21. 

PRIOR  PROCESS.     See  PatentabUity,  6. 

PRIOR  REGISTRATION  OF  TRADE-MARKS.     See  Trade-Marks,  25. 

PRIORITY  OF  ADOPTION  AND  USE.  See  Trade-Marks,  5,  8,  11,  12,  13,  14, 
20,  27,  52,  53,  54,  55.  56. 

PRIORITY  OF  INVENTION.  See  Abandoned  Experiments;  Appeal  to,  the 
Court  of  Appeals  of  the  District  of  Columbia,  1 ;  Co^istruction  of  Stat- 
utes, 3,  5,  12 ;  Delay  in  Filing  Apj)lications,  2,  3 ;  Examination  of  Appli- 
cations; Interference,  1,  2,  4,  10,  11 ;  Reduction  to  Practice;  Suits  for 
Infringement,  1 ;  Terminology,  2 ;  Testimony,  1. 

1.  Reduction   to   Practice. — Evidence  considered   and  Held   to  establish 

that  L.  reduced  the  invention  in  issue  to  practice  prior  to  the  earliest 
date  claimed  by  H.  and  that  L.  is  entitled  to  the  award  of  priority. 
*Luellen  v.  House,  138. 

2.  Same. — Testimony  analyzed  and  Held  to  establish  that  Y.  conceived  the 

invention  and  reduced  It  to  practice  prior  to  the  earliest  date  claimed 
by  S.  and  that  Y.  Is  entitled  to  the  award  of  priority.  *Yakeley  v. 
Smith,  143. 

3.  Inteefebence — Award. — Evidence  reviewed  and  Held  that  priority  was 

properly  awarded  to  Humason.     ^Hughes  v.  Humason,  156. 

4.  Same — Same. — Where  Y.  contended  that  N.  and  L.  were  not  Joint  in- 

ventors because  they  fail  to  show  when  and  where  they  conceived  the 
Invention,  but  N.  testlfte<l  that  they  were  joint  inventors  and  a  witness 
testified  that  the  invention  was  explained  to  him  by  both  of  them 
and  no  evidence  was  offered  In  rebuttal.  Held  that  Y.'s  contention  must 
be  rejected.     *Yemiker  v.  Nesbitt  and  Lauritzen,  159. 

5.  Same — Same. — Evidence  reviewed  and  Held  to  establish  that  the  inven- 

tion in  issue  originated  with  R.  and  that  K.  derived  his  knowledge 
thereof  from  him.  *Kelly  v.  Reed,  167. 
G.  Same — Same. — Evidence  Held  to  establish  that  if  certain  experiments 
made  by  K.  prior  to  F.'s  date  of  conception  were  within  the  issue  they 
amounted  to  nothing  more  than  abandoned  experiments,  and  priority 
Held  properly  awarded  to  F.    Knnidsen  v.  Fitzgerald,  10. 

7.  Same — Same. — Evidence  reviewed  and  ^eld  that  priority  was  properly 

award  to  F.     *Knudson  v.  Fitzgerald,  151. 

8.  Same — Same. — Evidence  reviewed  and  Held  to  establish  that  St.  Clair 

was  an  original  inventor  and  that  M.  derived  his  knowledge  of  the  in- 
vention from  him  and  that  priority  was  properly  awarded  to  St. 
Clair.     *Main  v.  St.  Clair,  et  ah,  157. 

9.  Same — Same. — Record  considered  and  Held  that  H.  has  a  right  to  make 

the  claims  and  that  priority  was  properly  awarded  to  him.  *Nicoll 
V.  Hoey,  149. 

10.  Same — Obioinauty — Award. — ^Evidence    reviewed    and    Held    not    to 
establish  that  the  Invention  originated  with  Y.  and  was  disclosed  to 
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the  other  parties,  and  priority  Held  properly  awarded  to  N.  and  I* 
*Yemiker  v.  Neabitt  and  Lauritzen,  159. 

11.  Delay  in  Filing  Application. — Where  H.  conceived  an  Invention,  made 
a  machine  embodying  it,  but  did  not  file  his  application  until  five  years 
thereafter,  during  which  time  C.  conceived  the  invention,  built  a  ma- 
chine, and  filed  his  application,'  and  it  appeared  tliat  this  machine  was 
closely  related  to  another  machine  which  was  being  manufactured 
by  H.'s  assignee  and  that  the  development  of  both  machines  depended 
upon  the  refinement  of  a  part  known  as  the  "  warp-worm "  and  it 
appeared  that  woric  was  constantly  done  upon  this  and  that  the  owners 
of  the  invention  were  advised  by  mill  men  that  the  machine  of  the  issue 
would  not  be  successful  until  it  was  capable  of  handling  fine  yarns, 
which  depended  upon  the  development  of  the  "  warp-worm,*'  Held  that 
there  was  no  suppression  of  the  invention  and  priority  should  be 
awarded  to  H.     *Hathairay  v.  Field,  Lanning,  and  Colmant  et  al.,  177. 

12.  Diligence. — Where  L.,  who  was  the  first  to  conceive  and  the  last  to 
reduce  to  practice,  testifies  that  at  the  time  he  was  given  a  contract 
by  the  Government  for  the  construction  of  a  submarine,  which  was 
prior  to  G.'s  reduction  to  practice,  it  was  his  intention  to  place  the  de- 
vice of  the  issue  upon  this  submarine,  but  he  is  uncorroborated  as  to 
this  and  the  testimony  does  not  estalilish  the  making  of  drawings 
showing  this  device  until  after  G.'s  filing  date,  Held  that  L.  was  lack- 
ing diligence  and  priority  was  properly  awarded  to  G.  ♦  Lake  v.  Ottiin, 
184. 

13.  Reduction  to  Practice. — Evidence  Held  to  establish  that  a  machine 
built  by  C.  prior  to  the  earliest  date  to  which  F.  and  W.  are  entitled 
embodied  the  invention  and  constituted  a  reduction  to  practice  thereof 
and  that  priority  was  properly  awarded  to  O.  *Fieux  and  Wheeler  v. 
Coppus,  186. 

14.  Diligence. — Where  during  the  prosecution  of  an  application  S..  who 
was  a  resident  of  Germany,  introduced  amendments  which  embodied 
the  invention  in  issue,  but  which  the  Examiner  held  to  be  new  matter 
in  that  application,  and  two  months  thereafter  he  canceled  this  amend- 
ment, stating  that  it  was  removed  "for  probable  presentation  else- 
where," and  then  four  months  thereafter  filed  the  application  involved 
herein.  Held  that  S.,  who  was  the  first  to  conceive  the  invention,  was 
not  lacking  in  diligence  and  that  priority  was  properly  awarded  to  him. 
*  Hauschildy  by  his  assignee,  Becker  v.  Bpeidel,  194. 

15.  Conception — Reduction   to   Practice. — Evidence   reviewed   and   Held 

to  establish  that  V.  reduced  to  practice  the  inventions  of  counts  2  and 
3  of  the  issue  prior  to  S.  and  K.*s  conception,  and  priority  awarded  to 
V.  as  to  these  counts.   ^Sargent  and  Koch  v.  Vetter,  54. 

10.  Same — Same — Diligence. — Evidence  reviewed  and  Held  that  V.  was  the 
first  to  conceive  the  invention  of  count  1  of  the  issue  and  the  last  to 
reduce  to  practice  and  that  there  was  no  corroboration  of  his  testimony 
as  to  what  he  was  doing  with  the  invention  at  the  time  S.  and  K. 
entered  the  field  and  several  months  thereafter,  and  priority  awarded 
to  S.  and  K.  as  to  this  count.    Id. 

17.  Same — Same—Samk. — Evidence  reviewed  and  Held  to  establish  that  V. 
reduce<l  to  practice  the  invention  of  counts  2  and  3  of  the  Issue  prior  to 
S.  and  K.*s  conception,  and  priority  Held  properly  awarded  to  V. 
*8argent  and  Koch  v.  Vttter,  et  aL,  204. 
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18.  Same — Same — Same. — ^V.,  who  was  the  first  to  conceive  the  inven- 
tion, but  the  last  to  reduce  to  practice,  testified  that  at  the  time  he 
made  his  invention  he  was  connected  with  a  company  which  subse- 
quently^ went  into  bankruptcy;  that  he  then  started  to  organize  a  new 
company,  but  met  with  difilculties  in  interesting  persons  with  capital ; 
that  some  months^ later  he  succeeded  in  forming  a  company  and  im- 
mediately thereafter  began  preparations  for  commercial  manufacture 
and  put  lamps  on  the  market  embodying  the  invenUon.  Held  that  V. 
was  not  lacking  in  diligence  and  was  entitled  to  the  aw'ard  of  priority. 

.     *Id, 

19.  Inventors  Having  Copending  Applications — ^Bubden  of  Proof. — ^As 
between  rival  inventors  whose  applications  are  pending  at  the  same 
time  the  burden  is  on  him  whose  application  is  second  to  show  that 
he  was  first  to  reduce  the  invention  to  practice,  d  Willard  ei  al.  v. 
Union  Tool  Co,,  281. 

20.  Same — Measure  of  Proof. — In  a  contest  between  rival  inventors  for 

priority  of  invention,  their  applications  being  pending  at  the  same 
time  and  both  Inventors  having  reduced  their  conceptions  to  practice, 
the  one  whose  application  is  second,  in  sustaining  the  burden  of 
proving  that  he  was  the  first  to  reduc^  the  invention  to  practice,  is 
requiretl  to  establish  his  priority  only  by  fair  preponderance  of  evi- 
dence and  not  by  proof  conclusive  In  chai'acter  or  beyond  a  reasonable 
doubt,    d  Id. 

21.  Oral  Ti£stimony  Taken  Long  After  the  Events. — Oral  testimony 
tending  to  show  prior  Invention  as  against  existing  Letters  Patent  Is, 
In  the  absence  of  m<Mlel8,  drawings,  or  kindred  evidence,  open  to 
grave  suspicion,  particularly  If  the  testimony  be  taken  after  the  lapse 
of  years  from  the  time  of  the  alleged  invention.  The  oral  testimony 
of  a  rival  inventor  nnd  two  other  witnesses  taken  fifteen  years  after 
the  date  of  the  alleged  invention  Held  to  disclose  no  more  than  a 
•*  mental  conception  in  process  of  development  which  occasionally 
was  outlined  on  scraps  of  paper  and  then  committed  to  the  waste 
basket  and  was  roughly  worked  Into  a  wooden  model  four  or  five 
inches  long  with  a  i)enknife,*'  which  is  Insufllcient  to  overcome  the 
prima  facie  evidence  of  priority  arising  from  the  granting  of  a  prior 

•    patent.     **  The  T.  H.  Symington  Company  v.  The  National  Malleable 
Castinos  Co.  et  ah,  479. 

22.  Originality — Emi'LOYer  and  Empi^yee. — Upon  thie  Issue  of  originality 

evidence  considered  and  Held  that  only  one  of  the  three  joint  in- 
ventors, VV.,  B.,  and  P.,  gave  any  Instructions  to  H.  and  B.,  the 
other  applicants,  who  were  In  the  employ  of  the  company  of  which 
W.  was  president,  that  such  Instructions  were  insufficient  in  detail 
to  enable  H.  and  B.  to  construct  the  machine  of  the  issue,  and  priority 
awarde<I  to  H.  and  B.  *Hart  and  Barber  v.  Wiig,  Braden,  and 
Prather,  218. 

23.  First  to  Concefve  and  Reduce  to  I*ractice. — ^Where  Bonlne  conceived 

the  invention  not  earlier  than  June,  1910,  and  filetl  his  application 
July  7,  1911,  and  Bliss  conceived  in  April,  1910,  and  filed  his  applica- 
tion June  25,  1910,  Bliss  is  entitled  to  an  award  of  priority  as  being 
the  first  to  conceive  and  the  first  to  reduce  the  invention  to  practice. 
Bonine  v.  Bliss,  75. 

24.  Diligence. — Conceding  that  a  device  made  by  H.  in  April,  1912,  showed 
a  conception  of  the  invention,  it  was  not  a  redaction  to  practice,  and 
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he  did  nothing  further  toward  completing  the  invention  until  after 
the  entry  of  E.  into  the  field  in  the  fall  of  1912,  but  worked  on  an 
invention  of  another,  and  did  not  file  his  application  for  over  a  year 
and  a  half  after  the  filing  of  E/s  application,  Held  that  H.  was 
lacking  in  diligence  and  that  priority  was  properly  awarded  to  E. 
♦  Hadley  v.  Ellis,  225. 
25.  Evidence. — ^Evidence  reviewed  and  Held  insuflicient  to  establish  that 
the  appellants,  who  filed  their  application  after  the  patent  had  issued 
to  the  appellee,  were  the  prior  inventors.  *  Leonard  and  Leonard  v. 
Young,  227. 

/  26.  Diligence. — Assuming  that  an  early  machine  made  by  S.  embodied 
the  invention,  the  tests  made  thereof  did  not  demonstrate  its  practica- 
bility, and  S.  was  lacking  in  diligence  at  the  time  that  B.  entereil 
the  field,  and  priority  was  properly  awarded  to  B.  *  Swinglehurst  v. 
Ballard,  228. 

PROCESS.  See  Construction  of  Claims,  6;  Construction  of  Specifications  and 
Patents,  4,  9;  Disclosure  of  Invention;  Infringement,  3;  Particular 
Patents,  26,  41,  46;  Reissue  Applications,  1;  Scientific  Principle. 

PROCESS  AND  APPARATUS.  See  InfHngement,  6,  7;  Particular  Patents, 
12,  37.  * 

PROCESS  AND  PRODUCT.^    See  Double  Patenting;  Infringement,  2,  3. 

PRODUCT.     See  Infringement,  2,  3 ;  Particular  Patents,  2,  3,  9. 

PROOF.  See  Interference,  8;  Patents;  Priority  of  Invention,  20;  Reduction  to 
Practice,  4 ;  Suits  for  Infringement,  1. 

PROOF  OF  CONFUSION.     See  Trade-Marks,  46. 

PROSECUTION  OF  APPLICATIONS.  See  Abandonment  of  Applications; 
Abandonment  of  Invention;  Priority  of  Invention,  14;  Renewal  of 
Forfeited  Applications,  1. 
Claims — Election — Ground  for  Rejection. — Where  the  Examiner  is  of 
the  opinion  that  an  amendment  contains  claims  for  an  invention  sepa- 
rate and  distinct  from  that  previously  claimed,  he  should  require  the 
cancelation  of  such  claims.  (Decisions  In  eo?  parte  Pietzner,  C.  D., 
1903,  142 ;  103  O.  G.,  2171 ;  ex  parte  LiUie,  C.  D.,  1905,  15 ;  114  O.  G., 
541,  and  ex  parte  Stroh,  C.  D.,  1912,  208;  180  O.  G.,  1137.  overruled.) 
PjX  parte  McKillop,  125. 

PUBLIC  USE  AND  SALE.     See  Construction  of  Statutes,  8. 

Patents — Experimental  Use. — ^The  use  of  a  number  of  gears  made  of 
compressed  cotton  fibers  in  a  plant  where  the  inventor  of  such  gears 
was  employed  for  experiment  and  to  convince  skeptical  superiors  of 
their  merit  is  not  a  public  use  which  will  defeat  the  right  to  a  patent 
on  an  application  filed  more  than  two  years  after  the  first  gear  was 
constructed,  but  less  than  one  year  after  such  gears  were  on  the 
market,     d  General  Electric  Co.  v.  Continental  Fibre  Co.,  386. 

PUBLICATION.     See  Anticipation,  3. 

REBUTTAL  TESTIMONY.  See  Interference,  6,  7;  Priority  of  Invention,  4; 
Testimony,  2. 

REDUCTION  TO  PRACTICE.  See  Combinatirm,  1;  Delay  in  Filing  Applit^- 
tions,  2;  Diligence,  1;  Interference,  2;  Priority  of  Invention,  1,  2, 
12,  13,  15,  16,  17,  18,  19,  20,  23,  24 ;  Suits  for  InfHngement,  1 ;  Testi- 
mony, 2. 
1.  Interference — Priority. — Where  the  invention  in  issue  was  a  drink- 
ing-cup  that  could  be  ueied  but  once  and  destroyed,  Held  that  if  a 
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drinking-ciip  made  as  set  forth  in  the  specification  and  in  the  counts 
of  the  issue  held  water  this  would  be  a  sufficient  test  to  constitute 
a  succesful  reduction  to  practice.    *Luellen  v.  House ,  138. 

2.  Same — Agent. — Where  F.  and  L.  made  an  invention  in  warp-uniting 

macliines  and  disclosed  it  to  H.,  who  embodied  their  generic  ideas  in 
a  warp- tying  machine,  which  was  successfully  tested,  Held  that  what 
11.  did  in  reducing  the  invention  to  practice  inured  to  the  benefit  of 
F.  and  L.     ^Hathaway  v.  Fields  Lanning,  and  Colman,  et  al.,  111. 

3.  Delay  in   Filing  Application. — Held  that  Henemier  reduced   the  in- 

vention to  practice  about  three  years  prior  to  the  filing  of  Hackley's 
application  and  that  he  did  not  forfeit  his  rights  by  delay  in  filins: 
his  application.     *  Sarah  C.  Hackleyy  administratrix,  v.  Henemier ,  182. 

4.  Interf?:bence — ^Attachment    to    Machine    Operated    Idly. — The    con 

striiction  and  operation  of  an  attachment  to,  a  gear  cutting  machine, 
which  attachment  was  designed  to  cut  a  curved  gear-tooth,  but  which 
was  ojierated  idly,  no  attempt  being  made  to  cut  a  gear-tooth,  does 
not  constitute  a  retluctlon  to  practice.  The  demonstration  might  have 
supplemented  proof  of  a  prior  actual  test,  but  could  not  take  the 
place  of  such  a  test.    *J)€rr  v.  Olcason,  213. 

5.  Same — Priorfty. — The  construction  of  a  device  w^hlch,  while  not  lack- 

ing entirely  in  utility,  fails  to  overcome  the  very  difiiculties  fou 
which  it  was  designed  does  not  constitute  a  reduction  to  practice. 
Erickson  and  Erickson  v.  Dyson,  68. 

6.  Same — Allowable  Application. — "  The  rule  of  the  Patent  Office  that 

the  filing  of  an  allowable  application  is  constructive  reduction  to  prac- 
tice is  only  the  expression  in  another  form  of  the  rule  that  the  appli- 
cation of  a  patented  Invention,  if  it  sufficiently  describes  the  inven- 
tion, is  conclusive  evidence  that  the  invention  was  made  at  least  as 
early  as  that  date."  {Automatic  Weighing  Mach.  Co.  v.  Pneumatic 
Scale  Corp.,  C.  D.,  1909,  498;  139,  O.  G.,  991;  166  Fed.  R^p.,  288.) 
*Bonine  v.  Bliss,  220. 

7.  Same — Priority — Simple    Device. — A    linked    bracelet    is    not    such    a 

simple  device  that  the  mere  making  of  it,  without  some  test  of  its 
utility,  will  amount  to  reduction  to  practice.     *Hadlep  v.  Ellis,  225. 

8.  Same — Same. — Where  the  machine  involved  In  the  issue  was  made  for 

the  purpose  of  eliminating  dog-lines  in  knitted  fabrics,  Held  that  a  ma- 
chine which  did  not  do  this,  but  only  made  the  dog-lines-  somewhat 
less,  and  which  was  not  put  upon  the  market,  though  a  machine  for 
the  purpose  indicated  was  much  desired  by  the  trade,  was  not  a  re- 
duction to  practice.    *Sicinglehurst  v.  Ballard,  228. 

9.  Same — Constructive — Prior  Application  Failing  to*  Disclose  Issue. — 

A  prior  application' which  does  not  contain  or  suggest  the  invention 
in  issue,  but,  on  the  contrary,  was  the  disclosure  from  which  ihe 
invention  in  issue  started  and  over  which  it  was  an  improvement, 
does  not  constitute  a  reduction  to  practice  of  such  invention.  Bogart 
V.  Ruppcl,  80. 

10.  Same — Sami-: — Same. — Concurring  decisions  of  the  tribunals  of  the 
Patent  Office  holding  that  a  prior  application  of  R.,  relied  upon 
for  a  constructive  reduction  to  practice,  failed  to  disclose  the  invention 
and  awarding  priority  to  B.  affirmed.     *Ruppel  v.  Bogart,  234. 

REFERENCES.     See  Construction  of  Claims,  9. 

REGISTRATION  OF  TRADE-MARKS.     See  Trade-Marks,  2,  6.  11,  12,  13,  15, 

16,  17,  19,  20,  21,  22,  23,  24,  25,  26,  27.  29,  31,  32,  34,  35,  36,  37,  38,  39, 

40,  41,  42,  43,  50,  51,  52,  53,  54,  55,  56,  57,  61.  63. 
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REISSUE  APPLICATIONS.    See  Commercial  Success,  2;  Particular  Patents, 
27,  36,  42 ;  Validity  of  Patents,  2, 

1.  New  Matter — Right  of  Intebfebant  to  Make  Claims. — Where  a  patent 

to  H.  for  a  process  of  producing  a  desiccated  milk  was  allowed  over  the 
prior  art  because  he  disclosed  a  desiccating-cbamber  having  heated 
walls,  Held  that  M.  was  not  entitled  to  make  the  process  claims  In  an 
application  for  the  reissue  of  a  patent  which  did  not  disclose  a  cham- 
ber having  heated  walls.  "Attempts  to  enlarge  the  scope  of  an  applica- 
tion once  filed  or  of  a  patent  once  granted  should  be  frowned  upon, 
especially  where  the  result  would  be  the  appropriation  of  an  Inter- 
vening invention.     *Barl>ara  Hauss,  administratrix  v.  Merrell,  196. 

2.  Broadened  Claims — Detjly  in  Filing'  Application. — The  rule  is  well 

established  that  a  reissue  applied  for  more  than  two  years  after  the 
date  of  the  issue  of  the  original  patent,  where  it  amounts  to  merely  a 
broadening  of  th^  claims  of  the  patent,  ordinarily  will  not  b^  allowed. 
*In  re  Otto,  Jr.,  222. 

8.  Same — Same. — Undoubtedly  there  are  exceptions  to  the  rule  that  an  ap- 
plication for  reissue  with  broadened  claims  must  be  filed  within  two 
years ;  but  in  such  a  case  the  applicant  will  be  held  to  a  strict  rule  of 
diligence,  and  it  must  clearly  appear  that  he  moved  promptly  after  the 
discovery  of  the  error  in  the  original  patent     *Id. 

4.  Same — Same. — Claims  considered  and  Held  toJtie  broader  than  the  claims 
of  the  patent,  and,  further.  Held  that  the  facts  do  not  bring  the  case 
within  any  exceptions  of  the  rule  that  such  reissues  must  be  filed 
within  two  years.  *Id, 
REJECTION  OF  CLAIMS.  See  Abandonment  of  Invention;  Claims,  1,  4; 
Declaration  of  Interference,  1;  Examination  of  Applications,  2,  3; 
Infringement,  5 ;  Prosecution  of  Applications. 
RENEWAL  OF  FORFEITED  APPLICATIONS. 

1.  Applicant  Not  Bound  by  Election  in  Original  Application. — Held 

that ."  an  applicant  may  ordinarily  make  a  new  election  In  a  renewal 
application  and  prosecute  claims  to  a  species  other  than  that  originally 
elected,  provded,  of  course,  that  such  species  Is  fully  disclosed  in  the 
original  application."    Ex  parte  Prouty,  62. 

2.  Right  of  Assignees  of  Enemy-Owned  Applications. — Held  thftt  the 

benefit  of  the  nine  months  extension  given  to  an  alien  enemy  should  be 
given  to  an  assignee  who  received  title  to  an  application  through  the 
alien-property  custodian.    Ex  parte  Tschunkc,  88. 

3.  Same — Delay  in  Filing. — Where  a  forfeited  application  was  seized  by 

the  alien-property  custodian  and  assigned,  Held  that  upon  the"  showing 

made  the  renewal  of  the  application  by  the  assignee  should  be  accepted, 

although  not  filed  within  the  two  years  allowed  by  .law,  but  within  two 

years  and  nine  months.    Id, 
REQUIREMENT  OF  STATUTES  AND  RULES.     See  Estoppel. 
RES  ADJUDICATA.     See  Interference,  4. 
RESTRAINT  OF  TRADE.    See  Construction  of  Statutes,  11. 
RESULTS.     See  Claims,  4;  Combination,  1,  2;  Construction  of  Specifications 

and  Patents,  2;  Disclosure  of  Invention;  Invention,  3,  6,  7,  8,  12,  14; 

Particular  Patents,  3;  Patentability,  3,  5.  7;  Reissue  Applications^  1; 

Suits  for  Infringement,  J. 
REVIEW  ON  APPEAL.     See  Patents. 
REVIE^V  OF  DECISIONS  OF  THE  PATENT  OFFICE.     See  Appeal  to  ike 

Court  of  Appeals  of  the  District  of  Columbia,  2 ;  Delay  in  FUmg  Ap- 

plications,  8. 
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RIGHT  TO  MAKE  CLAIMS.  See  Appeal  to  the  Court  of  Appeals  of  the  Dis- 
trict of  Columbia,  1;  Priority  of  Invention^  9;  Reissue  Applications,  1. 
Intebverence. — Where  one  of  the  counts  of  the  issue  in  interference  called 
for  a  soft-iron  pole-piece  and  a  hardened-steel  bar  welded  together 
4ind  to  end  and  the  specification  of  the  application  did  not  state  that 
Ihe  parts  were  so  welded  and  the  construction  could  not  be  inferred 
from  the  drawing,  Held  that  the  applicant  could  not  make  the  claim. 
Parker  v.  Craft  and  Reynolds,  72. 

RIGHT  TO  PATENT.    See  Construction  of  Statutes,  8;  Disclaimers,  3;  Public 
Use  and  Sale. 

RIGHT  TO  USE  TRADEMARKS.     See  Trade-Marks,  14,  30. 

RIGHTS  OF  ASSIGNEES  OP  ENEMY-OWNED  APPLICATIONS.     See  Re- 
newal of  Forfeited  Applications,  2,  3. 

RIGHTS  PF  PATENTEE.     See  Reduction  to  Practice,  3 ;  Scope  of  Patent. 

RKJHTS  OF  THE  PUBLIC.     See  Trade-Marks,  30,  45. 

RIVAL  INVENTORS.     See  Diligence,  2;  Priority  of  Invention,  19,  20,  21. 

ROYALTIES.    See  Jurisdiction  of  the  Federal  Courts,  2. 

SCIENTIFIC  PRINCIPLE. 

Pbocess — Disclosure. — It  is  not  essential  that  patentees  should  either 
understand  or  set  forth  the  scientific  principle  on  wfiich  the  patente<.l 
process  operated,  d  Petroleum  Rectifying  Co.  of  California  v.  Reward 
Oil  Co.,  429. 

SCOPE  OP  DISCLAIMER.     See  Construction  of  Statutes,  2. 

SCOPE  OF  PATENT.  See  Construction  of  Specifications  and  Patents,  3 ;  Re- 
issue Applications,  1. 
Uses  Unknown  to  Patentee. — When  a  patentee  has  plainly  described  and 
claimed  his  improvements  or  combinations,  he  has  the  right  to  every 
use  to  which  they  can  be  applied  and  to  every  way  in  which  they  can 
be  utilized,  whether  or  not  he  was  aware  of  them  when  he  secured 
his  patent  d  Minneapolis,  St.  P.  d  S.  S.  M.  Ry.  Co.  et  aL  v.  Barnett 
d  Record  Co.,  329. 

SECOND  INTERFERENCE.     See  Interference,  4. 

SECOND  PATENT.     See  Construction  of  Statutes,  12. 

SECRECY.     See  Contract  with  the  Government. 

SHOWING  OF  USB.     See  Trade-Marks,  2. 

SIMILARITY  OF  LABELS.     See  Trade-Marks,  58,  59. 

SIMILARITY  OF  TRADE-MARKS.     See  Trade-Marks,  25,  27,  44,  46,  47,  48,  49, 
53,  54,  56,  59,  64. 

SPECIFIC  DEVICES.    See  Improvement  Patents. 

SPECIFICATIONS.    See  Applications,  2 ;  Claims,  2 ;  Construction  of  Specifica- 
tions and  Patents,  4,  8;  Designs;  Reduction  to  Practice,  1;  Right  to 

Make  Claims. 
STATE  OF  THE  ART.     See  Construction  of  Claims,  1,  5,  6,  7,  8,  10,  11,  13 ; 

Construction  of  Specifications  and  Patents,  2;  Invention,  4,  9,  12,  15, 

18 ;  Particular  Patents,  10, 11,  20,  24,  27,  30,  38,  43 ;  Reissue  Applications, 

1 ;  terminology,  2. 
STATUTORY  RIGHTS.     See  Trade-Marks,  31. 

SUBSEQUENT  APPLICATIONS.     See  Continuation  of  Applications,  2. 
SUBSEQUENT  PATENTS.     See  Anticipation,  3. 

SUBSEQUENT  REGISTRATION  OF  TRADE-MARKS.     See  Trade-Marks,  31. 
SUBSTITUTE  APPLICATIONS.     See  Continuation  of  Applications,  1. 
SUBSTITUTION  OF  ELEMENTS.    See  Invention,  17. 
SUBSTITUTION   OF   MATERIAL.     See   Construction  of  Specifications   and 

Patents,  1. 
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SUBSTITUTION  OF  PARTS.    See  Invention,  2. 

sufficiency  of  DISCLOSURE.  See  Disclosure  of  Invention;  Particular 
Patents,  46. 

SUFFICIENCY  OF  NOTICE  OF  OPPOSITION.     See  Trade-Marks,  11,  12. 

SUFFICIENCY  OF  TEST.    See  Reduction  to  Practice,  1. 

SUGGESTED  CLAIMS.    See  Abandonment  of  Invention. 

SUITS  FOR  INFRINGEMENT.  See  Construction  of  Statutes,  6.  7;  Dis- 
claimers, 2;  Infringement,  4. 

1.  Date   of   Invention — Patents    Issued   to   Independent    Inventors. — 

"  When  two  patents  for  the  same  invention  have  been  issued  to  inde- 
pendent inventors,  the  rule  is  that  the  dates  of  their  inventions  are: 
(1)  the  date  of  the  patents;  (2)  the  dates  of  the  applications,  provided 
the  application  sufficiently  describes  the  invention,  and  (3)  the  dates 
of  actual  reduction  to  practice.  In  the  absence  of  other  .proof,  the 
^  filing  of  the  application  is  taken  to  be  a  constructive  reduction  to 
practice.  In  Kearney  v.  Lehigh  Valley  R,  Co,  (C.  C. ;  32  Fed.  Rep.,  321, 
322)  Mr.  Justice  Bradley  said:  *The  date  of  the  application,  if  it 
describes  the  invention  sufficiently,  is  conclusive  evidence  that  the 
invention  was  made  prior  to  such  date.* "  d  Willard  et  al.  v.  Union 
Tool  Co'.,  281. 

2.  Defense — ^Burden   of  Proof. — In  an   Infringement  suit  the  contention 

that  the  one  in  whose  name  the  patent  was  granteyd  was  not  the 
actual  inventor  is  an  affirmative  defense,  which  must  be  sustained  by 
fair  preponderance  of  the  evidence,  d  Procter  d  Gamble  Co.  v.  Berlin 
Mills  Co.,  303. 

3.  Inventor. — It  is  immaterial  whether  a  patentee  understands  or  cor- 

rectly  state?  the  theory  or  philosophy  of  the  invention,  so  the  fact 
that  the  one  who  patented  a  lardlike  food  consisting  of  incompletely- 
hydrogenized  vegetable  oil  was  not  a  chemist,  etc.,  and  did  not  under- 
stand all  phenomena  leading  to  the  result  does  not,  in  an  infringement 
suit,  show  that  he  was  not  the  inventor,    d  Id. 

4.  License — Estoppel. — ^That  a  defendant  made  infringing  articles  in  the 

belief  that  it  had  a  valid  license,  which  was,  in  fact,  void  and  under 
which  it  now  makes  no  claim,  does  not  estop  it  from  denying  the 
validity  of  the  patent,  d  Schulte  et  al  v.  Colorado  Tire  d  Leather  Co. 
.      et  al,  402. 

SUITS  UNDER  PATENT  LAWS.    See  Jurisdiction  of  the  Federal  Courts. 

SUPREME  COURT  OF  THE  UNITED  STATES.  See  Disclaimers,  1;  Man- 
damus, 3. 

TERMINOLOGY.  See  gonstruction  of  Specifications  and  Patents,  4;  Contract 
with  the  Qovemment;  Particular  Patents,  2,  3;  Trade-Marks,  15. 

1.  Claims — Construction  of  Terms  "  Fit  "  and  "  Secured  TO."-r-The  word 

"fit"  does  not  necessarily  mean  a  tight  fit,  as  a  piston  in  a  cylinder; 
nor  does  "  secured  to  "  mean  rigidly  secured  to,  and  a  claim  using  these 
terms  is  infringed  by  a  similar  device  in  which  a  like  part  is  loosely 
fitted  and  another  part  is  slidably  secured,  which  answers  to  the  re- 
quirement "secured  to."  d Liquid  Carbonic  Co.  et  al.  v.  CHlchrist 
Co.,  275. 

2.  "  Material  and  Substantial  "   Distinction   Defined. — ^The  "  material 

and  substantial  "  distinction  between  the  subject-matter  disclosed  in  a 
••  copending  "  patent  which  is  pertinent  to  an  Issue  of  priority'  between 
it  and  the  subject-matter  of  the  claim  with  which  it  is  compared  and 
such  subject-matter  must  be  found  in  the  difference  between  the  latter 
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and  the  prevlonsly-known  art  For  the  purpose  of  this  comparison 
"patentable  distinction"  and  "material  and  substantial  distinction" 
are  convertible  terms.  Ex  parte  Allen,  105. 
3.  Descbiftiveness  and  Suogestiveness  Distinguished. — "Generally  speak- 
ing, if  the  word  imparts  information  directly,  it  would  be  classed  as 
descriptive.  If  it  stands  for  an  idea  which  requires  some  operation  of 
the  imagination  to  connect  up  to  the  goods,  it  would  be  suggestive." 
Ex  parte  Marshall  Field  Company,  130. 

TEST.  See  Abandoned  Experiments,  1 ;  Interference,  9 ;  Patentability,  5 ;  Pri- 
ority of  Invention,  26 ;  Reduction  to  Practice,  1,  2,  4t,  7 ;  Trade-Marks, 
8,36. 

TESTIMONY.  See  Interference,  6,  8 ;  Priority  of  Invention,  2,  4,  12,  16,  18,  21. 
J.  Intebfebence — ^Pbiobity. — Where  the  witness  who  testified  in  1916 
that  certain  events  took  place  in  1913  had  no  motive  for  misrepresenta- 
tion and  fix  the  date  by  other  circumstances  the  dates  of  which  were 
fixed.  Held  that  the  testimony  is  sufficient  to  establish  that  the  events 
took  place  in  the  year  alleged.    ♦  Yakeley  v.  Smith,  143. 

2.  Reduction  to  Pbactice — Evidence. — Where  0.  explained  in  his  prima 

facie  testimony  how  he  came  to  make  the  invention  and  specified  the 
instructions  he  gave  to  his  workman,  which  testimony  gives  a  good 
description  of  the  machine  which  lie  built,  and  this  testimony  Is  cor- 
roborated by  the  workman,  Held  that  the  fact  that  when  the  machine 
was  introduced  in  evidence  during  the  taking  of  rebuttal  testimony 
neither  the  applicant  nor  his  workman  was  called  to  identify  it  is 
Immaterial.    Coppus  v.  Fieux  and  Wheeler,  43. 

3.  Intebfebence — Obedibility. — ^The   credibility   of   the   testimony   of   the 

brother  of  one  of  the  Interfering  parties  "  is  challenged  on  the  sole 
ground  that  he  is  a  brother  of  the  appellant,  but  we  do  not  think  that 
this  is  sufficient  reason  for  denying  him  credence."  ♦  Oreenatoalt  v. 
Dwight,  234. 

TRADE-MARK  USE.     See  Trade-Marks,  2,  3,  4,  5,  11,  12,  13,  14,  23,  45. 

TRADE-MARKS. 

1.  Abandonment — Gbade  Mabks. — Where  a  party  used  a  certain  mark  as  a 

trade-mark  for  its  highest  grade  of  goods  for  a  time  and  thereafter  put 
out  a  still  better  grade  under  another  mark.  Held  that  this  did  not  con- 
stitute an  abandonment  of  the  first  mark.  *BaU  and  Gunning  Milling 
Company  v.  Mammoth  Spring  Milling  Company,  145. 

2.  Cancelation  of  Registbation — Showing  of  Intebest  Necessaby. — It  is 

not  necessary  in  order  to  sustain  a  petition  for  cancelation  that  the 
petitioner  show  that  he  has  used  the  mark  as  a  trade-mark.  It  is  suffi- 
cient that  he  had  any  rightful  use  inconsistent  with  the  registration. 
Rightful  use  as  a  term  descriptive  of  style,  grade,  or  quality  is  suflS- 
cient.  The  Denney  Tag  Company  v.  Dennison  Manufacturing  Com- 
pany, 1. 

3.  Same — Gbade-Mabks. — Where  the  evidence  showed  that  certain  letters 

were  used  by  the  registrant  not  as  an  indication  of  origin,  but  to  indi- 
cate grade  or  quality,  Held  that  a  petition  for  cancelation  by  one  who 
had  used  the  letters  for  a  similar  purpose  was  properly  sustained.    Id, 

4.  Same — Same. — Where  the  evidence  showed  that  the  registrant  had  used 

certain  letters  not  as  trade-marks,  but  merely  as  grade-marks,  and  the 
petitioner  for  cancelation  had  used  the  letters  in  the  same  way,  Held 
that  the  petition  for  cancelation  was  properly  sustained,  since  letters, 
figures,  or  symbols  not  denoting  origin,  but  merely  indicating  quality, 
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are  not  capable  of  exclnslve  appropriation.  *The  Dennison  Manufac- 
turing Company  v.  The  Dewney  Tag  Company,  137. 

5.  Same — Use  by  Thibd  Pabties — ^Reoistbant  Mat  Not  Allege. — In  a  can- 

celation proceeding  the  registrant  is  not  entitled  to  raise  the  question 
of  the  use  of  the  mark  by  third  parties  prior  to  the  use  by  either  of  the 
parties  to  the  proceeding.  *Hood  Rubber  Cwnpany  v.  Needham  Tire 
Company^  139. 

6.  Geogbaphical  "  Old  Virginia  "  for  paints  and  stains.    The  term  "  Old 

Virginia"  is  geographical,  and  therefore  not  registerable  as  a  trade- 
mark.   Ex  parte  Samuel  Cabot,  Inc.,  58. 

7.  Class  of  Goods — ^Electbic  LiIghting  and  Stabting  Appabatus,  Inccud- 

iNG  Switches,  Etc.,  and  Electbic  Switches. — ^Electric  lighting  and 
starting  apparatus,  including  switches,  relays,  etc..  Held  goods  of  the 
same  descriptive  properties  as  electric  specialties,  including  electric 
switches.  *Arrov)  Electric  Company  y.  Northeast  Electric  Company,. 
163. 

8.  Goods  of  Sake  Descbiptivb  Pbopebties — ^Test. — In  determining  whether 

the  goods  of  two  parties  are  of  the  same  descriptive  properties  the  fact 
that  the  goods  of  the  first  to  adopt  the  word  have  been  used  for  the 
same  purpose  as  the  goods  of  the  second  is  not  important  if  it  appeant 
that  the  goods  can  be  put  to  the  same  use,  since  "  the  likelihood  of  con- 
fusion depends  as  much  upon  the  probabilities  of  the  future  as  upon 
the  experience  of  the  past"  ^Wa^stoorth,  Rowland  d  Co,,  Inc,,  y. 
Trussed  Concrete  Steel  Co,,  207. 

9.  Same — Liquid  Concbete-Habdening  Matebial  and  Vabnish. — Held  that 

a  liquid  concrete-hardening  material  constitutes  goods  of  the  same 
descriptive  properties  as  varnish,  since  it  appears  that  the  latter  is 
capable  of  being  used  for  the  same  purpose  as  the  former.    *Id, 

10.  Notice  of  Opposition — Constbuction. — In  construing  a  notice  of  opposi- 

tion it  must  be  given  the  meaning  most  favorable  to  its  author,  if  it  is 
susceptible  of  more  than  one.  *Tfie  Outta  Percha  d  Rubber  Manufac- 
turing Company  v.  Ajax  Manufacturing  Company,  Incorporated,  146. 

11.  Same — Sufficiency. — Where  a  notice  of  opposition  to  the  registration  of 

a  trade-mark  for  bicycle  and  automobile  tires  consisting  of  a  Maltese 
cross  alleged  that  the  opposer  had  used  the  mark  for  many  years  upon 
mechanical  rubber  goods,  among  which  were  hose  and  belting,  and 
there  was  annexed  to  the  notice  a  photograph  of  a  publication  contain- 
ing a  representation  of  an  automobile-tire  bearing  the  figure  of  a 
Maltese  cross,  which  the  opposer  alleged  was  its  trade-mark,  Held  that 
these  allegations  were  equivalent  to  an  allegation  that  the  opposer  used 
this  mark  on  such  tires.    *Id, 

12.  Same — Same, — ^A  notice  of  opposition  to  the  registration  of  a  mark  used 
-  upon  bicycle  and  automobile  tires,  even  if  It  be  construed  as  not  suffi- 
ciently alleging  the  use  of  the  mark  upon  such  tires,  but  only  upmi 
mechanical  rubber  goods,  Including  hose  and  belting,  Held  sufllcient, 
since  the  goods  are  of  the  same  essential  qualities,  and  the  subsequent 
user  has  no  right  to  impede  the  first  user  in  the  natural  expansion  of 
its  business.    *Id, 

13.  Same — Injuby. — ^An  allegation  of  prior  use  of  a  mark  upon  mechani- 
cal rubber  goods,  including  hose  and  belting,  is  a  sufilcient  show- 
ing of  injury  in  an  opposition  to  the  registration  of  the  same  mark 
upon  tires,  since  one  familiar  with  the  former  use  of  the  mark  would 
naturally  conclude  that  the  tire  was  made  by  that  manufacturer.    *ld. 
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14.  Tbade-Mabk  Use  by  Opposes  Not  Necessabt. — In  order  that  an  op- 

position may  be  sustained  it  is  not  necessary  that  the  opposer  establish 
a  trade-mark  use  of  the  mark.  It  is  sufficient  if  he  has  acquired  a 
right  to  use  the  mark,  though  not  an  exclusive  one»  prior  to  the  appli- 
cant's adoption  of  the  mark.  *Th€  Atlas  Underwear  Company  v. 
B.  V,  D.  Company,  190. 

15.  Registrability — "  Shub-On  "   for   Neckties — ^Not   Descriptive. — Held 

that  the  term  •*  Shur-On  "  as  applied  to  neckties,  while  suggestive,  is 
not  merely  descriptive  and  is  registrable.  Ex  parte  Friedman  Bros,  d 
Son  Neckwear  Company,  Inc.,  6. 

16.  Same — Words  Descriptive  of  Other  Forms  of  Same  Goons  not  Regis- 
trable.— ^An  applicant  cannot  monopolize  a  word  which,  although  pos- 
sibly not  very  aptly  descriptive  of  his  own  goods,  is  descriptive  of  other 
forms  of  such  goods.  Ex  parte  American  Chain  Company,  Incorpo* 
rated,  20. 

17.  Same — "  Lock  Link,"  for  Chains. — ^The  words  "  Lock  Link,"  as  ap- 
plied to  chains,  Held  not  registrable,  even  though  only  vaguely  descrip- 
tive of  applicant's  chains,  since  they  are  descriptive  of  other  forms  of 

-  chains.    Id, 

18.  "  Marengo  " — Not  Geographical. — ^The  word  "  Marengo,"  while  it  ap- 
pears to  be  the  name  of  small  places  in  several  of  the  States,  is 
probably  best  known  as  the  name  of  a  celebrated  battle  between  the 
Austrians  and  French,  and  would  so  be  understood  by  the  ordinary 
purchaser  of  the  goods,  and  hence  is  not  merely  geographical.  Fx 
parte  National  Milk  Sugar  Company,  7. 

19.  Registrability — "  Minute,"  fob  a  Spark-Pluo  Cleaner — Descrip- 
tive.— ^The  Term  "Minute"  as  applied  to  spark-plug  cleaners  Held 
merely  descriptive,  and  therefore  not  registrable.  Ex  parte  Chan^ 
pion  Spark  Plug  Company,  7, 

20.  Priority — Right  to  Registration. — ^Where  It  appears  that  two  parties 

used  the  same  mark  for  a  number  of  years  in  adjoining  States  unknown 
to  each  other.  Held  that  the  first  to  adopt  and  use  is  entitled  to  regis- 
tration. ( Hanover  Milling  Co.  v.  Metcalf,  C.  D.,  1916,  265 ;  224  O.  G., 
1407 ;  240  U.  S.,  403,  distinguished. )  *  Ball  and  Gunning  Milling  Com- 
pany V.  Mammoth  Spring  MiUing  Company,  145. 

21.  Registrability — "  Square  Turn,"  for  Tractor — ^Not  Descriptive. — 
The  words  **  Square  Turn,"  as  applied  to  tractors.  Held  not  descrip- 
tive, and  therefore  registrable  as  a  trade-mark.  Ex  parte  Albaugh^ 
Dover  Co.,  15. 

22.  Same — Descriptiveness — Pictorial  Representation  of  Goods. — ^A  mark 
consisting  of  the  perspective  view  of  the  under  side  of  a  foot  supported 
on  a  mechanical  arch  held  by  a  hand  Held  not  registrable  as  a  trade- 
mark for  instep-arch  supports,  as  it  is  descriptive  of  the  goods  with 
which  it  is  used.    Ex  parte  SchoU  Manufacturing  Company,  Inc,,  23. 

23.  Use  in  Trade  Prerequisite  to  Registration. — ^The  words  "National 
Bank  3rd  of  St.  Louis,"  written  between  two  concentric  ellipses,  Held 
not  registrable  to  the  applicant  as  a  trade-mark  for  letter-heads,  writ- 
ing-paper, etc.,  for  the  reason  that  applicant,  who  uses  this  mark  on 
its  stationery,  has  made  no  trade-mark  use  thereof.  Ex  parte  The 
Third  National  Bank  of  St,  Louis,  Missouri,  26. 

24.  Registrability — "  U-Put-On,"  for  Rubber  Heels — Descriptive. — ^The 
term  "  U-Put-On  "  as  a  trade-mark  for  rubber  heels  with  an  open  cas- 
ing attached,  so  that  they  may  be  applied  by  slipping  the  casing  over 


526  DECISIONS  OF  THE  COMMISSIONER,  1919. 

TRADE-MARKS— Continued. 

the  flared  heel  of  a  woman's  shoe,  Held  not  registrable  as  a  trade- 
mark, since  it  is  descriptive  of  the  goods  with  which  it  is  used.  Ex 
parte  Robert  E,  Miller,  Inc.,  31. 

25.  Similarity. — ^A  mark  consisting  of  the  representation  of  a  swimming 
duck  Held  not  registrable  in  view  of  the  prior  registrations  for  the 
same  class  of  goods  of  two  marks,  one  consisting  of  the  representation 
of  a  swimming  duck  and  the  other  showing  a  standing  duck  holding 
in  its  beak  a  banner  with  the  word  "  Tassco  "  thereon,  since  the  differ- 
ences l)etween  applicant's  mark  and  the  registered  marks  are  not  such 
as  would  probably  be  noted  by  purchasers.    Ex  parte  Oden,  39. 

26.  "  Just  Right,"  for  Roofing — Descriptive. — ^The  words  "  Just  Right  ** 
refused  registration  as  a  trade-mark  for  roofing,  etc.,  on  the  ground 
that  these  words  are  descriptive  of  the  goods  with  which  they  are 
used.    Ex  parte  New  England  Felt  Roofing  Works,  45. 

27.  Similarity. — ^A  mark  for  underwear  consisting  of  an  oval  within  which 
is  the  picture  of  a  young  man  wearing  a  union-suit  being  measured 
with  a  tape-line  Held  not  registrable  where  it  appeared  that  the  op- 
poser  had,  prior  to  the  applicant's  date  of  adoption  of  the  word,  used 
upon  its  catalogues  and  the  boxes  containing  its  goods  a  picture  of  a 
man  dressed  in  underwear  only  and  inclosed  in  a  circle.  *  The  Atlas 
Underwear  Company  v.  B.  V.  D.  Company,  190. 

28.  Registrability — Picture  of  a  Woman  Polishing  a  Piano — Not  De- 
scriptive OF  Furniture-Polish. — The  representation  of  a  piano  and  a 
woman  polishing  it  Held  not  descriptive  when  used  as  a  trade-mark 
for  furniture-polish,  since  it  is  not  a  picture  of  the  goods  at  all.  Ex 
parte  l^hompson  Piano  Manufacturing  Co.,  52. 

29.  Name  of  Applicant — Distinctive  Display. — ^The  words  "Craig  Trac- 

tor,'* in  staggered  relation  with  a  heavy  black  line  over  the  word 
"Craig"  and  a  heavy  black  line  under  the  first  three  letters  thereof, 
the  bottom  black  line  forming  the  top  of  the  first  letter  of  the  word 
**  Tractor,"  Held  registrable,  since  the  name  is  distinctively  displayed. 
Ex  parte  The  Craig  Tractor  Company,  57. 
80.  "  Hairforever,"  for  a  Hair-Tonic — Nor  Descriptive. — ^The  term 
"  Hairforever,"  used  as  a  trade-mark  for  a  hair-tonic.  Held  not  de- 
scriptive, since  the  exclusive  use  of  this  word  would  not  take  away 
from  the  public  any  word  which  it  would  need  in  describing  a  hair- 
tonie.    Ex  parte  Mangan  d  Co.,  59. 

31.  Regtstration — Effect — Subsequent  Registration. — Where  a  trade- 
mark for  a  gum-wrapper,  consisting  of  an  exhibited  design,  containing 
the  words  "  Peptomlnt "  and  "  Gum,"  was  registered  with  an  explicit 
disclaimer  of  the  words  "  Peptomlnt "  and  "  Gum,"  the  statutory  right 
respecting  "  Peptomlnt "  as  one  of  the  elements  of  the  trade-mark  was 
exhausted,  the  trade-mark  statute  containing  no  provision  for  reissue 
or  amendment  after  issue,  and  the  registrant  could  not  thereafter  by 
subsequent  registration  acquire  any  right  respecting  the  word  "  Pepto- 
mlnt." d  L.  P.  Larson,  Jr.,  Co.  et  al.  v.  Latnont,  Corliss  d  Co.  et  al., 
323. 

32.  *'  Service,"  for  Rubber  and  Fabric  Belts — Descriptive. — A  mark  for 
rubber  and  fabric  belts  consisting  of  the  word  "  Service  "  surmounting 
a  bar  with  V-shaped  ends  Held  properly  refused  registration,  since 
this  word  has  a  fixed  meaning  in  the  trade,  indicating  that  the  goods 
are  serviceable  and  will  not  only  wear  well,  but  are  especially  adapted  to 
meet  the  requirements  of  the  user.    *  In  re  Lmk-BeU  Company,  233w 
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83.  "Textul,"  for  an  Oil  to  Clean  Wool  and  Worsteds — Descriptive. — 
The  word  "  Textul "  is  a  mere  misspelling  of  the  word  "  textile  **  and 
is  descriptive  as  applied  to  an  oil  for  cleaning  textiles.  *  In  re  Swan  d 
Finch  Company,  287. 
•34.  '•  Slo  Flo,"  for  Lubricatino-Grease — Descriptive. — ^The  words  "  Slo 
Flo/*  as  applied  to  lubricating-grease  for  high-speed  machines,  Held 
descriptive,  and  therefore  not  registrable,  since  the  quality  of  flowing 
slowly  is  an  essential  property  of  such  lubricating-greases.  *  In  re 
Swan  d  Finch  Company,  {second  ca«e,)  *  237. 

85.  "  Kenosha-Klosed-Krotch  " — Descriptive  and  Geographic. — ^The 
words  "  Kenosha-Klosed-Krotch "  as  applied  to  woven  and  knitted 
underwear  Held  not  registrable,  since  the  word  "  Kenosha  "  is  a  geo- 
graphical term  and  the  words  **  Klosed-Krotch  "  are  descriptive.  Ex 
parte  Cooper   Underwear  Company,  90. 

86.  "  TubTest,"  for  Men's  Overalls  and  Work-Coats — Descriptive. — 
Held  that  the  word  "  TubTest "  as  applied  to  men's  overalls  and  work- 
coats  would  indicate  that  the  clothes  upon  which  this  mark  was  ap-' 
plied  would  stand  the  test  of  washing  and  that  the  mark  is  therefore 
descriptive  and  not  registrable.  Ex  parte  The  Hilker-Wiechers  Manu- 
facturing Co.,  92. 

87.  Color — Mere  Ornamentation. — The  dress  or  ornamentation  of  a  box  or 
package  resulting  from  the  use  of  color,  or,  as  it  is  sometimes  de- 
nominated, its  color  scheme,  should  not  be  registered  as  a  trade-mark. 
Ex  parte  Henry  Tetlow  Co.,  99. 

88.  Ornamentation — Vertical  Black  and  White  Stripes  on  the  Side 

Walls  of  a  Box. — Vertical  black  and  white  stripes  located  on  the  side 
walls  of  a  box  Held  not  registrable  as  a  trade-mark,  since  these  stripes 
were  evidently  adopted  for  ornamentation,    /d. 

39.  "  Vogue,"  for  Dyes — ^Descriptive. — The  word  "  Vogue,"  used  on  dyes, 
Held  descriptive,  and  therefore  not  registrable.    Ex  parte  Swett,  108. 

40.  "  Keep  Kold,"  for  Packing-Boxes  Supplemented  by  Heat-Insulating 
Material — Descriptive. — ^The  words  "  Keep  Kold  "  as  applied  to  pack- 
ing-boxes formed  of  or  supplemented  by  heat-insulating  material  Held 
descriptive,  and  therefore  not  registrable.  -Ex  parte  The  Hunt-Craw- 
ford Company,  104. 

41.  Registrability — Composite  Mark  Including  Geographical  and  De- 
scriptive Terms. — ^A  mark,  for  paints,  consisting  of  the  words  "New 
Jersey  "  and  "  Zinc,"  inclosed  in  a  large  "  C,"  with  a  small  "  o  "  in  the 
space  between  the  ends  of  the  "  C  "  Held  registrable,  provided  exclusive 
use  of  the  words  "  New  Jersey  "  or  **  Zinc  "  or  "  Co.,"  when  used  alone 
or  In  other  arrangements,  Is  disclaimed.  Ex  parte  The  New  Jersey  Zinc 
Company,  124. 

42.  Descriptive — "  Veribest." — The  word  "  Verlbest,"  in  script,  with  one 

leg  of  the  "V"  extending  over  the  other  letters  of  the  word.  Held /iot 
registrable  as  a  trade-mark,  since  the  word  is  descriptive.  Ex  parte 
Armour  and  Company,  129. 

43.  "  Wearwell,"  for  Sheets,  Pillow-Cases,  Etc. — ^The  word  "  Wearwell,** 

used  as  a  mark  for  sheets,  pillow-cases,  etc.,  Held  properly  refused 
registration  as  descriptive.    Ex  parte  Marshall  Field  Company,  130. 

44.  Similarity — ^Picture  of  an  Arrow  and  a  Word  and  an  Arrow. — A 
trade-mark  consisting  of  the  word  "Needham,"  with  the  barb  and 
feather  of  an  arrow  projecting  l)eyond  the  ends  of  the  word,  Held  to 
clearly  conflict  with  a  mark  consisting  of  the  picture  of  an  arrow,  for 
the  arrow  In  the  former  mark  Is  an  essential  and  prominent  part 
thereof.    *Hood  Rubher  Company  v.  Needham  Tire  Company,  138. 
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45.  Same — Use  of  an  Abbow  Not  Functional. — Evidence  considered  and 
Held  to  show  that  the  appellant  used  the  arrow-marlc  as  a  trade-mark 
and  not  as  a  functional  sign  and  that  its  use  of  this  mark  coutd  in  no 
way  abridge  the  right  of  the  general  public  to  use  the  representation  of 
an  arrow  as  a  functional  sign.    *  Id,  • 

46.  Same — Pboof  of  CJonfusion  Not  Necessaby. — ^In  order  to  sustain  an 
opposition  on  the  ground  that  the  marks  of  the  parties  are  deoeptiyely 
similar,  it  is  not  necessary  that  actual  confusion  or  damage  be  estab- 
lished. It  is  enough  that  it  fairly  appears  from  the  record  that  con- 
fusion or  mistake  in  the  mind  of  the  public  would  be  likely  to  result 
fi'om  the  simultaneous  use  of  the  marks.  *  Patton  Paint  Company 
V.  Orr*9  Zinc  White,  Limited,  141. 

47.  Same — Same. — Applicant's  mark,  which  is  described  as  a  seascape  with 
a  pictorial  representation  of  the  rising  sun,  'Held  so  similar  to  two 
marks  of  the  opposer  used  upon  the  same  goods,  one  consisting  of  a  rep- 
resentation of  the  sun  and  the  words  "  Sun-Proof "  and  the  other 
of  a  representation  of  the  sun  with  streamers  running  therefrom, 
as  to  be  likely  to  cause  confusion  in  the  public  mind  and  cau^e  dam- 
age to  the  opposer.    *  Id, 

48.  Deceptive  Mabks. — A  trade-mark  consisting  of  the  bust  picture  of  a 

negro  holding  a  piece  of  watermelon  under  his  chin,  surmounted  by 
the  words,  "  Good  Enuf,"  Held  deceptively  similar  to  a  mark  consist- 
ing of  the  bust  picture  of  a  negro  woman  with  a  red  bandana  hand- 
kerchief around  her  neck,  surmounted  by  the  words  "Aunt  Jemima." 
*  Aunt  Jemima  Mills  Company  v.  Kirkland  Distributing  Company,  162. 

49.  Same. — A  mark  consisting  of  a  circle  inclosing  a  representation  of  the 
Western  Hemisphere,  upon  which  are  inscribed  the  letters  "N"  and 
•*  E,"  with  an  arrow  extending  between  them,  Held  deceptively  simi- 
lar to  a  mark  consisting  of  an  arrow  extending  in  a  parallel  direc- 
tion through  the  letter  "  E."  *Arroio  Electrio  Company  v.  North- 
eaat  Electric  Company,  163. 

60.  Registrability — "  Simpij:x  " — Name  of  Corpobation. — ^The  word  "  Sim- 
plex '*  Held  properly  refused  registration  as  a  trade-mark,  in  view  of 
the  decision  of  the  court  of  appeals,  on  the  ground  that  it  is  a  mere 
name  of  a  corporation.    Ex  parte  American  Steel  Foundries,  60. 

51.  Same — Same — Same. — The  word  "Simplex"  Held  properly  refused 
registration  as  a  trade-mark  on  the  ground  that  it  is  a  mere  name  of 
a  corporation.     *Jn  re  American  Steel  Foundries,  210. 

52.  SiMiLABiTY — Use  of  Various  Mabks  by  Pbiob  Useb. — Where  it  ap- 
peared that  the  opposer  was  organized  by  combining  several  minor 
companies,  each  of  which  had  used  as  a  trade-mark  a  flag  bearing 
a  distinguishing-letter,  and  after  the  merger  these  flags  were  continued 
to  be  used  to  designate  different  brands  of  salmon,  Held  that  such 
use  would  not  prevent  the  registration  by  another  of  the  words  "  Our 
Flag  "  as  a  trade-mark  for  the  same  goods.  *  Alaska  Packers  Associa- 
tion V.  Oetz  Bros,  d  Co,,  212. 

53.  Same — "  Pbemium  "  and  "  Premieb." — The  word  "  Premium  "  HeJd 
properly  refused  registration  as  a  trade-mark  for  canned  salmon  in 
view  of  the  prior  use  of  the  word  "  Premier  "  as  a  trade-mark  for  the 
same  kind  of  goods.  *Oetz  Bros,  d  Co,  v.  Alaska  Packers  Association^ 
213. 

54.  Same — Cleansing-Powdeb. — ^A  trade-mark  for  a  cleansing-powder  con- 
sisting of  the  words  "  Beats  the  Dutch  "  placed  above  the  figure  of  a 
woman  dressed  in  Dutch  garb  spanking  a  child  Held  not  jregistrahle  In 
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view  of  the  prior  use  of  a  trade-mark  for  the  same  class  of  goods  con- 
sisting of  the  words  "  Old  Dutch  Cleanser  *'  and  the  representation  of 
a  woman  dressed  in  Dutch  garb  with  a  stick  in  hand  chasing  dirt 
The  Cudahy  Packing  Co,  v.  The  Morrison  Co,,  101. 

55.  Same — Cbescent,  Stab,  and  Letters  "  R  J  D,"  and  Crescent  and 
Stab. — A  trade-mark  consisting  of  the  representation  of  a  crescent  and 
star  and  the  letters  "  R  J  D  "  Held  properly  refused  registration  in 
view  of  the  prior  use  on  goods  of  the  same  descriptive  properties  of 
a  mark  consisting  of  the  representation  of  a  crescent  and  a  star.  Ex 
parte  R.  J.  Darnell,  Inc.,  127. 

56.  Same — "  Bily  Blue  *'  and  "  LrrrLE  Boy  Blue." — A  trade-mark  consist- 
ing of  the  words  "  Billy  Blue  "  and  the  three-quarters  figure  of  a  boy 

*  surrounded  by  a  circle  Held  properly  refused  registration  in  view  of 
the  prior  use  on -goods  of  the  same  descriptive  properties  of  a  mark  con- 
sisting of  the  words  '*  Little  Boy  Blue."  Rice-Stix  Dry  Goods  Company 
V.  Potter,  131. 

57.  Interference — Foreign  Applicant. — Where  it  appears  that  a  foreign 

applicant  involved  in  interference  has  no  place  of  business  in  this  coun- 
try, has  not  engaged  in  interstate  or  international  commerce,  and  has 
no  registration  in  his  own  country,  but  merely  a  bald  assignment 
from  the  registrant  in  that  country,  without  any  assignment  of  the 
business.  Held  that  the  interference  should  be  dissolved,  though  H  may 
afterward  be  redeclared  if  the  foreign  applicant  can  make  a  showing 
complying  with  the  statute.  The  Permutit  Company  v.  Menzies,  9. 
68.  Infringement — Labels. — In  determining  the  question  whether  two  labels 
are  deceptively  similar  it  is  not  necessary  that  the  imitation  of  a  fea- 
ture to  which  the  plaintiff  has  the  exclusive  right  when  taken  alone 
should  be  sufficient  to  deceive.  It  would  be  enough  If,  taken  with  the 
elements  common  to  the  public,  the  inscription  accomplished  a  result 
that  neither  would  alone.  ♦•  Joseph  Schlitz  Brewing  Company  v.  Hous- 
ton Ice  d  Brewing  Company  et  aL,  454. 

59.  Same — Same. — Where  both  plaintiff  and  defendant  sell  beer  In 
brown  bottles  with  brown  labels,  but  plaintiff  has  no  exclusive 
right  to  the  color  of  the  bottle  or  label,  and  the  shape  of  defendant's 
label  Is  quite  different  from  that  of  plaintiffs  and  the  script  upon 
it  Is  wholly  different  and  the  two  labels  are  applied  to  the  bottles  in 
quite  unlike  modes,  Held  that  defendant's  use  of  its  label  did  not 
amount  to  unfair  competition.     **Id, 

60.  Unfair  Competition — Deception  of  the  Public. — ^Evidence  which  does 
not  show  that  the  public  was  deceived  by  believing  defendant's  prod- 
uct to  be  that  of  complainant  does  not  warrant  a  finding  of  unfair  com- 
petition,   d  Stanley  Works  v.  Twisted  Wire  d  Steel  Co.,  316. 

61.  Same — Common-Law  Rights. — Where  a  gum-manufacturer's  label  was 
marked  with  the  word  "  Peptomlnt,"  wreathed  with  springs  of  pepper- 
mint, and  the  quoted  word  was  popularly  taken  as  corrupt  spelling  of 
peppermint  and  so  pronounced,  the  manufacturer,  In  attempting  to  as- 
sert a  common-law  right  to  the  quoted  word  as  an  Independent  trade- 
mark, could  not,  after  disclaimer  of  such  word  in  the  registration  of  his 
trade-mark,  claim  that  such  word  was  arbitrarily  coined  from  "pep- 
tone."   d  L.  P.  Larson,  Jr.,  Co.  et  al.  v.  Lamont,  Corliss  d  Co.  et  al.,  323. 

62.  Same — Evidence. — In  an  action  based  on  unfair  competition  by  a  manu- 
facturer in  using  the  word  "  Peptomlnt "  to  simulate  both  In  color  and 
design  the  word  "  Pep-O-Mlnt "  on  plaintiffs  candy-labels  evidence 
Held  to  require  a  decree  for  plaintiff,    did. 
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03.  Same — Registered  Trade-Mabks — Pbesumptioiys. — In  an  action  for  un- 
fair competition  in  the  use  of  tlie  word  "  Peptomint  '*  to  simulate  plain- 
tiff's word  "  Pep-0-Mint "  that  plaintiff's  label  bore  the  words  "  Trade- 
Mark  Registered,"  while  the  word  "  Pep-0-Mint "  had  not  been  regis- 
tered, did  not  require  a  dismissal  of  plaintiff's  bill  where  such  wonls 
were  attributable  to  a  legend  on  plaintiff's  products  that  actually  had 
been  registered  and  in  view  of  the  presumption  that  a  suitor's  hands 
are  clean,    did. 

64.  Same — Trade-Marks  and  Trade-Names — ^Advertising  Literature. — Evi- 
dence Held  insufficient  to  establish  such  similarity  between  the  adver- 
tising literature  of  defendant  and  complainant  as  to  amount  to  unfair 
competition,    d  Schulte  et  al.  v.  Colorado  Tire  d  Leather  Co.^  et  aL,  402. 

TRIBUNALS  OF  THE  PATENT  OFFICE.  See  Concurrent  Decisions  of  the 
Tribunals  of  the  Patent  Office;  Patentability,  5. 

UNFAIR  COMPETITION  IN  TRADE.     See  Trade-Marks,  59,  00,  61,  62.  63,  64. 

USE  OF  TRADE-MARKS  BY  THIRD  PARTY.     See  Trade-Marks,  5. 

UTILITY.  See  Infringement,  4;  Particular  Patents,  40;  Reduction  to  Prac- 
tice, 5,  7. 

VALID  PATENTS.  See  Construction  of  Claims,  3;  Construction  of  Statutes, 
6,  7 ;  Disclaimers,  1 ;  Particular  Patents,  2,  4,  6,  7,  9,  12.  13,  15,  16,  19, 
25,  27,  28,  31,  34,  37,  42,  47. 

VALIDITY  OF  DISCLAIMERS.    See  Disclaim^s,  1. 

VALIDITY  OF  PATfJNTS.  See  Anticipation,  3 ;  Commercial  Success,  1 ;  Con- 
struction of  Specifications  and  Patents,  5,  7;  Construcfion  of  Statutes, 
8;  Improvement  Patents;  Interference,  11;  Patents;  Suits  for  Infringe- 
ment, 4. 

1.  Presumption — Identity. — The  presumption  of  validity  of  a  patent  ex- 

tends to  the  identity  of  the  inventor,  who  swore  to  the  invention  in 
the  statutory  form,    d  Procter  d  Gamble  Co.  v.  Berlin  Mills  Co.,  303. 

2.  Reissue — Partial  Invalidity. — ^The  fact  that  some  of  the  claims  of  a 

reissued  patent  are  invalid,  as  too  broad,  does  not  invalidate  other 

claims,     d  Vandenburgh  v.  Concrete  Steel  Co.,  356. 
VERIFICATION  OF  CLAIMS.     See  Claims,  2. 
VOID  PATENTS.     See  Particular  Patents,  1,  4,  11,  14,  17.  20,  22,  24,  26,  29, 

80,  35.  36,  38,  40,  41,  42,  43,  44,  45,  46, 
WITNESSES.     See  Interference,  7,  8,  9;  Particular  Patents,  11,  20,  22,  26, 

35,  40,  42,  43,  46 ;  Priority  of  Invention,  4,  21 ;  Testimony, 
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